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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of Registration No. 4460761 
Date of Issue:  January 7, 2014 
Trademark HIMANI Makeup – Skincare 
 
____________________________________ 
      ) 
M/s. Emami Limited    ) 
   Petitioner,  ) 
      ) 
v.      ) Cancellation No. 92061916 
      ) 
Himani Gupta     ) 
   Registrant.  ) 
 

ANSWER OF REGISTRANT TO PETITION TO CANCEL 

Registrant, Himani Gupta, by and through her undersigned counsel, responds to the petition 

for cancellation as follows: 

1. On information and belief, Registrant denies paragraph 1 of the petition for cancellation 

at least as to cosmetics or preparations for cosmetic purposes.  Registrant is without 

knowledge or information sufficient to form a belief as to the remainder of paragraph 1. 

2. Registrant admits that Petitioner is the owner of said pending application, but on 

information and belief, Registrant denies of paragraph 2 at least as to cosmetics or 

preparations for cosmetic purposes.  Registrant is without knowledge or information 

sufficient to form a belief as to the remainder of paragraph 2. 

3. Registrant is without knowledge or information sufficient to form a belief as to paragraph 

3 of the petition for cancellation and therefore denies the same. 

4. Registrant admits the allegations of paragraph 4 of the petition for cancellation to the 

extent they accurately reflect the current and updated records of the U.S. Patent and 

Trademark Office and denies all other allegations based upon insufficient knowledge 
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Petitioner’s use of its mark and any other information not of record. 

5. Registrant denies the allegation of paragraph 5 of the petition for cancellation. 

6. Registrant denies the allegation of Paragraph 6, because Petitioner and Registrant are 

related by contract, in that they are parties to an Agreement of May 30, 2013.  It is 

admitted that Petitioner and Registrant are not related by corporate structure.   

7. Registrant is without information sufficient to form a belief as to the allegations of 

paragraph 7 of the petition for cancellation.   

8. Registrant is without information sufficient to form a belief as to the allegations of 

paragraph 8 of the petition for cancellation.   

9. Registrant denies the allegations of paragraph 9 and the unnumbered paragraph set 

forth just prior to the “WHEREFORE” clause of the petition for cancellation. 

AFFIRMATIVE DEFENSES 
 

Background Facts  
 

1. On July 13, 2011, Petitioner filed opposition no. 91200679, opposing 

Registrant’s application serial number 85/218,544, which is now registration 4460761.   

2. On May 30, 2013, Petitioner entered into Agreement with Registrant 

(Registrant Exhibit 1), whereby Registrant agreed to narrow its then application to the goods 

as now set forth in Registration 4460761, and Petitioner agreed to withdraw its opposition 

and to refrain from challenging “the registration of the Gupta Application and any resulting 

registration and usage rights of [the mark covered by Registration 4460761].” 

3. Registrant has at all times performed her obligations under the terms of said 

Agreement. 
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4. Registrant has at all times continued the operation of and investment in her 

business under her Registration 4460761, in reliance on Petitioner’s heretofore continued 

performance under the terms of said Agreement, and continued recognition of Registrant’s 

rights in and to her Registration 4460761, and the mark covered by said Registration. 

5. Registrant’s actions in connection with the matter which is the subject of this 

Petition to cancel are in violation of its agreement to refrain from challenging “the registration 

of the Gupta Application and any resulting registration and usage rights of [the mark covered 

by Registration 4460761.” 

6. Registrant will be damaged by cancellation of her Registration 4460761, and 

by acts of petitioner likely to follow such cancellation.    

Defenses 

7. Petitioner is barred from seeking cancellation of the registrant's trademark 

under the doctrine of accord and satisfaction 

8. Petitioner is barred from seeking cancellation of the registrant's trademark 

under the doctrine of contract estoppel. 

9. Petitioner is barred from seeking cancellation of the registrant's trademark 

under the doctrine of acquiescence. 

10. Petitioner is barred from seeking cancellation of the registrant's trademark 

under the doctrine of laches. 

11. Petitioner is barred from seeking cancellation of the registrant's trademark 

under the doctrine of waiver. 

12. Petitioner has not and will not be damaged by the registration of the 

trademark Registration 4460761 and therefore lacks standing to petition to cancel the 
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registration. 

WHEREFORE, Registrant prays this Cancellation Petition be dismissed with prejudice. 
 

Respectfully Submitted,  
 
 

       /Bruce M. Kanuch/    
      Bruce M. Kanuch P15689 State of Michigan 
      Attorney for Registrant 

Mitchell Intellectual Property Law, PLLC 
      1595 Galbraith Avenue, SE 
      Grand Rapids, MI 49546 
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Cancellation No. 92061916 
 
 

CERTIFICATE OF SERVICE 
 
I hereby certify that a true and complete copy of the foregoing ANSWER OF REGISTRANT 

TO PETITION TO CANCEL has been served on Attorneys for Petitioner, by mailing said 

copy on November 24, 2015, via First Class Mail, postage prepaid at the following address: 

E. Anthony Figg 
Leo M. Loughlin 
Rothwell, Figg, Ernst & Manbeck P.C. 
607 14th St., N.W., Suite 800 
Washington, DC 20005 
 

November 24, 2015     /Bruce M. Kanuch/    
      Bruce M. Kanuch 
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