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) Opposition No. 91218100)
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AND

US Trademark Registration No. 4,721,431 for HYPERXYN

Registered: November 22, 2014
Spansion LLC,

Petitioner, Cancellation No. 92061796

V.

Kingston Technology Corporation ) to be Made inepaFile,
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Registrant

SPANSION'S CONSOLIDATED MEMORANDUM IN OPPOSITION TO :

1) KINGSTON’S MOTION TO DISMISS COUNT | OF SPANSION 'S SECOND
AMENDED NOTICE OF OPPOSITION,;

2) KINGSTON’S MOTION TO DISMISS COUNT Il OF SPANSI ON'S SECOND
AMENDED NOTICE OF OPPOSITION; AND

3) KINGSTON’S MOTION TO DISMISS SPANSION’'S SECOND AMENDED
PETITION FOR PARTIAL CANCELLATION/LIMITATION




INTRODUCTION

Following the Board’s December 9, 2015 Order, SjpemkLC (“Spansion”) amended
its Notice of Opposition and Petition for Partiar@ellation/Limitation to more specifically
detail competition between Spansion and Kingstachiielogy Company (“Kingston”) and the
damage caused to Spansion by Kingston’s furthemgtts to register its allegedly descriptive
HYPERX marks. Spansion’s Second Amended Notigeagosition (“Second Amended
Notice”) and Second Amended Petition for Partiah€lation/Limitation (“Second Amended
Petition”) (collectively, “Second Amended Pleadit)gset forth its standing in a manner that is
both consistent with the Board’s Order and the TTM&nual of Procedure (“TBMP”).

In its continued effort to complicate and confusese matters, however, Kingston once
again moved to dismiss Spansion’s pleadings -tithis, the Second Amended Pleadings — for
lack of standing. Kingston’s Motiohsnake essentially the same arguments Kingston laae m
before (this is now the third set of motions towiss filed by Kingston), the majority of which
are largely irrelevant. Further, in its Motionangston wholly ignores relevant allegations from
Spansion’s Second Amended Pleadings, misreadsiaiggertions of the Board’s Order, and
(again) improperly attempts to argue the meriteusI for the reasons discussed below,

Kingston’s Motions should be denied.

! As discussed further beloweginfra p.15,Section I11.C.), Kingston (for some reason) chasélée

three motions to dismiss against Spansion’s twaditgys, contrary to Fed. R. Civ. P. 12(g)(2)
(individually, a “Motion”; collectively, “Motions”) Given that the arguments in the three Motions
are essentially identical, and in an effort to difgpnatters, Spansion is filing a single, consatied
response to Kingston’'s Motions.
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Il. PROCEDURAL BACKGROUND 2

These proceedings grow out of an opposition filpdimgston against Spansion’s
application to register the mark HYPERRAM for certeomputer memory products (Parent
Opposition 91218100). There, Kingston alleged that‘'HYPER” element of Spansion’s
HYPERRAM mark is descriptive of computer and elecics products, while at the same time
asserting that its own use of the term “HYPERX"ttWHYPER as the dominant element,
combined with the descriptive element “X”) for coat@r and electronics products is distinctive
and non-descriptive.

In response, Spansion opposed and petitionedhttetaeveral Kingston HYPERX-based
marks, including HYPERX for mousepads, headphaoaies related accessories in Classes 9 and
28 (App. Ser. No. 86/462,159), HYPERX BLITZ for “Mse pads” in Class 9 (App. Ser. No.
86/418,063), and HYPERX SKYN for gaming mouse p@kgy. No. 4,721,431). Spansion’s
opposition against the HYPERX BLITZ mark and petitto cancel the HYPERX SKYN mark
sought only to have the term “HYPERX” disclaimedlanSection 18 of the Lanham Act,
relevant TBMP provisions and caselaw. Spansiomdidseek any relief in respect of the terms
BLITZ or SKYN. SeeSecond Amended Notice of Opposition, Count Il ardddd Amended
Petition.

On August 27, 2015, Kingston filed motions to dssriSpansion’s First Amended Notice

of Opposition and First Amended Petition for Pai@ancellation/Limitation. Kingston’s

The background of these consolidated proceediagdeen detailed in Spansion’s responses to
Kingston’s prior motions to dismiss. Thus, thekgaound information set forth herein is somewhat
abbreviated. If the Board requires more such in&drom, please see Opp. No. 91222728, Spansion’s
Memorandum in Opposition to Kingston’s Motion tosBiiss Amended Notice of Opposition, TTAB
Docket No. 9.
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motions alleged that Spansion’s pleadings failedtanding grounds because Spansion did not
directly allege that it was a competitor of KingstaKingston also argued that Spansion failed to
properly plead damage by alleging only that it Wwasmed by Kingston’s inconsistent positions
on the descriptiveness of the term “HYPER” and laygston’s attempts to create a family of
HYPERX marks. Kingston also alleged that Spansiafdim that Kingston’s HYPERX mark
was descriptive was faulty because Spansion allggldh’'t address the HYPERX term as a
whole, provided alleged “descriptive connotatidmet twere irrelevant,” and because the claim
was allegedly contingentSee, e.gQpp. No. 91222728, Kingston’s Motion to Dismiss
Amended Notice of Opposition, TTAB Docket No. 6.
On December 9, 2015, the Board denied Kingstor@gans as to the descriptiveness

claims, but granted Kingston’s motions as to staqdiln particular, the Board noted:

While SL alleges that it is “one of the leading mfatturers of computer

memory products and embedded systems solutiorigding a broad

portfolio of flash memory, microcontrollers, mixedynal and analog

products, and system-on- chip solutions,” and fsgtich products have a

wide variety of applications, including in connectiwith consumer

electronics, industrial and automotive applicatjptisese assertions fall short

of alleging that SL has a business need to usagpked-for and registered

terms to describe its goods, that its goods arsdhee or related to those

offered by KTC or are within its normal zone of ergion, or simply that SL

is a competitor of KTC. _The Board is left to suseihis conclusion from
SL’s listing of goods.

Board’s December 9, 2015 Order at p. 8 (emphasiedd As to the descriptiveness claims, the
Board found them to be properly pleaded and chestsngston for (again) attempting to argue
the merits of the claimsld. at p. 11.

On December 18, 2015, Spansion filed its Secondnlee Pleadings. These pleadings
provided specific, detailed allegations regardingpetition between the parties, the relatedness

of the parties’ products, and how Kingston’'s HYPER4rks damage Spansio8ee, e.g.,
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Spansion’s Second Amended Notice, 1 2-5 and 234ansion’s Second Amended Petition,
19 2-5 and 20-24.

On January 6, 2016, Kingston filed three similastidns to dismiss — one against Count
| of the Second Amended Notice of Opposition (e rark HYPERX), one against Count 1l of
the Second Amended Notice of Opposition (re thekrhefPERX BLITZ), and one against the
Second Amended Petition for Partial Cancellatibnall three Motions, Kingston argues that
Spansion does not have a “real interest” in thegedings because Spansion’s allegations of
competition are “indefinite” and because the Baalegedly already “rejected” Spansion’s
position on competition. Kingston also argueslinheee Motions that Spansion cannot claim to
be damaged by Kingston taking “inconsistent” posisi on the descriptiveness of the term
“HYPER” or by Kingston’s attempt to create a fanayHYPERX marks. In the latter two
Motions, Kingston also claimed that Spansion laeckseal interest” in the proceedings because
it has not claimed that Kingston’s HYPERX BLITZ aHYPERX SKYN marks are descriptive

in their entireties.

[I. ARGUMENT

In order to withstand a motion to dismiss, Sparisiémended Pleadings need only
“state a claim to relief that is plausible on #sé.” Ashcroft v. Iqgbal556 U.S. 662, 678 (2009)
(quotingBell Atl. Corp. v. Twomb|\550 U.S. 544, 570 (2007)). In the context ofrdar partes
proceeding, a claimant “need only allege such fastaould, if proved, establish that [the
claimant] is entitled to the relief sought, thattigat 1) [the claimant] has standing to maintain
the proceeding, and 2) a valid ground exists tog [tlaim].” See Petroleos Mexicanos v.
Intermix S.A.97 USPQ2d 1403, 1404 (TTAB 2010). In determirtimg sufficiency of the

pleading, “all of the [claimant’s] well-pleadededjations must be accepted as true, and the
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complaint must be construed in the light most fabte to [the claimant]. The pleading must be
construed so as to do justice, as required by Re@iv. P. 8(e).”Id. at 1405. See also Ritchie

v. Simpsonl70 F.3d 1092, 1097 (Fed. Cir. 1999) (“For pugsosf ruling on a motion to
dismiss for want of standing, a reviewing court traccept as true all well-pled and material
allegations of the complaint, and must construectmplaint in favor of the complaining
party.”).

Moreover, the motion to dismiss stage is not arodppity to examine the merits of a
proceeding or determine whether the opposer oretlation petitioner’s claims can be proved at
trial. SeeTBMP § 503.02 (“Whether a plaintiff can actuallype its allegations is a matter to
be determined not upon motion to dismiss, but raeahénal hearing or upon summary
judgment.”). See also Hall v. Bed Bath & Beyond, |ri&05 F.3d 1357, 1364 (Fed. Cir. 2013)
(“Whether the facts as plausibly pleaded can begques a matter for trial.”)-irestone Fin.

Corp. v. Meyer796 F.3d 822, 827(7th Cir. 2015) (“The relevamestion under these cases is
not whether a complainant’s factual allegations ane,tbut rather whether the complaint
contains sufficient factual mattexgceptedas true, to state a claim to relief that is plaleson its

face.” (emphasis in original, internal quotatiomsitbed)).

A. Spansion Has a Real Interest in This Proceeding.

To properly plead standing, Spansion must showitlmas a “real interest” in the
proceeding. TBMP § 309.03(Rpjtchie 170 F.3d at 1095. The “real interest” requiretmen
essentially means that the opposer/petitioner maxgt “a personal stake” in the proceeding and
“is more than a mere intermeddlelRitchig 170 F.3d at 1095. In discussing this “real iesgt

requirement, the TBMP provides in pertinent part:



Any person who believes it is or will be damageddyistration of a mark has standing
to file a complaint._At the pleading stage, adlttis required is that a plaintiff allege facts
sufficient to show a “real interest” in the proce®y and a “reasonable basis” for its
belief that it would suffer some kind of damagéhié mark is registered. . . . To plead a
“real interest,” plaintiff must allege a “direct@personal stake” in the outcome of the
proceeding. The allegations in support of plaiistibelief of damage must have a
reasonable basis “in fact.” ...

[T]here is no requirement that actual damage badelé or proved, or that plaintiff show
a personal interest in the proceeding differerfbeyond that of the general public” in
order to establish standing or to prevail in anagwgon or cancellation proceeding. A
real interest in the proceeding and a reasonaltilef lbé damage may be found, for
example, where plaintiff pleads (and later proves):

For example, when descriptiveness or genericneggeahark is in issue, plaintiff may
plead (and later prove) its standing by allegirat this engaged in the sale of the same or
related products or services (or that the produseovice in question is within the
normal expansion of plaintiff's business) and i plaintiff has an interest in using the
term descriptively in its business. (That is, pidirmay plead that it is a competitor.)
(emphasis added).

TBMP § 309.03(b). For standing purposes, thentelma “competitor” is construed broadly to
include related products and services or thoseimitte natural expansion of a plaintiff's
business.

Under these standards, Spansion clearly has alkefjgersonal stake” and a “real
interest” in these proceedings — at a minimum, Syer's allegations establish that it is an
indirect competitor of Kingston for the goods aus, and that its ability to use “HYPER”"-based
terms in its business would be negatively impabig&ingston’s registration of the HYPERX
marks at issue.

1. Spansion’s Pleadings Directly Address the Issues Rad in the
Board's December 9, 2015 Order.

In its December 9, 2015 Order, the Board indic#éitetl Spansion’s prior attempt to plead
standing left too much for the Board to “surmisesnh Spansion’s general allegations about its

line of businessSeeBoard’s December 9, 2015 Order at p. 8. In respoBpansion’s Second
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Amended Pleadings provide specific allegations withstantial detail about competition

between the parties. These include at least ffeniog:

Spansion’s embedded systems are incorporated bystemers into products that
compete with and/or are related to the Kingstordpets at issueSeeSpansion’s
Second Amended Notice, 1 2; Spansion’s Second AeteRetition, 2.

Spansion’s flexible microcontrollers are used tovite touchpad controls in various
products, and such touchpads often take the plaa¢raditional mouseSee
Spansion’s Second Amended Notice, T 3; Spansi@ter®l Amended Petition, { 3.

Spansion’s parent company, Cypress SemiconductqoCation, also produces
embedded systems that are often used to providepd functionality in computer
products, again in place of a traditional mouSeeSpansion’s Second Amended
Notice, 1 4; Spansion’s Second Amended Petitich, |

Spansion often licenses its trademarks to its oosts to use in connection with the
customer’s end producSeeSpansion’s Second Amended Notice, I 5; Spansion’s
Second Amended Petition, | 5.

Spansion, its customers, or both of them, are ctitopeof KingstonSeeSpansion’s
Second Amended Notice,  24-25; Spansion’s Seconenéled Petition, § 21-22.

Spansion’s products are incorporated into prodiletscompete with or are related to
the Kingston products at issu8eeSpansion’s Second Amended Notice, | 24-25;
Spansion’s Second Amended Petition,  21-22.

The Kingston products at issue are within the ratexpansion of the business of
Spansion, its customers, or both of th&eeSpansion’s Second Amended Notice,
1 24-25; Spansion’s Second Amended Petition, 21-2

These allegations do not leave anything for Kinggiothe Board to “surmise.” Indeed, in its

Motions, Kingston essentially concedes that Sparsigpecific allegations “expand on” and

“verifly]” the more general allegations of Spans®first amended pleadingSeeKingston’s

Motions to Dismiss, pp. 5-6.

In an attempt to circumvent the import of Spansarétailed allegations, Kingston

argues that the Board’s December 9, 2015 Orderaitkpl'rejected” Spansion’s line of

argument.SeeKingston’s Motions to Dismiss, p. 5. In other wey Kingston does not read the

Board’s Order as saying that Spansion’s prior phegaddid not provide sufficient detail as to
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competition. Rather, Kingston erroneously “intetsf the Board’s Order as saying that
Spansion’s allegations about competition cavdeerbe sufficient, regardless of how much
detail Spansion were to provide.

But Kingston’s argument completely ignores theesdlpart of the Board’s Order,
namely that Spansion’s prior pleadings requiredBbard to “surmise” that there was
competition simply from Spansion’s general allegiagi about its line of businesSeeBoard’s
December 9, 2015 Order at p. 8. Indeed, while &tioigfs Motions provide a long quotation
from the Board’s Order, Kingston omitted the kegiteace — namely, that “[tjhe Board is left to
surmise [that the parties are competitors] fromai&on’s] listing of goods™” Compare
Kingston’s Motions to Dismiss at. p.véith Board’s December 9, 2015 Order at p. 8. Such a
statement by the Board is not a “rejection” of Span’s position as Kingston claims, but rather
a clear suggestion that Spansion must provide ohetal if it chose to amend its pleadings,
which the Order permitted. In its Second Amendeédings, Spansion did so. Kingston’s

Motions should, therefore, be denied.

¥ Not only does Kingston misread the Board’s Oatet omit the key language from its quote, it also

materially misquotes the Order. In the block qumigpage 5 of Kingston’s Motion to Dismiss Count
I, Kingston inserted the phrase “audio peripheaald mouse pads” (the Kingston goods in the
proceedings at issue) in multiple locations in platthe word “goods.'CompareKingston’s

Motion to Dismiss Count 1, p.with Board’s December 9, 2015 Order at p. 8 (which sefeerely to
Spansion’s “goods,” not Kingston’s goods). Thiamge to the Board’s language — which Kingston
does not acknowledge by, for example, putting trenged language in brackets — deceptively
suggests that the Board ruled that Spansion cawjdhave standing if its “goods” were in fact
“audio peripherals and mouse pads.” That is nattwlie Board said, nor what its ruling meant.
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2. Spansion is Harmed Even if Only its Customers Are Kugston’s Direct
Competitors.

As noted above, Spansion’s Second Amended Pleasi@tderth in detail how
Spansion’s products are incorporated into end prsdihat compete with, or are related to, the
Kingston products at issue in this proceediBge suprap. 7-9, Section Ill.A.1. These
allegations specifically plead how Spansion’s cors are direct competitors of Kingston for
the sale of the same or related products to thioisswe in these proceedings. Further, the
allegations demonstrate that Spansion is, at amaim, an indirect competitor of Kingston — the
end products that incorporate Spansion’s produmtgpete for sales with Kingston'’s products,
meaning that any negative impact on the sales ah&pn’s customers will also be felt by
Spansion.See, e.gSpansion’s Second Amended Notice, 11 2-5 and 2&Ransion’s Second
Amended Petition, 1 2-5 and 21-22. These allegatshow that Spansion has a “personal
stake” in these proceedings and is not a mererfimgddler.” See Ritchigl70 F.3d at 1095.

Kingston argues, however, that Spansion’s allegataf competition are “indefinite”
because they state that “Spansamal/orits customers” compete with KingstoBeeKingston’s
Motions to Dismiss, pp. 4-5. According to Kingstbimese allegations “provide[] one possibility
that Spansion is not a competitor of Kingstoid? As it has done before, Kingston places
primacy on one small phrase in Spansion’s pleaditaggi/or”) at the expense of all of
Spansion’s other allegations about competitionis Thimproper.SeeTBMP § 503.02 (noting
that when considering a motion to dismiss “it is thuty of the Board to examine the complaint
in its entirety ..."”). See also Fair Indigo LLC v. Style Conscierge® USPQ2d 1536, 1538
(TTAB 2007) (on a motion to dismiss, “[tlhe pleagimust be examined in its entirety ...”).

When read in their entirety, Spansion’s allegatisimsw multiple ways in which the

parties could be said to be “competitors” — eitBpansion is a direct competitor of Kingston,
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Spansion’s customers are direct competitors of timg (making Spansion an indirect
competitor, as explained above), or both Spansiointa customers are direct competitors of
Kingston. Any of these scenarios are sufficiengite Spansion standingee Southwire Co. v.
Kaiser Aluminum & Chem. Corpl96 U.S.P.Q. 566, 572 (TTAB 1977) (Opposer nedyd o
“show that it is engaged in the same aimailar business as applicant and that damage to it will
ensue if fair use of the term byoit its customerso describe their goods will be denied by the
registration sought.”) (emphasis added). Kingg@rgument seems to suggest that Spansion
must allege that it is a “direct” competitor of kgston, but the fact that standing is allowed in
cases involving “related” goods, or where the patglat issue are within the “natural
expansion” of a company’s business, shows thaettlicompetition is unnecessargee, e.g.,
TBMP 8§ 309.03(b) (as also quoted in Section lllAwprap. 7).

Kingston also suggests that Spansion’s “and/orddileg is improper. Admittedly
Spansion’s pleading of competition between theigsis done in the alternative. But such
alternative pleading does not render Spansiorégations vague or “indefinite.” Rather, such
pleading is clearly acceptable under the FederlRuf Civil ProceduresgeFed. R. Civ. P.
8(d)(2)) and the Board’s prior rulings in this caS=eBoard’s December 9, 2015 Order at p. 10
(finding Spansion’s alternative pleading acceptadel noting that “a plaintiff may also set forth
two or more statements of a claim alternativelyagpothetically ...”).

3. It is Irrelevant Whether Kingston’s HYPERX BLITZ an d HYPERX
SKYN Marks Are Descriptive in their Entireties.

As is clearly stated in Count Il of Spansion’s Setédmended Notice and in Spansion’s
Second Amended Petition, Spansion does not seeteamdy against Kingston'’s full HYPERX
BLITZ and HYPERX SKYN marks. Rather, Spansion reseeks to have a disclaimer entered

for the term “HYPERX” should the Board determinatttHYPERX” is merely descriptiveSee
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Spansion’s Second Amended Notice, Count I, 84Spansion’s Second Amended Petition,
Count |, 9 25-30. These claims are supportedhé&y.anham Act and the TBMP, both of which
allow for claims of partial opposition or canceitat* Seel5 U.S.C. § 1068; TBMP

8 309.03(d)See als®pposition No. 91218100, Board’s July 24, 2015 ©edep. 5-6 (“Just as
the registration of a mark may be opposed (or diette.) on the Section 2(e)(1) ground that
the entire mark ... is merely descriptive ..., so tomay be on the ground that an undisclaimed
portion of the mark is merely descriptive ... (and thark should not be registered without a
disclaimer of that portion).”) (citin&ellogg Co. v. Pack’em Enters., In¢4 U.S.P.Q.2d 1545,
1549 (TTAB 1990)).

Despite the clear authority underlying Spansiobidits to assert such claims, Kingston
argues that Spansion lacks a “real interest” is¢h®aims because it does not allege that the
marks HYPERX BLITZ and HYPERX SKYN are descriptivetheir entireties.SeeKingston’s
Motion to Dismiss Count Il of the Second Amendedibof Opposition, at pp. 6-7; Kingston’s
Motion to Dismiss Second Amended Petition for C#latien, at pp. 6-7. If Kingston were
correct, it would be impossible to seek partialasiation of a mark based on the ground that
only a portion of the mark (and not the whole mavkp descriptive and lacked a disclaimer, as
there would be no standing for such a challengeralan allegation the mark was descriptive in
its entirety. The authorities noted above show kagston is clearly wrong — such claims are

permissible. As all Spansion seeks is the impmsif a disclaimer against the “HYPERX”

* Indeed, the Board has already allowed Spansigo forward with a similar claim seeking a

disclaimer of the term “HYPERX” in Kingston’s regiation of HYPERX BEAST (Reg. No.
4,452,249). SeeOpposition No. 91218100, Board’s Order, Decemb@0d5, pp. 10-11, TTAB
Docket No. 28.
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element of Kingston’'s HYPERX BLITZ and HYPERX SKYiNarks, Spansion need not allege

that the BLITZ and SKYN elements are descriptivetider to have standing.

B. Spansion’s Pleading of Damage is in Accord with th8tandards Set Forth in
the TBMP.

In addition to showing a “real interest” in the eathe test for standing also requires a
plaintiff to show that it has “a ‘reasonable ba$ws’its belief that it would suffer some kind of
damage if the mark is registered.” TBMP § 309.08¢king Ritchie 170 F.3d at 1095). In the
context of a claim that the subject mark is desimep among the ways a plaintiff can plead
damagg@is by alleging that it is a “competitor” — merely a seller of related products — and that
it “has an interest in using the term descriptivalyts business.” TBMP § 309.03(b) (as also
guoted in Section lll.A.suprap. 7).

Spansion’s specific allegations of damage areas#t fn Paragraphs 26-27 of the Second
Amended Notice and Paragraphs 23-24 of the Secomehded Petition. In the first of those
paragraphs, Spansion alleges: “Spansion and/ocust®mers currently use HYPER-based terms
in connection with the marketing and sale of tipegducts, and have an interest in continuing to
do so.” Hence, Spansion has pleaded damage in a mannés toaisistent with the pleading
standards laid out in the TBMP.

As appears to be a common pattern, in arguing3pansion failed to adequately allege
damage, Kingston’s Motions to Dismiss wholly ignée relevant pleaded allegations (noted

above). Instead, Kingston bases its position aBpansion’s allegations of damage on two

5

The TBMP sets a forth an exemplary, but non-egtiae, list of ways of pleading damag8ee
TBMP § 309.03(b).
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arguments that are largely recycled from Kingstgamier motion to dismiss — namely that
Spansion’s allegations about Kingston’s “inconsisfgeadings” and Kingston’s attempts to
expand its family of HYPERX marks are insuffici¢gatshow that Spansion is damag&ee,
e.g.,Kingston’s Motion to Dismiss Count | of the Secohahended Notice of Opposition, at pp.
6-10.

Kingston’s arguments miss the point entirely are attimately, completely irrelevafit.
Spansion pleaded the allegations about Kingstowwsnisistent positions and expansion of its
family of marks to help explain additional waystts@pansion is damaged by Kingston'’s
applications and registrations, but that does reamthey are thenly ways that Spansion is
damaged. Indeed, Spansion’s Second Amended Pisaidiciude multiple allegations showing

how Spansion is damagédncluded among these is Spansion’s allegatidad@bove, about

In addition to being irrelevant, Kingston’s argembs in its section on damage are largely improper.
As it has previously done, Kingston dedicates tlagonity of this section of its Motions to
discussing why its positions are not inconsistaat\@hy Spansion is not damaged by Kingston's
expansion of its family of marks. As the Board hlieady reminded Kingston on two prior
occasions, these types of merits-based argumentsiproper at the motion to dismiss stagee
Opposition No. 91218100, Board's July 24, 2015 ©adep. 2-3, TTAB Docket No. 21; Board’s
December 9, 2015 Order at pp. 10-11, TTAB Docket 28

Spansion is most certainly damaged by Kingstattempt to expand its family of HYPERX marks.
It is fundamental that, the broader a family of ksdsecomes, the more it strengthens the rights of
the owner of the common element of the family ht® detriment of other users of the same (or
similar) element for marks for related goods. Miige, the stronger the family becomes, the less
related the goods need to be for the rights obtheer of the family to conflict with the rights of
other users in the same (or even, different) iatiéonal class.See, e.g., McDonald’s Corp. v.
McClain,37 USPQ2d 1274, 1276 (TTAB 1995) (“[I]n view of thength of opposer’s famous
family of marks, and the fact that opposer usemdsks, and licenses its marks, on a wide variety o
goods and services ... consumers are likely to belileat opposer is connected to applicant’s
operation in some way."hips “N Twigs, Inc. v. Chip-Chip, Ltd414 F. Supp. 1003, 1016 (E.D.
Pa. 1976) (noting that a family of marks is “emtitito protection from use of confusingly similar
marks even on non-competing goods, especially wihergoods are related in character.”).
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its need to use HYPER-based terms in its busin€bi allegation, standing alone, is sufficient
to confer standing on Spansion, regardless ofuffeeiency of the other allegations of damage.
SeeTBMP 8§ 309.03(b) (noting that a plaintiff need oelstablish its entitlement to standing on

one ground).

C. Kingston’s Violation of Fed. R. Civ. P. 12(g)(2) ad Pattern of Complicating
these Proceedings.

Finally, Spansion notes that Kingston’s Motion®iemiss Spansion’s Second Amended
Notice are, at least, technically in violation &d= R. Civ. P. 12(g)(2). That Rule provides that
“a party that makes a motion under this rule mastmake another motion under this rule
raising a defense or objection that was availabkae party but omitted from its earlier motion.”
Fed. R. Civ. P. 12(g)(2). For some reason, rathaan filing a single motion to dismiss
Spansion’s Second Amended Notice, Kingston filed $&parate motions against that pleading —
one seeking dismissal of Count I, the other seettiagnissal of Count Il. The two Motions are
largely the same, with just one additional argumetihe Motion against Count Il, which
argument is also found in the Motion to dismissrig@n’s Second Amended Petition. Filing in
this way was completely unnecessary, and only sdvecrease the time and effort involved in
reviewing and responding to the Motions. Accortingt a minimum, the second-filed Motion
(as to Count Il of the Second Amended Notice) sthtwel summarily denied as a violation of
Rule 12(g)(2). Moreover, the Board may in its tesion deny both Motions in light of this
conduct.

Further, Kingston’s Motions continue a pattern sieeikingston’s earlier filings —
Kingston ignores relevant allegations in Spansigteadings and/or takes them out of context,

misquotes and misreads the Board’'s Orders, andatedilarge sections of its Motions to
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arguing the merits. These tactics further contalia an increase in the time and expense of this

proceeding incurred, not only by the parties, butie Board as well.

V. CONCLUSION.

Spansion’s Second Amended Pleadings provide spatifigations regarding Spansion’s
standing to maintain these proceedings. Spansablegations of competition between the
parties are detailed and specific, and show thahSipn has a “personal stake” and a “real
interest” in these proceedings. Further, Spandiattly alleges its reasonable belief that
Kingston’s applications and registration will caitseamage in a manner that complies with the
TBMP. As such, Spansion’s Second Amended NoticeSetond Amended Petition fairly and
completely respond to the issues raised by thedBioats December 9, 2015 Order. Kingston’s
Motions to Dismiss should be denied.

Respectfully submitted,

PATTISHALL, McAULIFFE, NEWBURY,
HILLIARD & GERALDSON LLP

Date: January 26, 2016 By: /Belinda J. Scrimenti/
Belinda J. Scrimenti
Andrew N. Downer
Paul A. Borovay
200 South Wacker Drive, Suite 2900
Chicago, IL 60606
(312) 554-8000
bscrimenti@pattishall.com
adowner@pattishall.com
pborovay@pattishall.com

Attorneys for Opposer/Petitioner, Spansion LLC
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CERTIFICATE OF SERVICE

I, Belinda J. Scrimenti, hereby certify that a tarel accurate copy of the foregoing:

SPANSION'S CONSOLIDATED MEMORANDUM IN OPPOSITION TO

1) KINGSTON’S MOTION TO DISMISS COUNT | OF SPANSIO8I SECOND
AMENDED NOTICE OF OPPOSITION,;

2) KINGSTON'S MOTION TO DISMISS COUNT Il OF SPANSN’S SECOND
AMENDED NOTICE OF OPPOSITION; AND

3) KINGSTON’S MOTION TO DISMISS SPANSION’S SECONDMENDED
PETITION FOR PARTIAL CANCELLATION/LIMITATION

was served by first class mail, postage prepaith aicourtesy copy by email, this 26th day of
January 2016, on the following counsel for Applicand Registrant Kingston Technology
Corporation:

John D. McConaghy

Novak Druce Connolly Bove + Quigg LLP

North Tower Suite 2300

333 South Grand Avenue
Los Angeles, CA 90071-1504

By: /Paul A. Borovay/
Paul A. Borovay
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