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Our File No. 7/3974-724

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

X
Ferndale IP, Inc,
Petitioner, :  Cancellation No.: 92061693
-vs-
Registration No.’s: 4460694, 460693
Boehringer Ingelheim International GmbH. :and 4405327

Respondent

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

MOTION FOR EXTENSION OF TIME TO RESPOND
TO THE PETITION FOR CANCELLATION

SIR:

As part of the executed Settlement Agreement between the parties, six of the registrations
owned by respondent are to be amended by the deletion of the word “dermatological” from the
description of goods.

With respect to four of the registrations, namely, Registration No. 4416606 for
PRAXBIND, Registration No. 4405327 for PRAXDOT; Registration No. 4434528 for
VORPRAX; and Registration No. 4416608 for JUNTPRAX action has been taken by WIPO and
the U.S. Patent and Trademark Office to amend the registrations although with respect to
Registration Nos. 4434528 VORPRAX and Registration No. 4416608 JUNTPRAX the term
“dermatological” appears in parentheses in the description of goods rather than having been
deleted completely. It is our understanding that the reference in parentheses indicates that the
term has been deleted, although, for whatever reason, it has not been removed from the
registration as is the case with respect to Registration No. 4416606 PRAXBIND and Registration
No. 4405327 PROXDOT.
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In any event, the reason for this request resides in the remaining two registrations which
have yet to be acted upon, namely, Registration No. 4460693 PRAXDOTA and Registration No.
4460694 PRAXFAB which are apparently in limbo with the limitation of goods having been
received from the IB but with no action having yet been taken by the U.S. Patent and Trademark
Office such that the term “dermatological” still remains in the description clause.

In view of the fact that the Settlement Agreement provides that petitioner will not
terminate the cancellation proceedings until all six registrations have been amended, respondent
respectfully requests an extension of time to respond to the Petition for Cancellation until
September 11, 2016. The date of September 11, 2016 was obtained because in the copending
Cancellation Proceeding No. 92061665, the deadline for respondent to respond to the Petition for
Cancellation is September 11, 2016.

If, as of early September 2016 the matter has not been resolved by the Patent and
Trademark Office and the term “dermatological” still appears in the registrations for
PRAXDOTA AND PRAXFAB, counsel for respondent will file a further Request for Extension
of Time but this request will cover both proceedings so that the new deadline will be the same
for both.

This request has the consent of counsel for petitioner.

Respectfully submitted,

OSTROLENK FABER LLP
Attorneys for Respondent

AR
Martin J. Beran

By:
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CERTIFICATE OF SERVICE

It is hereby certified that a copy of the foregoing MOTION FOR EXTENSION OF
TIME TO RESPOND TO THE PETITION FOR CANCELLATION was served upon
counsel for petitioner at the correspondence address listed in U.S. Patent and Trademark Office

records this 15th day of August 2016 by email, addressed as follows:

JULIE GREENBERG
JULIE.GREENBERG@DINSMORE.COM

o AP

Martin J. Beran
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