
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA677108
Filing date: 06/09/2015

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92061150

Party Plaintiff
Fashion TV Programmgesellschaft mbH

Correspondence
Address

RAYMOND J DOWD
DUNNINGTON BARTHOLOW & MILLER LLP
1359 BROADWAY, STE 600
NEW YORK, NY 10018
UNITED STATES
rdowd@dunnington.com, azablocki@dunnington.com,
sblaustein@dunnington.com

Submission Motion to Suspend for Civil Action

Filer's Name Dunya Majeed

Filer's e-mail dmajeed@dunnington.com, rdowd@dunnington.com,
sblaustein@dunnington.com, azablocki@dunnington.com

Signature /dunya majeed/

Date 06/09/2015

Attachments Motion to Suspend.pdf(45562 bytes )
EXHIBIT A.pdf(80812 bytes )
Second Amended Complaint.pdf(258530 bytes )
Ex. A.pdf(37227 bytes )
Ex. B.pdf(327285 bytes )
Ex. C.pdf(562791 bytes )
Ex. D.pdf(449803 bytes )
Ex. E.pdf(19667 bytes )
Ex. F.pdf(104708 bytes )
Ex. G.pdf(189024 bytes )
Ex. H.pdf(151923 bytes )
Ex. I.pdf(170570 bytes )
Ex. J.pdf(978491 bytes )
Ex. K.pdf(45060 bytes )
Ex. L.pdf(22623 bytes )
Ex. M.pdf(2476079 bytes )
Ex. N.pdf(2619753 bytes )

http://estta.uspto.gov








 

 

 

 

 

 

 

 

 

EXHIBIT A 



 
 1 

UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 
------------------------------------------------------------------------X 
F.TV Ltd., a British Virgin Islands Corporation and 
FASHION TV PROGRAMMGESELLSCHAFT MbH,       INDEX NO. 14-CV-9856 (KBF) 
   

 
Plaintiffs,    SECOND AMENDED 

COMPLAINT  
-against-       

     
BIGFOOT ENTERTAINMENT, INC. d/b/a/ FASHION 
TELEVISION INTERNATIONAL, LTD.  
   

Defendants. 
------------------------------------------------------------------------X 
 

Plaintiffs F.TV (BVI) Ltd. and FASHION TV Programmgesellschaft mbH and (together, 

“Plaintiffs” or “FTV”), by their attorneys DUNNINGTON, BARTHOLOW & MILLER LLP, 

respectfully allege as follows, upon knowledge as to themselves and their conduct, and upon 

information and belief as to all other matters: 

I. 

PRELIMINARY STATEMENT 

1. This is a civil action brought pursuant to the Lanham Act 15 U.S.C. § 1051 et. seq., 

and the Declaratory Judgment Act 28 U.S.C. § 2201 seeking a declaratory judgment of non-

infringement and abandonment of a certain service mark bearing U.S. Reg. No. 2,945,407 (the 

“Mark”).  The Mark was first used in commerce in 1992, has a priority date of April 17, 1996 and 

was registered as a Service Mark on the Principal Register in 2005.   The Mark was previously used 

in the United States in connection with a half-hour television program only.  A copy of the Mark as 

filed with the United States Patent and Trademark Office (“USPTO”) is annexed as Exhibit A .    
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2. FTV has lawfully broadcast its fashion-related content in the United States since 

1998.  Specifically, this Court entered a final judgment in 2002 providing that the term FASHION 

TELEVISION was generic and that FTV’s broadcasts did not infringe upon the pre-existing Mark.    

3. As explained below, in 2014 Defendant Bigfoot Entertainment, Inc. entered into a 

license agreement (“License”) and subsequent assignment (“Assignment”) with Bell Media, Inc. 

(“Bell”) concerning the Mark.  The Assignment included Bell’s accrued infringement claims.  

Specifically, the  License provides at page 2 that, with respect to the Mark, “[a]ll legal action shall be 

at the sole discretion and expense of Bigfoot.”  The Assignment provides at paragraph 3.1.1 that 

Bigfoot Entertainment, Inc. is authorized to initiate legal and administrative proceedings concerning 

the Mark including “the right to sue for, collect and retain damages, interests, profits and costs for 

past infringement thereof. . .”. 

4. Commensurate with its entry into the License, Bigfoot created an entity known as 

Fashion Television International, Ltd. (“FTIL”) for the sole purpose of prosecuting the accrued 

infringement claims concerning the Mark owned by Bell.  Bigfoot dominates FTIL to such an extent 

that FTIL is a mere “alter-ego” of Bigfoot.  Bigfoot thereafter immediately caused Fashion 

Television International, Ltd. to commence a world-wide campaign against FTV including an attack 

on its website, fashiontv.com, as well as the sending of numerous cease-and-desist letters to FTV and 

its distributors in New York and elsewhere seeking to terminate FTV’s broadcasts in the United 

States and elsewhere based upon the Mark.  For example, Bigfoot has caused FTIL to try to claim the 

domain name of FTV’s website www.fashiontv.com.   

5. Because FTV has a reasonable apprehension that Bigfoot will seek to enforce the 

“past infringement” claims against FTV, FTV is entitled to a declaration that its activities do not 

infringe any of Bigfoot’s or its sub-licensees trademark rights. Accordingly, a case of actual 
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controversy warranting immediate declaratory relief from this Court is present.  Absent declaratory 

relief, FTV fears that it will be subject to further and continued attacks in the United States that will 

unfairly cast a cloud over its activities and cause reputational harm.      

6. Because the Mark has been declared generic and because it has not been used in 

commerce for in excess of three years and because the Mark’s prior owner abandoned the Mark for 

non-use and expressed no intention to re-commercialize the Mark, FTV is entitled to a declaration 

that the Mark is subject to cancellation as generic and/or abandoned.  Accordingly, a case of actual 

controversy warranting immediate declaratory relief from this Court is present.  Absent declaratory 

relief, FTV fears that Bigfoot’s anticipated use of the Mark towards establishing a 24/7 television 

network will cause confusion in the marketplace to FTV’s detriment as inconsistent with its 

continued broadcasts and use of various registered trademarks.      

II.  

PARTIES 

7. Plaintiff F.TV Ltd. is a corporation domiciled at P.O. Box 31149 Road Town, 

Tortola, British Virgin Island, organized under the laws of the British Virgin Islands, engaged in the 

business of continuous satellite broadcasting and webcasting of a television channel known as FTV 

throughout the United States and around the world since 1998. 

8. Plaintiff FASHION TV Programmgesellschaft mbH is a limited liability company 

organized and existing under the laws of Austria, having its principal place of business at Wasagasse 

4, A-1090 Wien, Austria.  Plaintiff FASHION TV Programmgesellschaft mbH is a well-known 

media corporation in the fashion and entertainment world that conducts direct marketing of its 

products and services across Europe as well as in the United States.  Plaintiff FASHION TV 

Programmgesellschaft mbH is the exclusive licensee for the United States of certain trademarks 

Case 1:14-cv-09856-KBF   Document 82   Filed 05/28/15   Page 3 of 15



 
 4 

appearing on FashionTV, such as FTV, F, F. L’Original, the “F” Diamond logo, I LOVE FASHION, 

I LOVE FASHION, F.88, F SHOP, F., F, FTV, FASHIONTV, and FASHION ONE. 

9. Defendant BIGFOOT ENTERTAINMENT, INC. d/b/a/ FASHION TELEVISION 

INTERNATIONAL, LTD. is a Delaware corporation with a principal place of business located at 

246 West Broadway, New York, New York 10013.  Bigfoot is controlled and operated by Michael 

Gleissner (“Gleissner”) whose world-wide operations are based in New York.  

10.  FTIL was established by Bigfoot, its sole shareholder, as a Private Limited Company 

in the United Kingdom on October 8, 2014 for the sole purpose of enforcing Bigfoot’s rights under 

the License.  Bigfoot controls FTIL from its New York office.  FTIL is one of several 

undercapitalized and therefore judgment-proof entities formed by Gleissner for the purpose of 

asserting specious claims against FTV. 

III.  

JURISDICTION AND VENUE 

11. This Court has jurisdiction over this action pursuant to 15 U.S.C. § 1121 (actions 

arising under the Federal Lanham (Trademark) Act, 28 U.S.C. § 1338(a) (acts of Congress relating to 

trademarks) and 28 U.S.C. §1332(a) (diversity of citizenship).   

12. Venue is proper in this District pursuant to 28 U.S.C. § 1391(b) and (c) because 

Bigfoot has its principal place of business at 246 West Broadway in the City, County and State of 

New York  within the District and the acts complained of took place in this District. 
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IV.  

FACTS 

A. FTV’s Broadcasts In The United States Do Not Infringe Upon The Mark Based Upon 
This Court’s 2002 Final Judgment 
 
13. FTV is a 24/7 television network launched from Paris in 1997 that has been 

broadcasting high-quality fashion content continuously through, among others, television, cable, 

satellite and more recently on social media such as YouTube, where it enjoys tremendous 

international success.  FTV has been available in the United States since 1998.   

14. FTV broadcasts are identified by source identifiers including a unique diamond-

shaped logo, the marks FASHIONTV, FTV, and “F” enclosed in a diamond logo, and distinctive 

graphics and colors that serve as source identifiers as defined by Section 43 of the Lanham Act.  15 

U.S.C. § 1125. 

15. As set forth above, the Mark was first used in commerce in 1992 and registration with 

the USPTA was sought in May 9, 1996 by Bigfoot’s predecessor, CHUM, Ltd., (“CHUM”) a former 

Canadian entity.  See Exhibit A.  The Mark is reproduced below.  

 

 

16. In 1998, shortly after it launched in the United States, FTV was sued – unsuccessfully 

– by CHUM which claimed to own, among other things, the mark FASHION TELEVISION.  
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Specifically, CHUM’s Amended Complaint was premised on, among other things, CHUM’s 

ownership of a trademark application for the Mark.  A copy of the Amended Complaint is annexed 

as Exhibit B  and the foregoing allegation is contained in ¶ 7).   

17. On March 12, 2001, Judge Kimba Wood determined that CHUM’s use of FASHION 

TELEVISION was generic and that FTV’s marks and broadcasts were not infringing on Chum’s 

trademark rights.  Chum Limited v. Lisowski, 98-CV-5060, 2001 WL 243541 (S.D.N.Y. March 12, 

2001).  A copy of Judge Wood’s order is annexed as Exhibit C .       

18. Following a bench trial, Judge Constance Baker Motley held that none of FTV’s 

broadcasts or uses of marks or words containing “F,” “F.TV,” “TV,” “TELEVISION,” or 

“FASHION” competed unfairly with CHUM and its claimed ownership of the mark FT FASHION 

TELEVISION or any other mark or goodwill claimed by CHUM.  Chum Ltd. v. Lisowski, 198 

F.Supp.2d 530 (S.D.N.Y. April 18, 2002) rehearing denied 2002 WL 1143208, 63 U.S.P.Q.2d 1578 

(May 29, 2002).  A copy of Judge Motley’s order is annexed as Exhibit D .  A copy of the  

final non-appealable judgment entered on April 24, 2002 (the “Judgment”) is annexed as Exhibit E. 

19. Following entry of the Judgment, the Mark was registered by the USPTO in 2005. See 

Ex. A.   

B. The Mark Is Transferred from CHUM And Ceases To Be Used In The United States 

20. CHUM was acquired by CTVglobemedia, Inc. (“CTV”) in 2007.  

21. CTV immediately began unwinding international licenses and syndication agreements 

relating to the Mark entered into by CHUM.  

22. CTV was acquired by BCE, Inc. in 2011 which in turn established Bell as its mass-

media subsidiary to, among other things, hold the Mark.  
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23. From 2011 through the present, Bell did not oppose cancellation proceedings 

concerning the Mark in jurisdictions where it was not being used.   

24. From 2002 through April 11, 2012, none of CHUM, CTV, Bell, Bigfoot or any other 

person or entity has used the Mark in the United States outside of the half-hour television show “FT 

Fashion Television.”   

25. On April 11, 2012, production on the last episode of the FT Fashion Television show 

ended.  

26. From April 11, 2012 until the present, the Mark has not been used in the United 

States.   

C. Bigfoot Entertainment, Inc. Incorporates Fashion Television International, Ltd. As An 
Undercapitalized Alter-Ego To Wage A World-Wide Campaign Against FTV Based 
Upon The Mark Acquired From Bell Via A License And Later Assignment  
 
27. Defendant Bigfoot Entertainment, Inc. is a holding of Bigfoot Ventures which is 

controlled and operated by Gleissner who manages his holdings through “New York-based 

investment operations.”  A copy of Mr. Gleissner’s profile page from the Bigfoot Ventures website is 

annexed as Exhibit F.  

28. Defendant Bigfoot Entertainment, Inc. entered into the License in October of 2014 

with Bell concerning, as relevant here, the Mark.  (At the time the License was entered into, Bigfoot 

was a California entity).  The License included the right to enforce Bell’s interest in the Mark in the 

United States including the prosecution of accrued infringement claims.   

29. The License provided that Bigfoot would create a separate entity in order to 

commence enforcement proceedings.  Specifically, the License provides Bigfoot with the “rights to 

the brand, logo, likeness, and trademarks. . .of the channel ‘Fashion Television’ for worldwide use 

with the exception of Canada, on an as-is basis.”  In furtherance of the License, Bell executed a 
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power-of-attorney in favor of the New York law firm designated by Bigfoot, Fross Zelnick Lehrman 

& Zissu, P.C. (“FZLZ”).  A copy of the License is annexed as Exhibit G.  

30. In October of 2014, Defendant Bigfoot Entertainment, Inc. established an 

undercapitalized an entity known as FTIL in the United Kingdom for the sole purpose of enforcing 

the License.  Bigfoot Entertainment, Inc.  owns the single authorized share of FTIL which is valued 

at one British Pound (£ 1).  Bigfoot established, owns, operates and does business as FTIL from its 

New York office.  As alleged above and more fully explained below, FTIL is a mere “alter-ego” of 

Bigfoot.  A copy of FTIL’s incorporation papers is annexed as Exhibit H.   

31. Upon information and belief, FTIL was established for the purpose of waging a 

world-wide attack against FTV.  By establishing FTIL, Bigfoot attempted to hide from FTV the fact 

that it is the true party in interest in exploiting the Mark.  Bigfoot similarly established FTIL as a 

judgment-proof shell company because it had actual knowledge that certain of the assets it received 

under the terms of the License were likely to be invalid and that the proceedings it commenced in 

FTIL’s name would likely result in counter-actions or other adverse consequences resulting in costs, 

fees and judgments against FTIL.   

32. In December of 2014, FZLZ sent cease-and-desist letters to FTV and its distributors , 

purportedly on behalf of FTIL.  The cease-and-desist letters were sent under the alleged authority of 

“a license emanating from Bell Media Inc.” in favor of FTIL claiming that FTV’s broadcasts infringe 

on the rights in the marks FASHION TELEVISION and FT FASHION TELEVISION.  The cease-

and-desist letters sought to terminate FTV’s broadcasts in the United States and sought information 

from the distributors relating to any monies paid to FTV.  As a result of the cease-and-desist letters, 

FTV’s distributors sought indemnification.  A copy of a cease-and-desist letter and subsequent 

indemnification request from Atlantic Broadband are annexed as Exhibit I.   
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33. Upon investigation, FTV learned that, in reality, Bigfoot had in fact retained FZLZ 

and authorized the cease-and-desist letters.  Specifically, the cease-and-desist letters referenced 

FZLZ client code “BIGF.”  Thereafter, during the course of discovery authorized by the Court, FZLZ 

produced its retainer letter and initial invoice which were sent to Bigfoot’s legal counsel, Gabriel 

Miller, Esq., at Bigfoot’s New York office.  FZLZ subsequently informed FTV in writing that the 

directives concerning the cease-and-desist letters were received from Mr. Miller.  A copy of the 

retainer letter between FZLZ and Bigfoot is annexed as Exhibit J ; a copy of the related invoice from 

FZLZ to Bigfoot is annexed as Exhibit K ; a copy of FZLZ’s email indicating that directives were 

provided by Bigfoot is annexed as Exhibit L .   

34. In addition to the cease-and-desist letters, FTIL commenced a proceeding against FTV 

in the World Intellectual Property Organization Arbitration and Mediation Center (“WIPO”) seeking 

to preclude FTV’s use of its website, fashiontv.com, which has been active since 1996.  The 

complaint filed with WIPO is premised on the License.  A copy of the WIPO complaint is annexed 

as Exhibit M.               

35. Following the commencement of this action, Bigfoot and Bell entered into the 

Assignment whereby which Bigfoot took ownership of those assets referenced in the License, 

including the Mark and any associated infringement claims.  Upon information and belief, the 

License was executed in 2015 although it is pre-dated “as of 24 December 2014.”  A copy of the 

Assignment is annexed as Exhibit N.  

36. Upon information and belief, Bigfoot has not formally licensed or assigned the Mark 

to FTIL.    
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D. Declaratory Relief Is Warranted As Against Bigfoot, The True Party In Interest And 
Owner Of The Mark, Because FTV Has Experienced An Attack Against Its Website 
And Reasonably Expects Further Attacks By Bigfoot’s Alter-Ego, FTIL, In The United 
States Such That An Actual Controversy Exists  
 
37. Declaratory relief is warranted due to Defendant Bigfoot Entertainment’s creation of 

an actual controversy against FTV based upon its claims, asserted through its alter-ego FTIL, against 

FTV’s website and the sending of the certain cease-and-desist from New York in December of 2014 

to FTV and its distributors.  Based upon the foregoing, FTV has a reasonable apprehension of being 

subjected to further and continuing attacks in the United States by Bigfoot as the owner of the Mark. 

 FTV has a valuable interest in enforcing the Judgment entered in this Court which determined that 

FTV's  broadcasts did not infringe upon the Mark such that the Court should declare the rights of 

FTV as against Bigfoot.    

38. Bigfoot is named as the only defendant herein because complete relief can be afforded 

as required by Fed. R. Civ. P. 19.  The assertions made in and the evidence annexed to this complaint 

indicated that: (i) Bigfoot and FTIL disregard corporate formalities e.g. Bigfoot provided the 

directives to FZLZ; (ii) FTIL is undercapitalized e.g. its lone authorized share is valued at £1; (iii) 

there is an overlap in ownership e.g. Gleissner controls both entities; (iv) Bigfoot and FTIL share 

office space and employees e.g. Mr. Miller received correspondence from FZLZ and authorized the 

cease-and-desist letters from Bigfoot’s New York office; (v) FTIL does not exercise discretion e.g. 

the License makes clear that Bigfoot established the entity for the specific purpose of enforcing the 

License; (vi) the dealings between Bigfoot and FTIL are not at arms length because FTIL is entirely 

owned by Bigfoot; (vii) FTIL is not an independent profit center and was formed only as an 

enforcement mechanism for Bigfoot; (viii) Bigfoot and FTIL intermingle property, specifically the 
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assets acquired through the License and Assignment.  Upon information and belief, FTIL does not 

own any assets.    

39. The Judgment was not appealed and the Court may apply the doctrines of res judicata 

and collateral estoppel because the exact or nearly exact issues raised in the cease-and-desist letters 

were fully and fairly litigated by Bigfoot’s predecessor.  Even in the absence of the judgment, FTV’s 

broadcasts would not violate Bigfoot’s rights in the generic Mark in issue.  Accordingly, a 

declaration of non-infringement is warranted.     

40. The Mark has not been used in the United States for more than three years which 

constitutes prima facie evidence of abandonment under the Lanham Act. Bigfoot’s predecessors 

failed to maintain the mark or defend cancellation proceedings brought around the world.  Bigfoot’s 

direct predecessor failed to retain any control of the mark when it licensed the mark.  Accordingly, a 

declaration of abandonment is warranted.  15 U.S.C. §§ 115(b), 1127.      

V. 

CAUSES OF ACTION 

CLAIM FOR DECLARATORY JUDGMENT OF 
 NON-INFRINGEMENT UNDER THE LANHAM ACT  

 
41. Plaintiffs repeat and re-allege paragraphs 1-40 of this Complaint as if fully set forth 

herein. 

42. In a case of actual controversy within its jurisdiction, the Court is vested with the 

discretion to declare the rights and other legal relations of any interested party.  28 U.S.C. § 2201.     

43. A declaratory judgment is properly issued (i) when the judgment will serve a useful 

purpose in clarifying and settling the legal relations in issue, or (ii) when it will terminate and afford 

relief from the uncertainty, insecurity, and controversy giving rise to the proceeding.  
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44. A case of actual controversy exists because in December of 2014, Bigfoot caused the 

cease-and-desist letters to be sent by FZLZ to FTV and its distributors seeking the termination of 

FTV’s broadcasts in the United States based upon its purported rights in the Mark acquired from 

Bell.  Bigfoot claimed that FTV’s use of its marks were confusingly similar to the Mark even though 

FTV’s broadcasts were held to be non-infringing by the 2002 Judgment.  Bigfoot similarly caused 

FTIL to file the WIPO complaint against FTV’s website.   

45. Bigfoot has represented that it will seek to utilize the Mark, previously used in 

connection with a half-hour television program in the United States, to operate a 24/7 television 

network and preempt all competitors from broadcasting any content bearing on fashion.     

46. A declaratory judgment would serve a useful purpose in clarifying and settling the 

issues between the parties and provide FTV and its distributors relief from the existing controversy.   

47. FTV has continuously broadcast its programming in the United States since 1998. 

48. This Court has previously held the mark FASHION TELEVISION to be generic in 

connection with the final non-appealable Judgment.  

49. FTV has a valuable property interest in the Judgment.  

50. Based on the foregoing, Plaintiff seeks a declaration that its broadcasts via uplink in 

the United States do not violate the Lanham Act or any right of Bigfoot under the terms of the 

License or Assignment along with the costs and attorneys fees of this action. 

51. The declaration should be entered as against Bigfoot and any entity acting in concert 

with Bigfoot as well as its successors and assignees.    

CLAIM FOR DECLARATORY JUDGMENT OF  
GENERICNESS OR ABANDONMENT OF THE MARK UNDER THE LANHAM ACT 

 
52. Plaintiffs repeat and re-allege paragraphs 1-51 of this Complaint as if fully set forth 
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herein. 

53. In a case of actual controversy within its jurisdiction, the Court is vested with the 

discretion to declare the rights and other legal relations of any interested party.  28 U.S.C. § 2201.  

54. A trademark that has become generic may be cancelled as generic at any time.  15 

U.S.C. §§ 1052(e), 1064(c).    

55. An incontestable trademark may be abandoned.  15 U.S.C. §§ 1115(b), 1127.    

56. A declaratory judgment is properly issued (i) when the judgment will serve a useful 

purpose in clarifying and settling the legal relations in issue, or (ii) when it will terminate and afford 

relief from the uncertainty, insecurity, and controversy giving rise to the proceeding.  

57. A case of actual controversy exists because in December of 2014, Bigfoot caused the 

cease-and-desist letters to be sent by FZLZ to FTV and its distributors seeking the termination of 

FTV’s broadcasts in the United States based upon its purported rights in the Mark acquired from 

Bell.  Bigfoot claimed that FTV’s marks were confusingly similar to the Mark even though FTV’s 

broadcasts were held to be non-infringing by the 2002 Judgment.  Bigfoot similarly caused FTIL to 

file the WIPO complaint against FTV’s website.     

58. Bigfoot has represented that it will seek to utilize the Mark, previously used in 

connection with a half-hour television program in the United States, to operate a 24/7 television 

network and preempt all competitors from broadcasting any content bearing on fashion.     

59. A declaratory judgment would serve a useful purpose in clarifying and settling the 

issues between the parties and provide FTV and its distributors relief from the existing controversy.   

60. The term FASHION TELEVISION was declared to be generic in the final Judgment.  

61. FTV has a valuable property interest in the Judgment.  

62. Chum was acquired by CTVglobemedia Inc.  (CTV) in 2007.  (ECF Doc. 30 ¶ 14). 
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63. CTV thereafter made a strategic decision to focus its efforts on Canada and unwind 

international licensing and syndication rights.  (ECF Doc. 30 ¶ 15).  

64. In April of 2011, CTV was purchased by BCE which formed Bell as its mass-media 

subsidiary to, among other things, hold the Mark.  (ECF Doc. 30 ¶ 6-7).    

65. It was the policy of Bell to not challenge cancellation proceedings brought in other 

jurisdictions concerning the Mark if the Mark was no longer being used.  (ECF Doc. 30 ¶ 21). 

66. At the time it ceased use of the Mark, Bell had no intention of re-commercializing the 

Mark.  

67. The Mark has not been used in the United States for more than three years. (ECF Doc. 

30 ¶ 11).     

68. The License did not provide Bell with the authority to exert quality control over the 

mark and is therefore a “naked” license, which is the functional equivalent of abandonment. 

69. Continued registration of the Mark would cause additional to harm to FTV because  it 

will remain subject to continued attacks from Bigfoot.  Further, the Mark, previously used as a logo 

in connection with a half-hour television program, will cause confusion in the marketplace if 

permitted to be used in connection with a 24/7 channel thus causing additional harm to FTV.   

70. Accordingly, the Court should issue a judgment declaring that the Mark is generic or 

has been abandoned and cancelling said Mark.  

VI . 

PRAYER FOR RELIEF 

WHEREFORE , FTV respectfully demands the following relief: 

1. A judgment declaring that Plaintiffs’ commercial activities do not violate any right of 

Bigfoot or Bigfoot’s sub-licensees.    
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2. A judgment declaring that the Mark is generic or has been abandoned.  

3. The costs and fees incurred in this matter including reasonable attorneys’ fees.  

4. Any such other and further relief as the Court deems just, proper and equitable. 

Dated: May 28, 2015 
 New York, New York 
 
 

Respectfully submitted, 
 
DUNNINGTON, BARTHOLOW & 
MILLER LLP 
 

 
By:  s/ Raymond Dowd_____________________ 

Raymond J. Dowd 
Samuel A. Blaustein 
1359 Broadway, Suite 600 
New York, N.Y. 10018 
Tel: (212) 682-8811 
Fax: (212) 661-7769 
rdowd@dunnington.com 
sblaustein@dunnington.com  
Attorneys for Plaintiffs 
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United States District Court, S.D. New York. 
 CHUM  LIMITED, a Canadian Corporation, Plain-

tiff,  
v. 

Adam LISOWSKI , an Individual a/k/a Michel Adam 
and a/k/a Michel Adam Lisowski and d/b/a Fashion 
TV, Opera Holding Ltd., a French Corporation d/b/a 
Fashion TV and d/b/a F.TV, Fashion TV Paris, S.A.R 
.L., a French Limited Liability Company d/b/a F.TV 
Et F.L'Original Et F.International, Fashion TV NY, 

Inc., a New York Corporation, and Fashion TV, Ltd., a 
British Virgin Islands Corporation Defendants. 

 
No. 98 CIV. 5060(KMW). 

March 12, 2001. 
 

ORDER 
WOOD, D.J. 

*1 This suit arises out of a dispute over the rights 
to the name “fashion television.” Plaintiff, a Canadian 
entertainment company, sues for trademark in-
fringement and dilution under the Lanham Act, 
trademark infringement and unfair competition under 
common law, and unfair business practices and 
trademark dilution under New York state law. De-
fendants, producers of a television channel focusing 
on fashion, have counterclaimed under the Sherman 
Act and the Lanham Act. Before the Court at this time 
are plaintiff's motions to dismiss and for summary 
judgment on defendants' counterclaims; FN1 defend-
ants' motion for summary judgment dismissing plain-
tiff's “trademark dilution and infringement claims” 
(Defendants' Memorandum of Support of Motion for 
Summary Judgment, dated February 28, 2000 
[“Defts.' Mem.”] p. 1.); FN2 defendants' motion for 
reconsideration of this Court's decision denying de-
fendants leave to amend their Answer and Counter-
claims; and the parties' motions for sanctions under 

Federal Rule of Civil Procedure [“Fed.R.Civ.P.”] 11 
[“Rule 11”]. For the reasons outlined below, the Court 
denies in part and grants in part defendants' request for 
reconsideration of this Court's Order denying leave to 
amend its answer and counterclaims, grants summary 
judgment on defendants' counterclaims, grants sum-
mary judgment on plaintiff's trademark infringement 
and trademark dilution claims, denies summary 
judgment on plaintiff's unfair competition claim, and 
denies the parties' motions for sanctions. 
 

FN1. Plaintiff has reserved its right to seek a 
default judgment against Fashion TV NY, 
which it served on the New York Secretary of 
State, and which has not responded in this 
matter. 

 
FN2. Defendants ignore, for purposes of this 
motion, plaintiff's third cause of action, 
which seeks relief for unfair business prac-
tices under New York General Business Law 
§ 349; they neither mention this claim in their 
briefs nor cite any decisions that discuss this 
statute. As a result, defendants have not met 
their burden of showing they are entitled to 
judgment on this claim as a matter of law. 

 
I. BACKGROUND 

A. Plaintiff and its Program 
Plaintiff produces, broadcasts, and distributes 

television and radio programming. (Plaintiff's Rule 
56.1 Statement of Material Undisputed Facts, dated 
March 3, 2000 [“Pl.'s 56 Statement”] ¶ 1 .) One of 
plaintiff's productions is its magazine-format fashion 
program [“Program”], which features a host, inter-
views with photographers, designers, and models, and 
edited clips of fashion footage. (Defts.' Mem. p. 5.) 
Plaintiff calls this program “Fashion Television” but 
also uses “FT FashionTelevision,” “Fashion TV,” and 
“FTV” [hereinafter the “FT Marks”] in conjunction 
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with this programming, as well as the slogan “The 
Original. The Best.” (Plaintiff's Rule 56.1 Statement 
of Material Facts in Opposition, dated March 13, 2000 
[“Pl.'s 56 Response”] ¶¶ 6–7, 9.) 
 

Plaintiff adopted the FashionTelevision mark in 
1985 (Pl.'s 56 Response ¶ 1) and that mark has been in 
use in the United States since 1992, when the Program 
first aired on VH–1. (Pl.'s 56 Statement ¶ 2.) The 
Program was featured on VH–1 from 1992 through 
1999, and is currently shown on E! Entertainment 
Television (Pl.'s Response ¶¶ 4–5); the Program has 
received mention in several prominent publications, 
including TV Guide and Vogue and, according to 
plaintiff, was VH–1's highest rated program during 
one of its seasons. (Plaintiff's Reply Memorandum of 
Law, dated March 13, 2000 [“Pl.'s Reply”] p. 12.) 
 

*2 Plaintiff's competitors include CNN's Style 

with Elsa Klensch, MTV's House of Style, E! Enter-
tainment Television's Fashion Emergency and Fash-

ion File and E!'s new 24–hour channel “style.” 
(Plaintiff's Memorandum of Law in Support of Plain-
tiff's Motion to Dismiss, dated February 14, 2000 
[“Pl.'s Mem.”] pp. 12–13.) Plaintiff's Program ac-
counts for less than twenty-five percent of viewers 
watching these programs. (Pl.'s 56 Statement ¶ 6.) 
 
B. Defendants and their Channel 

Defendants produce a 24–hour television channel 
[“Defendants' Channel” or “Channel”] featuring 
non-stop music and “clips of fashion models on a 
catwalk.” (Defts.' Mem. p. 29.) Defendants broadcast 
their Channel in many countries; in the United States, 
it is broadcast in Miami and has been available on a 
trial basis in New York. (Defts.' Mem. p. 6.) 
 

Defendants' Channel is named “f l'original,” but 
defendants at times refer to their products in marketing 
and other publications as “f l'original Fashion TV,” 
“FTV,” “FTV The Original,” “Fashion TV The 
Original,” “Fashion TV” and “Fashion TV Paris.” 

(Pl.'s Mem. ¶¶ 12–12; Defts.' Mem. p. 7.) Defendants 
refer to their production company as “Fashion TV 
Paris.” (Id.) Defendant Lisowski owns three French 
trademarks, registered in April, 1998, that are varia-
tions on “Fashion Television.” (Defts.' Mem. p. 2; 
Declaration of Raymond Dowd, dated June 5, 2000 
[“Dowd Decl.”] Exh. A.) It is undisputed that those of 
defendants' marks that use the word “fashion” in 
conjunction with TV or television “look [ ] similar” to 
the FT Marks. (Deposition of Adam Lisowski, dated 
December 2, 1999 [“Lisowski Dep.”] p. 91.) 
 
C. The Parties' Interactions 

The parties appear to have met at an industry 
meeting in Cannes in April, 1997. At that meeting, the 
parties discussed defendants' new channel and the 
potential for plaintiff to sell defendants its “Ooh La 
La” program; plaintiff referred this sale to a junior 
employee, Tara Orme, for follow-up negotiations. 
(Defts.' Mem. pp. 7–8.) Plaintiff understood the par-
ties to have reached agreement, while defendants 
maintain that they merely expressed interest in the 
program. (Defts.Mem. p. 8.) During these negotia-
tions, Ms. Orme referred to defendants as “Fashion 
TV” without objection on her part. (Defts.' Mem. p. 
8–9.) 
 

In May 1997, defendant Lisowski allegedly sent 
an email to Moses Znaimer, a senior employee of 
plaintiff, which included the following: 
 

The Channel we have created is called F. Some-
times we would like to use the words 
F.TV—Fashion Television, L'Original. 

 
Though my legal counsel advises me that this is 

quite alright, as we use F.TV as a trademark, and 
Fashion Television as a descriptive work, I would 
like to make sure that we are not infringing on any 
of your intellectual properties. On the ohter [sic] 
hand, Fashion Television is more a descriptive 
matter, rather than an attempt to infringe on your 
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rights. 
 

*3 (Defts.' Mem. p. 12 (uppercase type and other 
formatting removed).) It is unclear if plaintiff re-
sponded to this particular email, but it is undisputed 
that plaintiff objected to defendants' use of the mark in 
a June 2, 1997 email to Lisowski. (Defts.' Mem. p. 
13.) 
 
D. Procedural History 

Plaintiff applied in March 1998 for registration of 
its Fashion Television mark with the U.S. Patent and 
Trademark Office [“PTO”] (Defts.' Exh. 15 (Applica-
tion 75/101,259).) On June 21, 1999, the PTO, after 
considering plaintiff's application and supporting 
documentation, entered a final rejection of plaintiff's 
application. (Defts.' Exh. G.) The PTO examiner 
found, in part, that “fashion television” was not pro-
tectable and that plaintiff would have to disclaim 
exclusive rights to the use of these words in order for 
its mark (the specific “Fashion Television” logo) to be 
registered. 
 

Plaintiff has also applied for a license to broadcast 
a 24–hour fashion channel in Canada under provisions 
of Canadian telecommunications law reserving certain 
channels for broadcasters meeting Canadian owner-
ship requirements and minimum levels of “Canadian 
content” in their programming. This application cur-
rently is pending. (Dowd Decl. Exh. C.) 
 

Plaintiff filed an action in France against de-
fendants on February 27, 1998, asserting various 
causes of action under French law relating to de-
fendant Lisowski's registration of the “Fashion Tele-
vision” marks in France. The trial court in that action 
granted plaintiff a preliminary injunction, but this 
decision was reversed by the Paris Court of Appeals 
on May 19, 2000. See S.A.R.L. Fashion TV v. Chum, 
2000/00951 (Paris Court of Appeals, May 19, 2000). 
 
E. The Present Case 

Plaintiff commenced this action on July 16, 1998 
and filed an Amended Complaint on October 27, 
1998. Defendants filed a motion to dismiss under 
Fed.R.Civ.P. 12(b)(1) and 12(b)(6), which this Court 
denied on May 19, 1999. Defendants filed their An-
swer and Counterclaims on June 29, 1999 and an 
Amended Answer and Counterclaims on October 4, 
1999; this Court, by Order dated October 26, 1999, 
declined to grant defendants leave to file their 
Amended Answer and Counterclaims, and deemed 
their initial Answer and Counterclaims operative in all 
respects. Plaintiff filed motions to dismiss or for 
summary judgment on defendants' counterclaims and 
for sanctions. Defendants filed motions for reconsid-
eration of the Court's October 27, 1999 Order, for 
summary judgment dismissing plaintiff's claims, and 
for sanctions. By Order dated February 1, 2000, the 
Court directed the parties to submit consolidated 
briefing on these various motions. 
 

II. PRELIMINARY ISSUES 
The Court first considers defendants' motion for 

reconsideration and the possible preclusive effect of 
the recent Paris Court of Appeals decision. 
 
A. Defendants' Motion for Reconsideration 

Defendants move for reconsideration of the 
Court's Order denying defendants leave to amend their 
Answer and Counterclaims under Fed.R.Civ.P. 11, 15, 
and 16. On reconsideration, the Court grants defend-
ants leave, under Rule 11, only to amend their original 
counterclaims as proposed in their Amended Answer 
and Counterclaims. 
 

*4 Local Civil Rule 6.3 allows a party to seek 
reconsideration based on “matters or controlling de-
cisions which counsel believes the court has over-
looked.” The court should reconsider its prior order 
where it “overlooked controlling decisions that may 
have influenced the earlier result” or failed to consider 
“factual matters that were put before the court on the 
underlying motion.” Travelers Ins. Co. v. Buffalo 

Reinsurance Co., 739 F.Supp. 209, 211 
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(S.D.N.Y.1990) (citations omitted); see also Shrader 

v. CSX Transp., Inc., 70 F.3d 255, 257 (2d Cir.1995). 
The standard on a motion for reconsideration is strict, 
however, “ ‘in order to dissuade repetitive arguments 
on issues that have already been considered fully by 
the court.” ’   Travelers, 739 F.Supp. at 211 (quoting 
Caleb & Co. v. E.I. DuPont de Nemours & Co., 624 
F.Supp. 747, 748 (S.D.N.Y.1985)); see also Shrader, 
70 F.2d at 257. 
 

The Court finds no reason to reconsider its earlier 
Order denying leave to amend under Rules 15 and 16 
because defendants have failed to show good cause. 
The Second Circuit has recently reaffirmed that “de-
spite the lenient standard of Rule 15(a), a district court 
does not abuse its discretion in denying leave to 
amend the pleadings after the deadline set in the 
scheduling order where the moving party has failed to 
establish good cause.” Parker v. Columbia Pictures 

Industries, 204 F.3d 326, 340 (2d Cir.2000). The 
Court found “no good cause for defendants' delay in 
amending its answer and counterclaims” because 
defendants were on notice of the grounds for plaintiff's 
motion to dismiss when they consented to the sched-
uling order precluding further claims and because 
defendants provided no explanation of why they could 
not have included the additional claims and parties at 
the outset. (see Order of October 26, 2000 p. 3.) 
 

Defendants now argue that they “demonstrate 
‘good cause” ’ because their request “was based on 
newly discovered evidence and made prior to discov-
ery” and because the Court did not afford defendants 
“an opportunity to present evidence.” (Defts.' Mem. 
pp. 1, 3.) These arguments are without merit. A find-
ing of good cause “depends on the diligence of the 
moving party.”   Parker, 204 F.3d at 340. Defendants 
still have shown no reason why they could not have 
included their counterclaims and additional parties at 
the time of their initial answer or during the time be-
tween the filing of their initial answer and the deadline 
for additional claims and parties. In addition, the Court 
considered two submissions from defendants prior to 

issuing its Order (Letters from Jason E. Bogli to 
Honorable Kimba M. Wood dated October 16 and 
October 20, 1999); neither of these letters requested an 
opportunity to present evidence or suggested that the 
Court should not decide the issues before it on the 
basis of the parties' submissions. For these reasons, the 
Court denies reconsideration of this portion of its 
ruling. 
 

*5 The Court finds, however, that defendants 
should be allowed to amend their pleadings under 
Rule 11. Rule 11(c)(1)(A) provides a party with an 
opportunity to “withdraw[ ] or appropriately correct[ 
]” a “challenged” claim. Because plaintiff challenged 
defendants' original counterclaims under Rule 11, 
defendants should have an opportunity to correct these 
challenged claims. Although plaintiff contends that 
defendants ignored earlier requests by plaintiff's 
counsel to amend the challenged counterclaims (see 
Pl.'s Mem. p. 20), defendants did eventually respond 
to plaintiff's Rule 11 concerns by “amending all 
counterclaims in the original Answer except for at-
tempted monopolization” and changing the monopo-
lization claim to attempted monopolization.” FN3 
(Defts.' Mem. p. 3.) The Court now grants defendants 
leave to effect this limited correction of the challenged 
counterclaims and deems the initial Answer and 
Counterclaims superseded by the Amended Answer 
and Counterclaims to this extent. Defendants' original 
Answer and Counterclaims are deemed operative, 
however, for all other purposes. 
 

FN3. Although defendants appeared to be on 
notice of plaintiff's Rule 11 challenges prior 
to September 10, 1999 (see Pl.'s Mem. p. 20), 
the parties' submissions do not clarify when 
this earlier communication occurred. The 
Court therefore accepts defendants' October 
4, 1999 submission as timely under Rule 
11(a)(1)(A). 

 
B. The French Appellate Decision 

Defendants also request that the Court give pre-
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clusive effect to the factual and legal findings of the 
Paris Court of Appeals, which rendered a decision in a 
parallel proceeding between the parties earlier this 
year. The French court determined that plaintiff had 
no cognizable claim for protection of its “Fashion 
Television” mark under French or Canadian law. See 

S.A.R.L. Fashion TV v. Chum, 2000/00951 (Paris 
Court of Appeals, May 19, 2000). For the reasons that 
follow, the Court finds the French decision not rele-
vant to this case. 
 

First, the Court declines to find res judicata, or 
claim preclusion, as to the French Court's legal con-
clusions regarding plaintiff's trademark rights. 
Whether “a litigant has been awarded or denied rights 
over a mark in a foreign country ordinarily does not 
determine its entitlement to the mark in the United 
States.” Otokoyama Co. v. Wine of Japan Import, Inc., 
175 F.3d 266, 273 (2d Cir.1999). Plaintiff's lack of 
success in procuring foreign trademark protection is 
not relevant to the inquiry into its protectable rights, if 
any, in the FT marks under United States law. See id.; 

see also Jordache Enterprises, Inc. v. Levi Strauss & 

Co., 841 F.Supp. 506 (S.D.N.Y.1993). Accordingly, 
the Court does not treat the Paris Court of Appeals' 
legal conclusions as res judicata. 
 

Second, the Court also declines to give collateral 
estoppel, or issue preclusion, effect to the French 
Court's factual findings. Defendants claim that the 
French Court found that: (1) defendant Lisowski had 
no knowledge of plaintiff's activities; (2) plaintiff has 
no rights in the FT Marks under French or Canadian 
law; (3) the market for television programs is distinct 
from the market for television channels and there is no 
likelihood of confusion between the two markets; and 
(4) plaintiff suffered no injury because its investments 
in a 24–hour channel came after the success of de-
fendants' channel. The Court concludes that it should 
not be bound by any of these “findings.” 
 

*6 It is well-settled that “[f]or collateral estoppel 
to apply, the issues in each action must be identical, 

and issues are not identical when the legal standards 
governing their resolution are significantly different.” 
Computer Assocs. Inter., Inc. v. Altai, Inc., 126 F.3d 
365 (2d Cir.1997). This case focuses on the parties' 
United States activities, as to which the French court 
made no findings. Moreover, the findings of the Paris 
Court of Appeals were predicated on French legal 
standards. Defendants maintain that the French court 
found that defendant Lisowski had “no knowledge of 
Chum's activities.” A closer reading of the French 
decision, however, reveals that plaintiff did not prove 
that defendant Lisowski had sufficient familiarity 
with plaintiff's Program to meet the elements of fraud 
under French law. Similarly, the French court made a 
finding on the likelihood of confusion under article L 
of the French Rules of Intellectual Property and a 
finding on plaintiff's injury under several French 
causes of action. Defendants have provided no evi-
dence that the legal standards governing fraud, 
trademark confusion, or injury in France are identical 
to any of the legal standards governing the myriad 
claims in this case. See id. (requiring moving party to 
show that legal standards are “identical”). Finally, the 
last factual issue—the protectability of the FT Marks 
in Canada and France—is not relevant to the issue of 
the protectability of the FT Marks under United States 
law, as discussed above. For these reasons, the Court 
denies defendants' request that the factual and legal 
conclusions of the Paris Court of Appeals be consid-
ered binding in this case. 
 

III. SUMMARY JUDGMENT STANDARD 
To prevail on a motion for summary judgment, 

the moving party must show that there are no genuine 
issues of material fact to be tried, and that it is entitled 
to judgment as a matter of law. See Fed.R.Civ.P. 
56(c); Celotex Corp. v. Catrett, 477 U.S. 317, 322 
(1986); Carlton v. Mystic Transp., Inc., 202 F.3d 129, 
133 (2d Cir.2000). The party seeking summary 
judgment must identify materials in the record that “it 
believes demonstrate the absence of a genuine issue of 
material fact.” Celotex Corp., 477 U.S. at 323. The 
non-moving party must then set forth specific facts 
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that show that there is a genuine issue to be tried. See 

Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 251–52 
(1986). 
 

In considering the motion, the Court views the 
evidence in the light most favorable to the non-moving 
party and draws all reasonable inferences in its favor, 
see Carlton, 202 F.3d at 133. The non-moving party, 
however, “must do more than simply show that there 
is some metaphysical doubt as to the material facts.” 
Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 
475 U.S. 574, 586 (1986). Summary judgment is ap-
propriate in trademark infringement cases where 
plaintiffs fail to produce evidence to support their 
claims. See, e.g., Lois Sportswear, U.S.A., Inc. v. Levi 

Strauss & Co., 799 F.2d 867, 876 (2d Cir.1986). If, on 
the record presented, no rational fact-finder could find 
in the non-movant's favor, summary judgment is ap-
propriate. See Anderson, 477 U.S. at 250; Carlton, 202 
F.3d at 134. 
 

IV. DEFENDANTS' MOTION FOR SUMMARY 
JUDGMENT 

*7 Defendants seek summary judgment dismiss-
ing plaintiff's trademark infringement, dilution, and 
unfair competition claims.FN4 For the reasons set forth 
below, the Court grants summary judgment on the 
trademark infringement and dilution claims, but de-
nies summary judgment on the unfair competition 
claim. 
 

FN4. Defendants also press an affirmative 
defense of laches, arguing that plaintiff failed 
to take timely action after learning of their 
infringing activities. If the delay in protesting 
a Lanham Act violation exceeds the analo-
gous state statute of limitations period (here, 
the New York fraud period of six years), then 
a presumption of laches will arise; otherwise, 
the burden is on defendant to prove the de-
fense. See Conopco, Inc. v. Campbell Soup 

Co., 95 F.3d 187, 191–93 (2d Cir.1996). The 
length of the delay in this case is in dispute, 

but it is a matter of weeks or months, not 
years. Defendants thus have the burden of 
showing laches, and the Court finds that they 
cannot do so. 

 
To show laches, defendants must show that 
they have been prejudiced by a plaintiff's 
unreasonable delay in objecting to their 
infringing use. See Conopco, 95 F.3d at 
192. Defendants argue that they committed 
to using the infringing marks in April of 
1997 and that plaintiff did not object until 
June 2, 1997; defendants point out that a 
junior employee of plaintiff referred to 
defendants in correspondence as “Fashion 
TV” without objection, and that Lisowski 
wrote to plaintiff in May 1997 to inform 
plaintiff that defendants intended to use the 
infringing marks. Defendants maintain that 
the several week delay prior to objection, 
followed by the one year delay in filing the 
complaint, were unreasonable, and that in 
the interim, defendants reasonably com-
mitted resources to their “Fashion TV” 
mark. 

 
The Court finds this argument to be with-
out merit. The one month (at most) delay in 
response by plaintiff was not unreasonable 
under the circumstances, given that plain-
tiff would have needed time to receive the 
correspondence, discuss it with employees 
and legal counsel, and formulate a re-
sponse. Defendants provide no evidence 
either that this four week delay was un-
reasonable, or that the delay of about one 
year between demanding cessation of de-
fendants' use of the “Fashion TV” mark 
and filing this action was unreasonable. 
Defendants also offer no evidence of how, 
if at all, defendants were prejudiced. The 
Court therefore dismisses the laches de-
fense as a matter of law. 
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A. Trademark Infringement 

Plaintiff alleges that defendants have infringed on 
its trademarks in violation of the Lanham Act, 15 
U.S.C. § 1125(a). (citing Kellogg Co. v. National 

Biscuit Co., 305 U.S. 111, 118 (1938)). Because 
plaintiff's marks are not registered in the United 
States, plaintiff bears the burden of demonstrating that 
it has a “valid trademark entitled to protection” in 
order to succeed on its trademark infringement claim. 
Genesee Brewing Co., Inc. v. Stroh Brewing Co., 124 
F.3d 137, 142 (2d Cir.1997); see also Reese Publish-

ing Co. v. Hampton Int'l Comm., Inc., 620 F.2d 7, 11 
(2d Cir.1980); Brandwynne v. Combe International, 

Ltd., 74 F.Supp.2d 364, 380 (S.D.N.Y.1999). The 
Court concludes below that plaintiff cannot meet this 
burden and that “fashion television” is not protected 
under trademark law. FN5 
 

FN5. To prevail on its common law in-
fringement claim, plaintiff must meet the 
same standard of demonstrating that it pos-
sesses a valid, protectable mark. See Tri–Star 

Pictures, Inc. v. Leisure Time Prods. B.V., 17 
F.3d 38, 43 (2d Cir.), cert. denied, 513 U.S. 
987 (1994); Pirone v. MacMillan, Inc., 894 
F.2d 579, 581–82 (2d Cir.1990). The Court 
therefore considers these two claims togeth-
er. 

 
A mark is protectable if it is sufficiently distinc-

tive. Courts rank marks, in ascending order of dis-
tinctiveness, as generic, descriptive, suggestive, fan-
ciful, or arbitrary. See Thompson Medical Co., Inc. v. 

Pfizer Inc., 753 F.2d 208, 212 (2d Cir.1985). Generic 
marks, which “describe the article or substance rep-
resented,” Bernard v. Commerce Drug Co., Inc., 774 
F. Supp 103, 106 (E.D.N.Y.1991), are not distinctive 
and thus not protectable; they refer merely to the 
“genus of which the particular product is a species.” 
See Park ‘N Fly, Inc. v. Dollar Park and Fly, Inc., 469 
U.S. 189, 194 (1985). 

 
Courts in the Second Circuit have consistently 

held that terms that merely describe the content of a 
particular media offering are generic. See, e.g., Reese 

Publishing Co. v. Hampton International Communi-

cations, Inc., 620 F.2d 7, 11 (2d Cir.1980) (“Video 
Buyers Guide” generic as book title); CES Publishing 

Corp v. St. Regis Publications, 531 F.2d 11 (2d 
Cir.1975) (“Consumer Electronics Monthly” generic 
as magazine title); GMT Productions v. Cablevision of 

New York, 816 F.Supp. 207 (S.D.N.Y.1993) (“The 
Arabic Channel” generic as television channel name); 
see also Genesee Brewing Co., Inc., 124 F.3d at 137 
(finding that “Honey Brown,” as applied to beer, was 
generic). The policy behind such decisions is that 
allowing registration of such a generic mark would 
contribute to a monopoly by precluding competitors 
from using a common word that merely describes the 
item or services in question. See CES Publishing, 531 
F.2d at 13; Sportschannel Associates v. Commission-

er, 903 F.Supp. 418, 423 (E.D.N.Y.1995). 
 

In determining whether a particular mark is ge-
neric, courts in the Second Circuit look to several 
factors, including evidence of: (1) generic use of the 
term by competitors which plaintiff has not challenged 
or generic use by plaintiff himself; (2) dictionary 
definitions, which may be relevant while not disposi-
tive; (3) generic usage in trade journals or newspapers; 
(4) testimony of persons in the trade; and (5) consumer 
surveys. See Brandwynne, 74 F.Supp.2d at 381 (citing 
2 J. Thomas McCarthy, McCarthy on Trademarks and 

Unfair Competition § 12:13 (4th ed.1999) [hereinafter 
“McCarthy ”]. As described above, the burden is on 
plaintiff to show that its unregistered mark is not ge-
neric. 
 

*8 Although plaintiff has presented evidence that 
it polices its mark against conflicting use, including 
court actions against allegedly infringing users (Defts. 
Exh. 2; Deposition of Moses Znaimer [“Znaimer 
Dep.”], dated January 20, 2000, pp. 111–113), it has 
not met its burden on any of the other Brandwynne 
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factors. Plaintiff presented neither objective testimony 
from industry professionals as to the plaintiff's mark 
not being generic, see Self–Realization Fellowship 

Church v. Ananda Church of Self–Realization, 59 F.3d 
902 (9th Cir.1995) (according little weight to testi-
mony of interested parties), nor any dictionary defini-
tion of “fashion television.” Defendants, by contrast, 
have provided a definition of “fashion” from the New 

Shorter Oxford English Dictionary (Clarendon Press 
1993) presenting this term as a commonly used de-
scriptive word for style; that dictionary gives exam-
ples (“fashion-paper” [“journal dealing with fashion-
able life”] and “fashion house” [“business establish-
ment displaying and selling high-quality clothes”] ) 
that suggest, by analogy, that fashion television refers 
to television that deals with (or sells) fashion. (Defts.' 
Exh. K.) Defendants have also provided evidence of 
generic use from an industry professional in the form 
of a published article by designer Isaac Mizrahi dis-
cussing the genre of fashion television. (Defts.' Exh. 
7.) 
 

Plaintiff's evidence of nongeneric use of “fashion 
television” to describe its show (Pl.'s Exh. 7) is out-
weighed by defendants' evidence of generic usage of 
“fashion television” in the press. (Defts.' Exh. 7; 
Defts.' Exh. 15, pp. 70, 71, 78 [examples in plaintiff's 
submission to PTO showing generic use of fashion 
television in press] ).FN6 The Court also gives weight 
to the PTO examiner's determination that “fashion 
television” is generic.FN7 (Deft.'s Exh. F.) For these 
reasons, the Court finds that plaintiff has produced 
insufficient evidence to meet its burden of demon-
strating that it has a valid trademark entitled to pro-
tection and that defendants are entitled to judgment as 
a matter of law on plaintiff's trademark infringement 
claims. 
 

FN6. A brief Westlaw search by the Court of 
recent U.S. publications revealed several 
examples of generic use of “fashion televi-
sion.” See, e.g., Michelle Crowe, “Instant 
Style,” Chi. Tribune, Sept. 20, 2000 at p. 5, 

available at 2000 WL 3710512. 
 

FN7. The parties disagree as to the proper 
level of deference to accord the PTO deter-
mination. Although there appears no author-
ity directly on point, the Court concludes that 
the determination should be given weight but 
is not dispositive. Cf. Arrow Fastener Co. v. 

Stanley Works, 59 F.3d 384 (2d Cir.1995) 
(PTO registration creates rebuttable pre-
sumption of secondary meaning); Sterling 

Drug, Inc. v. Bayer AG, 14 F.3d 733, 743 (2d 
Cir.1994) (court must make independent re-
view of the likelihood of consumer confu-
sion); Goya Foods, Inc. v. Tropicana Prods., 

Inc., 846 F.2d 848, 853 (2d Cir.1988) (chal-
lenge to PTO determination is “virtually de 
novo”). 

 
B. Trademark Dilution 

Plaintiff also seeks injunctive relief against de-
fendants' use of the infringing marks under federal and 
state trademark dilution laws. Section 43(c) of the 
Lanham Act, 15 U.S.C. § 1125(c), protects from di-
lution the distinctive quality of famous marks. Section 
368–d of New York's General Business Law provides 
injunctive relief if there is a likelihood of dilution of 
the distinctive quality of a mark or trade name or in 
cases of unfair competition, “notwithstanding the 
absence of competition between the parties or the 
absence of confusion as to the source of goods or 
services.” 
 

To prevail on a Lanham Act dilution claim, 
plaintiff must show ownership of a famous mark and 
dilution of that mark. See Clinique Labs., Inc. v. Dep 

Corp., 945 F.Supp. 547, 561 (S.D.N.Y.1996). Simi-
larly, plaintiff must show ownership of a distinctive 
mark and likelihood of dilution under New York 
General Business Law § 368–d. See Hormel Foods 

Corp. v. Jim Henson Productions, Inc., 73 F.3d 497, 
506 (2d Cir.1996); McDonald's Corp. v. McBagel's, 

Inc., 649 F.Supp. 1268, 1280 (S.D.N.Y.1986). In both 
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cases, a finding that the mark in question is generic 
precludes recovery. See Harley–Davidson, Inc. v. 

Grottanelli, 164 F.3d 806, 810 (2d Cir.1999); Aber-

crombie & Fitch Co. v. Hunting World, Inc, 537 F.2d 
4, 9 (2d Cir.1976); Telford Home Assistance, Inc. v. 

TPC Home Care Services, Inc., 211 A.D.2d 674, 674 
(2d Dept.1995); see also 4 McCarthy § 24.91, p. 
24–154 (noting that “basic trademark principles” 
dictate that a mark must be distinctive to be eligible 
for protection under federal dilution law). Because the 
Court has concluded that “fashion television” is ge-
neric, plaintiff's dilution claims must be dismissed. 
 
C. Unfair Competition 

*9 The fifth count of plaintiff's Complaint in-
cludes a claim for common law unfair competition. 
The essence of unfair competition is “ ‘the bad faith 
misappropriation of the labors and expenditures of 
another, likely to cause confusion or to deceive pur-
chasers as to the origin of the goods.” ’   Rosenfeld v. 

W.B. Saunders, 728 F.Supp. 236, 249–50 
(S.D.N.Y.1990) (quoting Computer Assocs. Int'l, Inc. 

v. Computer Automation, Inc., 678 F.Supp. 424, 429 
(S.D.N.Y.1987), aff'd, 923 F.2d 845 (2d Cir.1990)). 
Unfair competition “encompasses a broad range of 
unfair practices.” Forschner Group, Inc. v. Arrow 
Trading Co., Inc, 904 F.Supp. 1409, 1427 
(S.D.N.Y.1995). An unfair competition claim is not 
foreclosed by a finding that plaintiff's mark is generic. 
See Forschner Group, Inc ., 30 F.3d at 358–59 (relief 
available even if mark generic “ab initio”); see also 

Genesee Brewing Co., 124 F.3d at 149; Murphy Door 

Bed Co. v. Interior Sleep Systems, 874 F.2d 95, 102 
(2d Cir.1989). 
 

Where, as here, a plaintiff brings an unfair com-
petition claim seeking equitable relief, the plaintiff 
must show a likelihood of confusion, see Jeffrey Mil-

stein, Inc. v. Greger, Lawlor, Roth, Inc ., 58 F.3d 27, 
35 (2d Cir.1995); W.W.W. Pharmaceutical Co. v. 

Gillette Co., 984 F.2d 567, 576 (2d Cir.1993), and 
must also make “some showing of bad faith,” see id.; 

Saratoga Vichy Spring Co. v. Lehman, 625 F.2d 1037, 

1044 (2d Cir.1980). The Court finds material facts in 
dispute on these elements sufficient to defeat sum-
mary judgment. 
 
1. Likelihood of Confusion 

In Polaroid Corp. v. Polarad Elecs. Corp., 287 
F.2d 492, 495 (2d Cir.1961), the Second Circuit set 
out eight non-exclusive factors that courts should 
weigh to determine the likelihood of confusion: (1) the 
strength of the mark; (2) the degree of similarity be-
tween the two marks; (3) the proximity of the prod-
ucts; (4) the likelihood that the prior owner will 
“bridge the gap”; (5) actual confusion; (6) defendants' 
good faith in adopting its mark; (7) quality of the 
defendants' product; and (8) the sophistication of the 
buyers. See Polaroid Corp. v. Polarad Elecs. Corp., 
287 F .2d 492, 495 (2d Cir.1961). Although the Po-

laroid test is typically used in trademark infringement 
claims, most courts in the Second Circuit apply the 
Polaroid test to determine confusion under common 
law unfair competition. See, e.g., Eastern America 

Trio Prods. v. Tang Electronic, 97 F.Supp.2d 395, 
420–22 (S.D.N.Y.2000); La Cibeles, Inc. v. Adipar, 
Ltd., No. 99 Civ. 4129, 2000 WL 1253240 (S.D.N.Y. 
Sept. 1, 2000); Cartier, Inc. v. Deziner Wholesale, 

L.L.C., No. 98 Civ. 4947, 2000 WL 347171, at *6 
(S.D.N.Y. Apr. 3, 2000). But see Forschner Group, 

Inc., 904 F.Supp. at 1420–21 n. 15 (finding Polaroid 
inapplicable when mark is generic but using a similar 
analysis to determine likelihood of confusion). The 
Court takes up its analysis of these factors in turn. 
 

*10 (1) Strength of the Mark. Because plaintiff's 
marks are generic, the strength of these marks must be 
demonstrated through secondary meaning. See Gen-

esee, 124 F.3d at 150 and n. 4. To demonstrate sec-
ondary meaning, plaintiff must show that a “typical 
consumer is more likely to associate the trademark 
with the product, rather than with the thing it pur-
portedly describes.” See Bernard, 774 F.Supp. at 106; 
see also Two Pesos, Inc. v. Taco Cabana, Inc., 404 
U.S. 763, 769 (1992). In Genesee Brewing Co., the 
Second Circuit listed several factors to consider in 
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determining secondary meaning: advertising expend-
itures; consumer studies linking the mark to a source; 
unsolicited media coverage of the product; sales suc-
cess; attempts to plagiarize the mark; and length and 
exclusivity of the mark's use. See 124 F.3d at 143 n. 4. 
 

Plaintiff has presented evidence that it has used 
the FT Marks since about 1985, that the Program has 
reached a national audience via VH–1 and E! for al-
most 10 years, and that the Program has attracted 
substantial unsolicited media coverage and has had 
extensive success on VH–1. Plaintiff also points to 
defendants' actions as proof that the marks are worth 
plagiarizing. Although plaintiff has presented neither 
consumer studies nor evidence of its advertising ex-
penditures, the Court finds that the evidence cited 
above, taken in the light most favorable to plaintiff, 
could lead a reasonable jury to conclude that the FT 
Marks have acquired secondary meaning and are 
strong. See Lang v. Retirement Living Pub. Co, Inc., 
949 F.2d 576, 578–80 (2d Cir.1991); see also Walt 

Disney Co. v. Cable News Network, 231 U.S.P.Q. 235 
(C.D.Cal.1986) (three months of broadcast on CNN 
sufficient to give secondary meaning to the television 
program title “Business Day.”). This factor therefore 
weighs in plaintiff's favor. 
 

(2) Similarity of the Marks. In determining 
whether the two marks are similar, the Court looks to 
the effect on prospective purchasers. See McGreg-

or–Doniger Inc. v. Drizzle Inc., 599 F.2d 1126, 1133 
(2d Cir.1979) (crucial question is whether similarity is 
likely to “provoke confusion”). Defendants concede 
that the infringing marks “look[ ] similar.” ( Lisowski 
Dep. p. 91.) This factor thus favors plaintiff. 
 

(3) Similarity of the Products. Similarity is 
“premised on whether the total effect of the logos and 
the context in which they are found [is] likely to cause 
confusion among prospective consumers .” See 

Something Old, Something New, Inc. v. QVC, Inc., No. 
98 Civ. 7450, 1999 WL 1125063 (S.D.N.Y. Dec. 8, 
1999). It is undisputed that the allegedly infringing 

marks do not appear on defendants' Channel itself. 
Consequently, the Court examines the “total effect” of 
the marks in the context of the fashion and media 
industries, where the parties compete for advertisers, 
trade contacts, and content. In this context, the edito-
rial distinctions between the parties' products are not 
evident to the relevant consumers, and a trier of fact 
could reasonably conclude the products appear similar 
to the industry professionals. This factor favors plain-
tiff.  
 

*11 (4) Bridging the Gap. Because plaintiff's 
mark is generic, it is not entitled to bridge the gap. Cf. 

Forschner Group, 904 F.Supp. at 1420–23. This fac-
tor is neutral. 
 

(5) Actual Confusion. This factor considers 
whether any consumers “have actually been confused 
by the products bearing the allegedly confusing 
marks.” See Centaur Communications v. A/S/M 

Communications, 830 F.2d 1217, 1227 (2d Cir.1987). 
Evidence of actual confusion may consist of consumer 
survey evidence or “anecdotal evidence of confused 
consumers in the marketplace.” Jordache Enterprises, 

Inc., 841 F.Supp. at 518; see also id. Plaintiff alleges 
several incidents in which fashion professionals failed 
to correctly distinguish the parties. Plaintiff's evidence 
in support of these allegations, however, consists 
solely of statements from various of plaintiff's em-
ployees that are both self-serving and predominantly 
inadmissible hearsay. Although Lisowski admitted in 
his deposition that he is “sure that there has been 
confusion” ( Lisowski Dep. at 114), he testified that 
he did not know of any such confusion (id.). Because 
plaintiff has produced no competent evidence of ac-
tual confusion, the Court finds that this factor favors 
defendants. 
 

(6) Good Faith. Although subsequent producers 
have the right to use generic marks, they have “an 
obligation ‘to use every reasonable means to prevent 
confusion’ as to the source of the products.” Genesee, 
124 F.3d at 150 (citing Kellogg, 305 U.S. at 121). The 
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parties have raised a question of material fact as to 
whether defendants chose to mimic the FT Marks in 
order to get a “foot in the door” of the fashion pro-
gramming market (as plaintiff contends) or whether 
defendants relied in good faith on the opinion of legal 
counsel that their use of the FT Marks did not infringe 
on plaintiff's marks (as defendants contend). Plaintiff 
points to defendants' May 1997 e-mail as evidence of 
defendants' intentional copying. See Jordache Enter-

prises, Inc., 841 F.Supp. at 519 (intentional copying of 
mark may be evidence of intent to create confusion 
among products). Defendants cite this same e-mail to 
show their good faith reliance on legal counsel in 
using the marks. See Arrow Fastener, 59 F.3d at 397 
(knowledge of prior use can be consistent with good 
faith); W.W.W. Pharmaceutical Co. v. Gillette Co., 
984 F.2d 567, 575 (2d Cir.1993) (good faith can be 
established by reliance on legal opinion). This dis-
puted question of intent is “best left in the hands of the 
trier of fact.” The Sports Authority, Inc. v. Prime 

Hospitality Corp., 89 F.3d 955, 964 (1995). In de-
ciding this motion, an inference can be drawn in favor 
of plaintiff. 
 

(7) Quality. This factor “is primarily concerned 
with whether the senior user's reputation could be 
jeopardized” by the inferior quality of defendant's 
product. Trustees of Columbia Univ. v. Colum-

bia/HCA Healthcare Corp., 964 F.Supp. 733, 747 
(S.D.N.Y.1997). The parties agree that plaintiff pro-
duces a polished, magazine-format program, while 
defendants essentially broadcast runway footage set to 
music. The alleged inferiority of defendant's pro-
gramming could jeopardize plaintiff's reputation for 
high quality programming, see Hormel Foods Corp. v. 

Jim Henson Prods, No. 95 Civ. 5473, 1995 WL 
567369 (S.D.N.Y. Sept. 25, 1995). On the other hand, 
the difference between the quality of the programs 
reduces the likelihood of confusion. See Girl Scouts v. 

Bantam Doubleday Dell Publishing Group, Inc., 808 
F.Supp. 1112, 1129 (S.D.N.Y.1992). Because neither 
party provided adequate briefing or evidence on this 
factor, the Court finds that it is neutral for purposes of 

the motion. 
 

*12 (8) Sophistication of Buyers. This factor is 
premised on “the belief that unsophisticated consum-
ers aggravate the likelihood of confusion,” Hasbro, 

Inc. v. Lanard Toys, Ltd., 858 F.2d 70, 78 (2d 
Cir.1988), and that consumer sophistication typically 
“militates against a finding of a likelihood of confu-
sion,” Centaur Communications Ltd., 830 F.2d at 
1228. Defendants in this case have used the infringing 
marks exclusively to market and promote their 
Channel within the fashion and media industries. For 
this reason, only the sophistication of the professionals 
in these industries is relevant in analyzing this Polar-

oid factor. Because plaintiff concedes that these pro-
fessionals are sophisticated (Pl.'s Reply p. 8), the 
Court finds that this factor favors defendant. 
 
(9) Summary of Polaroid Factors 

In sum, four of the factors favor plaintiff, two 
favor defendant, and two are neutral. Balancing these 
factors, the Court concludes that a trier of fact could 
reasonably find a likelihood of confusion. Summary 
judgment is inappropriate because material facts re-
main in dispute on at least three factors. See Cadbury 

Beverages, Inc. v. Cott Corp., 73 F.3d 474, 483–84 
(2d Cir.1996). 
 
2. Bad Faith 

As discussed in the preceding analysis, an infer-
ence of defendants' bad faith may be drawn from 
plaintiff's evidence for purposes of deciding this mo-
tion, and resolution of the question of bad faith is best 
left for the trier of fact. 
 

For the reasons stated above, the Court concludes 
that plaintiff has made a prima facie showing of 
common law unfair competition. Because the evi-
dence reveals substantial disputes over material facts, 
the Court denies summary judgment on this claim. 
 

V. PLAINTIFF'S MOTION FOR SUMMARY 
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JUDGMENT 
Defendants' sole counterclaim FN8 alleges that 

plaintiff engaged in attempted monopolization of the 
fashion television broadcasting market in violation of 
the Sherman Act, 15 U.S.C. § 2.FN9 (Defendants' First 
Amended Answer to First Amended Complaint 
[Defts.' Amended Answer”] ¶¶ 125–40.) Plaintiff 
moves to dismiss this claim under Rule 12(b)(6) or for 
summary judgment. Because both parties engaged in 
discovery and submitted outside materials for the 
Court's consideration, the Court decides plaintiff's 
motion under the Rule 56 summary judgment stand-
ard. See Rule 12(b). The Court finds that defendants' 
counterclaim fails as a matter of law. 
 

FN8. As discussed above, the remainder of 
the counterclaims in defendants' original 
pleadings were withdrawn and the Court de-
nied defendants leave to add other counter-
claims after the deadline set in the Schedul-
ing Order for lack of good cause. 

 
FN9. Because the Court denied defendants 
leave to add new counterclaims, the Court 
declines to permit a claim for unfair compe-
tition as an alternative to defendants' at-
tempted monopolization claim. (Defts.' 
Mem. p. 32). Defendants also seek, as an 
amendment to their Lanham Act counter-
claim, a declaratory judgment “that the ap-
plication for [the FT Marks] were fraudu-
lently made, are generic, and all intellectual 
property interest of Plaintiff in the terms 
Fashion, Television, and FT. [sic]” (Defts.' 
Amended Answer ¶¶ 108–111.) Because 
defendants fail to articulate a legal basis for 
this claim, the Court declines to consider it. 

 
To make out a prima facie case of attempted 

monopolization and survive summary judgment, de-
fendants must offer evidence that plaintiff (a) engaged 
in anticompetitive or predatory conduct (b) with a 
specific intent to monopolize and (c) with a dangerous 

probability of achieving monopoly power. See Spec-

trum Sports, Inc. v. McQuillan, 506 U.S. 447, 456 
(1993); Twin Laboratories, Inc. v. Weider Health & 

Fitness, 900 F.2d 566, 570 (2d Cir.1990). As the 
Second Circuit explained in Twin Laboratories, “suf-
ficient market share by the defendant” is a threshold 
showing because such market share is “the primary 
indicator of the existence of a dangerous probability of 
success.” Twin Laboratories, 900 F.2d at 570. Market 
share is ascertained with reference to the relevant 
product and geographic markets. See Walker Process 

Equipment, Inc. v. Food Machinery & Chemical 

Corp., 382 U.S. 172, 177 (1965). 
 

*13 The Court understands defendants' antitrust 
claim to refer to the United States market for fashion 
programming. Defendants have not shown that plain-
tiff's market share, in the specific context of the mar-
ket for fashion programming, suggests a dangerous 
probability of monopoly in this market or that plaintiff 
is likely to gain a monopoly in the foreseeable future. 
FN10 The undisputed evidence is that plaintiff pos-
sesses less than a twenty-five percent share of the 
United States market for fashion programming (Dec-
laration of Marcia Martin, dated September 9, 1999, ¶ 
10), and that plaintiff competes with several other 
producers of fashion programming—including CNN, 
MTV, E!, and defendants—within this market. De-
fendants have offered no evidence that there exist 
barriers to entry or other factors that would suggest 
that plaintiff's market power is not adequately re-
flected by its current market share.FN11 The Court finds 
that the evidence proffered by defendants of plaintiff's 
market share does not support a Sherman Act claim. 
Accordingly, defendants' antitrust counterclaim is 
dismissed as a matter of law. 
 

FN10. Defendants have argued that the 
Second Circuit's recent decision in Prime-

time 24 Venture v. National Broadcasting 

Company, Inc., 219 F.3d 92 (2d Cir.2000) is 
“controlling” in this case. The Primetime 
court considered the antitrust standards gov-
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erning concerted actions by a group of tele-
vision networks against a satellite broad-
caster. Relying on the Noerr–Pennington 
doctrine, the court found that plaintiff had 
stated a claim under the Sherman Act suffi-
cient to survive a Rule 12(b)(6) motion to 
dismiss. The court also held that a series of 
legal proceedings by a company against one 
or more of its competitors did not violate the 
Sherman Act unless the acts were “part of a 
pattern or practice of successive filings un-
dertaken essentially for purposes of harass-
ment” and “brought pursuant to a policy of 
starting legal proceedings without regard to 
the merits and for the purpose of injuring a 
market rival.” Id. at 101. Because defendants 
fail to present any evidence in support of 
their claim that plaintiff started this pro-
ceeding, or the French action, without regard 
to the merits and solely for purposes of har-
assment, defendants cannot rely on Prime-

time to defeat summary judgment on their 
antitrust counterclaim. 

 
FN11. The Court also rejects defendants' 
contention that plaintiff's application for a 
license to produce a 24–hour fashion channel 
in Canada is likely to result in plaintiff's 
domination of the United States market. In 
determining whether to apply the Sherman 
Act to a foreign act, “the inquiry should be 
directed primarily toward whether the chal-
lenged restraint has, or is intended to have, 
any anticompetitive effect upon United 
States commerce, either commerce within 
the United States or export commerce from 
the United States.” See Canada v. Interbank 

Card Assoc., 666 F.2d 6, 8 (2d Cir.1981); see 

also McElderry v. Cathay Pacific Airways, 

Ltd., 678 F.Supp. 1071, 1077 
(S.D.N.Y.1988)(conduct must have a “direct, 
substantial, and reasonably foreseeable ef-
fect” on United States commerce). The Court 

finds that defendants have failed to produce 
competent evidence that plaintiff's applica-
tion for a Canadian broadcasting license, 
even if successful, will have an anticompeti-
tive effect upon United States commerce, or 
that plaintiff intended such an effect. 

 
VI. SANCTIONS 

A. Defendants' Motion for Sanctions 
Defendants allege that plaintiff failed to divulge 

the status of its trademark application, falsely relied on 
a “pending” application after the application had been 
denied, failed to produce the PTO file wrapper under 
automatic disclosure rules of Fed.R.Civ.P. 26(a)(1), 
and failed to produce the Canadian trademark file 
wrapper. Defendants claim further that plaintiff's 
counsel failed in their ethical obligations, pursuant to 
N.Y. Professional Disciplinary Rules § 1200.37 and § 
1200.33, to reveal the application denial to the Court 
and defense counsel. The Court finds that sanctions 
are not warranted for the reasons that follow. 
 

First, defendants' allegations concerning the 
nonproduction of the PTO wrapper are without merit 
because during the relevant time period, Local Rule 
26.4 rendered inoperative the automatic disclosure 
provisions of Fed.R.Civ.P. 26. 
 

Second, defendants' allegations concerning the 
Canadian wrapper are insufficient to warrant sanc-
tions. Rule 11(d) specifically excludes discovery from 
the ambit of its sanctions; Fed.R.Civ.P. 37(d) provides 
sanctions for misconduct during discovery, but re-
quires that a party moving for sanctions certify “that 
the movant has in good faith conferred or attempted to 
confer with the party not making the disclosure in an 
effort to secure the disclosure without court action.” 
Fed.R.Civ.P. 37(a)(2)(A). The Court has no evidence 
of such certification. Moreover, defendant has not 
provided the Court with reason to question plaintiff's 
claims that it produced the Canadian wrapper when 
requested to do so in proper form; that defendants' 
earlier document requests were “vague and overly 
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broad”; and that defendants failed to respond to 
plaintiff's objections and requests for clarification. 
 

Third, defendants provide no evidence that 
plaintiff's counsel intended to mislead the Court or 
opposing counsel on the issue of its pending trademark 
application. 
 

*14 For these reasons, the Court finds that sanc-
tions are not warranted against plaintiff or its counsel. 
 
B. Plaintiff's Motion for Sanctions 

Plaintiff moves for sanctions against defense 
counsel. The Court concludes that sanctions are not 
warranted. 
 

Plaintiff first claims that defense counsel under-
took “little to no factual or legal investigation” prior to 
filing the initial counterclaims, initially refused to 
modify these claims, and “merely attempted to recast” 
the claims subsequent to plaintiff's filing of its initial 
motion to dismiss. (Pl.'s Mem. p. 20.) In determining 
whether an attorney should be sanctioned for bringing 
a frivolous claim, the relevant inquiry is whether a 
competent attorney could have formed the reasonable 
belief that the pleadings were “warranted by existing 
law or a good faith argument for the extension, modi-
fication or reversal of existing law.” Eastway Con-

struction Corp. v. City of New York, 762 F.2d 243, 254 
(2d Cir.1985). It is important to note that it must be 
‘patently clear that a claim has absolutely no chance of 
success.’ Sussman v. Bank of Israel, 56 F.3d 450 (2d 
Cir.1995) (quoting Oliveri v. Thompson, 803 F.2d 
1265, 1275 (2d Cir.1986); see also McElderry v. Ca-

thay Pacific Airways, 678 F.Supp. 1071, 1079 
(S.D.N.Y.1988) (no sanctions warranted in antitrust 
claim). Although defendants' antitrust claim was 
without merit, it is not so ‘patently clear’ that it could 
not succeed that sanctions are warranted. 
 

Plaintiff also claims that defendants' submissions 
are “riddled with misrepresentations,” including (1) 

describing plaintiff's French action as based on a 
“fake” copyright when the French decision made no 
such determination; (2) describing plaintiff as apply-
ing to the government of Canada for a “monopoly” 
when plaintiff was submitting an application pursuant 
to Canadian law; and (3) suggesting to the Court that a 
press release on plaintiff's website was lying about the 
status of the French action, rather than merely ap-
pearing in the archive of old documents. A Court may 
impose sanctions on counsel under Rule 11(b)(3) for 
allegations and other factual contentions that lack 
evidentiary support. See O'Brien v. Alexander, 101 
F.3d 1479, Although the Court agrees that defendants' 
statements were misleading, the Court does not find 
that the statements rise to the level of direct falsehood 
that typically warrants sanction under Rule 11(b)(3). 
See, e. g., Polar International Brokerage Corp. v. 

Reeve, 2000 WL 1127936, *4 (S.D.N .Y. Aug. 8, 
2000) (sanctions imposed when counsel alleged two 
factually contradictory positions). The Court does not 
condone these statements, but merely holds that they 
do not merit the application of sanctions in this in-
stance. 
 

VII. CONCLUSION 
For the reasons set forth above, the Court denies 

in part and grants in part defendants' request for re-
consideration of this Court's Order denying leave to 
amend its answer and counterclaims, grants summary 
judgment on defendants' counterclaims, grants sum-
mary judgment on plaintiff's trademark infringement 
and trademark dilution claims, denies summary 
judgment on plaintiff's unfair competition claim, and 
denies the parties' motions for sanctions. 
 

*15 The parties are directed to submit a joint 
pretrial order and accompanying memoranda, in ac-
cordance with the Court's Individual Rules, by April 
10, 2001. 
 

SO ORDERED. 
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H

United StatesDistrict Court, S.D. New York.

CHUM LIMITED, Plaintiff,

V.

AdamLISOWSKI et al., Defendant.

No. 98 Civ. 5060(CBM).

May 29, 2002.

MEMORANDUM OPINIONAND ORDER

MOTLEY, J.
*1 OnApril 18, 2002,the court issuedits fmdings

of fact and conclusionsof law in this matter,holding

thatChumfailed to meetits burdenof demonstrating

eitherthat its markshaveacquiredsecondarymeaning

or that defendants’use of their marks has causeda

likelihood of confusion.Chum hasmoved the court

for reconsiderationunderRules52(b) and59(e)of the

Federal Rulesof Civil Procedure,arguing that the

courtplacedundueweight on secondarymeaningand

likelihood of confusion among consumers andtoo

little weight on secondarymeaningand likelihood of

confusion amongindustryprofessionals.For the rea

sons setforth below, Chum’s motion for reconsider

ation is DENIED.

To beginwith, Chum’s motion greatlymischar

acterizesthe natureof the court’s opinion. Far from

“overlook[ing]” the effect on industry professionals,

seeChumMot. at 1, the courtexpresslyanalyzedand

gave appropriateweight to whetherindustry profes

sionalsassociateChum’smarkswith their sourceand

whether industry professionalsare likely to be con

fusedby defendants’marks. See Op. at 4-5 (finding

that Chum advertisedextensivelyin trade journals

and routinely attendedimportant industry events, but

concludingnonethelessthat the “advertisingexpend

itures” factor weighedagainsta finding of secondary

meaning becauseChum essentiallyengagedin no

direct consumeradvertisingat all); Op. at 11 (fmding

actual confusion among industry professionals,but

concluding nonetheless that this factor weighed

againsta fmding of likelihood of confusion because

Chum presentedno evidencewhatsoeverof actual

confusionamong consumers). Indeed,the court ex

presslystated twicein its opinion that the effect on

industry professionalswas relevantboth to the sec

ondary meaning and to the likelihood of confusion

inquiries. SeeOp. at 5 (“Although it is certainlyrele

vant that Chum spent substantial sums of money

promoting its program to industry executives, the

court finds it at leastequallyrelevant thatChumhas

not adequately demonstratedit spent much, if any

thing at all, attemptingto promoteits programdirectly

to theviewing public.”); Op. at 11 (“This is not to say

that the evidenceof confusionamong industry pro

fessionalspresentedby Chum is irrelevant.But it is

once again at least equally relevant that there is no

evidenceat all of actualconfusionamongviewers.”).

What Chum really meansto say is not that the

court “overlooked” the effect on industryprofession

als, but ratherthat the court failed to give that issue

dispositiveweight, choosing insteadto considerthe

effect of the marks in questionboth on industrypro

fessionalsand on consumers.This undoubtedlywas

the correct approach.It simply cannot be that the

industryprofessionallevel is, as Chum puts it, “the

level where the economiccompetitiontakesplace,”

seeChum Mot. at 5, implying that it is entirely ir

relevantto Chum’s successwhetherits show has an

audienceof forty viewersor forty million. To be sure,

it certainlyis importantto Chum(and, consequently,

to the unfair competition inquiry) whether industry

professionalsrecognizeChum’s marks and whether

they confuseChum’s marks with those of its com

petitors.The court continuesto believe,however, that

it is at leastas important to Chum and to the unfair

C; C C C C 0 C C
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competition inquiry whether consumersrecognize

Chum’s marks and whether consumers confuse

Chum’smarkswith thoseof its competitors.

*2 Chum’spositionfinds no supportin the cases

it cites. Chumsuggests,for example,that in Centaur

Communications, Ltd. v. A/S/M Communications,

Inc., 803 F.2d 1217 (2d Cir.1987),the SecondCircuit

held that the relevantmarketin anunfair competition

caseinvolving a weeklytelevisionnewsprogramwas

“executivesin the internationalmarketingandadver

tising community.”SeeChumMot. at 4. The Centaur

court expresslystated,however,that it was accepting

that definition (which the district courthadproffered)

only becauseneitherpartychallengedit. SeeCentaur,

830 F.2d at 1222. Indeed,the panelrepeatedlymade

clearthat the relevantmarketin anunfair competition

casegenerallyincludesthe consumingpublic. Seeid.

at 1221 (plaintiff must establish“that the purchasing

public associatesgoods designatedby a particular

mark with but a single ... source”); id. (“The focusof

secondarymeaning thereforeis the consumingpub

lic.”); id. (“Although the markownerstrivesto create

a secondarymeaning for its product, it is the con

suming public which, in effect, determines whether

thateffort hassucceeded.”).

FN1. Centauralso cited with approvalInc.

Publishing Corp. v. ManhattanMagazine,

Inc., 616 F.Supp. 370 (S.D.N.Y.1985). In

thatcase,which involvedmagazinetitles, the

district court found that the relevantmarket

includedmagazinesubscribersin additionto

advertisersand distributors - a fact that the

Centaur panel expressly recognized. See

Centaur,830 F.2d at 1221-22.

The district court casesChum cites are similarly

inapposite.In M’Otto Enters., Inc. v. Redsand,Inc.,

831 F.Supp. 1491 (W.D.Wa.1993),the court plainly

considered evidenceof likelihood of confusion “at

both the retail andconsumerlevels of the market” -

preciselywhat Chumfaults the court for doing in the

instantcase.Id. at 1504 (emphasisadded).And Tele

vision Enter.Network, Inc. v. EntertainmentNetwork
Inc., 630 F.Supp. 244 (D.N.J.1986),involved an ap

plication for a preliminary injunction, not a final ad

judication of the merits of the dispute.Although the

court relied in part on evidenceof actual confusion

among industry professionals(in addition to other

“overwhelming” evidenceof confusion,id. at 248) in

concludingthat the movanthad demonstrateda like

lihood of successon themeritsof its claims,nothingin

the court’s opinionsuggestedthatconsumerconfusion

would be unimportantto the ultimateinquiry.

Finally, it is worth noting thatChummischarac

terizesthe recordby statingthat its proposedfindings

“had askedthe Court to fmd that Chum had estab

lished secondarymeaning [and likelihood of confu

sion] in two separate categories of custom

ers/consumers”- trade professionalsand viewers.

Chum Mot. at I (emphasisin original). Chum’s

proposedfindings plainly did no such thing. To the

contrary,Chum’s factor-by-factoranalysisaddressed

effect on industry professionalsand effect on the

consumingpublic simultaneously,just as the court’s

opinion did. Never once did Chum’s analysisdistin

guish between the two, much less arguethat one

shouldcarrymoreweightthanthe other.It is therefore

most disingenuousfor Chum to fault the court for

“consider[ing]the impacton the twolevelsaspartof a

single analysis” rather than “separatelyassess[ing]

secondarymeaning and likelihood of confusion at

eachlevel.” Id. at 1-2 (emphasisin original).

*3 For the foregoingreasons,Chum’smotion for

reconsiderationis herebyDENIED.

S.D.N.Y.,2002.

ChumLtd. v. Lisowski

Not Reported in F.Supp.2d, 2002 WL 1143208

(S.D.N.Y.), 63 U.S.P.Q.2d1578

END OF DOCUMENT
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UnitedStatesDistrict Court,

S.D. New York.

CHUM LIMITED, Plaintiff,

V.

AdamLISOWSKI et al., Defendant.

No. 98 Civ. 5060(CBM).

April 18, 2002.

Producerof televisionprogramdevotedto fash

ion topics,under trademarksinvolving term “Fashion

Television,”suedproducerof cablenetworkfeaturing

displays of models, using title “Fashion TV” and

variations,claiming trademarkandunfair competition

violations. Following grant of summaryjudgmenton

trademarkclaims, 2001 WL 243541,Wood,J., bench

trial was held onunfair competitionclaims. TheDis

trict Court, Motley, J., held that: (1) “FashionTelevi

sion” marks had not acquired secondarymeaning

required for unfair competitionclaim, and(2) alter

natively, necessary likelihoodof confusion did not

exist.

Judgmentfor cablenetworkproducer.

WestHeadnotes

[1] Trademarks382T €1628(3)

3821Trademarks

382T1XActions andProceedings

382T1X(C)Evidence

382Tk1620 WeightandSufficiency

3 82Tk1628 SecondaryMeaning

382Tk1628(3)k. Consumerdataand

marketresearch;testsandsurveys.Most Cited Cases

Trademarks usingterm “Fashion Television,”

usedwith televisionshowsinvolving fashionindustry

interviews,had not acquiredsecondarymeaning,for

purposesof unfair competitionsuit against producer

of cablenetwork showing continuousmodeling dis

plays,underLanham Actand commonlaw; claimant

failed to showdirectsurveyevidenceof United States

viewership,or survey evidenceassociatingmarks with

program. LanhamTrade—Mark Act, § 1 et seq., 15

U.S.C.A. § 1051 etseq.

[21 Trademarks382T €‘1103

3821Trademarks

382T111Similarity BetweenMarks; Likelihood of
Confusion

382Tkl 100 RelationshipBetweenGoods or
ServicesUnderlyingMarks

382Tk1103k. Particulargoodsand services,
relationshipbetween.Most Cited Cases

(Formerly382k513 Trade Regulation)

Necessarylikelihood of confusion, requiredfor

unfair competition action under Lanham Act and

commonlaw, wasabsentin suit by producerof tele

vision program using trademarks involving term

“FashionTelevision,” againstproducerof cablenet

work using marks involving term “Fashion TV;”

programfeatured interviewswith personsin fashion

field and otherjournalistic projects,while cablenet

work simply showed models on runways. Lanham

Trade—MarkAct, § 1 et seq., 15 U.S.C.A. § 1051 et

seq.

*530 KennethA. Plevan,BruceJ. Goldner, StevenM.

Rosenthal,Skadden, Arps,*531 Slate, Meagher&

Flom, LLP, New York City, for plaintiff.
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RaymondJ. Dowd, New York City, JasonE. Bogli,

Dowd & Marotta, LLC, Brooklyn, NY, for defend-

ants.

OPINION
MOTLEY, District Judge.

Plaintiff ChumLimited (“Chum”) uses“Fashion

Television” and other similar marks in connection

with its weekly television programfeaturing stories

related to fashion. Defendant Adam Lisowski

(“Lisowski”) together with certain companies he
owns and controls (collectively “defendants”) use

“FashionTV” and other similar marks in connection

with their 24—hourcabletelevisionchanneldevotedto

fashion. Chum brought this action for injunctive re
lief, alleging trademarkinfringement, dilution, and

unfair competition underthe Lanham Act and the
commonlaw.

In March 2001 JudgeWood (to whom this case

was then assigned) granted defendants partialsum

mary judgment,dismissing Chum’s trademark in

fringementanddilution claimsbasedupon herfinding

that Chum’s “FashionTelevision” marksaregeneric.

See Chum Ltd. v. Lisowski 2001 WL 243541

(S.D.N.Y. Mar.12, 2001). However, JudgeWood

denied summaryjudgment with respectto Chum’s

unfair competitionclaims.Seeid. at *9_*12.

Chum’s unfair competition claims were tried

beforethis courtata benchtrial held fromDecember3

to December10, 2001. Having reviewed all of the

testimonyandthe exhibitsreceivedinto evidence,the

court herebysets forth its findings of fact and con

clusions of law pursuant to Federal Rule of Civil

Procedure52(a). As discussedmore fully below, the

court holds that Chum failed to meet its burdenof

demonstrating eitherthat its marks haveacquired

secondarymeaningor that there is sufficient likeli

hood of consumerconfusion.Accordingly, the court

entersjudgmentin favor of defendants.

BA CKGROUND

Chum, a Canadiancorporationheadquarteredin
Toronto, is a large internationalmediacompany that

producesboth television programsand entiretelevi

sion channelscontaining a wide variety of content,

such as news, performing arts, and sciencefiction.

PX—25; MartinTr. 32:1—33:13.

Chumbeganits foray into fashionprogramming

in 1985 by launching “FT—Fashion Television,” a

thirty-minute weekly magazine program. PX—lO;

Martin Tr. 37:3—40:1. Each episodeof this show is

comprisedof four to five distinct segments,such as
interviews withdesignersor photographers,reportson

recent events involving celebrities, or otherpieces
touchingupon suchtopics as fashion, art, and archi

tecture.Martin Tr. 37:16—24. JeanneBeker hasbeen
thehostof the showsinceits debut.PX—43; Martin Tr.

45:24—46:4. Chum typically produces thirty-nine
regular half-hour episodesand one full-hour special

episodeof “FT—FashionTelevision”eachyear.Martin
Tr. 37:3—8.

Chum’s program initially ran only in Canada,

whereit wasvery popularandwon numerousawards.

Martin Tr. 47:18—21. The programfirst aired in the

United Statesin 1991 and, after debutingin Los An

geles,the VH—1 cable televisionnetwork licensedit

and broadcastit nationally from 1992 until 1999.

Martin Tr. 48:14—17. VH—l dropped the show in
1999, and since that time it has beenbroadcastna

tionally on theE! and Stylecabletelevisionnetworks.

Martin Tr. 57:20—58:3.

Chum initially called its program “FTV” but

soon changedthe name to “FashionTelevision,” in

partbecauseit learnedthat therealreadywas a show

using the name *532 “FTV” (as an abbreviationfor

“Fun TV”). MartinTr. 4 1:3—17.Chumsoon settledon

the program’s current name—”FT-FashionTelevi

sion”—although people(including Chumemployees,

C C C (
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membersof the media, advertisers,membersof the

viewing public, etc.) often refer to the programunof

ficially as “Fashion Television,” “Fashion TV,” or

“FTV” (collectively Chum’s “ ‘Fashion Television’

marks”). PX—23; PX—32; PX—52; TappTr. 256:3—22;
HelmrichTr. 383:21—25;Martin Tr. 43:3—18.At some

point during theearly 1990sChumalso addedto the
show’s name the subtitle “The Original. The

Best.”—thus rendering the full name of the show

“FT—Fashion Television. The Original. The Best.”

MartinTr. 42:24—43:2;44:21—45:14.

Defendant Lisowski (who is also known as

Michel Adam) is a Polish citizen residing in Paris.

DefendantFashionTV Paris, S.A.R.L. (“FashionTV

Paris”) is a French limited liability companyhead

quarteredin Paris. DefendantF.TV, Ltd., a British

Virgin Islands holding company,owns FashionTV

Paris. Lisowski is the Managing Director and sole

officer of FashionTV Parisand F.TV, Ltd. PX—113;

Lisowski Dep. 40:3—42:19,45:5—10.

In May 1997 defendants launcheda 24—hour

fashion television channel in France called “F.TV.”

PX—132; PX—135. The programming aired on de

fendants’ channel is quite different from Chum’s

program. Whereas “FT—Fashion Television” is a

magazine-styleshow consistingalmost entirely of

interviews and other typesof actual reporting, de

fendants’programmingconsists exclusivelyof threeto

five minuteclips from fashionshowsin which models

walk down runways displaying their designercloth

ing. Thesecontinuousrunway clips are set to music
and contain no dialog whatsoever,nor are they ac

companied byinterviews or any othertype of actual

reporting. PX—77; PX—136; Lisowski Dep.

49:14—50:5.Severalwitnesseslikened this fonnat to

“video wallpaper.” Helmrich Tr. 433:16—18;Rosen

bergerTr. 706:18—21.

Defendants’channelwasintroducedin theUnited

States in1998. PX—90 at P01080;PX—l00 at P01669;

Lisowski Dep. 54:2—22. From May throughDecem

berof thatyear,Time WarnerCablecarriedhalf-hour

and full-hour segmentsof defendants’ fashion pro

gramming on channel 35 in Manhattanunder the

names “FashionTV” and “F. L’Original.” Lisowski

Dep. 55:18—20. Since the summerof 1998, defend

ants’ channelhas aired 24 hours a day on Charter

Cable’schannel68 in Miami. PX—77; Lisowski Dep.

54:2—9, 55:2—9. In additionto “F.TV,” “FashionTV,”

and“F. LOriginal,” defendants’channelis alsoknown

to someand sometimesis referredto as “FashionTV

Paris,” “Fashion TV,” “FTV,” “Fashion TV The

Original,” and “F.TV L’Original” (collectively de

fendants’ “ ‘FashionTV’ marks”). PX—67; PX—75A;

PX—86; PX—l13; PX—l 19; PX—140; DX—T at 43.

Representativesof Chum first met Lisowski in

April 1997 at a television industry trade show in

France.Lisowski approachedChum’s booth seeking

to license“FT—FashionTelevision” from Chum and

to broadcastit on his Frenchchannel,which he was

thenon thevergeof launching. TappTr. 272:3—274:3;

Lisowski Dep. 83:1—10. Chum explained that

“FT—FashionTelevision” wasalready underexclusive

licensewith VH—1, but over the next several weeks

Chum and Lisowski entered into negotiationsre

gardingthe licensingof “Ooh La La,” anotherfashion

programproducedanddistributedby Chum.PX—134.

Negotiations broke down, however, whenChum
executiveslearned thatLisowski was using the name

“FashionTelevision” in connection withhis recently

launched fashion channel. PX—135; Tapp Tr.

276:2—279:25. Chum appealed to Lisowski,*533

bothinformally andformally, to refrain from usingthe

name “Fashion Television” to describehis channel.

PX—138; PX—58. Theparties’attemptsto resolvetheir

disputeamicablyfailed, however,andChumeventu

ally filed the instantlawsuit.’’

FNI. Chum’soriginal complaintsoughtboth

moneydamagesand injunctive relief. Chum

subsequently abandonedits claim for dam

ages,however, andcurrently seeksonly in

junctiverelief.
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DISCUSSION
A. LegalStandard

The fact that Chum’s “Fashion Television”

marks are, as JudgeWood found, generic does not

precludea fmding that defendants have violatedthe

Lanham Act and the common law by engaging in

unfair competition. See Forschner Group, Inc. v.

Arrow Trading Co., 30 F.3d 348, 358—59 (2d

Cir.1994); Murphy Door Bed Co. V. Interior Sleep

Sys., 874 F.2d 95, 102 (2d Cir.1989). As the Second

Circuit recentlyexplained,in order to recoveron its

unfair competitionclaimsChummust demonstrateby

a preponderanceof the evidence (1) secondary

meaning,i.e., that consumers associateChum’smarks

with its program; and (2) a likelihood of confusion.

SeeGeneseeBrewing to. v. Stroh Brewing co., 124

F.3d 137, 150 (2d Cir.1997).Additionally, defendants
escapeliability if thecourt finds they have“used every

reasonablemeansto prevent confusionasto thesource
of theproducts.”Id. (internal quotationomitted).

B. SecondaiyMeaning
[1] The essentialquestion withrespectto sec

ondary meaningis whether the public is moved to

consumea productbecauseof its source.SeePaper-

Cutter, Inc. v Pay’sDrug Co., 900 F.2d 558, 564 (2d

Cir.1990).A markacquiressecondarymeaning when

“the nameand thebusiness havebecomesynonymous

in the mind of the public, submergingthe primary

meaningof the term in favor of its meaningas aword

identifying that business.”Pironev. MacMillan, Inc.,

894 F.2d 579, 583 (2d Cir.1990) (internalquotation

omitted). The court must determine,in other words,

whetherthe public associatesChum’s “FashionTel

evision” markswith its programin particularor, ra

ther,with the entiregenreof fashion-related television

programmingin general.

Six factors arerelevant in evaluatingwhethera

plaintiffs mark hasacquired secondarymeaning: (1)

advertisingexpenditures;(2) consumerstudies linking

the mark to a source;(3) unsolicitedmediacoverage

of the product; (4) salessuccess;(5) attemptsto pla

giarizethe mark; and (6) lengthandexclusivityof the

mark’s use. See Centaur Communicationsi A/S/M

Communications,830 F.2d 1217, 1222 (2d Cir.1987);

seealso GeneseeBrewing, 124 F.3dat 143 n.4, 150n.

16. Although “no single factor is determinative”and

“every element need not be proved,” establishing

secondarymeaning entails meeting“vigorous evi

dentiaryrequirements,” withChumbearingthe bur

den of demonstratingthat its “Fashion Television”

marksacquiredsecondarymeaningbeforedefendants’

channelwas introducedin the United States in1998.

ThompsonMed. Co. v. Pfizer, Inc., 753 F.2d208, 217

(2d Cir.1985). The court will addresseach factorin

turn.

1. AdvertisingExpenditures

Chumpresentedcopious evidence thatover the

yearsit often placedprominent(quarterto full-page)

advertisementsfor its programin leading broadcast

journals, such as Variety, ElectronicMedia Interna

tional, *534 Television Business International, and

Broadcasting and Cable International. PX—35;

PX—45; PX—46; PX—122; Tapp Tr. 240:15—256:2.

Although thereis relatively little evidencein the rec

ord about how much money Chum spent on such
advertising—untilrecentlyit was not Chum’s policy

to track such expenditures, Cooper Tr.

680:16—681:24—thecourt has no trouble believing

that theexpenditureswere substantial.PX—36. Chum

also routinely attended importantbroadcastindustry

trade shows,suchas the annualNational Association

of Television ProgrammingExecutivesconference.

PX—1 19; PX—126; PX—127.

Importantly, however, the record is almost en

tirely barrenwith respectto the extentto which Chum

advertisedits programto the viewing public. Other

thana loneadvertisementit tookout in Women’sWear

Daily, PX—36, Chum has not pointed to any adver

tising it has donein periodicalsappealingto people

other than those in the broadcastand advertising

businesses.To be sure,two Chumwitnessestestified
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that the VH—1, E!, and Stylenetworks sometimes ran

on-air promotionsfor “FT—FashionTelevision,” but

neitherwitnessmadeany attemptto quantif’ the fre

quencyof suchpromotionsor the sizeof the audience

they reached.Tapp Tr. 238:5—239:7; Helmrich Tr.
393:3_12YN2 Although it is certainly relevant that

Chumspentsubstantialsumsof moneypromotingits

programto industry executives,the court finds it at

leastequally relevantthat Chum hasnot adequately

demonstratedit spent much, if anything at all, at

tempting to promote its program directly to the

viewing public.

FN2. Similarly, two Chum witnessestesti

fied that Chumpromotesits programon its

website, but neither spoke to the nature or

size of the website’s audience. Tapp Tr.

259:13—25; Levine Tr. 493:14—494:3,

537:5—540:8.

Chumalsopoints to the fact thatMarciaMartin,

the senior producerof its program, was named an

“International Marketing Superstar”in 1993 by Ad
vertising Age International, an advertising trade

journal.PX—18. Thecourtdoesnotgive this factmuch
weight for two reasons:(1) the journal—which ex

pressly“focuse[d] on executiveswhosework is con

centratedoutside the U.S.”—clearly was impressed

primarily with the way Chum’s programhad been

marketedin Canada, notthe United States;and (2)

because theawardwasgivenin 1993 it shedsno direct

light on the extent to which the programwas adver

tised for the bulk of the periodat issue—i991 (when

Chum’sprogramwasintroducedin theUnitedStates)

through 1998 (when defendants’channelwas intro

ducedin theUnited States).

BecauseChum engagedin substantialadvertis

ing of its programonly to peoplewithin the industry

and not to membersof the viewing public, the court

finds that this factor weighs againsta finding of sec

ondary meaning.

2. ConsumerSurveys
Chum chose notto conduct—orat least chose

not to offer into evidence—anyconsumersurveys

measuringthe extentto which consumersassociateits

“Fashion Television”marks with its program. Alt

houghthe court is well awarethat a plaintiff neednot

prove each and every secondarymeaning factor in

orderto prevail, the court fmds it quite significant that

Chum, a very large and fmancially able media cor

poration,did not musterany survey evidencedemon

strating the requisite link in the minds of consumers

betweenChum’s marks and its program. Cf Infor

mation ClearingHouse, Inc. v. Find Magazine,492

F.Supp.147, 160 (S.D.N.Y.1980)*535 (observing,in

the likelihood of confusioncontext, that “[ut is also

significant that plaintiff, although possessedof the

financial means,did not undertakea surveyof public

consumer reaction”). This factor weighs heavily

againsta finding of secondarymeaning.

3. UnsolicitedMedia Coverage

Chum’s program received considerablemedia

coveragein theUnited Statesbetween1991 and 1998,

including featuresin a host of newspapers,general

interest magazines,and trade journals. PX—l0;

PX—12; PX—l4; PX—15; PX—16; PX—19; PX—20;

PX—21; PX—22; PX—23; PX—24; PX—25; PX—27;

PX—29; PX—31. Although the court believes that

Chum’s able public relationsdepartmenthad a be

hind-the-scenes handin some of this coverage,the

court finds that the unsolicitedportion of the media’s

coverageof “FT—FashionTelevision” has beensub

stantial.

Additionally, the court finds that the program’s

longtime host, JeanneBeker, has made numerous

appearanceson other television programs such as

“EntertainmentTonight” and “Inside Edition,” and

that duringsuchappearancessheis alwaysintroduced

as the host of “FT—Fashion Television.” PX—3 1;

Martin Tr. 82:17—84:19.

O C C C C) C
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In light of this evidence,the court finds that this

factor weighs in favor of a fmding of secondary

meaning.

4. Sales Success
There is no question thatChum’s programhas

enjoyeda fair measureof successsince it was intro

duced in the United States in 1991. After all,

“FT—FashionTelevision” aired on VH—l from 1992

through1999,during whichtime thatnetworkreached

at least44 million homesin theUnitedStates.PX—17;

Martin Tr. 54:6—13, 55:8—10; Tapp Tr. 232:17—20.

Since 1999, the programhas airedon theE! network,

which reachesapproximately45 million homesin the

United States.Martin Tr. 60:5—10. The programalso

currently airs on the Style network. Helrnrich Tr.

392:9—21.

Importantly, however, Chum presentedno real

evidenceregardinghow manyUnited States viewers

actuallywatch its program.It is onething to saythata

programruns on a networkthat is carriedin millions

of homes—thatis, on a networkto which millions of

viewers have access.But such figures do not speak

directly, if at all, to the numberof viewerswho take

advantageof such accessby actually watchingthe

program. Thereis no questionthat Chum possesses

detailed ratings information measuringits United

States viewership. The court cannot fathom why

Chumchosenot to introducesuchratingsinformation

into the record, especially given its obvious im

portanceto the secondarymeaninginquiry. Nor did

Chum presentany real evidenceregardingthe reve

nues generatedby “FT—Fashion Television” in the

United States.To be sure, Chum presentedbits of
anecdotal evidence that its program was one of

VH—1 ‘s “highest rated” programsand that its United

Statesrevenueshavebeen“very significant” and that

it is “well known in the trade.” Znaimer Dep.

111:14—21; Tapp. Tr. 233:16—19; Chabin Dep.

12:20—23;Helnirich Tr. 384:1—12.FN3 Still, the dearth

of hardnumbersin the record—especiallygiven that

Chum undoubtedlyhas such numbersat its fmger

tips—is glaring.

FN3. Chum also presentedevidence thatits

program is “the most successful Canadian

programming product in [that] country’s

history.” PX—17. However,this achievement

saysnothing aboutthe program’spresencein

the UnitedStates—the only marketat issue

in this case.

*536 Again, the court hasno trouble findingthat

Chum’sprogramenjoysa fair measureof successand

that it hasreacheda substantialnumberof viewersin

the United States.BecauseChum chose notto be

more specificin its evidentiarypresentation,however,

the court finds that this factor weighsat mostweakly

in favor of a finding of secondarymeaning.

5. Attemptsto Plagiarize
One Chumwitnesstestified, and thecourt finds,

that at some unspecified pointin time a company

soughtto producea televisionprogramcalled“Fash
ion Network Television” using a logo similar to

Chum’s, and that after Chum protestedsuch use
throughits attorneysthe companychoseto changethe

nameof its program.Martin Tr. 88:4-23. Other than

this isolated instance,however, the court finds that

competitors have notattemptedto plagiarizeChum’s

“Fashion Television”marks.

Given thatno more thanone competitorhas at

temptedto use a mark similar to Chum’s, the court

finds that this factor weighsagainsta finding of sec

ondarymeaning.

6. LengthandExclusivity of Use

The court fmds that Chumwas the first to useits

“FashionTelevision” marksin the United States, and

that the phrase “Fashion Television”had not been

usedasthe title of a programor the nameof a channel

prior to Chum’s expansioninto the United States.
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Martin Tr. 87:17—20; Znaimer Dep. 92:8—25. Other

televisionprogramsin the fashiongenreuse different

names,suchas “Style with ElsaKlansch,” “Houseof

Style,” “Fashion Emergency,” “Fashion File,” and

“Behind the Velvet Rope.” PX—12; Martin Tr.

89:14—20, 125:25—126:24; Helmrich Tr.

427:23—428:11.

Accordingly, the court finds that this factor

weighsin favor of a finding of secondarymeaning.

7. WeighingtheSix Factors

It is ultimatelya closequestionwhetherChum’s

“FashionTelevision” markshaveacquiredsecondary

meaning. Three of the factors—unsolicitedmedia

coverage,salessuccess,and lengthandexclusivityof

use—weigh in Chum’s favor, although the sales

successfactor doesnot weigh strongly so. Threefac

tors—advertising expenditures, consumer surveys,

andattemptsto plagiarize—weighagainsta fmding of

secondarymeaning,with the consumersurveysfactor

weighingstronglyagainstsucha finding.

In the final analysis,the court is mostpersuaded

by the evidenceit hasnot seen:direct surveyevidence

that consumersassociateChum’s marks withits pro

gram, or hardevidencewith respectto the sizeof the

program’sUnited Statesviewership.In light of these

key omissions,the court cannotsay that Chum has

met its burdenof demonstratingby apreponderanceof

the evidencethat its “FashionTelevision” markshave

acquiredsecondarymeaning.Accordingly, the court

holds thattheyhavenot.

C. Likelihood of Confusion

[2] Although Chum’s failure to establishsec

ondary meaning is fatal to its unfair competition

claims, the court also holds in the alternative that

Chum has not proven the requisite likelthood of

confusion.In addressinglikelthood of confusion, the

court must apply the eight factorsset forth by Judge

Friendly in Polaroid Corp. v. PolaradElectronics

Coip., 287 F.2d 492, 495 (2d Cir.1961):(1) the

strengthof plaintiffs mark; (2) the similarity of the

parties’ marks; (3) the proximity of the parties’prod

ucts in the marketplace;(4) the *537 likelihood that

theplaintiff will bridgethe gapbetweenthe products;

(5) actual confusion; (6) the defendant’s intentin

adopting its mark; (7) the quality of the defendant’s

product; and (8) the sophisticationof the relevant

consumer group. See Nabisco, Inc. V. Warn

er—LambertCo., 220 F.3d43, 46(2d. Cir.2000).

The SecondCircuit hasrepeatedlyinstructedthat

“[t]he Polaroid analysis is not a mechanicalmeas

urement.”Nora Beverages,Inc. v. PerrierGroup of

Am., inc., 269 F.3d 114, 119 (2d Cir.2001). When

conductinga Polaroidanalysis,“a court shouldfocus

on the ultimate questionof whether consumersare

likely to be confused.” Paddingion Corp. v. Attiki

Imps. & Distribs., inc., 996 F.2d 577, 584 (2d

Cir. 1993). In makingthis determination,a court looks

to the totality of the product. See Bristol—Myers

Squibb Co. v. McNeil—P.P.C., Inc., 973 F.2d 1033,

1042 (2d Cir.1992).Although no one factor is neces

sarily dispositive,any onefactor mayprove to be so.

SeeNabisco,220 F.3d at 46. The test “is not whether

confusionis possible,”nor is it “whether confusionis

probableamongcustomerswho are not knowledgea

ble.” EsteeLauderInc. v. Gap, Inc., 108 F.3d 1503,

1511 (2d Cir. 1997). Rather,the test “is whethercon

fusion is probableamongnumerousconsumerswho

areordinarily prudent.”Id.

turn.

The court will addresseachPolaroid factor in

1. TheStrengthofPlaintiffsMark

The SecondCircuit has instructedthat a mark’s

strength mustbe measuredin two ways: (1) by in

herent strength,resulting from the mark’s degreeof

inherent distinctiveness;and (2) by acquiredstrength,

reflecting the degree of consumerrecognition the

mark has achieved.See TCPIPHolding Co. v. Haar

CommunicationsInc., 244 F.3d88, 100 (2d Cir.2001);

C C C,
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seealsoPaddingtonCorp. v. Attiki Importers& Dis

tribs., Inc., 996 F.2d577, 585(2d Cir.1993).

Judge Wood previously found that Chum’s

“Fashion Television” marks are generic—the least

distinctive categoryinto which a mark can fall. See

Forschner,30 F.3d at 353 (reiteratingthat marksare

categorized,in ascendingdegreeof distinctiveness,as

generic, descriptive,suggestive, or arbitrary). As

discussedin the previous section, moreover,Chum

failed to prove thatits marks haveachieved secondary

meaningin themarketplace.

BecauseChum’s marks are not inherently dis

tinctive, and because theyhavenot acquiredsecond

ary meaning amongconsumers,the court finds that

this factorweighsdecidedlyagainsta finding of like

lihood of confusion.

2. TheSimilarity of theMarks

There is no question that plaintiffs “Fashion

Television” and defendants’“FashionTV” marksare,

for themostpart, similar.SeeMorningsideGroupLtd.

v. MorningsideCapitalGroup, L.L.C., 182 F.3d 133,

140 (2d Cir.1999) (reversing as clearly erroneous

district court’s finding that themarks “The Morning-

side Group Limited” and “Morningside Capital

Group,L.L.C.” were not similar).The fact thatChum

sometimesusesthe tag line “The Original. The Best.”

and defendantssometimesuse the mark “F. L’Origi

nal” only reinforcesthis conclusion.Indeed,Lisowski

himselfadmittedcandidlyduring his deposition thatit

is a “foregone conclusion” that the marks “look [
similar.” Lisowski Dep. 91:12—16.

Defendantsarguethat the marks at issueshould

not be deemedsimilar because theirlogo is different

than Chum’s. Defendantsare correctthat the parties

use different logos andthat defendants’ logo,*538

which consistsof a rather distinctive lowercase“f’

encapsulatedin a diamond,usuallyis displayedin the

upper left hand cornerof their channeland website.

DX—T; Lemmel Tr. 618:24—619:13; PX—77;

DX—KKKK. In this context,however,the court finds

that the differencesbetweenthe parties’ logos arenot

particularly important becausetelevision viewers

obviouslyare significantly more likely to associatea

show or channelwith its name rather thanwith its

logo. Televisionprogrammingguides, for example,do

not reproducethe logo ofaprogramor channelin their

listings. PX—32.

Defendantsalso point to the fact that they often

add theword “Paris” to the endof their “FashionTV”

markasa geographicmodifier. This gesturedoeslittle

to set defendants’marks apart,however, becausetel

evision channelsoften refer to their internationalaf

filiates simplyby addingsuchgeographicmodifiersto

their regular marks. Tapp Tr. 318:2—321:9 (discuss

ing, for example, “MTV Asia”). For this reason,the

mark “FashionTV Paris” cannotbe said to be dis

similar to the mark “Fashion Television”simply by

virtue of the additionof the word “Paris.” FN4

FN4. It is not significant that Chum uses

“Television” while defendantsuse “TV,”

because“TV” obviously is a common ab

breviation of “Television.” Chabin Dep.
16:6—17:21.

ThoughChum’sanddefendants’marksareby no

means identical,the court finds that in view of the

totality of the circumstancesthis factor weighs in

favor of a finding of likelihood of confusion.

3. TheProximity of theProductsin theMarketplace
This factor concernswhetherand to what extent

the two productscompetewith eachother. It is cer

tainly true—and Lisowski himself readily admit

ted—thatthereis someoverlapbetweenthe audiences

that Chum and defendantsare seeking to court.

Lisowski Tr. 94:1—17. Both sides, after all, are at

tempting to attract viewersinterestedin television

programmingrelatedto fashion.
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Applying simple common sense,however, the

court fmds that the similarities betweenthe parties’

respectiveintendedaudiencesareoutweighedby their

differences.Chum’sprogramis all aboutjournalism.

It consistsof segmentsin which reportersseek to

educateaudiencemembersabouta given topic relat

ing to fashion, art, or architecture.The contentaired

on defendants’channel, onthe otherhand,is all about

voyeurism. Defendants’ viewers are not seeking to

learnanythingsubstantive aboutthe fashionindustry,

art, or architecture,but rathersimply want to watch

pretty models strolling down the runway wearing

cutting-edge clothingwith pulsing music blaring in

the background—overand over and over again. The

courtsimplydoesnotbelievethata significantnumber

of defendants’viewershaveany desirewhatsoeverto

learn, for example, the details of actor Anthony

Quinn’s latestartistic pursuits.PX—9 (videotapeof the

January16, 1999 episodeof FT—FashionTelevision

containing, amongother things, an interview with

Anthony Quinn abouthis paintings and sculptures).

BecauseChum has not offered evidence demon

strating that thereactually is significant overlap be

tween its and defendants’audiences,the court finds

anypossibleoverlapinsubstantial.

Perhapsmore importantly, Chum’s product is a

singletelevisionshow,whereasdefendants’productis

anentiretelevisionchannel. Thisdistinctionis critical

becausetelevision viewers undoubtedly understand

the distinctionbetweenthe individual programsaired

on a channelversusthe channelitself. This is not to

saythat *539 it is impossible that someone tuninginto

“Fashion TV Paris” the channelcould be confused

about whether the channel is affiliated with

“FT—Fashion Television” the program. Rather,the

point is that this additionallack of proximity between

Chum’s program and defendants’channel makesit

less likely that viewerswill be confused thanif both

partiesproduceda programor bothpartiesoperatedan

entirechannel.

Becausethere is no significant overlap between

the audiences of “FT—Fashion Television” and

“Fashion TVParis,”andbecauseChum’sproductis a

program whereasdefendants’ product is an entire

channel, the court fmds that the proximity factor

weighs heavily against a finding of likelihood of

confusion.

4. Bridging the Gap
This factor involveswhetherChum is likely to

enter defendants’ market, recognizing “the senior

user’s interestin preservingavenuesof expansionand

enteringinto relatedfields.” Morningside,182 F.3dat

141 (internal quotation omitted). Judge Woodheld

thatChumis not entitledto “bridge the gap” because

its mark is generic.See Chum, 2001 WL 243541 at
*11 (citing Forschner, 904 F.Supp. at 1420—23).

Chumcorrectlyobserves,however, thattheportionof

the Forschneropinion Judge Wood citeddoes not

directly support this proposition, nor is this court

awareof any othercasesthat haveso held. Outof an

abundanceof caution,therefore,the courtwill assume

for purposesof decidingthis casethat Chumis enti

tled to rely on “bridging the gap” in orderto demon

stratelikelihood of confusion.

Chum presentedevidencedemonstratingthat it

hopes to launch a 24—hour fashion channel in the

United Statesin the relativelynearfuture. Martin Tr.

92:19—25.Indeed,Chumrecentlylauncheda 24—hour

channelcalled “Fashion Television the Channel” in

Canada. Martin Tr. 90:15—92:21; Levine Tr.

542:11—544:5. However, the programming Chum

envisionsairing on its contemplated24—hour fashion

channel in the United States will be similar to

“FT—Fashion Television”—that is, actual maga

zine-style reporting on fashion-relatedevents, not

mere “video wallpaper” of models continuously

walking down runways. As such, Chum’s plans for

the future may well bridge the gap attributableto the

fact that its product is a programwhile defendants’

productis an entire channel,but Chumhaspresented

no evidencethat it has anyplansto bridgethe gapthat

Page9

© 2014ThomsonReuters.No Claim to Orig. US Gov. Works.

Case 1:14-cv-09856-KBF   Document 82-4   Filed 05/28/15   Page 12 of 15



C 0 C C C C 0

198 F.Supp.2d530, 63 U.S.P.Q.2d1569

(Cite as: 198 F.Supp.2d530)

existswith respectto the very different natureof the

parties’programming.

BecauseChumplansto expandits programinto a

channelthat, like defendants’,airs 24 hoursa day,but

becauseChum does not plan to broadcaston its

channel any programming that compareswith de

fendants’,thecourtconcludesthatthis factorweighsat

most weakly in favor of a finding of likelihood of

confusion.

5. Actual Confusion
“Evidencethat confusionhasactually occurredis

of courseconvincing evidencethat confusionis likely

to occur.” Morningside, 182 F.3d at 141. At trial,

Chumpresented copiousevidenceof actualconfusion

among industry professionals.Chum’s representa

tives havebeendeniedaccessto fashion presentations

becauseofficials mistakenlythoughtthey workedfor

defendants; trade showattendeeshave mistakenly

thought that promotional materials distributed by

defendantsactually came from Chum; and the de

signersand fashion houseexecutivesChum seeksto

interview oftenbecome confusedaboutwhetherit is

Chum that is seekingto *540 interview them or de

fendants—tonamejust a few examples.

Importantly, however,Chum presentedno evi

denceat all thatanyconsumershaveeverhadso much

as a moment of confusionwith respectto Chum’s

programand defendants’channel.Nor would thecourt

expectsuch evidenceto exist. As the court has dis

cussedpreviously, after all, the parties’ marks them

selves may be confusingly similar, but the actual

contentof the parties’ programmingis markedlydif

ferent. Therefore,while the court has notrouble at all

believingthatpeoplewho hearthat “FashionTV” is at

the door mightmistakenlybelieve that “FashionTel

evision” is at the door,thecourtdoesnot believe—and

Chum has presented no evidence whatsoever

demonstrating—thatanybody actually watching de

fendants’ channelwould be at all likely to think that

they are watching Chum’s program(or vice versa).

This is not to say that the evidence of confusion

amongindustryprofessionalspresentedby Chum is

irrelevant.But it is once againat leastequally relevant

that there is no evidenceat all of actual confusion

among viewers.

BecauseChum demonstratedactual confusion

amongindustryprofessionalsflowing from the simi

larity of the parties’ names but failedto demonstrate

any confusionamong viewersactually watchingthe

programs, the court finds that this factor weighs

againsta finding of likelihood of confusion.

6. Defendants’Intent
This factor explores whetherdefendantsadopted

their marks “with the intention of capitalizing on

plaintiffs reputationand anyconfusionbetween[de

fendants’] and the senior user’s product.” Cadbury

Beverages,Inc. v. Cott Corp., 73 F.3d 474, 482—83

(2d Cir. 1996) (internalquotationomitted).

Defendantspresentedevidence,andthe courtbe

lieves, that they adoptedtheir “Fashion TV” marks

primarily for the simple reasonthat their productis a

TV channel involving fashion. Lisowski Tr.

24:18—25.SeeMorningside, 182 F.3d at 142 (fmding

good faithbecause defendant“Momingside Capital”

was located on MomingsideDrive). The court also

notesthat defendantsproperlyregisteredtheir “Fash

ion TV” marks with the Frenchtrademarkauthorities

prior to launchingtheir channelin the United States.

DX-CCCCC; DX-DDDDD; DX-EEEEE.

To be sure,defendantsdid not do a United States

trademarksearchbeforelaunchingtheir channelhere.

LemmelTr. 625:12—22.However,given thatChum’s

genericmarks are not registeredtrademarksand are

not protectableunder United States trademarkin

fringementandtrademarkdilution laws, it is not clear

what a good faith actor seeking to use the name

“FashionTV” in the United Stateswould have done

upondiscoveringChum’suseof its generic“Fashion
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Television” marks. Indeed,this essentiallyis the cen

tral questionposed bythis litigation. For this reason,

thecourtcannotsaythatdefendants’failure to conduct

a United Statestrademarksearchdemonstratestheir

badfaith.

The court fmds that defendantsadopted their

marksprimarily becausethey werethe bestmarksfor

their product, not in order to capitalize on Chum’s

reputation. Accordingly, this factor weighs against

Chum’sunfair competitionclaims.

7. The Quality ofDefendants’Product

Under this factor the court must first examine

whetherdefendants’productis “inferior to plaintiffs,

therebytarnishingplaintiffs reputationif consumers

confuse*541 the two.” Morningside, 182 F.3dat 142.

The quality of the programming on defendants’

channelunquestionablyis vastly inferiorto the quality

of Chum’s program. WhereasChum’sprogramfea

turesactualreportingon topicsrelatingto fashion,art,

and architecture, defendants’ channel broadcasts

nothing but scantily cladmodelswalking downrun

ways to the beat of club music. Indeed,defendants’

own witnesstestified that United States cableopera

tors are hesitantto carry their channel becauseof its

low production quality, frontal nudity, and overall

prurient nature. Rosenberger Tr. 706:10—15;

714:25—717:1. Thus, to the extent that consumers

become confusedbetweenthe two products,thereis a

very grave risk that Chum’s reputationwill be tar

nished.

As the SecondCircuit has recognized,however,

“this factorcutsbothways.”Morningside,182 F.3d at

142. Justas “[p]roducts of equalquality maytend to

createconfusion as to sourcebecauseof that very

similarity in quality,” id., so too can markeddiffer

encesin quality ensurethat there will beno confusion

in the first place.This casepresentsa perfectexample.

The quality of Chum’s programis so much higher

than the “video wallpaper” broadcastby defendants

that it is hard to imagine that any viewer watching

defendants’channelmight mistakenly believehe or

she was watching Chum’s program. Therefore,alt

houghthe low quality of defendants’channelcuts in

Chum’s favor in the first instance,in an important

sense this lack of proximity between the parties’

productscuts againsta finding of likelihood of con

fusion.

Accordingly, the court finds that this factor is

neutral.

8. The Sophistication of the Relevant Consumer

Group

This factor is “groundedin the belief that unso

phisticated consumersaggravatethe likelihood of

confusion.” Hasbro, Inc. v. Lanard Toys, Ltd., 858

F.2d70, 78—79 (2d Cir.1988).As discussedabove,all

of Chum’s actual confusion evidence involvedan

ecdotesof confusion among industry professionals,

not ordinary consumers,and it goes without saying

that theseindustry professionalsare highly sophisti

catedactors.And while thereundoubtedlyis a spec

trum of sophisticationamongthe parties’ viewers,the

court finds that the averageconsumeris sophisticated

enoughto understand,at a minimum, the difference

betweena televisionprogramanda televisionchannel.

To the extentthat thereare otherways in which con

sumersophisticationis relevantto the likelihood of

confusioninquiry, thecourtnotesonly thatChumhas

presentedno evidenceaddressingthem.

Accordingly, the court finds that this factor

weighs againsta fmding of likelihood of confusion.

9. WeighingthePolaroidFactors

Five of the factors—the strength of plaintiffs

mark, the proximity of the parties’ products in the

marketplace,actual confusion,defendants’intent in

adopting their mark, andthe sophisticationof the

relevant consumergroup—weighagainstChum, the

first two stronglyso. Two of the factors—thesimilar

ity of the parties’ marks andbridging the gap—favor
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Chum,althoughthe latteronly weaklyso. Thequality

factor is neutral.

Weighingall of the factorstogether,the courthas

no trouble concludingthat Chumhasnot adequately

demonstratedthe requisite likelihood of confusion.

The court finds the most significancein the very sa

lient difference betweenthe natureof the parties’

products.Viewing the evidenceas a whole, the court

simply does not accept thatthe ordinary consumer
*542 watching defendants’channellikely would be

lieve that he or sheactually is watchingChum’spro

gram. Chum’s unfair competition claims therefore

mustfail.

FN5. Additionally, the court notesthat even

if Chum were to prevail on its unfair com

petitionclaimsit still would notbeentitledto

the relief it seeks—enjoiningdefendants

from usingany of their “FashionTV” marks

to identify their channelin the United States.

SeePlaintiffs Proposed Findingsof Factand

Conclusions of Law ¶ 123. The Second

Circuit has instructed that“[wjhere a generic

mark is involved, the relief grantedshould

only go so far as to alleviatethe sourcecon

fusion ... and no further.” GeneseeBrewing,

124 F.3d at 151 (internalquotationomitted).

A court may requirethe newcomer“to dis

tinguish its product or to notify consumers

explicitly that its productdoesnot come from

the original manufacturer”or otherwise” ‘to

use every reasonablemeansto preventcon

fusion,’ “ but a court “may not preventthe

defendant fromusingtheplaintiffs markal

together.” Id. (quoting Kellogg Co. v. Nat’l

Biscuit Co., 305 U.S. 111, 121,59S.Ct. 109,

83 L.Ed. 73 (1938)) (emphasisadded).

CONCLUSION

For the foregoing reasons,the court concludes

that Chum’s “Fashion Television” marks have not

acquired secondarymeaning. In the alternative, the

court concludes thatChum has not adequately

demonstrated thatthere is a likelihood of confusion.

Accordingly, the court entersjudgment in favor of

defendantson Chum’sunfair competitionclaims.

SO ORDERED.

S.D.N.Y.,2002.

ChumLtd. v. Lisowski

198 F.Supp.2d530, 63 U.S.P.Q.2d1569
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4 tOGECQ COMP44Y

December8, 2014

Via Email

Ms. Olga Chepurko
FashionTV
111 AvenueViktor Hugo
75016ParisFrance

Re: Indemnificationpursuantto CarriageAgreementbetweenAtlantic BroadbandFinance,
LLC (“ABB”) andFashionTV ParisFOL (“FashionTV”) effectiveJanuary1, 2011 (the
“Agreement”)

DearMs. Chepurko:

Enclosedis a noticeof infringement(“Notice”) from counselfor FashionInternational
TelevisionLtd. (“FashionInternational”),in which counselallegesthatFashionInternationalhas
the right to usethe FashionTelevisionmark undera licenseemanatingfrom Bell Media Inc.
The letter demandsthatABB commit to ceaseanddesistthebroadcastof theFashionTV
channelby January16, 2015,removeall logosof FashionTV from listings andpromotional
materialsandprovidean itemizedscheduleof thepaymentsmadeto FashionTV.

In accordancewith Section6 of the Agreement,FashionTV is requiredto indemnifyandhold
harmlessABB from any andall claims,includingthird-party infringementclaims. As such,any
liabilities andcostsincurredby ABB in connectionwith theNotice arethe responsibilityof
FashionTV.

Pleaselet us know how you would like to handletheNotice.

Sincytcly,

Leslie J. Brown
SeniorVice Presidentand GeneralCounsel

cc; DaveKeefe
HeatherMcCallion

C

2 BatterymarchPark, Suite205 / Qisiricy, Massachusetts02(69 P, 617.78&8800 wwwstLsntjcbbccm
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FROSSZELNICK LEHRMAN & ZISSU., PC.

Partners

RonaldJ. Lehman

StephenBigger December5, 2014
RogerL. Zissa

Richard?.Lehv BY FEDEX
David EMich

SusanUpton Douglass
Atlantic Broadband

JanetL. Hoffman

PeterJ Silverman Ann: Legal Department
LawmorrcoEli Apolzoo 1 BatterymarchPark
BarbaraA Solomon Quincy, MA 02169
Mark 0. Engelmane

NadineH. Jacobson Re: Infringementof FASHION TELBVISION Mark (Our Ref.: BIGF 1409881)
Andrew N. Fredbeck

Craig S. Mends To Whom it May Concern:
Allison StricklandRickeets

JohnP. huhergrotoa We representFashionInternationalTelevisionLtd., a leadingprovider of high-quality
programmingrelating to the world of fashion. Under a license emanatingfrom Bell
Media Inc. (“Bell Media”), our client hasthe right to usethe FASHION TELEVISIONJemeaD. Weioberger

David Donahue mark and the FT FASHION TELEVISION (and design)mark in the United Statesand
NancyE. Sabarra numerousotherjurisdictionsthroughoutthe world. The licensedrights include,without
Charlesid. Weignll ii limitation, the right to useandenforcerights in Bell Media’s incontestableregisteredFT
Laara Popp-Rssenberg FASHION TELEVISION (and design)mark (U.S. Reg. No. 2,945,407)in connection
Care A. Boyle with “broadcastingprograms via a global computer network” and “production and
Karea Linr distribution of television programs; and entertainment servicesin the nature of an

ongoing series of television programs concerning commentary, news, history and
James0. Siloerotein personalitiesin the fields of fashion,designtrends,photography,art, architecture,music,
JoyceM. Ferraro pop culture, and dance.” The registrationhas a priority date of April 17, 1996 and is
RobertA Backer basedon first useof the mark in commercein connectionwith the identified servicesat
Michael Chiappeiha leastasearly as 1992.
Tamar Nm Beosiager

Nancy C. DiCoare It hascometo our client’s attentionthat Atlantic Broadbandis offering a channelunder

Associates the name and mark FASHION TV with content provided by FASHION TV
JasonJones ProgrammgesellschaftmbH. The useof a mark that is highly similar to the FASHION
Anna Leirrsic TELEVISION and FT FASHION TELEVISION (and design) marks for identical or
Leo Kittay closely related servicesto our client’s servicesoffered under those marks constitutes
Todd Marlin trademarkinfringementand unfair competitionunder Sections32(1) and 43(a) of the
RobiirN. Bandercan LanhamAct, 15 U.S.C.§ 1114(1), 1125(a),andvariousstatelaws.
Sherri N. Dolts

AmnaudeB. Agek For the time being we assumethat Atlantic Broadbandhas not been aware of this
Jenniferlnoley-Prnitt infringement and, therefore,our client would agree not to pursueany further claims
Emily Weiss . . .

AshbordTucker
againstAtlantic Broadbandif it agreesto the following: (1) commit to ceaseand desist
the broadcastof the FASHION TV channelby the endof the businessdayof January16,JessicaMmselnrae

Price Scold 2015; (2) provideour client with an itemizedscheduleof what paymentsyour company
.MafthewFrisbee has made to FASHION TV ProgramrngesellschaftmbH (or any distributor that
CeladoytMrmnehsmst FASHION TV ProgranungesellschaftmbH might have appointed, and who your
S:acy L. Wu companyhas made paymentsin exchangefor the right to carry the FASHION TV
h.noy flynn channelon your platform); and (3) removeall logos of FASHION TV from listings on
KathedneLyon Daymom

Maritsa C. Schasffen

Jeffrey D. Lsrson
IFISQOSIO II

886 United Nations PNzo at First AvenueB 48th Street New York, New York 10017
sdmioedin HI nnly Phone 212.813.5900 Faa 212.813,5901 wwirosszeInickcorn
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Atlantic Broadband
December5, 2014
Page2

your company’spromotionalmaterial (including any material printed on the Internet).
We haveprepareda letter of agreementthat we needto receivesignedby an authorized
representativeof Atlantic Broadbandno later thancloseof businessDecember19, 2014
confirming thatAtlantic Broadbandwill commit to complywith the aboverequests.

In casewe do not receivesuchundertakingon or beforeDecember19, 2014, properly
executedin writing and signedby an authorizedrepresentativeof Atlantic Broadband,
our client will haveto assumethat your companyintendsto continuethe infringementof
our client’s trademarksand our client will not hesitateto take any action it deems
necessaryto protectits rights.

This letter is without waiver of or prejudiceto any of our client’s rights, claims and
remedies,all of which areexpresslyreserved.

Very truly yours,

David Donahue

Enclosure
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(pleasestateexact name of the entity)

hereby commit to end the broadcastof the television channel “Fashion

TV” on our platform commercially known as:

(pleasestate name of your platform, as marketedto the public)

by the end of January 16, 2015) and removeit from all marketing

material.

2013

2012

2011

2010

Signed by:

NameL Position

We,

We have been

the carriage

Year Aprox. Ucense Fee in C

2014*

carrying the channel since

__________,

and have paid for

of the channel the following approximatelicense fees:

* For the year 2l4, estimateswith a

_______________________________________

tolerance
of +/-3% are acceptable

Pleasesign and date

Signature
Date
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1

Samuel Blaustein

From: David Donahue <ddonahue@fzlz.com>
Sent: Tuesday, April 07, 2015 5:08 PM
To: Raymond Dowd
Cc: 'Mark Lerner'; 'McNamara, Elizabeth'; Samuel Blaustein; Roger Zissu
Subject: F.TV Ltd. v. Bell Media Inc., No. 14 Civ. 9856 (KBF) (S.D.N.Y.)

Dear Ray,

Pursuant  to the Court ’s endorsed order of April 7, 2015 direct ing “ FZLZ to state whether FTIL directed FZLZ to send the 
cease-and-desist  let ters or, in the alternat ive, to state that  no such direct ion was given,”  we hereby answer as follows:

We were directed to send the cease-and-desist  let ters on behalf of FTIL by Gabriel M iller, Esq., whom we 
understood had authority to do so.

Sincerely,

David Donahue
Fross Zelnick Lehrman & Zissu, P.C.
866 United Nat ions Plaza
New York, New York 10017
Phone: 212-813-5900
Fax: 212-813-5901
Web: www.fzlz.com

The information contained in this email message may be privileged, confidential, and protected from 
disclosure. Any unauthorized use, printing, copying, disclosure or dissemination of this 
communication may be subject to legal restriction or sanction. If you think that you have received 
this email message in error, please reply to the sender. 
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COMPLAINT TRANSMITTAL COVERSHEET

Attached is a Complaint that has been filed against you with the World Intellectual Property

Organization (WIPO) Arbitration and Mediation Center (the Center) pursuant to the

Uniform Domain Name Dispute Resolution Policy (the Policy) approved by the Internet

Corporation for Assigned Names and Numbers (ICANN) on October 24, 1999, the Rules for
Uniform Domain Name Dispute Resolution Policy (the Rules) approved by ICANN on

October 30, 2009, and the WIPO Supplemental Rules for Uniform Domain Name Dispute

Resolution Policy (the Supplemental Rules).

The Policy is incorporated by reference into your Registration Agreement with the

Registrar(s) of your domain name(s), in accordance with which you are required to submit to

a mandatory administrative proceeding in the event that a third party (a Complainant)

submits a complaint to a dispute resolution service provider, such as the Center, concerning a
domain name that you have registered. You will find the name and contact details of the

Complainant, as well as the domain name(s) that is/are the subject of the Complaint in the

document that accompanies this Coversheet.

You have no duty to submit a Response to the Complaint until you have been formally

Notified of the Complaint and Commencement of Administrative Proceedings by the Center.

Once the Center has checked the Complaint to determine that it satisfies the formal

requirements of the Policy, the Rules and the Supplemental Rules, it will forward an official
copy of the Complaint, including annexes, to you by e-mail as well as sending you hardcopy

Written Notice by post and/or facsimile, as the case may be. You will then have 20 calendar

days from the date of Commencement within which to submit a Response to the Complaint in

accordance with the Rules and Supplemental Rules to the Center and the Complainant. You
may represent yourself or seek the assistance of legal counsel to represent you in the

administrative proceeding.

The Policy can be found at http://www.icann.org/en/dndr/udrp/policy.htm

The Rules can be found at http://www.icann.org/en/dndr/udrp/uniform-rules.htm

The Supplemental Rules, as well as other information concerning the resolution of

domain name disputes can be found at
http://www.wipo.int/amc/en/domains/supplemental/eudrp/

A model Response can be found at
http://www.wipo.int/amc/en/domains/respondent/index.html

Alternatively, you may contact the Center to obtain any of the above documents. The Center

can be contacted in Geneva, Switzerland by telephone at +41 22 338 8247, by fax at
+41 22 740 3700 or by e-mail at domain.disputes@wipo.int.

You are kindly requested to contact the Center to provide an alternate e-mail address to

which you would like (a) the Complaint, including Annexes and (b) other communications in
the administrative proceeding to be sent.

A copy of this Complaint has also been sent to the Registrar(s) with which the domain

name(s) that is/are the subject of the Complaint is/are registered.

By submitting this Complaint to the Center the Complainant hereby agrees to abide and be

bound by the provisions of the Policy, Rules and Supplemental Rules.
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Before the:

WORLD INTELLECTUAL PROPERTY ORGANIZATION

ARBITRATION AND MEDIATION CENTER

Fashion Television International Limited
20-22 Wenlock Road

London N1 7GU

Great Britain

(Complainant)

-v- Disputed Domain Name:

fashiontv.com GmbH
Brienner Str. 21

80333 Munich
Germany

(Respondent)

<fashiontv.com>

________________________________

COMPLAINT
(Rules, Paragraph 3(b); Supplemental Rules, Paragraphs 4(a), 12(a), Annex E)

I. Introduction

[1.] This Complaint is hereby submitted for decision in accordance with the Uniform

Domain Name Dispute Resolution Policy (the Policy), approved by the Internet

Corporation for Assigned Names and Numbers (ICANN) on October 24, 1999, the

Rules for Uniform Domain Name Dispute Resolution Policy (the Rules), approved by

ICANN on October 30, 2009, and the WIPO Supplemental Rules for Uniform

Domain Name Dispute Resolution Policy (the Supplemental Rules).
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II. The Parties

A. The Complainant
(Rules, Paragraphs 3(b)(ii) and (iii))

[2.] The Complainant in this administrative proceeding is Fashion Television

International Limited, 20-22 Wenlock Road, London N1 7GU, Great Britain.

aa. The Complainant and the Program FASHION TELEVISION

The complainant is a (sub-) licensee of Community Trademark Registration No.

599 829 FASHION TELEVISION (& device) which is the basis for this complaint

(for more information, please see clause VII. A. below). The Complainant is entitled

by the trademark owner, Bell Media Inc. (hereinafter referred to as Bell Media),

Canada, to claim rights resulting from Community Trademark Registration No.

599 829 FASHION TELEVISION (& device) in its own name. Corresponding

documents could be submitted if the aforesaid is disputed.

Bell Media is a big Canadian undertaking within the media business. It is part of the

Bell Canada group. Bell Media produces and broadcasts up-to-date televisions

programs and – shows, including 35 specialized thematic channels such as the

program FASHION TELEVISION. Bell Media operates a corresponding large

network of radio and TV channels.

As mentioned above, one of the approximately 35 specialized thematic channels is the

program FASHION TELEVISION, according to the following screenshot, available

via www.bellmedia.ca:
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FASHION TELEVISION airs lifestyle related content with respect to the topics

fashion, models, art, architecture and design as shown on the screenshot of the websites

www.bellmedia.ca below:

The main websites of the channel FASHION TELEVISION are available via

www.fashiontelevision.com.

For the Office’s ease of reference a corresponding screenshot of

www.fashiontelevision.com is depicted below:
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As per today, the domain <fashiontelevision.com> is registered in the name of Bell

Media and was registered already on 25.05.1998, see

- Annex 1 -

bb. Background and Corporate History of the Channel FASHION TELEVISION

Owners

Initially, FASHION TELEVISION was produced and broadcasted by the CHUM

Corporation.

On 14.012.2000 CHUM was given a broadcasting license (No. CRTC 2000-452) for

the program FASHION TELEVISION; see

- Annex 2 -

On 07.03.2001, the Corporation was incorporated by Articles of Incorporation pursuant

to the Business Corporations Act (Ontario) under the name CHUMCITY International

Corp., registered under Ontario corp. #1466668. Only on 07.09.2006, CHUMCITY

started broadcasting of FASHION TELEVISION according to the online article

“History of CHUM” of www.friends.ca dated 12.07.2006, please see

- Annex 3 -

On 01.10.2003, CHUMCITY filed Articles of Amendment to change its name from

CHUMCITY International Corp. to CHUM Television International Cor. (hereinafter

referred to as CHUM Television).

On 21.07.2011, CHUM Television and Bell Media entered into a Distribution and

Wind-Up Agreement whereby CHUM Television transferred all of its rights, assets,

titles and interests to Bell Media. Immediately following the execution of the

Distribution and Wind-UP Agreement, the CHUM Television filed Articles of

Dissolution pursuant to the Business Corporations Act (Ontario) which resulted in the

dissolution of CHUM Television as of 21.07.2011.
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A corresponding statutory declaration regarding the corporate history as executed by

Mr. Kevin A. Assaff, Corporate Secretary of Bell Media, dated 17.10.2014 is enclosed

to this complaint as

- Annex 4 -

[3.] The Complainant’s contact details are:

Address:

Fashion Television International Limited

20-22 Wenlock Road

London N1 7 GU

United Kingdom

[4.] The Complainant’s authorized representative in this administrative proceeding is:

Ms. Gwen Jayme

20-22 Wenlock Road

London N1 7 GU

United Kingdom

[5.] The Complainant’s preferred method of communications directed to the Complainant

in this administrative proceeding is:

Electronic-only material

Method: e-mail

Address: gwen@fashiontelevision.com

Contact: Gwen Jayme
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B. The Respondent
(Rules, Paragraph 3(b)(v))

[6.] According to the databases “Whois” of the company TUCOWS, Inc., available via

http://www.tucowsdomains.com/whois regarding the domain name <fashiontv.com>,

Respondent in these proceedings is the German company fashiontv.com GmbH,

Brienner Str. 21, 80333 Munich, Germany.

A corresponding excerpt of the aforesaid “Whois” databases, conducted on

20.03.2015 is enclosed as

- Annex 5 -

[7.] All information known to the Complainant regarding how to contact the Respondent

is as follows:

fashiontv.com GmbH

c/o Atttorney-at-law Mr. Jukbowicz

Brienner Str. 21

80333 Munich

Germany.

A corresponding excerpt from the German Companies’ Registry is enclosed as

- Annex 6 -

The Respondent is a dummy corporation which merely has a letter-box-company

under the above referenced address in Munich, Germany.

The websites available via www.fahsiontv.com are the main websites of the

corresponding television channel FASHION TV of Fashion TV

Programmgesellschaft mbH, Wasagasse 4, 1090 Vienna, Austria, and its founder, Mr.

Michel Adam (Michel Adam is a pseudonym, the true name is Mr. “Adam

Lisowski”).
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Consequently, it is not surprising at all that administrator of the domain name

<fashiontv.com> is a person called Mr. Gabriel Lisowski, apparently a relative of Mr.

Adam Lisowski (supposedly his brother).

The television channel FASHION TV, respectively FASHIONTV also covers that

topics related to the international fashion scene and lifestyle. Just like FASHION

TELEVISION, FASHION TV broadcasts in English language.

III. The Domain Name(s) and Registrar(s)
(Rules, Paragraphs 3(b)(vi), (vii))

[8.] This dispute concerns the domain name identified below:

<fashiontv.com> with a creation date of 15.03.1996.

However, we would like to point out to the fact that the address of the Respondent

together with attorney-at-law Mr. Jakubowicz as the registrant are firstly mentioned

on 01.04.2007 according to a domain name search via “Domaintools” in

- Annex 7 -

(see page 7).

Annex 7 further shows, that the domain name <fashiontv.com> was registered in the

name of various persons.

[9.] The registrar(s) with which the domain name(s) is/are registered is/are:

Key-Systems GmbH

Im Oberen Werk 1

66386 St. Ingbert

Germany

Phone: +49 (0) 68 94 – 93 96 850

Fax: + 49 (0) 68 94 – 93 96 851

Email: info@key-systems.net
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CEO: Alexander Siffrin

Authorized signatories: Volker Greimann & Peggy Lücke

Register of companies: HR B 18835 - Saarbrücken

VAT ID number: DE 211 006 534

IV. Language of Proceedings
(Rules, Paragraph 11)

[10.] To the best of the Complainant’s knowledge, the language of the Registration

Agreement is English, a copy of which is provided as

- Annex 8 -

to this Complaint. The Complaint has been submitted in English.

V. Jurisdictional Basis for the Administrative Proceeding

(Rules, Paragraphs 3(a), 3(b)(xv))

[11.] This dispute is properly within the scope of the Policy and the Administrative Panel

has jurisdiction to decide the dispute. The registration agreement, pursuant to which

the domain name that is the subject of this Complaint is registered, incorporates the

Policy (see clause 9.).

A true and correct copy of the domain name dispute policy that applies to the domain

name in question is provided as

-Annex 9 -

to this Complaint and can be found at https://www.icann.org/resources/pages/policy-

2012-02-25-de?routing_type=path.

Case 1:14-cv-09856-KBF   Document 82-13   Filed 05/28/15   Page 9 of 21



VI. Factual and Legal Grounds
(Policy, Paragraphs 4(a), (b), (c); Rules, Paragraph 3)

[12.] This Complaint is based on the following grounds:

A. The domain name(s) is(are) identical or confusingly similar to a trademark or

service mark in which the Complainant has rights;
(Policy, Paragraph 4(a)(i); Rules, Paragraphs 3(b)(viii), (b)(ix)(1))

aa. Trademark the Complaint is Based On

Due to the above mentioned “Distribution and Wind-Up Agreement”, Bell Media is

owner of Community Trademark Registration No. 599 829 FASHION TELEVISION

(& device) (hereinafter referred to as Trademark of Complaint) which is registered

with a priority of 11.08.1997 inter alia for the services

“Television broadcasting services; telecommunications services; interactive

electronic communications services; terrestrial broadcasting services; cable

broadcasting services; satellite broadcasting services; production and distribution of

television programs; providing information, education and entertainment services and

the like via the media of television, satellite, telephone cable, audio, video, computer,

electronic mail, the internet and other electronic media”

in international classes 38 and 41.

An excerpt of the OHIM’s online databases regarding the Trademark of Complaint is

enclosed as

- Annex 10 -

bb. Use of the Mark FASHION ONE in Europe

On 15.05.2014, Fashion TV Programmgesellschaft mbH, Vienna, Austria, filed a

cancellation action based on non-use against the Trademark of Complaint with the

OHIM.
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However, it has to be explicitly pointed out that the Trademark of Complaint is inter

alia used for the services

“Television broadcasting services; satellite broadcasting services; production and

distribution of television programs”.

(1) Broadcasting in Scandinavia/Baltic Area and the Benelux via Nonstop

Television

As far as the Scandinavian/Baltic area is concerned, use of the mark FASHION ONE

(& device) takes place by the television channel “Star! Scandinavia” of the Swedish

company Nonstop Television 1.0 AB. “Star! Scandinavia” covers the broadcasting

areas of Sweden, Denmark, Finland, Norway, Iceland, Lithuania, Estonia, Latvia,

Belgium, the Netherlands and Luxemburg (see Schedule C of Annex 11 below).

According to

- Annex 11 -

Nonstop Television 1.0 AB has concluded a license agreement with CHUM

TELEVISION (back then CHUMCITY) on 28.12.2003 already, which was replaced by

the agreement of 01.10.2008 as submitted in Annex 11.

The fact that a licensing agreement existed in December 2003 shows that broadcasting

within the Scandinavian, Baltic and Benelux area of the European Union was started

early in 2004.

On that basis, FASHION TELEIVISION is broadcasted on “Star! Scandinavia” until

today within the area as outlined above.

As an example two announcements on www.nonstop.tv for such FASHION

TELEVISION shows via “Star! Scandinavia” of 04.02.2009 and 02.11.2011 are

depicted as follows:
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As one can see from Schedule A of Annex 11, CHUM Television has delivered 43

episodes of FAHSION ONE between 01.01.2008 and 31.08.2009 with a total of 21,5

hours of broadcasting time. Between 01.09.2009 and 31.08.2010, 30 episodes of

FASHION ONE covering 15 hours of broadcasting time have been delivered. The same

counts with respect to the time period between 01.09.2010 until 31.08.2011 as well as

01.09.2011 until 31.08.2012. The delivered episodes were broadcasted via “Star!

Scandinavia” repeatedly during the week within the aforementioned time frames.

The licensing agreement with Nonstop Television 1.0 AB is valid until today.

Accordingly “Star!” airs FASHION ONE shows until today. In this context we would

like to show the example of the broadcasting announcement regarding the episode titled

“Victoria Bekcham’s Fashion Fantasy” on www.tv.nu for 21.11.2014:
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(2) Broadcasting of FASHION TELEVISION by further Licensees within Europe

According to the list of licensees for FASHION ONE episodes as submitted as

- Attachment 12 -

the FASHION TELEVISION episodes were also marketed and sold by various

distribution partners within the different member states of the EU.

Between 01.02.2007 and 31.01.2010, episodes 1U – 34U were marketed/sold

in the Czech Republic and Slowakia by SPI Internaional by “free TV and

cable/satellite.

Via Vitaya TV, in Belgium and the Netherlands episodes 13-30 Season V

were marketed between 01.04.2008 and 31.03.2010 via “cable & pay-tv, pa

per video (PPV) and video on demand (VOD)”. Moreover, between

24.09.2008 and 13.09.2013 episodes 1 – 30 Season W were marketed/sold.

Furthermore, regarding Poland, Hungary and Romania, the distribution

partner Zone Club Channel respectively Romantica have marketed/sold

episodes Season V, Season W and Season X between 01.04.2010 – 31.03.

2013 as well as between 01.10.2010 and 30.09.2013 via cable, satellite, DTT,

VOD, free tv and PPV.

In addition, the distribution partner Upsite Television has marketed/sold

episodes Season X (2009/2010), Season Y (2010/2011) between 01.10.2010 –

30.09.2012 in France and Belgium.

In Great Britain, the distribution partner Beyond Distribution has

marketed/sold episodes Season Y and Season Z (2010/2011 and 2011/2012)

between 01.09.2011 until 19.02.2012.
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(3) Broadcasting of FASHION TELEVISION via www.fashiontelevision.com

As indicated above, the FASHION ONE program is also aired via the main websites

www.fashiontelevision.com worldwide according to usual practice in this branch of

media. The below depicted screenshot of 02.10.2002 shows that the Trademark of

Complaint was prominently used back then:

(4) Broadcasting of FASHION TELEVISION via www.fashontelevision.co.uk in

the UK

Besides the main websites www.fashiontelevision.com, FASHION TELEVISION is

also aired via national cc TLDs like for example the UK websites

www.fashiontelevision.co.uk. A corresponding screenshot is shown below:
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(5) Broadcasting of FASHION TELEVISION via YOUTUBE

Moreover, FASHION ONE was broadcasted by an own YouTube channel. This is also

common practice nowadays. As an example, we would like to show the below

screenshot of a video broadcasted via the German YouTube sites YouTube(DE) which

was uploaded on 09.08.2007. Said screenshot also prominently shows the Trademark of

Complaint as the name of the specific program:
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cc. Likelihood of Confusion

The domain name <fashiontv.com> is confusingly similar to the Trademark of

Complaint, namely FASHION TELEVISION (& device).

Free of doubt, the consumers will recognize the element “tv” of <fashiontv.com> as an

abbreviation or acronym for “television”. Therefore, both signs overlap identically from

a conceptual consumer perception. Due to this identical overlap, consumer confusion

cannot be excluded. Moreover, both signs overlap identically in the element FASHION.

The conceptual identity is increased by the fact that the terms <fashiontv.com> and

FASHION TELEVISION are nearly identical creations of words, namely FASHION +

TV and FASHION + TELEVISION. This is a further aspect which leads to consumer

confusion.

Moreover, it is clear that the consumers will perceive the element “.com” of

<fashiontv.com> as being a descriptive element for Websites. Further, the figurative

elements of the Trademark of Complaint will most likely only be perceived as

decoration and not as an indication of origin. Also, with regard to the figurative

elements, the principle applies that the consumers to not name any graphic elements

when aurally referring to a mark.

In light of the above, it has to be concluded that both signs are nearly identical and

(direct) consumer confusion is expected.

In addition, it cannot be excluded that the consumers would confuse the signs

indirectly. Theoretically, it is perceivable that the consumers might probably perceive

the differences in the endings “TV” and “TELEVISION”. Nevertheless, the consumers

might believe the Complainant and the Respondent are economically linked with each

other for example by way of licensing agreements.
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We would finally like to mention the decision Disney Enters. Inc. v McSherry,

FA154589 (Nat. Arb. Forum June 17, 2003 http://domains.adrforum.com/domains

/decisions/154589.htm). In the aforementioned decision the domain name

<disneyvacationsvillas.com> was held to be confusingly similar with respect to the

trademark DISNEY of the complainant as the trademark was identically included

within the contested domain name. Consequently, the same must apply, here.

B. The Respondent has no rights or legitimate interests in respect of the domain

name(s);
(Policy, Paragraph 4(a)(ii); Rules, Paragraph 3(b)(ix)(2))

Evidence has shown that the Respondent has registered the domain name

<fashiontv.com> only on 01.04.2007.

By contrast, the complainant has started broadcasting of FASHION TELEVISION

together with the use of the Trademark of Complaint FASHION TELEVISION (&

device) early 2004 already. The Complainant has not authorized the Respondent to use

its well-known trademark.

Respondent uses its websites <fashiontv.com> for commercial purposes in order to

confuse the consumers about the trade origin of the relevant services. It is clear that

Respondent wants to free ride on the economically success of the program FASHION

TELEVISION and its corresponding websites www.fashiontelevision.com without any

compensation. The FASHION TELEVISION program of the Complainant was known

to the Respondent as they are competitors and before taking over the domain name

<fashiontv.com> in April 2007.

Therefore, the Respondent has no rights or legitimate interest in respect of the domain

name <fashiontv.com>.
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C. The domain name(s) was/were registered and is/are being used in bad faith.
(Policy, paragraphs 4(a)(iii), 4(b); Rules, paragraph 3(b)(ix)(3))

Respondent has solely acquired the domain name <fashiontv.com> in order to disrupt

the Complainant in its economical efforts regarding the trademark FASHION

TELEVISION (& device) and the corresponding websites www.fashiontelevision.com.

It is the Respondent’s intention to attract for commercial gain, Internet users to its

websites by creating a likelihood of confusion with the Complainant’s mark as to the

source and endorsement of the Respondent’s websites. The Respondent is using a

nearly identical sign to the Trademark of Complaint in their domain name

<fashiontv.com>.

VII. Remedies Requested
(Rules, Paragraph 3(b)(x))

[13.] In accordance with Paragraph 4(i) of the Policy, for the reasons described in

Section VI. above, the Complainant requests the Administrative Panel appointed in

this administrative proceeding that the disputed domain name <fashiontv.com> be

transferred to the Complainant.

VIII. Administrative Panel

(Rules, Paragraph 3(b)(iv); Supplemental Rules, Paragraph 8(a))

[14.] The Complainant elects to have the dispute decided by a “single-member

Administrative Panel”.
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IX. Mutual Jurisdiction
(Rules, Paragraph 3(b)(xiii))

[15.] In accordance with Paragraph 3(b)(xiii) of the Rules, the Complainant will submit,

with respect to any challenges that may be made by the Respondent to a decision by

the Administrative Panel to transfer or cancel the domain name that is the subject of

this Complaint, to the jurisdiction of the courts at the location of the domain name

holder’s address, as shown for the registration of the domain name(s) in the concerned

registrar’s WhoIs database at the time of the submission of the Complaint to the

Center.

X. Other Legal Proceedings
(Rules, Paragraph 3(b)(xi))

[16.] There are no further legal proceedings pending relating to the domain name in

dispute.

XI. Communications
(Rules, Paragraphs 2(b), 3(b)(xii); Supplemental Rules, Paragraphs 3, 4, 12)

[17.] A copy of this Complaint, together with the cover sheet as prescribed by the

Supplemental Rules, has been sent or transmitted to the Respondent on 26 March

2015 by mail to the address as indicated above.

[18.] A copy of this Complaint has been sent or transmitted to the concerned registrar(s) on

26 March 2015 by email.

[19.] This Complaint is submitted to the Center in electronic form, including annexes, in the

appropriate format.
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XIV. List of Annexes
(Rules, Paragraph 3(b)(xv); Supplemental Rules, Paragraphs 4(a), 12(a), Annex E)

Annex 1: Whois Tucows. Inc. regarding <fashiontelevision.com>
Annex 2: Licensinig Agreement CHUM

Annex 3: Online article “History of CHUM”

Annex 4: Statutory Declaration Mr. Kevin A. Assaff

Annex 5: Whois Tucows. Inc. regarding <fashiontv.com>
Annex 6: Excerpt Companies’ Registry

Annex 7: Copy “Domaintools”-Search

Annex 8: Copy Registration Agreement Key-Systems GmbH

Annex 9: Copy Rules icann.org
Annex 10: Excerpt CTM FASHION TELEVISION (& device) from OHIM’s database

Annex 11: Coy Licensing CHUMCITY and Nonstop Television

Annex 12: List of licensees of FASHION TELEVISION
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