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ATTORNEY DOCKET NO. R224

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

FINAM,
Petitioner, Cancellation No.: 92060849
V. Registration No.: 1,200,333
Sunkiss Thermoreactors, Inc., Mark: SUNKISS
Registrant.

PETITIONER’S OPPOSITION TO REGIST RANT'S MOTION TO QUASH NOTICE
OF RULE 30(b)(6) DEPOSITION ON WRITTEN QUESTIONS AND FOR
PROTECTIVE ORDER

Petitioner hereby submits its Opposition togR&ant’s Motion to Quash Notice of Rule
30(b)(6) Deposition on Written Questions andRootective Order (“Motion to Quash”).

l. INTRODUCTION

The Registrant has no cognizablgsis to quash a timely Nee of Deposition. Petitioner
timely filed and served its Notice of Deposition \Wmitten Questions weeks prior to the close of
discovery. By their very nature, depositionsvaitten questions require a significant amount of
time to complete. See TBMP § 404.07(e); 37 C.B.R.124(d)(1). To the extent trial dates will
need to be extended to accommodate the ordeking of this deposition, it is well within the
Board’s discretion to grant such extensiond & regularly doesas See TBMP 88 404.07(b),
(e) (citing 37 C.F.R. 8 2.124(d)(2))For these reasons, Registiar@argument that Petitioner’s

Notice of Deposition should be quashed on the grdolatit is untimely is not well-taken.



The questions propounded in Petitioner’'s dicmination are allelevant and within
the wide scope of permissible discovery. The tjoles inquire about the Restrant’s use of the
SUNKISS mark, the documents produced by Biegnt in response to Petitioner’s document
production requests, and other isstied are directly relevant, anddily to lead to the discovery
of relevant evidence or information. Thkers no evidence to support Petitioner's broad
accusations that the deposition is being tdkerihe purposes of delay, harassment, annoyance
or embarrassment.

Petitioner therefore requests that the Blodeny Registrant’'s Motion to Quash in its
entirety and otherwise order suspension of tleegedings to allow for the orderly taking of a

deposition on written questions of gistrant’s RuleéB0(b)(6) witness.

Il. PETITIONER'S NOTICE OF DE POSITION IS TIMELY AND PROPER

Petitioner filed and served its Notice of fsition of Registrant’&®ule 30(b)(6) witness
on September 24, 2015 (see DE 12), more thame weeks prior to the scheduled close of
discovery® If Petitioner were noticing aim-person deposition it wodilhave certainly been able
to schedule and complete thegydsition prior to the dse of discovery witout any challenge as
to timeliness. Sunrider Corp. v. Raat883 USPQ2d 1648, 1653 (TTAB 2007) (six days notice
reasonable)DPuke Univ. v. Haggar Clothing Co54 USPQ2d 1443, 1444 (TTAB 2000) (three
days notice reasonabléjamilton Burr Publishing Co. v. EW. Comm’ns, .In216 USPQ 802,
804 n. 6 (TTAB 1982) (two daysotice of deposition not unreasable when no specific
prejudice was shown).

Because Registrant is a foreign-entitiyetitioner has to take the deposition of

Registrant’s Rule 30(b)(6) itmess on written questions. &BMP § 404.03(b); 37 C.F.R. 88

! Since the Board suspended this proceeding on October 15, 2015, discovery has yet to close and will continue upon
the Board's lifting of the sspension. See DE 16.



2.120(c), 2.124(d). As a result of the ldngiprocess for completing a deposition on written
guestions, the Board has the authority to suspe@groceedings or extend dates so the actual
deposition need not takegae outside of the discowemperiod. See TBMP 88 404.01 and
404.07(b),(e) (citing 37 C.F.R. 8§ 2.124(d)(2) (upeceipt of written notice that one of more
testimonial depositions are be taken upon written questionse thrademark Trial and Appeal
Board shall suspend or reschedule atheroceedings in the matter to allow for the orderly
completion of the depositions awritten questions) (emphasisdatl). Sections 404.07(b) and
(e) of the TBMP reference 37 C.F.R2824(d)(2), which stas that the Boarshall suspend or
reschedule dates in the proceeding to alfow the completely of a deposition on written
guestions, to discovery depositions. As thieswontemplate a sua sponte suspension of the
proceedings upon the filing of a Notice of Depasiti Petitioner is not cpiired to explicitly
request the Board to do so. Ntmadess, Petitioner respectfully requests that the Board suspend
this proceeding or extend the trial dates to awnodate Petitioner’s timely and proper discovery
deposition.

Failure to suspend would often negate thbility to execute a deposition on written
guestions. Under Registranttheory Petitioner would have tbave served its Notice of
Deposition and direct examination questionsaatime when neither party had served any
discovery responses and when, as a result, muttte subject-matter which forms the basis for
Petitioner's direct examination questions swanknown. See Declaration of Kristen A.
Mogavero (“Mogavero Dec.”) at 1 2. Beingyrared to serve a Notice of Deposition and direct
examination questions that early in discoveryuld have denied Petitioner the opportunity to

ask Registrant’s Rule 30(b)(6) witness about critaoad relevant documents and issues. This is



an unfair burden to place on a party who, thromghfault of its own, is forced to take a
deposition on written questions @gposed to an oral deposition.

Registrant’s arguments make no mention @f fidct that the rulesxpressly provide for
suspension of proceedings in order to allowdgpositions on written questions. The cases cited
by Registrant do not support its contention tRatitioner's Notice of Deposition is untimely.
See DE 15 at 2-3. IRhone-Poulenc Industries v. Gulf Oil Cqrp98 USPQ 372 (TTAB 1978),
the applicant attempted to take an oral depasitiba foreign corporation in violation of the
Rules. That is not the case here National Football League v. DNH Management L85
USPQ2d 1852, 1855 (TTAB 2008), the Opposer didnatice its oral deposition until the day

before discovery closed; this tairrelevant to this case.

. PETITIONER'S NOTICE OF DE POSITION AND DIRECT EXAMINATION
ARE PROPER AND SEEK RELEVANT INFORMATION WITHIN THE SCOPE
OF PERMISSIBLE DISCOVERY

It has been generally held that the requineinod relevancy mudbe construed liberally
and that discovery should, therefore, be gamsdyoallowed unless it is clear, beyond any doubt,
that the information sought can have “no pblesibearing” upon thessues involved in the
particular proceedingLa Chemise Lacoste v. Alligator C6&0 F.R.D. 164, 171 (D. Del. 1973)
(internal citations omitted). Parties are granted wide-latitude in discovery to inquire both as to
the matters specifically raised in the pleadiagswell as any matters which might serve as the
basis for an additional claim, counterclaim, or affirmative defense.N8e#e Chemical Co. v.
Lubrizol Corp, 183 USPQ 184, 187 (TTAB 1974).B. Williams Co. v. Pepsodent G.m.b.H.,

188 USPQ 577, 579 (TTAB 1975). In light ofighliberal standard, Petitioner's direct



examination questions are undoubtedly relevaNbr are they duplicative and redundant as
Registrant argues.

a. Petitioner’s Direct Examination QuestioAse Neither Duplicative Nor Redundant

Registrant alleges that direct examioat questions numbered 159 through 166 are
“facially duplicative” becase they pertain to Registrandaswer to a request for admissid®ee
DE 15 at 4, Ex. 1 (questions 159-166) and Ex. Zj(Rest for Admission No. 8). This is not true.
These direct examination questicar® narrowly tailored to elicfurther information pertaining
to Registrant’s response to Petitioner’'s ReqémsAdmission No. 8 in which Petitioner alleges

the existence cEEEEEE—— . <

I Scc DE 15, Ex. 1 (Gioes 159-166) and 2 (Request for Admission No.

8). N | the challenged mark is certainly

relevant to a claim of abandonment as it coulkgise to evidence about actual use and/or

naked licensing |,

I\ hcther or not Registrant sties to answer such questions

does not impact theappropriateness.

Aside from direct examination questioh§9-166 (discussed above), there are only a
handful of remaining questionsahRegistrant claims to be digative of previous discovery
requests propounded by PetitioneSee DE 15 at 3-4There is no basis fany of Registrant’s
arguments regarding these questions. Famgte, direct examation question 26, which
Registrant claims is duplicative, inquires abthg identity of the peon responsible for the day

to day management of Sunkiss Thermoreactors, Mone of the previous requests seeks this



particular information. Such broad and patentigccurate allegationdiscredit Registrant’s
arguments. See DE 15 at 3-4 and Ex. 1, 2.

Petitioner declines to individually address eatthe remaining questions that Registrant
baldly claims to be duplicative. To the extent that these questions may overlap with previous
discovery requests (which Petitioner is nom#ting), they are either necessary to lay the
foundation for subsequent questiamsseek relevant information ah Petitioner is entitled to
inquire about. It should also be noted tHegistrant responded to all of Petitioner's
Interrogatories with only document production parsuto Rule 33(d) of the Federal Rules of
Civil Procedure. (See DE 15 at 3-4 and Ex. Rgtitioner is properly uiing this deposition to
illicit actual answers and information from Reggsit on these relevamgsues. Registrant’s
novel argument that Petitioner could obtain adl thformation it seeks in its deposition through
the use of interrogatories (see BEfinds no support in the FedeRules of Civil Procedure nor
the TBMP or 37 CFR. Various types of discovdeyises are provided to p&s and there is no
hierarchy which must be followed — puttingside the fact that limiting Petitioner to
interrogatories would improperlymit the scope and amunt of information which it can obtain

from its adversary.

b. Registrant’s Direct Examinian Questions are Relevant

Registrant also challengethe relevance Petitioner's rdct examination questions,
including questions which are intended to obtain further information regarding documents and
agreements produced by Registrant in respdos@etitioner's discovg requests. If the

documents which are the subject of these diegeimination questions are not relevant to this



proceeding, why did Registrant produce thentha first place as opposed to resting on an
objection as to #ir relevance?

For example, questions 68 through 110 and 126 through 158 pertjjjjij license

. [uEq
I . Scc DE 15 dtand Ex. 1 (Questiorg8-110 and 126-158); See

Mogavero Dec. at 11 3, 4 Ex. (Bxhibits 1-3, 6). Rgistrant omits from its Motion the exhibits
which accompany Petitioner’s direct examinatigiven that Registrant chose to include
hundreds of pages of discoveryguests and responses wits ¥otion, Petitioner presumes
Registrant’s choice to omit these exhibits wasntmal to obscure the fact that many of the
exhibits Petitioner's quéisns pertain to are actually docunte produced by Registrant in this
proceeding | iy
[N

Registrant also attacks thdeeance of these questions o thasis thajj G ts

B ¢ prior to Registrant’s acquisitiwinthe Registration. See DE 15 at Jvhat

. [&
. -
I\ hich forms theidbdor direct examination questions 126-158.
See DE 15 at Ex 1; Mogavefec., 11 3, 7, 8 and Ex. A (Exhibil and 6), D, and EJjBy
1, he
I,

Registrant’s challenges toefother direct examination gstions posed by Petitioner are
similarly flawed as all of Petitioner's questions are relevant ifsiea at 8-10). Registrant’s

meritless motion to quash should therefore be denied.



V. REGISTRANT'S MOTION TO QUASH SPECIFIC QUESTIONS SHOULD
ALSO BE DENIED

As an alternative form or relief, Registtarequests (in a footnote) that the Board
specifically quash direct examation questions 21-25, 28, 3rough 35, 45 through 49, 54, 57
through 61, 68 through 110, 126 through 158, 188 through 198, and 273 through 284. See DE
15 at 7, n. 5. Petitionewill briefly summarize each ofhese questions and their relevance
below:

e Questions 21-25: These questions alibet Registrant’s corporate history and

the identity of its shareholders are reletvand could lead tthe identification of
additional individuals wittkknowledge of Registrantigse of the SUNKISS mark.

e Question 28: This question seeks identification of the products (other than space
heaters) that Registrant sells in theitgah States. Registrant’s response could
reveal that it has modified its produates such that it would not reasonably
include space heaters, thereby suppgrPetitioner’s clan for abandonment.

e Questions 30-35: These questions regarding the manufacturer of the space

heaters sold under @hSUNKISS mark could illicit aranswer that there is no
current manufacturer. This is relevantiasould evidence Registrant’s lack of
use of the mark in association with space heaters.

e Questions 45-49: These questions inqageto whether Registrant ever sold or

contemplated selling space heaters inUinged States under a mark other than
SUNKISS. Registrant’'s answers tthe questions could reveal relevant
information about its use of other marks and/or intention to abandon the

SUNKISS mark.



e Question 54: This question inquires as to the consumers of space heaters
allegedly sold by Registrant (or auttred third parties) under the SUNKISS
mark. Information about the consumeaaild lead to relevant information about
the location and extent of sales, if any, Rggistrant, all of which is relevant to
Petitioner's abandonment claim.

e Questions 57-61: These questionsels information about the business

relationship between Registrant andherd party, Sunkiss SAS. Documents

produced by Registrant indicate that Registi | EGcCcNGGEEEEEEEE <iss
I o & SUNKISS mark botprior to and after

Registrant’s acquisition of the Registoati See Mogavero Dec. at § 3 and Ex. A
(Exhibits 1 and 6). These questiopsrtaining to the relationship between
Registrant and Sunkiss SA®e therefore relevant.

e Questions 68-110, 126-158: Saeraat 7.

e Questions 188-198: These questions gierto Registrant (and Registrant’s

authorized distributors’) use of thedJS-SPOT mark. Registrant produced a
document which allegedly evidences ite w$ the SUNKISS mark in association
with model numbers HT-100 and HT-20&ee Mogavero Dec. at 1 3-6, Ex. A
(Ex. 9), Ex. B (SUNKISS000004-5, SUNKIS@m007-8) and Ex. C (Registrant’s
Response to Petitioner’'s Integatory No. 2). Registré also produced a series
of invoices which prominently displaygfSUN-SPOT mark directly above and in
close proximity to “HT-100-200.” See Mogaro Dec. at 11 3, 5 and Ex. A (Ex.
8, SUNKISS000272-276 and SUNKISS000294) and Ex. B. Registrant’s

alternating use of the KISS and SUN-SPOT mark in association with the



HT100 and HT200 models lead to the reabtmaonclusion that Registrant may
have abandoned the SUNKISS markdaadopted the SUN-SPOT mark in
association with space heaters. This lfiequestioning goet® the heart of an
abandonment claim and Petitioner mustpeemitted to question Registrant on
this discrepancy.

e Questions 273-284: These questions amggded to illicit further information

about entities or ingdiduals who may have further information about Registrant’s
use (or lack thereof) of the SUNKISS rkaror all of the reasons set forth above
with respect to Questions 57-61, ingegiabout SUNKISS SAS’ involvement
with Registrant and Registrant’s usé the SUNKISS mark are relevant. Les
Radiants SMR is, upon information andiek a shareholder of Registrant and
guestions about its involvement in themagement of the company and the use of

the SUNKISS mark could lead to relevant information.

V. THERE IS NO BASIS FOR ENTRY OF A PROTECTIVE ORDER

Because Petitioner’'s Notice of Depositiortimely and its direct examination questions
are relevant and not duplicative, there is basis for the Board to issue a protective order
prohibiting Petitioner from proceeding withis meritorious discovery deposition.

Registrant has not set forémy other grounds that would jifg a protective order. No
such grounds exist. The cases in which protective orders have been issued by the Board involve
blatantly harassing or unduly burdmme discovery tactics. SEBIR Corp. v. Alliant Partners
51 USPQ2d 1759, 1761 (TTAB 1999) (protective ordgainst taking deposition of high level
executive granted where executive has not been identified in initial disclosures or discovery

requests);Domond v. 37.37, Inc 113 USPQ2d 1264, 1268 (TBA2015) (protective order

10



granted against 707 requests for adroissi247 document production requests, and 26
interrogatories). Petitioner f@&ngaged in no such activity.

Registrant’s baseless motifor a protective order should be denied. The rules provide
that “[i]t is generally inappropriate for a pario respond to a request for discovery by filing a
motion attacking it, such as a motion to stri@ea motion for a protective order. Rather, the
party ordinarily should responiy providing the information soughih those portions of the
request that it believes to be proper, and gats objections to those which it believes to be
improper.” See TBMP § 526 (citing TBMP &BL0, 412.06). “Objections to questions and
answers in depositions upon written questions magobsidered at final hearing.” See TBMP §

404.07(f) (citing 37 C.F.R. 8§ 2.124(Q)).

11



VIl.  CONCLUSION

Petitioner filed and served its Notice of @@sition and direct examination questions in
accordance with the applicable Rules. PetitianBittice is timely and, to the extent the lengthy
process for a deposition on written questions requires a suspension of the proceedings (or
extension of the discovery peripdPetitioner requests that the @&d exercise its discretion to

order such a suspension.

Respectfully Submitted,

Dated: November 3, 2015 By: /Kristen A. Mogavero/
Jess M. Collen
Kristen A. Mogavero
COLLENIP
The Holyoke-Manhattan Building
80 South Highland Avenue
Ossining, New York 10562
Tel. (914) 941-5668
Fax (914) 941-6091
JMC/KAM:cs Attorneys for Petitioner FINAM

SHOULD ANY OTHER FEE BE REQUIRED, THE PATENT AND TRADEMARK OFFICE IS
HEREBY REQUESTED TO CHARGE SUCH FEE TO OUR DEPOSIT ACCOUNT 03-2465.

| HEREBY CERTIFY THAT THIS CORRESPONDENCE IS BEING FILED ELECTRONICALLY
WITH THE UNITED STATES PATENT AND TRADEMARK OFFICE.

Date: November 3, 2015 By: /Kristen A. Mogavero/
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ATTORNEY DOCKET NO. R224

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FINAM,
Petitioner, Cancellation No.: 92060849
V. Registration No.: 1,200,333
Sunkiss Thermoreactors, Inc., Mark: SUNKISS
Registrant.

DECLARATION OF KRISTEN A. MOGAVERON IN SUPPORT OF PETITIONER’S
OPPOSITION TO REGISTRANT’S MOTION TO QUASH AND FOR A PROTECTIVE
ORDER

L, Kristen A. Mogavero, declare and state, under penalty of perjury, as follows:

1. I am an attorney at Collen IP, attorneys for FINAM (“Petitioner”) in the above
referenced action. The facts set forth in this declaration are personally known to me and I have
first-hand knowledge thereof. If called as a witness, I could and would competently testify to all
the following facts that are within my personal knowledge.

2. By agreement of the Parties, objections and responses to both parties’ respective
first sets of discovery requests was due on August 10, 2015.

3. A true and correct copy of the exhibits to Petitioner’s direct examination
questions of Registrant’s Rule 30(b)(6) witness, as served on Registrant on September 24, 2015,

is attached hereto as Exhibit A.




4. Exhibits 1-3 and 6 to Petitioner’s direct examination (see Exhibit A hereto) were
produced by Registrant in response to Petitioner’s First Set of Interrogatories and Request for the
Production of Documents and things.

5. A true and correct copy of documents produced by Registrant in this proceeding
and labelled Bates Nos. SUNKISS000004-5, SUNKISS000007-8, SUNKISS000272-276 and
SUNKISS294 are attached hereto as Exhibit B.

6. A true and correct copy of Registrant’s Objections and Responses to Petitioner’s
Second Set of Interrogatories is attached hereto as Exhibit C.

7. A true and correct copy of an English translation of Exhibit 1 to Petitioner’s
Direct Examination (provided herewith as part of Exhibit A) is attached hereto as Exhibit D.

8. A true and correct copy of an English translation of Exhibit 6 to Petitioner’s

Direct Examination (provided herewith as part of Exhibit A) is attached hereto as Exhibit E.

I declare under penalty of perjury under the laws of the United States of America that the

foregoing is true and correct.

Executed November 3, 2015 at Ossining, New York.

Kscon Thean.

Kristen A. Mogavero
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CERTIFICATE OF SERVICE

I, Carina Scorcia, hereby certify I caused a true copy of the foregoing PETITIONER’S
OPPOSITION TO REGISTRANT’S MOTION TO QUASH NOTICE OF RULE 30(b)(6)
DEPOSITION ON WRITTEN QUESTIONS AND FOR PROTECTIVE ORDER to be served
upon Registrant’s Attorney of Record at the following address via first class mail, postage pre-
paid, on this 3rd day of November, 2015:

Levy & Grandinetti

PO Box 18385

Washington, DC 20036-8385

Attn.: Ms. Rebecca J. Stempien Coyle
mail@levygrandinetti.com

o
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