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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name DAP Products, Inc.
Entity Corporation Citizenship Delaware
Address 2400 Boston Street Suite 200

Baltimore, MD 21224
UNITED STATES

Attorney informa- | Sherry Flax

tion Saul Ewing LLP

500 E. Pratt St.

Baltimore, MD 21202

UNITED STATES

sflax@saul.com Phone:410-332-8784

Registrations Subject to Cancellation

Registration No 2460720 | Registration date | 06/19/2001

Registrant ELMER'S PRODUCTS, INC.

460 POLARIS PARKWAY, SUITE 500
WESTERVILLE, OH 43082

UNITED STATES

Goods/Services Subject to Cancellation

Class 001. First Use: 1975/07/01 First Use In Commerce: 1975/07/01
All goods and services in the class are cancelled, namely: Wood glue for bonding, repairing and for
construction and industrial purposes

Class 016. First Use: 1975/07/01 First Use In Commerce: 1975/07/01
All goods and services in the class are cancelled, namely: Wood glue for household use

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Genericness Trademark Act section 23

Registration No 3249287 Registration date | 06/05/2007

Registrant Elmer's Products, Inc.

460 Polaris Parkway, Suite 500
Westerville, OH 43082
UNITED STATES

Goods/Services Subject to Cancellation

Class 002. First Use: 1980/01/31 First Use In Commerce: 1980/01/31
All goods and services in the class are cancelled, namely: Preparations for concealing holes, imper-
fections and blemishes in wood and similar materials, namely, wood putty



http://estta.uspto.gov

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Genericness Trademark Act section 23

Registration No 3253431 Registration date | 06/19/2007

Registrant Elmer's Products, Inc.

460 Polaris Parkway, Suite 500
Westerville, OH 43082
UNITED STATES

Goods/Services Subject to Cancellation

Class 001. First Use: 1975/07/01 First Use In Commerce: 1975/07/01
All goods and services in the class are cancelled, namely: Wood glue for bonding, repairing and for
construction and industrial purposes

Class 016. First Use: 1975/07/01 First Use In Commerce: 1975/07/01
All goods and services in the class are cancelled, namely: Wood glue and wood glue pens for house-
hold use

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Genericness Trademark Act section 23

Related Proceed- | Elmer's Products, Inc. v. DAP Products, Inc. Case No. 2:14CV1988 in the United
ings States District Court Southern District of Ohio Eastern Division

Attachments DAP Petition to Cancel.pdf(172656 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /sherry flax/
Name Sherry Flax
Date 12/29/2014




PETITION TO CANCEL

Petitioner DAP Products, Inc., a Delaware corporation having its principal place of
business at 2400 Boston Street, Suite 200, Baltimore, Maryland 21224, believes that it will be
damaged by Registration No. 2460720, and hereby petitions to cancel the same.

1. Registrant Elmer’s Products, Inc. obtained a registration for the phrase
CARPENTER’S WOOD GLUE, U.S. Reg. No. 2460720, for wood glue. In its application,
Registration averred that it made substantially exclusive use of the phrase for the preceding
twenty-five (25) years.

2 Petitioner is a leading marketer of patch and repair products, including adhesives
and fillers for construction, home repair and remodeling. Petitioner’s products are sold in
thousands of retail outlets throughout the United States and on the Internet.

B Petitioner has been using the phrase “CARPENTER’S WOOD GLUE” to identify
its wood glue product on a continuous basis since at least as early as 1985. Other third parties,
including manufacturers and marketers of wood glue products, also used the term
“CARPENTER’S” to identify their wood glue products.

4, Registrant knew or should have known that its direct competitors and others were
using the phrase “Carpenter’s Wood Glue” to describe their products.

o Upon information and belief, there has been no actual consumer confusion as to

?

the source of the various “carpenter’s” wood glue products. Consumers are accustomed to seeing
the common reference to “carpenter’s” in connection with these products and do not associate
the term with the sources of the products.

6. Upon information and belief, Registrant has not protected its alleged right to

exclusive use of the phrase CARPENTER’S WOOD GLUE. By permitting third parties to use



and refer to the term “carpenter’s” to identify wood glue, any distinctiveness that would have
been acquired through substantially exclusive use has been eroded and the phrase is merely
descriptive or generic.

7. The term CARPENTER’S is merely descriptive or generic because it describes an
ingredient, quality, characteristic, function, feature, purpose, use, or user of the wood glue
products that are the subject of the registration and it is commonly referred to in connection with
those products. Said term has not acquired distinctiveness because it was not and has not been
used on a substantially exclusive basis by Registrant

7. Registration No. 2460720 was acquired contrary to the requirements of 15 U.S.C,
§1052(e)(1) and therefore must be canceled.

WHEREFORE, Petitioner prays that Registration No. 2460720 be canceled.
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PETITION TO CANCEL

Petitioner DAP Products, Inc., a Delaware corporation having its principal place of
business at 2400 Boston Street, Suite 200, Baltimore, Maryland 21224, believes that it will be
damaged by Registration No. 2460720, and hereby petitions to cancel the same.

1. Registrant Elmer’s Products, Inc. obtained a registration for the phrase
CARPENTER’S WOOD GLUE, U.S. Reg. No. 2460720, for wood glue. In its application,
Registrant averred that it made substantially exclusive use of the phrase for the preceding
twenty-five (25) years.

2. Registrant obtained a registration for the term CARPENTER'’S, U.S. Reg. No.
3249287, for wood filler and putty. In its application, Registrant averred that it made
substantially exclusive use of the phrase for the preceding five (5) years.

Br Registrant obtained a registration for the term CARPENTER'’S, U.S. Reg. No.
3253431, for wood glue. In its application, Registrant averred that it made substantially exclusive
use of the phrase for the preceding five (5) years.

4, Petitioner is a leading marketer of patch and repair products, including adhesives
and fillers for construction, home repair and remodeling. Petitioner’s products are sold in
thousands of retail outlets throughout the United States and on the Internet.

Sn Petitioner has been using the term “CARPENTER’S” and the phrase
“CARPENTER’S WOOD GLUE” to identify its wood glue product on a continuous basis since
at least as early as 1985. Other third parties, including manufacturers and marketers of wood
glue products, also used the term “CARPENTER’S” to identify their wood glue products. The
primary meaning of the term “CARPENTER’S” is to identify wood glue products, not the

sources of those products.



6. Registrant knew or should have known that its direct competitors and others were
using the term “Carpenter’s” and the phrase “Carpenter’s Wood Glue” to describe their products.

7. Upon information and belief, there has been no actual consumer confusion as to
the source of the various “carpenter’s” wood glue products. Consumers are accustomed to seeing
the common reference to “carpenter’s” in connection with these products and do not associate
the term with the sources of the products.

8. Upon information and belief, Registrant has not protected its alleged right to
exclusive use of the term CARPENTER’S or the phrase CARPENTER’S WOOD GLUE. By
permitting third parties to use and refer to the term “carpenter’s” to identify wood glue, any
distinctiveness that would have been acquired through substantially exclusive use has been
eroded and the terms are merely descriptive or generic.

9. The term CARPENTER'’S is merely descriptive or generic because it describes an
ingredient, quality, characteristic, function, feature, purpose, use, or user of the wood glue and
filler products that are the subject of the registrations, identifies products rather than the source
of the products, and is commonly referred to in connection with those products. Said term has
not acquired distinctiveness because it was not and has not been used on a substantially exclusive
basis by Registrant and is not associated with Registrant in the minds of consuemrs.

10.  Registrations No. 2460720, 3249287, and 3253431 were acquired contrary to the
requirements of 15 U.S.C. §1052(e)(1) and therefore must be canceled.

WHEREFORE, Petitioner prays that Registrations No. 2460720, 3249287, and 3253431

be canceled.



