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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
The Trademark Trial and Appeal Board 

 
 
SAFESIDE TACTICAL, LLC 
 
       Petitioner, 
v. 
 
CHEYTAC USA, LLC 
 
       Registrant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
 
    Processing No.   92060464 
 
    Registration No. 4,509,171 

 
REGISTRANT CHEYTAC USA, LLC’S AMENDED SECOND MOTION TO GRANT 

CORRECTED DATE OF FIRST USE WITHOUT CONSENT AND MEMORANDUM IN 
SUPPORT 

 Registrant CheyTac USA, LLC (“Registrant”), hereby requests that the TTAB grant its 

Amended Second Motion to Grant Corrected Date of First Use Without Consent due to Registrant’s 

good faith error pursuant to Rule 2.175 of the Trademark Rules of Practice and Rule 514.01 and 

514.03 of the Trademark Trial and Appeal Board Manual of Procedures, which is being amended to 

correct certain typographical errors and to correct exhibit labelling. 

STATEMENT OF FACTS 

1. Registrant is the owner of the trademarked name “SAFESIDE” (“Registrant’s Mark”) 

pursuant to its Application filed on or about February 2, 2013, and the Trademark issued on April 8, 

2014 (U.S. Registration No. 4,509,171). 

2. Registrant incorrectly stated on its original Application that the first use anywhere and 

the first use in commerce was December 15, 2012, when in fact the correct date for first use 

anywhere and first use in commerce is June 24, 2011. 

3. Registrant’s misidentification of the first use anywhere and first use in commerce 

constitutes a good faith error. 

4. Registrant’s first use anywhere and first use in commerce of Registrant’s Mark 

occurred on June 24, 2011 when it issued an invoice for the sale of ammunition magazines bearing 
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Registrant’s Mark, and expressly using Registrant’s Mark on the invoice.  A true and correct copy of 

the June 24, 2011 invoice demonstrating first use is attached hereto as Exhibit “A.” 

5. On November 29, 2014, Registrant filed a Section 7 request to correct the mistake and 

state accurately the date of first use anywhere and the first use in commerce as June 24, 2011, but 

Registrant’s former counsel did not attach the correct evidence in support thereof. 

6. Subsequent to the filing of Registrant’s Section 7 request, on or about December 1, 

2014, Petitioner filed a Petition to Cancel Registrant’s Registration on the grounds of priority of use 

and the likelihood of confusion pursuant to subdivision (d) of Trademark Act Section 2, which 

Petition was predicated on the incorrectly identified date of first use anywhere and first use in 

commerce. 

7. On or about December 5, 2014 the Section 7 request was corrected and refiled, and the 

correct invoice identifying the correct date of first use anywhere and first use in commerce was 

attached establishing date of first use as June 24, 2011. 

8. Petitioner claims it “is the owner of Federal Trademark Application Serial No. 

86/201,940 for the mark SAFESIDE TACTICAL (hereinafter “Petitioner’s Mark”) for use in 

connection with the following services, namely: ‘On-line retail store services featuring firearms and 

related items; Retail store services featuring firearms and related items,’ (hereinafter “Petitioner’s 

Services”) covered in International Class 35.”   

9. As stated in Paragraph 7 of Petitioner’s Motion for Summary Judgment, Petitioner’s 

Application claims a date of first use of Petitioner’s Mark in connection with services on November 

15, 2012, and a date of first use in commerce on December 2, 2012. 

10. Petitioner’s claimed date of first use of November 15, 2012, and December 2, 2012, is 

approximately eighteen (18) months after Registrant’s first use on June 24, 2011, as evidenced by the 

attached Exhibit A. 
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11. Additionally, Petitioner’s claimed date of first use of November 15, 2012 is 

approximately five (5) months after Registrant’s second invoice and spreadsheet regarding the use of 

Registrant’s Mark, dated May 5, 2012.  A true and correct copy of Registrant’s May 9, 2012, invoice 

and May 9, 2012, corresponding spreadsheet are attached hereto as Exhibits “B” and “C,” 

respectively. 

12. On or about January 9, 2015, Registrant filed its Answer to the Petition to Cancel. 

13. On or about January 15, 2015, Registrant Filed a Motion to Grant Corrected Date of 

First Use Without Consent pursuant to 37 C.F.R. § 2.175 and TBMP § 514.01 seeking an order 

correcting the date of first use as June 24, 2011.  

14. On or about February 9, 2015, the Board issued an order indicating Registrant’s 

Motion to Grant Corrected Date of First Use was deficient in that it was missing the required fee and 

declaration in support which had not been submitted along with the Motion by Registrant’s former 

counsel (the “February 9 Order”).  The Board granted Registrant 30 days to perfect its request. 

15. On or about February 13, 2015, Registrant filed its Reply in Support of Registrant’s 

Motion to Grant Corrected Date of First Use Without Consent. 

16. On or about February 15, 2015, Registrant attempted to submit a declaration and fee to 

the Board in response to the Board’s February 9, 2015 Order, but for unknown reasons Registrant’s 

prior attorney, Mr. Romanoff, submitted the fee and declaration in the Trademark File instead of 

filing it with the Board (and additionally misdated his submission).  A true and correct copy of the 

documents improperly filed in Trademark File on February 15 are attached hereto as Exhibit “D.” 

17. Because the documents were filed in the Trademark File and not with the TTAB, 

Registrant’s fee and declaration was returned with notes indicating it was not required.  A true and 

correct copy of the Trademark File notes indicated returned filing is attached hereto as Exhibit “E.” 

18. On April 4, 2015, attorney for Registrant, Mr. Gerald Romanoff, died.   
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19. Although Registrant’s counsel had attempted to comply with the February 9 Order, on 

June 5, 2015, the Board entered another order finding that Registrant failed to comply with the 

February 9 Order and, accordingly, declared that there would be no further consideration to 

Registrant’s Motion to Grant Corrected Date of First Use Without Consent. 

20. From July through August, Petitioner claims to have served its First Requests for 

Production of Documents and Requests for Interrogatory as well as its Motion for Summary 

Judgment. 

21. As evidenced by the exhibits attached to Petitioner’s own Motion for Summary 

Judgment, all documents prepared were mailed or emailed to Mr. Romanoff months after his death 

and burial service. 

22. As evidenced by the Declaration of David McCutcheon In Support of Registrant’s 

Opposition to Petitioner’s Motion for Summary Judgment, a true and correct copy of which is 

attached hereto and marked as Exhibit “F,” Registrant itself was never served and never received 

actual notice of any of the discovery documents prepared by Petitioner that it served on Registrant’s 

deceased attorney. 

23.  In an order dated mailed on November 28, 2015, the Board indicated it did not deny 

Registrant’s first Motion to Grant Corrected Date of First Use Without Consent without prejudice and 

that the Registrant’s Second Motion to Grant Corrected Date of First Use Without Consent “would be 

germane to the motion for summary judgment and [is] not barred by the suspension order.” 

ARGUMENT AND CITATION OF AUTHORITY  

Pursuant to Rule 2.175 of the Trademark Rules of Practice, Registrant respectfully requests 

the Board grant the instant pretrial motion to correct the date of first use due to good faith error.  Rule 

2.175 of the Trademark Rules of Practice provides that the Board may issue a certificate of correction 

“[w]henever a mistake has been made in a registration and a showing has been made that the mistake 

occurred in good faith through the fault of the owner, . . . .”  In order to grant a motion to correct, the 
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applicant of the request must (1) specifically identify the mistake, (2) describe the manner in which 

the mistake occurred, (3) provide a showing that the mistake was made in good faith, (4) submit a 

verified declaration regarding the same, and (5) pay the required fee.  (Ibid.) 

Registrant’s motion has satisfied the five requirements of Rule 2.175.  With respect to the 

initial requirements, the mistake Registrant is requesting to be corrected is the date of first use that 

was incorrectly stated as December 15, 2012 on Registrant’s initial application filed on or about 

February 2, 2013.  Based on Paragraph 3 of Registrant’s Response to Petitioner’s Opposition to Grant 

Corrected Date of First Use Without Consent, as filed by Registrant’s prior attorney Mr. Romanoff, a 

true and correct copy of which is attached hereto and identified as Exhibit “K,” the error occurred 

“due to an innocent posting of the wrong date from the original invoice.” 

With respect to the good faith requirement, the misreading and stating incorrectly the date 

from an invoice in Registrant’s initial application was made in good faith and not for any improper 

purpose.  The mistake is essentially clerical or typographical in nature, does not change the original 

fact that Registrant’s Mark was first used on the date indicated on the invoice (Exhibit A, hereto), and 

the correction was sought in a Section 7 request originally filed prior to the instant Petition to 

Cancel.  Regarding the final requirements, Registrant has also submitted a verified declaration and 

submitted the required fee and verified declaration.  (See Exhibit F hereto) 

Notwithstanding the above, in order to prevail on a motion to correct its date of first use from 

December 15, 2012, to June 24, 2011, Registrant must provide proof of first use that is clear and 

convincing and not characterized by contradiction, inconsistencies, or indefiniteness.  See, Threshold 

TV, Inc. v. Metronome Enterprises, Inc., 96 USPQ2d 1031, 1036 (TTAB 2010), citing, Hyrdo-

Dynamics, Inc. v. George Putname & Co., Inc., 811 F.2d 1470, 1 USPQ2d 1772, 1773 (Fed. Cir. 

1987).  Registrant’s proof meets this standard. 

Registrant presents significant evidence that satisfies the clear and convincing evidence 

standard in support of its claim that Registrant’s date of first use is June 24, 2011, that it's date of first 
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use significantly predates Petitioner’s December 2, 2012 claimed date of first use, and that 

Registrant's use was continuous from its June 24, 2011 date of first use through the present, including 

Petitioner’s date of first use on December 2, 2012. The evidence in support of the foregoing claims 

consists of the following documents and evidence:  

1. As evidence of its first use, Registrant hereby provides a true and correct copy of its 

invoice dated June 24, 2011, for the sale of its goods and services under its registered Mark.  (Exhibit 

“A”)   

2. As further evidence of first and continuing use that predates Petitioner’s date of first 

use, Registrant hereby provides a letter from the U.S. Bureau of Alcohol, Tobacco, Firearms, and 

Explosives dated December 19, 2011, a true and correct copy of which is attached hereto and marked 

as Exhibit “G,” indicating that Registrant was “seeking a marking variance to manufacture and mark . 

. . SAFESIDE bolt-action receivers on behalf of Cheytac USA, LLC.” 

3. As evidence of continuing use that predates Petitioner’s date of first use, Registrant 

hereby provides a true and correct second invoice dated May 9, 2012, and corresponding spreadsheet 

also for the sale of its goods and services under its registered Mark.  (Exhibits B, C.)  Both invoices 

and the spreadsheet indicate use of Registrant’s Mark that predates Petitioner’s use of its Mark by 18 

months and 5 months, respectively. 

4. As further evidence of continuing use that predates Petitioner’s date of first use, 

Registrant hereby provides a true and correct copy of an email dated November 28, 2012, from 

Registrant’s employee regarding the negotiation and sale of Registrant’s products utilizing the Mark, 

specifically for a “Safeside Tactical Engagement Rifle.”  (Exhibit “H” hereto) 

5. As further evidence of continuing use that predates Petitioner’s date of first use, 

Registrant hereby provides a true and correct copy of an email dated November 30, 2012, from 

Registrant’s employee to Stiller Precision regarding the negotiation and sale of items including 

products described in the email as “2 Safeside.”  (Exhibit “I” hereto) 
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6. As further evidence of continuing use, Registrant hereby provides a true and correct 

copy of an email dated April 30, 2013, from Registrant’s employee to Stiller Precision regarding the 

negotiation and sale of items including products noted as “[t]he 10 Safesides are at nitride now and I 

expect them to be ready in about 3 weeks.”  (Exhibit “J” hereto) 

7. Finally, as evidence in support of its first and continuous use, Registrant submits and 

incorporates by reference the attached Declaration of David McCutcheon in support, Exhibit F, 

verifying each of the above exhibits and stating under penalty of perjury that Registrant has actively 

marketed and/or sold its goods and services under its Registered Mark from June 24, 2011, to the 

present day.   

CONCLUSION 

Registrant strongly believes the totality of the evidence it has provided proves, by clear and 

convincing evidence, that the First Use of Registrant’s Mark Anywhere and In Commerce occurred 

on or about June 24, 2011.  Accordingly, for the foregoing reasons, Registrant respectfully requests 

the Board to grant its Amended Second Motion to Grant Corrected Date of First Use Without 

Consent. 

 Respectfully submitted, this 30th day of December, 2015. 

 
FISHERBROYLES, LLP  

 

        
        _______________________ 
        Milo S. Cogan 
        Georgia Bar No. 500813 
        
4140 Roswell Rd. 
Atlanta, Georgia 30342 
(404) 606-1169 
(404)935-0271 (fax) 
Milo.cogan@fisherbroyles.com 
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EXHIBIT “C”



Vendor Phone	/	Fax	/	Email Notes:

Stiller's	Precision	

Firearms,	LLC

118	Regency	Drive

Wylie,	TX	75098

Jerry	Stiller

Russ	Rosene

PH:	972-429-5000

Fax:	972-941-8884

Email:	

stiller@viperactions.com

Date Order	No. QTY	 Item	No. Description Price	Each

5/9/12 Inv.	2332 10 CheyTac	-	

1.6	408	Rep	

R

CheyTac	PTAC	408	

extreme	length	bolt	

action	receiver,	1.60"	

diameter,	.645"	boltface,	

right	bolt,	right	port,	

repeater,	black	oxide	

finish

$925.00	

2 CheyTac	-	

Lap	Xt	Rep	

R

CheyTac	Perses	extreme	

length	bolt	action	

receiver,	lapuaboltface,	

right	bolt,	right	port,	

repeater

$875.00	

4 CheyTac	-	

Mag	Lg	Rep

CheyTac	Vidar	long	bolt	

action	receiver,	mag	

boltface,	right	bolt,	right	

port,	repeater

$825.00	

4 CheyTac	-	

308	Sh	Rep	

R

CheyTac	Safeside	short	

bolt	action	receiver,	308	

boltface,	right	bolt,	right	

port,	repeater

$825.00	

1 Wire	TransferFee	From	American	National $25.00

FFL	#	5-75-085-07-6K-41806	Expires	10/01/2016

Website:	www.viperactions.com



Subtototal Subtotal	of	

Purchase

Tax Total Method	of	

Payment

$9,250.00	 $17,625.00	 $0.00	 $17,625.00	50%	

Deposit	for	

OEM	

Actions	-	

$8,825.00

$1,750.00	

$3,300.00	

$3,300.00	

$25.00	
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