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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following parties request to cancel indicated registration.

Petitioner Information

Name Happy Trails, LLC

Entity Limited Liability Company Citizenship Delaware

Address 2711 Centerville Road Suite 400
Wilmington, DE 19808
UNITED STATES

Name The Children's Trust U/A Roy Rogers and Dale Evans Rogers Trust

Entity Partnership Citizenship Missouri

Composed Of: Roy "Dusty" Rogers, Jr., Trustee

Address P. O. Box 360
Lampe, MO 65681
UNITED STATES

Attorney informa-
tion

Rebecca A. Finkenbinder
McNees Wallace & Nurick LLC
100 Pine Street P.O. Box 1166
Harrisburg, PA 17108-1166
UNITED STATES
trademarks@mwn.com Phone:(717-232-8000

Registrations Subject to Cancellation

Registration No 3636761 Registration date 06/09/2009

Registrant MANIFATTURE 7 BELL S.p.A.
VIA BRUNO BUOZZI 172
50013 CAMPI BISENZIO (FI),
ITALY

Goods/Services Subject to Cancellation

Class 025. First Use: 1950/00/00 First Use In Commerce: 2008/09/00
All goods and services in the class are cancelled, namely: trousers of leather or imitation of leather

Grounds for Cancellation

False suggestion of a connection Trademark Act section 2(a)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Registration No 3476723 Registration date 07/29/2008

International Re-
gistration No.

NONE International Re-
gistration Date

NONE

Registrant MANIFATTURE 7 BELL S.P.A.
172, via Bruno Buozzi
I-50013 CAMPI BISENZIO,

http://estta.uspto.gov


ITALY

Goods/Services Subject to Cancellation

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are cancelled, namely: ready made clothing, namely, outfits,
namely, jackets, [ coats, ] trousers, skirts, [ shirts; waterproof clothing, namely, raincoats, waterproof
jackets; ] workwear, namely, trousers, jackets, [ coats, shirts, sweaters, t-shirts; ] sportswear, namely,
trousers, jackets [, skirts, shirts, sweaters ]

Grounds for Cancellation

False suggestion of a connection Trademark Act section 2(a)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Attachments A4214902.PDF(40788 bytes )
A4215514.PDF(159001 bytes )
A4215525.PDF(620959 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Rebecca A. Finkenbinder/

Name Rebecca A. Finkenbinder

Date 11/19/2014



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In re Registration of: 
 
Registrant   : Manifatture 7 Bell S.p.A. 
Reg. No.   : 3,636,761 
Mark    : ROY ROGER'S and Design 
Registration Date  : June 9, 2009 
 
Registrant   : Manifatture 7 Bell S.p.A. 
Reg. No.   : 3,476,723 
Mark    : ROY ROGER'S and Design 
Registration Date  : July 29, 2008  
 
 
ROY "DUSTY" ROGERS, JR., AS TRUSTEE OF : 
THE CHILDREN'S TRUST U/A ROY ROGERS : 
AND DALE EVANS ROGERS TRUST,  : 
  and     : 
HAPPY TRAILS, LLC,    : 
  Petitioners    : 
       : 
  v.     : Cancellation No. 
       : 
MANIFATTURE 7 BELL S.P.A.,   : Filed Electronically 
  Registrant/Respondent.  : 
 
 

CONSOLIDATED PETITION FOR CANCELLATION 
 

 1. Petitioners Roy "Dusty" Rogers, Jr., a U.S. citizen having an address of P.O. Box 

360, Lampe, Missouri 65681, United States, as Trustee of The Children's Trust U/A Roy Rogers 

and Dale Evans Rogers Trust (the "Trust"), a trust organized under the laws of the State of 

Missouri, and Happy Trails, LLC ("Happy Trails"), the exclusive licensee of the intellectual 

property rights owned by the Trust (the Trust and Happy Trails are collectively referred to 

hereinafter as "Petitioners"), believe they have been damaged by the registered mark ROY 

ROGER'S and Design, for use with "trousers of leather or imitation of leather" in International 

Class 25, Registration No. 3,636,761 (the "'761 Registration"), and the registered mark ROY 

ROGER'S and Design, for use with "ready made clothing, namely, outfits, namely, jackets, 

coats, trousers, skirts, shirts; waterproof clothing, namely, raincoats, waterproof jackets; 
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workwear, namely, trousers, jackets, coats, shirts, sweaters, T-shirts; sportswear, namely, 

trousers, jackets, skirts, shirts, sweaters" in International Class 25, Registration No. 3,476,723, 

(the "'723 Registration") (hereinafter the '761 Registration and '723 Registration are collectively 

referred to as "Respondent's Marks"), and hereby petition, in accordance with 37 C.F.R. § 

2.111(b), to cancel said registrations. 

 2. To the best of Petitioners' knowledge, the name and address of the registrant of 

Respondent's Marks is Manifatture 7 Bell S.p.A. ("Respondent"), an Italian corporation with a 

principal place of business at Campi Bisenzio (Firenze), Via Bruno Buozzi 172 50013, Italy. 

 As grounds for cancellation, Petitioners allege that: 

 3. The late American singer and actor Roy Rogers, born Leonard Slye, was one of 

the most popular Western performers of his era, appearing, from the 1930s to the 1960s, in over 

eighty-five films and 100 television episodes of The Roy Rogers Show.  

 4. Roy Rogers adopted the name "Roy Rogers" as a singer and actor in 1938 and 

legally changed his name to "Roy Rogers" in the early 1940s. 

 5. Roy Rogers achieved fame under the name "Roy Rogers," in the United States 

and worldwide, which remains widely recognized today.  

 6. The Trust is the owner of all right, title, and interest in and to the intellectual 

property rights associated with Roy Rogers' name and likeness, and is entrusted with the power 

to enforce such intellectual property rights.  

 7. In 2012, Happy Trails, LLC was created and granted an exclusive license to 

exploit all the intellectual property rights associated with Roy Rogers, and, as such, also is 

entrusted with the power to enforce such intellectual property rights.  

 8. The Trust is a member of Happy Trails, LLC. 

 9. Upon information and belief, prior to filing any federal trademark application for 

ROY ROGER'S in the United States, Respondent contacted Petitioners for the purpose of 
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requesting a license to use the mark ROY ROGER'S in connection with clothing items. No 

license arrangement was ever made.   

 10. On January 11, 2005, Respondent filed an intent-to-use application, Serial 

Number 78/545,323, for registration of the ROY ROGER'S and Design mark in the '761 

Registration. 

 11. With notice of the provisions of 18 U.S.C. § 1001 and pursuant to Section 1(b) of 

the Lanham Act, 15 U.S.C. § 1051(b), Respondent's U.S. representative signed, on behalf of 

Respondent, a declaration in connection with the application for registration of the '761 

Registration, stating that ". . . to the best of his/her knowledge and belief no other person, firm, 

corporation, or association has the right to use the mark in commerce, either in the identical 

form thereof or in such near resemblance thereto as to be likely, when used on or in connection 

with the goods/services of such other person, to cause confusion, or to cause mistake, or to 

deceive . . ." (hereinafter referred to as the "Declaration").   

 12. On April 1, 2009, with notice of the provisions of 18 U.S.C. § 1001, and pursuant 

to Section 1(d) of the Lanham Act, 15 U.S.C. § 1051(d), Respondent filed a statement of use 

with the United States Patent and Trademark Office (the "USPTO"), alleging a date of first use 

of the ROY ROGER'S and Design mark in the '761 Registration anywhere of 1950, and a date 

of first use in interstate commerce of September 2008 (hereinafter referred to as the "Statement 

of Use").  

 13. On May 5, 2009, the USPTO issued a Notice of Acceptance of the Statement of 

Use and corresponding specimen, consisting of a scanned copy of a label displaying the ROY 

ROGER'S and Design mark in the '761 Registration.  

 14. Respondent obtained a U.S. federal trademark registration on June 9, 2009, for 

the ROY ROGER'S and Design mark in the '761 Registration. See Exhibit A for a TESS 

printout of the '761 Registration.  
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 15. On May 31, 2005, Respondent filed an application, Serial Number 79/014,023, 

based on International Registration Number 0858345, for registration of the ROY ROGER'S and 

Design mark in the '723 Registration.  

 16. Respondent obtained a U.S. federal trademark registration on July 29, 2008, for 

the ROY ROGER'S and Design mark in the '723 Registration. See Exhibit B for a TESS 

printout of the '723 Registration.  

 17. On September 16, 2013, with notice of the provisions of 18 U.S.C. § 1001, 

Respondent filed a combined declaration of use, under Section 71 of the Lanham Act, 15 U.S.C. 

§ 1141k, and incontestability, under Section 15 of the Lanham Act, 15 U.S.C. § 1065, in which 

Respondent limited its description of goods and signed a declaration representing that the ROY 

ROGER'S and Design mark in the '723 Registration had been continuously used in commerce 

with Respondent's revised goods for five consecutive years after the date of registration and 

that the mark currently was used in interstate commerce with such goods (hereinafter referred 

to as the "Combined Declaration").  

 18. The USPTO accepted the Combined Declaration on September 24, 2013.  

 19. In March 2013, Petitioners' counsel encountered an article written in 2012, which, 

upon information and belief, Respondent posted on the "News" web page on its website, 

<royrogers.it>,  and introduced it as an " . . . article about the history of [the] Roy Roger's [brand] 

. . ." (the "Article"). See Exhibit C for a screenshot of the Article displayed on Respondent's 

website as of March 2013.  

 20. The Article contains the following statement (translated from Italian to English): 

"From America comes also the brand name with which the first Italian jeans will become 

famous: Roy Roger's, as the eponymous singer and actor of western films (they called him King 

of cowboys) famous in the 50s," as well as the caption: "The Roy Roger's named after a 

western singer and actor." See Exhibit D for the full English translation of this article. 
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 21. On June 11, 2013, Happy Trails, on behalf of the Trust, filed an intent-to-use 

application, Serial Number 85/956,692, for registration of the mark ROY ROGERS, for use with 

"belts; bottoms; coats; coveralls; denims; dresses; footwear; gloves; headwear; jackets; jeans; 

knit bottoms; knit dresses; knit face masks; knit jackets; knit shirts; knit skirts; knit tops; knitted 

caps; knitted gloves; knitted underwear; leather coats; leather jackets; leather vests; neckwear; 

overalls; scarves; shirts; skirts; slacks; sleepwear; socks; sport coats; swimwear; underwear; 

vests; work shoes and boots" in International Class 25 (hereinafter referred to as the 

"Application"). See Exhibit E for a TESS printout of the Application.  

 22. The USPTO refused registration of the Application because of a likelihood of 

confusion with Respondent's Marks.  

 23. In May 2013, a representative from a New York clothier, which carries Italian 

clothing collections, informed Petitioners' counsel that Respondent's ROY ROGER'S brand was 

not distributed in the United States at that time.  

COUNT I 
FALSE SUGGESTION OF CONNECTION 

 24. Petitioners hereby incorporate by reference and reallege each and every 

allegation set forth in Paragraphs 1 through 23. 

 25. Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a), prohibits registration on the 

Principal Register of a mark that disparages or falsely suggests a connection with persons, 

living or dead, institutions, beliefs, or national symbols, or which brings them into contempt, or 

disrepute.  

 26. Upon information and belief, Respondent had knowledge of the public 

recognition of the name "Roy Rogers" as referring to Roy Rogers, the late American singer and 

actor, when it filed the applications for registration of Respondent's Marks.  

 27. The word portion of Respondent's Marks is the same as, or a close 

approximation of, the name or identity of Roy Rogers. 
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 28. The word portion of Respondent's Marks would be recognized as Roy Rogers' name 

because it points uniquely and unmistakably to the late American singer and actor, Roy Rogers.  

 29. Neither Roy Rogers nor Petitioners are connected with Respondent's goods, or 

any other products manufactured and sold by Respondent, or have authorized or endorsed use 

of the name "Roy Rogers" in connection with Respondent's goods. 

 30. The fame or reputation of Roy Rogers is such that when Respondent's Marks are 

used with Respondent's goods, a connection with Roy Rogers would be presumed.  

 31. Petitioners have been damaged by Respondent's registration and use of 

Respondent's Marks because (1) Respondent's Marks falsely suggest a connection with Roy 

Rogers, when used with Respondent's goods, and are likely to disparage, bring into contempt, or 

disrepute the name "Roy Rogers" or otherwise invade upon Roy Rogers' post-mortem rights of 

publicity, which Petitioners seek to protect; and (2) the registration of Respondent's Marks prevents 

Petitioners from registering a federal trademark for ROY ROGERS, used with clothing items, 

based on Petitioners' rights in Roy Rogers' name and identity.  

COUNT II 
FRAUD 

 32. Petitioners hereby incorporate by reference and reallege each and every 

allegation set forth in Paragraphs 1 through 23. 

 33. As set forth in Paragraph 11, Section 1(b) of the Lanham Act, 15 U.S.C.  

§ 1051(b), requires that an applicant provide a verified statement, in connection with the filing of 

an application for bona fide intention to use a trademark, that to the best of his or her knowledge 

and belief, no other person or entity has the right to use the applied-for mark in interstate 

commerce, or a mark so similar it is likely to cause confusion, to cause mistake, or to deceive.  

 34. Respondent’s U.S. representative, on behalf of Respondent, signed the 

Declaration, with notice of the provisions of 18 U.S.C. § 1001, which prohibit knowingly and 
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willfully making any materially false, fictitious, or fraudulent statement or representation in any 

matter within the jurisdiction of the federal government of the United States.  

 35. The name "Roy Rogers," which is virtually identical to the word portion of 

Respondent's Mark, was widely recognized at the time Respondent filed the U.S. federal 

trademark application for the ROY ROGER'S and Design mark in the '761 Registration.  

 36. Petitioners, and formerly Roy Rogers, have superior legal rights to the name 

"Roy Rogers."  

 37. Upon information and belief, Respondent knew of Petitioners' superior legal 

rights prior to signing the Declaration. 

 38. Upon information and belief, Respondent, in signing the Declaration despite its 

knowledge of Petitioners' superior rights, intended to procure a U.S. federal trademark registration 

for the ROY ROGER'S and Design mark in the '761 Registration, to which it was not entitled.  

 39. The Declaration is material because the USPTO ultimately would not have 

issued the '761 Registration, but for such verified declaration.   

 40. Respondent's signing of the Declaration constitutes fraud.  

 41. Section 1(d) of the Lanham Act, 15 U.S.C. 1051(d), requires that an applicant 

provide a verified statement that its applied-for mark is in use in interstate commerce and 

requires that the applicant specify the date of first use of the mark anywhere and the date of first 

use of the mark in interstate commerce.  

 42. As set forth in Paragraph 12, Respondent signed the Statement of Use, with 

notice of the provisions of 18 U.S.C. § 1001, which prohibit knowingly and willfully making any 

materially false, fictitious, or fraudulent statement or representation in any matter within the 

jurisdiction of the federal government of the United States.  

 43. Upon information and belief, particularly the information provided by a New York 

clothier in May 2013 that the ROY ROGER'S clothing line was not being distributed in the 

United States, as set forth in Paragraph 23, the date of first use in interstate commerce that 
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Respondent claimed in the Statement of Use, namely, September 2008, is false because 

Respondent did not use the ROY ROGER'S and Design mark in the '761 Registration in 

interstate commerce as early as such date.  

 44. The aforementioned claimed date of first use in interstate commerce is material 

because the USPTO would not have issued the '761 Registration, but for such claimed date of 

first use in interstate commerce.  

 45. Upon information and belief, Respondent knew that the date of first use it 

claimed in the Statement of Use was false in that Respondent had not used the ROY ROGER'S 

and Design mark in the '761 Registration in interstate commerce as of such date.  

 46. Upon information and belief, Respondent knowingly claimed a date of first use in 

interstate commerce in the Statement of Use that was earlier than its actual date of first use in 

interstate commerce, with the intent to deceive the USPTO and induce the USPTO to permit the 

ROY ROGER'S and Design mark in the '761 Registration to register.  

 47. Upon information and belief, the USPTO relied on the date of first use in interstate 

commerce that Respondent claimed in the Statement of Use in issuing the '761 Registration.  

 48. Sections 71 and 15 of the Lanham Act, 15 U.S.C. § 1141k and 15 U.S.C. § 1065, 

respectively, require that a registrant provide a verified declaration that the registered mark has 

been in continuous use in commerce for five consecutive years since the date of registration, 

and that such mark currently is in use in interstate commerce, or that any nonuse is due to 

special circumstances and not any intention to abandon the mark.   

 49. As set forth in Paragraph 17, Respondent's U.S. representative, on behalf of 

Respondent, signed the Combined Declaration, with notice of the provisions of 18 U.S.C. § 1001, 

which prohibit knowingly and willfully making any materially false, fictitious, or fraudulent statement 

or representation in any matter within the jurisdiction of the federal government of the United States.  

 50. Upon information and belief, particularly the information provided by a New York 

clothier in May 2013 that the ROY ROGER'S clothing line was not being distributed in the 
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United States, as set forth in Paragraph 23, the ROY ROGER'S and Design mark in the '723 

Registration had not been in continuous use in commerce for five consecutive years since the 

registration date, at the time the Combined Declaration was filed. 

 51. The Combined Declaration is material because the USPTO would not have 

permitted the '723 Registration to remain active, but for such verified declaration.   

 52. Upon information and belief, Respondent knew that the Combined Declaration 

was false because, at the time Respondent signed the Combined Declaration, the ROY 

ROGER'S and Design mark in the '723 Registration had not been in continuous use in 

commerce for five consecutive years since the date of registration. 

 53. Upon information and belief, Respondent knowingly verified the Combined 

Declaration, with the intent to deceive the USPTO and induce the USPTO to permit the '723 

Registration to remain active.  

 54. Upon information and belief, the USPTO relied on the Combined Declaration to 

permit the '723 Registration to remain active.  

 55. Upon information and belief, Respondent's knowing inclusion, in the Statement of 

Use, of a false date of first use in interstate commerce, to obtain the '761 Registration, and 

Respondent's knowing verification of the Combined Declaration, to continue the active status of 

the '723 Registration, constitute fraud.   

 56. Petitioners have been damaged by such fraud because registration of 

Respondent's Marks issued or was continued in reliance thereon, and (1) Respondent's Marks 

falsely suggest a connection with Roy Rogers, when used with Respondent's goods, and are 

likely to disparage, bring into contempt, or disrepute the name "Roy Rogers" or otherwise 

invade upon Roy Rogers' post-mortem rights of publicity, which Petitioners seek to protect; and 

(2) the registration of Respondent's Marks prevents Petitioners from registering a federal 

trademark for ROY ROGERS, used with clothing items, based on Petitioners' rights in Roy 

Rogers' name and identity.  
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 WHEREFORE, Petitioners request that the instant Consolidated Petition for Cancellation 

be granted and that the '761 Registration and the '723 Registration be cancelled. 

 The fee required by § 2.6(a)(16) is enclosed herewith. 

      McNEES WALLACE & NURICK LLC 
 
 
      By  /Rebecca A. Finkenbinder/  
       Rebecca A. Finkenbinder 
       Harvey Freedenberg 
       Kelly M. Horein 
       100 Pine Street 
       P. O. Box 1166 
       Harrisburg, PA 17108-1166 
       (717) 232-8000 
 
 Attorneys for Petitioners 

Roy "Dusty" Rogers, Jr., as Trustee of The Children's 
Trust U/A Roy Rogers and Dale Evans Rogers Trust 

   and 
 Happy Trails, LLC 
 
Dated:  November 19, 2014 
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CERTIFICATE OF SERVICE 
 
 

The undersigned hereby certifies that on this date a true and correct copy of the 

Consolidated Petition for Cancellation was mailed via First Class Mail, postage prepaid, and 

via email to: 

Leo M. Loughlin, Esquire 
Rothwell, Figg, Ernst & Manbeck, PC 
607 14th Street NW, Suite 800 
Washington, District of Columbia 20005 
United States  
lloughlin@rothwellfigg.com 
 

 
 
 
      /Rebecca A. Finkenbinder/  

    Rebecca A. Finkenbinder 
      

     Of Counsel for Petitioners 
     Roy "Dusty" Rogers, Jr., as Trustee of The Children's                  

Trust 
     U/A Roy Rogers and Dale Evans Rogers Trust 
      and 
     Happy Trails, LLC 
 
Dated: November 19, 2014 
 
 






































