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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of trademark Registration No.:  2007286, 2096184, 2096186 
For the mark:  BENTLEY 
 
 
BENTLEY MOTORS LIMITED, 
 
  Petitioner, 
 
 v. 
 
AUCERA SA, 
 
  Registrant. 
 

 Cancellation No.:  92060353 
 

 

 

REGISTRANT’S OPPOSITION TO PETITIONER’S   

MOTION FOR SUMMARY JUDGMENT  

AND REGISTRANT’S CROSS-MOTION FOR SUMMARY JUDGMENT  

 

Registrant Aucera SA (“Aucera” or “Registrant”) submits this Brief in opposition to the 

Motion for Summary Judgment filed by Petitioner Bentley Motors Limited (“Petitioner”) and in 

support of its Cross-Motion for Summary Judgment. 

Registrant’s Opposition to Petitioner’s Motion for Summary Judgment 

I. Introduction 

Petitioner seeks summary judgment that Registrant’s U.S. rights in the mark BENTLEY 

for watches, jewelry, pens, and related products should be cancelled on the grounds that 

Registrant has either never used the marks at issue or has abandoned its rights in the marks due 

to non-use.  Because the undisputed facts, however, establish that Registrant has used the mark 

in the United States in a manner sufficient to maintain its registrations, Petitioner’s motion 

should be denied and Registrant’s cross-motion for summary judgment should be granted. 

Registrant acquired the worldwide rights to the BENTLEY mark for watches and related 

products in the mid-1990s from a Swiss watch company that had used the mark for high-end 
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watches dating back to the 1940s.  As Registrant was acquiring the rights, it also filed 

applications to register the BENTLEY mark for watches, jewelry, pens, and related products in 

the U.S. in 1995 and 1996, resulting in the registrations at issue in this proceeding.  While 

Petitioner asserts that the undisputed evidence shows that Registrant has never used the 

BENTLEY mark in the U.S. in a manner sufficient to maintain the registrations, that is not the 

case.  As detailed in this brief and the supporting declaration of Aucera’s President, Registrant 

used the mark on the goods at issue both during the relevant periods before the registrations 

issued, and during the intervening period, and such use is more than sufficient to maintain the 

registrations. 

II. Legal Standard 

Summary judgment is warranted when “the pleadings, depositions, answers to 

interrogatories, and admissions on file, together with affidavits, if any, show that there is no 

genuine issue as to any material fact and that the moving party is entitled to a judgment as a 

matter of law.”  Fed. R. Civ. P. 56(c); see also Bongrain Int’l (Am.) Corp. v. Moquet Ltd., 230 

U.S.P.Q. 626 (TTAB 1986).  The moving party bears the burden of showing the basis for its 

motion and demonstrating the absence of a genuine issue of material fact.  Celotex Corp. v. 

Catrett, 477 U.S. 317, 323 (1986).  If plaintiff fails to carry this burden, the opposing party need 

not produce any evidence and summary judgment is improper.  Nissan Fire & Marine Ins. Co. v. 

Gritz Cos., 210 F.3d 1099, 1102-03 (9th Cir. 2000).  In resolving a summary judgment motion, 

the opposing party’s evidence should be credited, and all reasonable inferences must be drawn in 

its favor.  Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255 (1986).  “If alternative inferences 

can be drawn from the available evidence, summary judgment is inappropriate.”  Hines v. British 
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Steel Corp., 907 F.2d 726, 728 (7th Cir. 1990); Capital Speakers Inc. v. Capital Speakers Club of 

Washington D.C. Inc., 41 U.S.P.Q. 2d 1030, 1034 (TTAB 1996). 

III. Statement of Facts 

A. Aucera’s Acquisition of the BENTLEY Mark for the Registered Goods 

Registrant Aucera SA is a public limited Swiss company based in La Chaux-de-Fonds, 

Switzerland.1  It has been in the business of manufacturing and selling high-end watches, 

jewelry, pens and related goods since the 1990s.2  In 1995, the President of Aucera, Chia-Hsiang 

Cheng, was looking for a new brand for his companies’ products.  On behalf of Aucera, Mr. 

Cheng negotiated for and acquired the worldwide rights to the BENTLEY mark for watches and 

related goods from DDL S.A. Horlogerie.3  The rights had originated with a Swiss company 

based in La Chaux-de-Fonds, Switzerland, which had been in the watchmaking business since 

1948.4  This included International Registration No. 137390 and Swiss Registration No. 360572, 

as well as rights to the BENTLEY mark for watches and related products in many countries 

internationally (“Aucera’s BENTLEY Mark”).5  Aucera’s predecessor in interest to the 

BENTLEY Mark for watches and related products had a long and illustrious history of selling 

high-end watches under the BENTLEY mark dating back to 1948.6 

Aucera has enjoyed commercial success in selling watches, jewelry, and pens bearing 

Aucera’s BENTLEY Mark abroad.7  Aucera sells these products in BENTLEY-branded 

boutiques and  department stores in China, as well as in independent jewelry stores in the Middle 

                                                 
1 Declaration of Chia-Hsiang Cheng (hereinafter, “Cheng Decl.”) ¶ 1. 
2 Id. ¶¶ 3-4. 
3 Id. 
4 Cheng Decl. ¶ 2. 
5 Id. ¶¶ 4-5. 
6 Id. ¶ 2. 
7 Id. ¶ 6. 
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East, Taiwan, Hong Kong, France, Germany, Switzerland, and Singapore, among other 

countries—accounting for hundreds of thousands of dollars in revenue each year.8  

B. Aucera’s U.S. Registrations For the BENTLEY Mark 

While Aucera was pursuing the worldwide rights to the BENTLEY mark, it also filed 

new applications to register the BENTLEY mark on watches and related products in countries 

where it was developing a market, including the U.S.  On April 14, 1995, Registrant’s affiliated 

entity, Aucera Technology Corporation, filed an intent-to-use (“ITU”) application with the U.S. 

PTO to register the BENTLEY mark on watches, watch bands, watch chains, and watchcases, 

which it subsequently assigned to Registrant.9  On February 28, 1996 Aucera filed an 

Amendment to Allege Use stating that the BENTLEY mark had first been used in U.S. 

commerce on watches and related products as least as early as May 15, 1995.10  On October 18, 

1996, Registrant had use-based applications filed on behalf of Aucera to register the BENTLEY 

mark on jewelry and pens.11  The jewelry and pen applications set forth a first use in commerce 

date of March 1, 1996.12  U.S. Trademark Registration No. 2,007,286 for the BENTLEY mark 

on watches and related products issued on the Supplemental Register on October 8, 1996 

(“Aucera Watch Registration”), and U.S. Trademark Registration Nos. 2,096,184 and 2,096,186 

                                                 
8 Id.  
9 Id. ¶ 8; Declaration of Jennifer A. Golinveaux (hereinafter, “Golinveaux Decl.”) ¶ 9 & Ex. 8 
(information on Registration No. 2,007,286 from TSDR website). 
10 Id. 
11 Cheng Decl. ¶ 9; Golinveaux Decl. ¶ 9 & Ex. 8 (information on Registration Nos. 2,096,184 
and 2,096,186 from TSDR website). 
12 Id. 
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for the BENTLEY mark on jewelry and pens issued on September 9, 1997 on the Supplemental 

Register (“Aucera Jewelry Registration” and “Aucera Pen Registration,” respectively).13   

C. Registrant’s Use of the BENTLEY Mark in the United States 

While Petitioner asserts that Registrant had not used the BENTLEY Mark for the goods 

at issue prior to obtaining the registrations, Mot. at 3-4, that is not the case.  Aucera made several 

shipments of BENTLEY-branded products into the U.S. prior to obtaining the registrations.14  

First, in May 1995, Aucera shipped watches and jewelry bearing Aucera’s BENTLEY Mark to 

an individual in New York named Paul Huang, who was working with Aucera to identify 

potential purchasers and U.S. distributors for Aucera’s products.15  Aucera made additional 

shipments of pens to Mr. Huang in March 1996.16   

Subsequently, Aucera shipped watches to companies in Illinois called Little Bug, Inc. and 

World of Wonder, Inc. that were working with Aucera to promote BENTLEY-branded products 

in the U.S., identify potential purchasers, and explore potential distribution relationships.17  From 

1996 to 2001, Aucera shipped watches bearing Aucera’s BENTLEY Mark to the principals of 

Little Bug and World of Wonder, Jack Tsai and Helen Wu, in Illinois and  Georgia, and sold 

additional watches and pens bearing Aucera’s BENTLEY Mark to Mr. Tsai on August 27, 

1996.18  Mr. Tsai then successfully made sales of watches and other goods bearing Aucera’s 

                                                 
13 Cheng Decl. ¶ 10; Golinveaux Decl. ¶ 9 & Ex. 8; Sparkman Decl. Ex. 8 (TESS printouts).  All 
references to the “Sparkman Decl.” correspond to the Declaration of Jessica  Bromall Sparkman 
in Support of Petitioner’s Motion for Summary Judgment and the exhibits attached thereto. 
14 Cheng Decl. ¶ 12; Golinveaux Decl. ¶ 2 & Ex. 1 at Interrogatory Nos. 2, 5, 8, 9 (including 
supplemental responses); id. ¶ 3 & Ex. 2 at Interrogatory Nos. 23-26, 48-49, 52-53, 56-57; id. ¶ 4 
& Ex. 3 at Interrogatory No. 63. 
15 Id. ¶ 13. 
16 Id.; Golinveaux Decl. ¶ 3 & Ex. 2  at Interrogatory Nos. 23-26. 
17 Cheng Decl. ¶ 14; Golinveaux Decl. ¶ 3 & Ex. 2 at Interrogatory Nos. 23-26. 
18 Cheng Decl. ¶ 13 & Ex. 1 (AUCERA00027 and AUCERA00125-29, documentation of 
shipments to Mr. Tsai and Ms. Wu and sales to Mr. Tsai). 
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BENTLEY Mark to U.S. consumers in late 1996 and early 1997.19  Mr. Tsai and Ms. Wu 

continued to explore potential U.S. purchasers and distributors for Aucera’s BENTLEY-branded 

products.20 

In approximately 2006, Aucera provided additional inventory of watches bearing 

Aucera’s BENTLEY Mark to an individual named Yenchi Chen with connections to several 

jewelry stores in the U.S., where the watches were displayed for sale.21 

In January and April 2008, Aucera shipped watches bearing the BENTLEY mark to 

another individual, Mag Ma, in New Jersey.22  During this period, Aucera was licensed to 

manufacture and sell watches in Taiwan bearing the trademarks of the New York Yankees.23  

Ms. Ma became acquainted with Aucera’s business in Taiwan and was involved in sports 

management.24  After being impressed with Aucera’s business activities in Taiwan, she worked 

with Aucera to identify opportunities to sell BENTLEY-branded watches at baseball stadiums in 

New York.25 

In addition to shipping products to these individuals and entities in the U.S. for purposes 

of establishing channels of distribution for products bearing Aucera’s BENTLEY Mark, 

Registrant has also engaged in substantial marketing and promotional efforts aimed at U.S. 

consumers for the purpose of developing additional sales of products bearing Aucera’s 

BENTLEY Mark and channels of trade in the U.S.26  Through its licensee hired to promote 

products bearing Aucera’s BENTLEY Mark, Aucera has marketed and promoted these products 

                                                 
19 Cheng Decl. ¶ 15 & Ex. 2 (AUCERA00130, documentation of certain of Mr. Tsai’s sales). 
20 Cheng Decl. ¶ 15. 
21 Id. ¶ 16. 
22 Cheng Decl. ¶ 17 & Ex. 3 (AUCERA00028-29, documentation of shipments to Ms. Ma). 
23 Cheng Decl. ¶ 17. 
24 Id. 
25 Id. 
26 Cheng Decl. ¶¶ 20-25; Golinveaux Decl. ¶ 5 & Ex. 4 at Interrogatory No. 68. 
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in several ways.  First, products bearing Aucera’s BENTLEY Mark are promoted online, 

including on a website operated on behalf of Aucera and dedicated to products bearing Aucera’s 

BENTLEY Mark, www.bentleyluxury.com (the “Bentley Luxury Website”).27  The Bentley 

Luxury Website features promotional articles, images, and videos of watches, jewelry, and pens 

bearing Aucera’s BENTLEY Mark that are currently for sale, details of the history of the 

BENTLEY brand, and lists North American retailers where products bearing Aucera’s 

BENTLEY Mark are available, including Blount Jewels, Inc. in Silver Spring, Maryland and 

Resultco in West Bloomfield, Michigan.28  Aucera’s BENTLEY-branded watches were also 

promoted online by Blount Jewels, where U.S. customers can purchase BENTLEY-branded 

watches.29  Aucera’s BENTLEY-branded watches are offered for between $1,150 and $4,300 on 

the Blount Jewels website.30  In addition, Aucera’s marketing company and licensee, Pyxis 

Enterprise Co. Ltd. (“Pyxis”) maintains a prominent Facebook page for Aucera’s BENTLEY 

brand (“Aucera’s Bentley Facebook Page”).31 Aucera’s Bentley Facebook Page, which currently 

has more than 575,000 fans, features advertisements for watches, jewelry, and pens bearing 

Aucera’s BENTLEY Mark and directs potential customers to the BENTLEY Luxury Website 

and provides an email address for U.S. consumers to contact Aucera.32    

                                                 
27 Cheng Decl. ¶ 20; Golinveaux Decl. ¶ 6 & Ex. 5 (current screenshots of the Bentley Luxury 
Website). 
28 Id.  
29 Cheng Decl. ¶ 21 & Ex. 5 (AUCERA00017-18, screenshots of Blount Jewels website); 
Golinveaux Decl. ¶ 7 & Ex. 6 (current screenshot of Blount Jewels website); id. ¶ 3 & Ex. 2 at 
Interrogatory No. 61. 
30 Cheng Decl. ¶ 21 & Ex. 5; Golinveaux Decl. ¶ 7 & Ex. 6. 
31 Cheng Decl. ¶ 22 & Ex. 6 (AUCERA00061, screenshot of Aucera’s Bentley Facebook Page); 
Golinveaux Decl. ¶ 8 & Ex. 7 (current screenshot of Aucera’s Bentley Facebook Page). 
32 Id. 
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Aucera has also placed print advertisements for watches, sunglasses, and pens bearing 

Aucera’s BENTLEY Mark in U.S. publications.33  U.S. distributors for Aucera, including Little 

Bug, Inc., have also distributed promotional brochures for watches, jewelry, and pens bearing 

Aucera’s BENTLEY Mark to consumers.34   

In addition, Pyxis regularly attends prominent international watch and jewelry trade 

shows on Aucera’s behalf, both in the U.S. and in Switzerland, for the purpose of promoting 

Aucera’s BENTLEY-branded watches, jewelry, and pens to potential distributors, sellers, and 

customers.35   Pyxis has attended the BaselWorld international watch and jewelry trade show 

every year since 2010 and attended the JCK watch and jewelry trade fair in Las Vegas in 2010, 

promoting Aucera’s BENTLEY-branded watches at each of these trade shows.36  These shows 

are attended by some of the most well-known international watch and jewelry brands, 

distributors, and retailers.37 

Most recently, in 2014, Aucera has been working with a veteran from the jewelry 

industry, Robert Bonnem.  Mr. Bonnem, who resides in Florida, is a sales and marketing 

consultant for Aucera, with a strong background in luxury watches and jewelry.38  Mr. Bonnem 

has been working to  further establish customers, marketing and sales channels for products 

bearing Aucera’s BENTLEY Mark in the U.S., including both online and brick-and-mortar retail 

                                                 
33 Cheng Decl. ¶¶ 23, 25 & Ex. 7 (AUCERA00021, newspaper advertisement for BENTLEY-
branded watch, sunglasses, and pen). 
34 Cheng Decl. ¶¶ 23-24. 
35 Cheng Decl. ¶ 27 & Ex. 8 (AUCERA00040-55, 67-69, 98-104, catalogs, floor maps, and 
invoices showing Aucera’s participation at BaselWorld watch and jewelry trade show in 
Switzerland; AUCERA00051-55, photographs of Aucera’s participation at JCK watch and 
jewelry trade show in Las Vegas). 
36 Cheng. Decl. ¶ 27. 
37 Id. 
38 Cheng. Decl. ¶ 28. 
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stores.39  Mr. Bonnem also advises Aucera on product design and marketing.40  Starting in June 

2014, Aucera made a number of shipments of  products bearing Aucera’s BENTLEY Mark to 

Mr. Bonnem.41  Certain of this product was for Mr. Bonnem to use to promote the product lines 

and develop distributors, and certain of this product was to compensate Mr. Bonnem for the time 

he was investing in Aucera’s U.S. marketing and distribution efforts.42  Mr. Bonnem has 

contacted a number of potential distributors,43 and he continues to meet with companies and 

individuals in the U.S. in order to establish relationships with potential retailers and distributors 

of products bearing Aucera’s BENTLEY Mark.44   

Aucera has never intended to abandon use of Aucera’s BENTLEY Marks on watches, 

jewelry, and pens.45  Over the past three years, Aucera has spent significant time and resources 

designing and developing new and unique watches and related products that he believes will 

attract U.S. distributors and retailers.46  Mr. Cheng intends to continue efforts to establish 

distributors of Aucera’s BENTLEY-branded products in the U.S., including by increasing 

Aucera’s web presence, sending Pyxis to attend additional U.S. watch and jewelry trade shows, 

and continuing Aucera’s relationship with Mr. Bonnem.47 

                                                 
39 Id.  
40 Id.; Golinveaux Decl. ¶ 4 & Ex. 3 at Interrogatory No. 64. 
41 Cheng Decl. ¶¶ 18, 29 & Ex. 4 (AUCERA000002-3, 8-10, 13, 26, and BON000122, 
documentation of shipments to Mr. Bonnem). 
42 Cheng Decl. ¶¶ 18, 29. 
43 Cheng Decl. ¶ 30 & Ex. 9 (AUCERA00065-66, emails between R. Bonnem and N. Kushner 
regarding the presentation of BENTLEY watches to Amazon); Golinveaux Decl. ¶ 4 & Ex. 3 at 
Interrogatory No. 65. 
44 Cheng Decl. ¶ 30; Golinveaux Decl. ¶ 3 & Ex. 2 at Interrogatory Nos. 41-43, describing 
Aucera’s marketing and business plans for the use of Aucera’s BENTLEY Mark for watches, 
pens, and jewelry in the U.S. 
45 Cheng Decl. ¶ 31. 
46 Id. 
47 Id.; see also Golinveaux Decl. ¶ 3 & Ex. 2 at Interrogatory Nos. 41-43. 
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Notably, Petitioner chose never to depose Registrant during the course of this 

proceeding.48  If it had, it would have had the opportunity to question Registrant in detail about 

the scope and nature of its use of the BENTLEY mark in commerce, as described in narrative in 

Registrant’s interrogatory responses provided in this proceeding.49  

IV. Petitioner is Not Entitled to Summary Judgment on the Issue of Aucera’s Use Prior 

to Registration 

A. Aucera’s Registrations Are Not Void Ab Initio 

1. Aucera Had a Bona Fide Intent to Use Aucera’s BENTLEY Mark on 
Watches and Used the Mark in Commerce Prior to Registration 

As Petitioner acknowledges, the Aucera Watch Registration “issued on October 8, 1996, 

as a result of an intent to use (“ITU”) application filed on April 14, 1995.”  Mot. at 4; Sparkman 

Decl., Ex. 8 (TESS printout); Golinveaux Decl. ¶ 9 & Ex. 8.  In the context of an ITU 

registration, “a person who has a bona fide intention, under circumstances showing the good 

faith of such person, to use a trademark in commerce” may apply for registration of a mark.  15 

U.S.C. § 1051(b).  Thus, a federal trademark resulting from an ITU registration is void ab initio 

if the applicant had no bona fide intention to use the mark in commerce at the time of the 

application.  Id.  “A determination of whether an applicant has a bona fide intention to use the 

mark in commerce is an objective determination based on all the circumstances.”  Nike, Inc. v. 

U.S. Naval Academy Foundation, Opp’n No. 91208950, 2015 WL 1570251, at *3 (TTAB Mar. 

9, 2015) (nonprecedential) (copy attached).  Thus, “[a]s a general rule, the factual question of 

intent is unsuited to disposition on summary judgment.”  Id.; see also Commodore Electronics 

Ltd. v. CMB Kabushiki Kaisha, 26 U.S.P.Q. 2d 1503 (TTAB 1993) (summary judgment on bona 

fide intent to use denied despite lack of documentary evidence evidencing the applicant’s intent). 

                                                 
48 Golinveaux Decl. ¶ 11. 
49 See id. ¶¶ 2-5 & Exs. 1-4. 
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Petitioner does not even argue, much less come forward with any evidence, that Aucera 

lacked a bona fide intent to use Aucera’s BENTLEY Mark on watches when it filed the 

application for the Aucera Watch Registration  on April 14, 1995, instead stating only that “there 

is no evidence of any use of the BENTLEY mark, for any goods, prior to September 8, 2001.”  

See Mot. at 3-4.  On the other hand, Aucera has come forward with evidence demonstrating a 

good faith intent to use Aucera’s BENTLEY Mark on watches in commerce as of the application 

date, and of use of the mark in connection with watches prior to issuance of the Aucera Watch 

Registration.  Specifically, Aucera’s President has been in the watch business since the late 

1980s and started Aucera in 1995 with the intent and goal of selling watches and related products 

in a number of countries worldwide, including the U.S.50  Consistent with the Amendment to 

Allege Use filed prior to issuance of the Aucera Watch Registration setting forth that the 

BENTLEY mark was first used in commerce on watches and related products in May 1995, 

when Aucera shipped watches bearing the BENTLEY mark to an individual in New York who 

was working with Aucera to identify potential U.S. distributors for Aucera’s products.51   

Such use is sufficient use in commerce to support a U.S. registration.  A trademark is 

used in commerce on goods when “(A) it is placed in any manner on the goods or their 

containers or the displays associated therewith …, and (B) the goods are sold or transported in 

commerce.”  15 U.S.C. § 1127 (emphasis added).  It is well-established that “use in commerce” 

to support a federal trademark registration is a lower bar than that to prove priority of use.  

Signature Guardian Sys., Inc. v. Lee, 209 U.S.P.Q. 81 (TTAB 1980); Zazu Designs v. L’Oreal, 

S.A., 979 F.2d 499, 505 (7th Cir. 1992) (“The district court erred in equating a use sufficient to 

support registration with a use sufficient to generate nationwide rights in the absence of 

                                                 
50 Cheng Decl. ¶ 3.   
51 Cheng Decl. ¶ 13. 
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registration.”); see also McCarthy on Trademarks and Unfair Competition (4th ed.) § 19:116 

(“The evidence of whether there was sufficient ‘use’ will be more carefully examined when the 

issue is priority than when the issue is whether a registration is invalid for failure to ‘use’ the 

mark in a technical sense … .”).  Indeed, “[a]doption and single use of the mark may be 

sufficient to entitle the user to register the mark.”  La Societe Anonyme des Parfums le Galion v. 

Jean Patou, Inc., 495 F.2d 1265, 1271 (2d Cir. 1974); see also Allard Enterprises, Inc. v. 

Advanced Programming Resources, 146 F.3d 350, 358 (6th Cir. 1998) (“As long as there is a 

genuine use of the mark in commerce, however, ownership may be established even if the first 

uses are not extensive and do not result in deep market penetration or widespread recognition.”). 

The shipment of products bearing Aucera’s BENTLEY Mark into the U.S. for the 

purpose of pursuing distribution channels in the U.S. is sufficient to establish a “use in 

commerce” for purposes of supporting the Aucera Watch Registration.  15 U.S.C. § 1127; 

Rearden LLC v. Rearden Commerce, Inc., 683 F.3d 1190, 1205 (9th Cir. 2012) (“evidence of 

actual sales, or lack thereof, is not dispositive in determining whether a party has established ‘use 

in commerce’ within the meaning of the Lanham Act”).  For example, in Int’l Mobile Machines 

Corp. v. Int’l Telephone & Telegraph Corp., the registrant shipped a telephone bearing the 

ULTRAPHONE mark to a director and investor in the registrant’s company who was interested 

in becoming a franchiser for the telephone systems and promoted the product to third parties.  

800 F.2d 1118, 1120-21 (Fed. Cir. 1986).  The court held that this shipment qualified as a use in 

commerce, specifically declining to hold that “a commercial transaction between the corporate-

owner of a mark and a member of its board of directors and investor, is per se a non-commercial 

transaction for registration purposes.”  Id. at 1120.  According to the Federal Circuit, such a 

holding “would not be in accordance with the law as to what constitutes a commercial 
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transaction for registration purposes.”  Id.; see also Standard Pressed Steel Co. v. Midwest 

Chrome Process Co., 183 U.S.P.Q. 758 (TTAB 1974) (“intra-company transaction” to sales 

representative was a bona fide shipment sufficient to lay a foundation for registration); accord 

Zazu Designs, 979 F.2d at 503 (“Courts have read ‘used’ in a way that allows firms to seek 

protection for a mark before investing substantial sums in promotion.”).  Here, Registrant’s 

evidence of use is even stronger than in the cited cases because Registrant’s shipments of 

product into the U.S. were not intra-company shipments, as detailed in the accompanying Cheng 

Declaration.52 

In arguing that Aucera never made bona fide use of Aucera’s BENTLEY Mark, 

Petitioner incorrectly conflates the standards for “use in commerce” to establish trademark rights  

and “use in commerce” to establish priority of use.  Mot. at 5-6; Smith Int’l, Inc. v. Olin Corp., 

209 U.S.P.Q. 1033 (TTAB 1981) (noting that there is a “[h]igher commercial use standard in 

priority disputes” than to lay the foundation for a federal registration).  The authority cited by 

Petitioner involving priority disputes is thus irrelevant to the question of the adequacy Aucera’s 

use to establish trademark rights.  Mot. at 6; Planetary Motion, Inc. v. Techsplosion, Inc., 261 

F.3d 1188, 1196 (11th Cir. 2001) (in determining priority of use in an infringement case, finding 

that the plaintiff’s online distribution of software bearing the mark, even without any sales, was 

“sufficiently public to create ownership rights in the mark”); Blue Bell, Inc. v. Farah Mfg., Co., 

508 F.2d 1260, 1266 (5th Cir. 1975) (in determining priority of use in an infringement case, 

finding no use in commerce where the only sales of the trademarked product were to the 

applicant’s own employees); Sterling Drug Inc. v. Knoll A.-G. Chemische-Fabriken, 159 

                                                 
52 Cheng Decl. ¶¶ 12-19. 
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U.S.P.Q. 628, 631 (TTAB 1968) (determining priority of use in an opposition proceeding).53  In 

any event, here, Registrant’s evidence of use is sufficient to establish both trademarks rights and 

priority of use.  Using the correct standard, the evidence indisputably demonstrates that Aucera 

used the BENTLEY mark in commerce prior to registration, and as of the first use in commerce 

date of May 15, 1995 by shipping watches bearing Aucera’s BENTLEY Mark to various 

individuals in the U.S. for purposes of exploring potential distribution channels for the 

products.54  Thus, Petitioner has not, and cannot, fulfill its burden to demonstrate that there is no 

genuine issue of material fact on the sufficiency of Aucera’s use of the marks to establish 

trademark rights.   

Petitioner’s only argument here is to point to a lack of documentary evidence of Aucera’s 

uses from more than two decades ago.  Mot. at 6-9.  But Aucera has provided testimonial 

evidence of such use both through its interrogatory responses and the (undisputed) 

accompanying Cheng Declaration, as well as having produced documentary evidence of more 

recent shipments.55  Courts routinely deny summary judgment in these circumstances, 

particularly where a significant amount of time has passed since registration and documentary 

evidence may have been lost.  See Tracie Martyn, Inc. v. Baby Butter Originals, Cancellation 

No. 92053374, 2015 WL 9907033, at *3-5 (TTAB Dec. 17, 2015) (respondent’s lost sales and 

distribution documentation did not require summary judgment for petitioner on issue of nonuse) 

(nonprecedential) (copy attached); Automedx, Inc. v. Artivent Corp., 95 U.S.P.Q. 2d 1976 

                                                 
53 The cases cited by Petitioner regarding commercial use sufficient to rebut a prima facie case of 
abandonment, Mot. at 5 n.4, are also irrelevant to the analysis of commercial use necessary to 
establish trademark rights.  Aucera addresses these cases in Section V.B. 
54 Cheng Decl. ¶¶ 12-13. 
55 Cheng Decl. ¶¶ 12-19 & Exs. 1-4; Golinveaux Decl. ¶¶ 2-5 & Exs. 1-4. 
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(TTAB 2010).  Furthermore, Petitioner did not even attempt to depose Aucera prior to filing its 

summary judgment motion and prior to the close of the discovery period.56   

Aucera’s bona fide use of the BENTLEY mark on watches and related products in May 

1995 also corroborates Aucera’s good faith intention to use the BENTLEY mark in commerce as 

of the application date.  See Lane Ltd. v. Jackson Int’l Trading Co., 33 U.S.P.Q. 2d 1351, 1355 

(TTAB 1994) (evidence of later commercial activity can corroborate the applicant’s bona fide 

intention); 37 C.F.R. § 2.89(d) (listing “manufacturing activities” and “steps to acquire 

distributors” as objective evidence of good faith).   Moreover, Aucera’s evidence also rebuts the 

classic hallmarks of a lack of bona fide intent to use, such as the filing of numerous ITU 

applications for the same mark, filing numerous ITU applications for a variety of marks to be 

used on one new product, and filing numerous ITU applications to replace those that lapsed after 

no timely statement of use is filed.  See Salacuse v. Ginger Spirits Inc., 44 U.S.P.Q. 2d 1415 

(TTAB 1997) (listing several examples of objective circumstances which “may cast doubt on the 

bona fide nature of the intent,” nearly all of which involve the filing of multiple and repeated 

ITU applications); see also McCarthy on Trademarks and Unfair Competition, (4th ed.) § 19:14 

(summarizing cases in which a “bad faith applicant” has a “pattern of registering marks for 

which he has no legitimate use” or “files many intent-to-use applications similar or identical to 

famous marks but in a disparate range of products to which the applicant has no relevant 

experience or actual plans”).  Here, Aucera has not filed numerous ITU applications for the 

BENTLEY mark for watches and related products.57   

The undisputed evidence presented by Aucera—and the lack of evidence provided by 

Petitioner—demonstrates that there is no dispute that Aucera had the requisite intent to use the 

                                                 
56 Golinveaux Decl. ¶ 11. 
57 Cheng Decl. ¶ 11. 
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BENTLEY mark on watches as of the application date and used the mark at the time of 

registration.  At the very least, there is a disputed issue of material fact regarding Aucera’s intent 

to use Aucera’s BENTLEY Mark on watches and related products, and use in commerce prior to 

issuance of the Aucera Watch Registration, and summary judgment for Petitioner on this ground 

is inappropriate.  See CKE Restaurant Holdings, Inc.  v. Thompson, Opp’n No. 91205202, 2013 

WL 11247292, at *3-4 (TTAB Sept. 30, 2013) (registrant’s affidavit created issue of fact with 

respect to bona fide intent to use, precluding summary judgment) (nonprecedential) (copy 

attached); accord Automedx, 95 U.S.P.Q. 2d 1976 (testimony regarding sales was satisfactory to 

establish priority of use, even though “not corroborated by any documentary evidence”). 

2. Aucera Used Aucera’s BENTLEY Mark in Commerce Prior to Filing 
Applications for the BENTLEY Mark For Jewelry and Pens 

Aucera filed use-based applications for the BENTLEY word mark for jewelry and pens 

on October 18, 1996, claiming a first use in commerce date of March 1, 1996.58  In the context of 

a use-based application, a federal trademark is void ab initio only if the registration results from 

an application that was filed before the mark was used in commerce on at least some of the 

products at issue.  American Hygienic Labs., Inc. v. Tiffany & Co., 12 U.S.P.Q. 2d 1979, 1984 

(TTAB 1989); Grand Canyon West Ranch LLC v. Hualapai Tribe, 78 U.S.P.Q. 2d 1696 (TTAB 

2006) (“as long as the mark was used on some of the identified goods or services as of the filing 

of the application, the application is not void in its entirety.”).  Again, Petitioner’s only argument 

here is that “there is no evidence of any use of the BENTLEY mark, for any goods, prior to 

September 8, 2001.”  Mot. at 4.  That is not the case.  Aucera’s evidence demonstrates that it first 

shipped jewelry bearing Aucera’s BENTLEY Mark into the U.S. in 1995 and first shipped pens 

bearing Aucera’s BENTLEY Mark into the U.S. in 1996, both for the purpose of establishing 

                                                 
58 Cheng Decl. ¶ 9; Golinveaux Decl. ¶ 9 & Ex. 8 (TSDR documents); Sparkman Decl., Ex. 8 
(TESS printouts). 
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U.S. purchasers and distributors for Aucera’s products in the U.S.59  And as established infra, 

Section V.A, transportation of goods into the U.S. qualifies as a “use in commerce” to establish 

trademark rights, even in the absence of sales.  Int’l Mobile Machines Corp., 800 F.2d at 1120-

21; Standard Pressed Steel Co., 183 U.S.P.Q. 758.  Because Aucera’s evidence demonstrates 

that it used Aucera’s BENTLEY Mark on pens and jewelry in commerce consistently with the 

“first use in commerce” date of March 1, 1996 stated in the applications, Petitioner’s motion for 

summary judgment on this ground should be denied, and Registrant’s cross-motion should be 

granted. 

V. Petitioner Is Not Entitled to Summary Judgment on the Issue of Cancellation 

A. Aucera Made Bona Fide Use of the Marks to Support Registration 

For the reasons set forth above in Section IV, Aucera has established that it used the 

BENTLEY mark in commerce on watches, pens, and jewelry consistently with the stated “first 

use in commerce” dates of May 15, 1995 for watches and March 1, 1996 for pens and jewelry by 

shipping the relevant products bearing Aucera’s BENTLEY Mark to individuals in the U.S. for 

the purpose of establishing U.S. customers and distribution channels.60  Therefore, Petitioner has 

not met its burden to demonstrate that there is no genuine issue of material fact regarding 

Aucera’s use of the BENTLEY Mark prior to their registration. 

B. Petitioner Has Not Established Non-Use to Create a Presumption of 

Abandonment    

A claim for cancellation based on abandonment of a federal trademark registration 

requires proof of “(1) discontinuance of trademark use and (2) intent not to resume such use.”  

Electro Source, LLC v. Brandess-Kalt-Aetna Grp., Inc., 458 F.3d 931, 935 (9th Cir. 2006) 

(emphasis in original); 15 U.S.C. § 1127.  “[A]bandonment requires complete cessation or 

                                                 
59 Cheng Decl. ¶¶ 12-13, 19. 
60 Cheng Decl. ¶¶ 12-19 & Exs. 1-4. 
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discontinuance of trademark use” and “[e]ven a single instance of use is sufficient against a 

claim of abandonment of a mark if such use is made in good faith.”  Electro Source, 458 F.3d at 

938 (emphasis in original) (quoting Carter-Wallace, Inc. v. Procter & Gamble Co., 434 F.2d 

794, 803-04 (9th Cir. 1970)); see also Grocery Outlet Inc. v. Albertsons, Inc., No. C 06-02173 

JSW, 2008 WL 5245962, at *7 (N.D. Cal. 2008); Am. Ass’n for Justice v. The Am. Trial Lawyers 

Ass’n, 698 F. Supp. 2d 1129, 1138 (D. Minn. 2010).   

Even if prima facie abandonment is established by the petitioner by proving three 

consecutive years of nonuse, the registrant can rebut this presumption by “showing valid reasons 

for nonuse or by proving lack of intent to abandon.”  Star-Kist Foods, Inc. v. P.J. Rhodes & Co., 

769 F.2d 1393, 1396 (9th Cir. 1985).  “[A] registrant may rebut a prima facie case either by 

disproving the underlying facts from which the presumption arises … or the presumed fact itself, 

i.e., no intent to resume use.”  Cerveceria Centroamericana, S.A. v. Cerveceria India, Inc., 892 

F.2d 1021, 1026 (Fed. Cir. 1989).   

1. Transportation of Goods and Other Non-Sales Activities Can Constitute a 
“Use in Commerce”  

As in the analysis of “use in commerce” necessary to support federal registration of a 

mark, “use in commerce” for purposes of an abandonment analysis does not require evidence of 

actual sales, and the transportation of goods bearing the mark into the U.S. constitutes a 

sufficient use in commerce.  Electro Source, 458 F.3d at 936 (“the meaning of ‘use’ for the 

purpose of abandonment … includes the placement of a mark on goods sold or transported”) 

(emphasis added).  Generally, “[u]se in commerce should be interpreted with flexibility to 

account for different industry practices” and “even sales made in a test marketing program will 

probably suffice as a bona fide use of the mark in the ordinary course of trade because test 

market sales are a common harbinger of a proposed new product launch.”  Automedx, 95 
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U.S.P.Q. 2d 1976.  “[T]he definition should be interpreted with flexibility so as to encompass 

various genuine, but less traditional, trademark uses, such as those made in test markets, 

infrequent sales of large or expensive items, or ongoing shipments of a new drug to clinical 

investigators by a company awaiting FDA approval, and to preserve ownership rights in a mark 

if, absent an intent to abandon, use of a mark is interrupted due to special circumstances.”  Id. at 

*6 (quoting Senate Judiciary Committee Report No. 100-515, P. 44-45 (September 15, 1988)).  

See also supra, Section V.A; Int’l Mobile Machines Corp., 800 F.2d at 1120-21; Standard 

Pressed Steel Co., 183 U.S.P.Q. 758. 

Furthermore, advertising and promotions that allow the public to identify and distinguish 

the trademarked goods can constitute a “use in commerce.”  See New West Corp. v. NYM Co. of 

Cal., 595 F.2d 1194, 1200 (9th Cir. 1979) (promotional mailing along with solicitation of 

potential distributors constituted “public identification” of the mark and therefore constituted a 

use in commerce); Rearden, 683 F.3d at 1205; Grey Matter Medical Prods., LLC v. Schreiner 

Grp. Ltd. P’ship, No. C13-5861 BHS, 2015 WL 106199, at *3 (W.D. Wash. Jan. 7, 2015) (the 

plaintiff’s evidence of “market research in 2004-2005, one sales pitch in 2005, disclosures to 

manufacturers of prototypes, and FDA approval activities” was sufficient to “create questions of 

fact” regarding its alleged abandonment of the mark). 

2. Aucera Did Not Discontinue Trademark Use 

Here, Petitioner claims that there are periods of Aucera’s non-use of the marks based on a 

lack of documentary evidence.  Mot. at 11-13.  However, Aucera has presented evidence of 

shipments and sales of watches, jewelry, and pens bearing Aucera’s BENTLEY Mark to various 

individuals and entities in the U.S. for purposes of establishing customers and channels of 

distribution for products bearing Aucera’s BENTLEY Mark, as well as sales made as a result of 
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these efforts.61  In addition to the initial shipments to Mr. Huang, Little Bug, World of Wonder, 

Mr. Tsai, and Ms. Ma from 1995 to 2008, sales made to Mr. Tsai in 1996, and shipments of 

watches to for display in U.S. jewelry stores in 2006, Aucera has shipped its watches, jewelry, 

and pens bearing Aucera’s BENTLEY Mark to its sales and marketing consultant, Robert 

Bonnem, starting in June 2014.62  Some of these products were for Mr. Bonnem to use to 

promote the product lines and develop distributors, while others were intended to compensate 

Mr. Bonnem for the time he was investing in Aucera’s U.S. marketing and distribution efforts.63    

In addition, Aucera has continuously advertised and promoted products bearing Aucera’s 

BENTLEY Mark to U.S. retailers and consumers.64   

Aucera’s evidence demonstrates that Aucera has been making good faith efforts to 

establish purchasers and distribution channels for products bearing Aucera’s BENTLEY Mark in 

the U.S. since the 1990s, has made a number of shipments and sales of product into the U.S., 

including as recently as 2015 for purposes of compensating its partners and of exploring 

potential distribution channels in the U.S., and that sales were made to U.S. consumers as a result 

of Aucera’s efforts.65  The fact that Aucera has not yet had widespread success in making 

additional sales does not prove that it has abandoned Aucera’s BENTLEY Mark in light of its 

sales and shipments of products bearing the mark into the U.S. and prominent advertising and 

                                                 
61 Cheng Decl. ¶¶ 12-19 & Exs. 1-4; see also Golinveaux Decl. ¶ 3 & Ex. 2 at Interrogatory Nos. 
48-49, 52-53, and 56-57, contending that Aucera has continuously used Aucera’s BENTLEY 
Mark for watches in the U.S. from 1995 through the present, and Aucera’s BENTLEY Mark for 
pens and jewelry in the U.S. from 1997 through the present, by transporting these products to the 
U.S. and promoting them to potential U.S. customers and distributors. 
62 Id. 
63 Cheng Decl. ¶ 18. 
64 Cheng Decl. ¶¶ 20-25, 27 & Exs. 5-7. 
65 Id. ¶¶ 12-19 & Exs. 1-4. 
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promotion of the products in the U.S.66  Furthermore, Aucera’s BENTLEY-branded watches are 

luxury items currently offered for sale for between $1,150 and $4,300.67  In this competitive 

market for expensive luxury products, smaller and more infrequent uses in commerce are 

sufficient to sustain a mark against a claim of abandonment.  See, e.g., Automedx, 95 U.S.P.Q. 2d 

1976.  All of the uses summarized here and set forth in detail in the unrebutted Cheng 

Declaration are sufficient to constitute “uses in commerce” and avoid abandonment.  Electro 

Source, 458 F.3d at 936. 

The cases cited by Petitioner from thirty and forty years ago, Mot. at 5 n.4 & 8-9, are 

distinguishable here.  In Jean Patou, the court found that the low number of sales evidenced the 

defendant’s desire to merely reserve the mark for potential use on perfume in the future and 

prevent the plaintiff (a more successor seller of perfume abroad) from importing its perfume into 

the U.S.  495 F.2d at 1274 (“[t]he twenty year period of inaction by defendant persuades us that 

any use it made of the SNOB mark was purely defensive …”); see also Exxon Corp. v. Humble 

Exploration Co., Inc., 695 F.2d 96, 100-01 (5th Cir. 1983) (finding that Exxon’s failure to sell 

any products that used the HUMBLE mark to identify its source evidenced its desire to merely 

prevent others from using the mark).  Here, Aucera has set forth unrebutted evidence 

demonstrating that the sales, shipments, and advertisements of watches, jewelry, and pens 

bearing Aucera’s BENTLEY Mark were good faith attempts to establish sales and distribution 

channels in the U.S. and not defensive attempts to reserve the mark for later use or keep a 

competitor at bay.68  See Allard, 146 F.3d at 359 (finding that the defendants’ use of the mark 

“on at least one fax, on at least one resume, and in numerous other solicitations” was sufficient to 

                                                 
66 Id.; see also Cheng Decl. ¶¶ 20-25, 27 & Exs. 5-7. 
67 Cheng Decl. ¶ 21 & Ex. 5. 
68 Cheng Decl. ¶¶ 12-19 & Exs. 1-4. 
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constitute use in commerce establishing priority because the defendants were not engaged in 

“disingenuous uses of a trademark, or mere attempt to reserve the APR mark for later 

utilization.”).   

C. Aucera Has Rebutted Any Presumption of Non-Use 

Even if Petitioner had come forward with sufficient evidence to establish a prima facie 

case of non-use, Aucera has rebutted the presumption by showing continued uses in commerce 

and by showing lack of intent to abandon the marks.69  Furthermore, Aucera has presented 

evidence of its continued substantial efforts to break into the U.S. market, evidencing its lack of 

intent to abandon the marks.70  The discovery responses, documentary evidence, and unrebutted 

declaration from Aucera’s President is more than sufficient to rebut this presumption for 

purposes of defeating a summary judgment motion.  See Bizar v. Dee, 618 Fed. App’x 913, 917 

(9th Cir. 2015) (“[b]ecause Bizar stated in his affidavits that he continuously used the trademark 

and never intended to abandon it, summary judgment on these claims was inappropriate”); 

accord Becker v. Williams, 777 F.3d 1035, 1041 (9th Cir. 2015) (“Summary judgment is 

notoriously inappropriate for determination of claims in which issues of intent, good faith and 

other subjective feelings play dominant roles.”); Nature’s Path Foods Inc. v. Mary’s Gone 

Crackers, Inc., Cancellation No. 92059388, 2015 WL 9702638, at *3 (TTAB Dec. 29, 2015) 

(“Even where a three-year statutory period of nonuse of a mark is established, the Board may 

consider evidence and testimony regarding a defendant’s practices that occurred before or after 

the three-year statutory period to infer the defendant’s intent to resume use during the nonuse 

period.”) (nonprecedential) (copy attached). 

 

                                                 
69 See supra, Section V.B; see also Cheng Decl. ¶ 31. 
70 Id. 
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D. Petitioner’s Claim That Aucera Attempted to Create a “Paper Trail” of Sales 

Is False, Based on Inadmissible Evidence, and Does Not Create A Genuine 

Issue of Material Fact 

Petitioner spends a few pages at the end of its Motion arguing that certain documents 

produced by Aucera should not be given weight.  Mot. at 14-16.  Petitioner focuses on an email 

from a former low-level employee of a company that Aucera hired to promote its products 

asking a third party distributor to help it provide evidence of trademark use.  Mot. at 14.71  As a 

preliminary matter, the declaration submitted by Petitioner purportedly setting out this third party 

individual’s “scheme” constitutes inadmissible evidence that must be disregarded.  Sparkman 

Decl., Ex. 25 (declaration of CFO of ResultCo) at ¶ 3.  Specifically, the declaration states that a 

different ResultCo employee was contacted by an individual named Lucius Russell Chen and 

purports to set forth the conversation between the employee and Mr. Chen and attaches an 

unauthenticated email in which the declarant was neither the sender or receiver.  Id. at Ex. B.  

Aucera objects to this “evidence” as inadmissible hearsay and unauthenticated evidence pursuant 

to California Evidence Code §§ 1200, 1400, and 1401, which should be disregarded.  

Furthermore, Aucera has provided evidence that Lucius Russell Chen was not associated with 

Aucera, nor did Aucera ever instruct him to create any fake paper trail of evidence of use in the 

U.S.72  In any event, in opposing this Motion, Aucera does not rely on any of the evidence 

identified by Petitioner as “distrustful,” nor does Petitioner even attempt to connect any of these 

documents to the issues relevant to this Motion.  Thus, none of these documents creates a 

disputed issue of material fact sufficient to satisfy the summary judgment standard.  

 

                                                 
71 See also Cheng Decl. ¶ 26; Golinveaux Decl. ¶ 5 & Ex. 4 at Interrogatory No. 67. 
72 Cheng Decl. ¶ 26; Golinveaux Decl. ¶ 5 & Ex. 4 at Interrogatory No. 67, stating that “Lucius 
Russell Chen is not employed by Aucera.  It is Aucera’s understanding that Lucius Russell Chen 
is a former employee of Pyxis Enterprise Co., Ltd.” 
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VI. Conclusion 

For all of these reasons, Registrant has come forward with more than sufficient evidence 

to establish its use in commerce sufficient to support the three registrations at issue.  Petitioner’s 

Motion for Summary Judgment should be denied. 

Registrant’s Cross-Motion for Summary Judgment 

Registrant Aucera SA hereby moves this Board for summary judgment pursuant to 

T.B.M.P. § 528 and Federal Rule of Civil Procedure 56 and requests that the Board enter an 

order denying Petitioner’s petition to cancel the Aucera Watch Registration, the Aucera Jewelry 

Registration, and the Aucera Pen Registration.  Aucera respectfully submits that the records of 

the U.S. Patent & Trademark Office and the pleadings, along with the discovery responses, 

documents produced, the unrebutted Cheng Declaration, the Golinveaux Declaration, and the 

exhibits attached thereto, establish that: 

(1)  Aucera had a bona fide intent to use the BENTLEY mark on watches and related 

products as of April 14, 1995, the date of the ITU application, and first used the BENTLEY mark 

on watches in commerce in May 1995, consistent with the Amendment to Allege Use 

subsequently filed, and therefore the Aucera Watch Registration is not void ab initio; 

(2) Aucera first used the BENTLEY mark on jewelry and pens on or prior to the 

“first use in commerce” date of March 1, 1996 set forth in the applications, and therefore the 

Aucera Jewelry and Pen Registrations are not void ab initio; 

(3) Aucera’s shipments and sales of watches, jewelry, and pens bearing Aucera’s 

BENTLEY Mark from 1995 to the present, sales of products bearing Aucera’s BENTLEY Mark 

to U.S. consumers, advertisements and promotions of BENTLEY-branded products, and 

Aucera’s continued efforts to establish purchasers and distribution channels in the U.S. for 
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watches, jewelry, and pens bearing Aucera’s BENTLEY Mark constitute uses in commerce 

establishing that Aucera has not abandoned the rights it established in Aucera’s BENTLEY 

Mark; and 

(4) Even if Petitioner were able to make a prima facie showing of abandonment, the 

evidence is sufficient to rebut that presumption. 

 

 
Dated:  May 24, 2016    By: /s/ Jennifer A. Golinveaux  

Jennifer A. Golinveaux 
WINSTON & STRAWN LLP 
101 California Street, 35th Floor 
San Francisco, CA  94111-5894 
Telephone:  415-591-1000 
Facsimile:   415-591-1400 
Email:  jgolinveaux@winston.com 
 
Diana Hughes Leiden 
WINSTON & STRAWN LLP 
333 South Grand Avenue 
Los Angeles, CA 90071 
Telephone: 213-615-1700 
Facsimile:  213-615-1750 
Email:  dhleiden@winston.com 
   
Attorneys for Registrant Aucera SA 
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CERTIFICATE OF SERVICE 

In re:  Bentley Motors Limited v. Aucera SA 
Cancellation No.:  92060353 

 
 I hereby certify that a true and complete copies of: 
 

REGISTRANT’S OPPOSITION TO PETITIONER’S MOTION FOR SUMMARY 

JUDGMENT AND REGISTRANT’S CROSS-MOTION FOR SUMMARY 

JUDGMENT 

 

DECLARATION OF CHIA-HSIANG CHENG IN SUPPORT OF REGISTRANT’S 

OPPOSITION TO PETITIONER’S MOTION FOR SUMMARY JUDGMENT 

AND REGISTRANT’S CROSS-MOTION FOR SUMMARY JUDGMENT AND 

EXHIBITS 1-9 

 

DECLARATION OF JENNIFER A. GOLINVEAUX IN SUPPORT OF 

REGISTRANT’S OPPOSITION TO PETITIONER’S MOTION FOR SUMMARY 

JUDGMENT AND REGISTRANT’S CROSS-MOTION FOR SUMMARY 

JUDGMENT AND EXHIBITS 1-9 

 
has been served on: 

 
(1) Petitioner’s counsel of record, Jessica Bromall Sparkman, by mailing said copy on May 

24, 2016 via Federal Express to: 
 

JEFFER MANGELS BUTLER & MITCHELL LLP 
1900 AVENUE OF THE STARS, SEVENTH FLOOR 
LOS ANGELES, CA 90067 

 
 
Executed:  May 24, 2016 By:  /s/ Diana Hughes Leiden 

         Diana Hughes Leiden 
 
 
 

 
        



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the matter of trademark Registration No.:  2007286, 2096184, 2096186 
For the mark:  BENTLEY 

BENTLEY MOTORS LIMITED, 

  Petitioner, 

 v. 

AUCERA SA, 

  Registrant. 

 Cancellation No.:  92060353 

DECLARATION OF CHIA-HSIANG CHENG IN SUPPORT OF REGISTRANT’S 

OPPOSITION TO PETITIONER’S MOTION FOR SUMMARY JUDGMENT AND 

REGISTRANT’S CROSS-MOTION FOR SUMMARY JUDGMENT 

I, Chia-Hsiang Cheng, declare as follows: 

1. I am the President of Aucera SA (“Aucera”), a public limited Swiss company 

based in La Chaux-de-Fonds, Switzerland.  I make this declaration in support of Aucera’s 

Opposition to Petitioner’s Motion for Summary Judgment and Aucera’s Cross-Motion for 

Summary Judgment.  I have personal knowledge of the matters set forth herein, and if called 

upon as a witness I could competently testify thereto. 

I. Longstanding Use of Registrant’s BENTLEY Mark for Watches and Related 

Products by Registrant and Its Predecessor 

2. Aucera’s BENTLEY mark has a longstanding international history of use in 

connection with watches and related products.  The predecessor in interest to Aucera’s 

BENTLEY mark for watches and related products was a company based in La Chaux-de-Fonds, 

Switzerland.  La Chaux-de-Fonds is known as the birthplace of modern watchmaking.  From 



1948 until the mid-1990s, Aucera’s predecessor in interest manufactured and sold watches and 

related products under the BENTLEY mark.   

3. I first became involved in the watch business in the late 1980s.  I started in 1989 

as a product manager of Aucera Technology Corporation.  My business plan was to manufacture 

and sell high-tech ceramic watches and related products in a number of countries, including the 

U.S.  In 1995, I started a related entity, Aucera SA. 

4. In 1995, I was looking for a new brand for a high-end line of watches and related 

products to be offered by Aucera.  At BaselWorld, an international trade show in Switzerland 

attended by international watch and jewelry brands, distributors, and retailers, I was introduced 

to an individual with connections in the watch business in Switzerland.  His company, DDL S.A. 

Horlogerie, had acquired the worldwide rights to the BENTLEY mark for watches and related 

products.  In January 1996, DDL S.A. Horlogerie assigned to Aucera the worldwide rights in and 

to the BENTLEY mark for watches and related products, including International Registration 

No. 137390 and Swiss Registration No. 360572.

5. Currently, I own the registrations for the mark BENTLEY for watches and related 

goods in more than 75 countries around the world, including the United States, China, Taiwan, 

Singapore, Hong Kong, Philippines, Malaysia, Indonesia, Vietnam, Brunei, Laos, Kuwait, Saudi 

Arabia, India, South Africa, Finland, Russia, Cuba, Poland, and Macau (“Aucera’s BENTLEY 

Mark”).

6. Aucera sells watches, jewelry, and pens bearing Aucera’s BENTLEY Mark in 

BENTLEY-branded boutiques and department stores in China.  Aucera’s BENTLEY-branded 

products are also sold in jewelry stores in the Middle East, Taiwan, Germany, France, 



Switzerland, Russia, Mongolia, Hong Kong, Macau, Singapore, Malaysia, and Indonesia.  

Aucera receives hundreds of thousands of dollars in revenue from these sales each year.  

7. At the time that I acquired international rights for the BENTLEY mark for 

watches and related products, I also planned to begin selling watches, jewelry, and pens bearing 

Aucera’s BENTLEY Mark to U.S. customers online and in retail stores. 

II. Registration of Aucera’s BENTLEY Trademarks in the United States 

8. As part of my plan to sell BENTLEY-branded watches and related products in the 

U.S., on April 14, 1995, I had an intent-to-use U.S. application for the BENTLEY Mark filed on 

behalf of Aucera for watches, watch bands, watch chains, and watchcases, Application Serial No. 

74661347.  On February 28, 1996, Aucera filed an Amendment to Allege Use, stating that the 

mark had been used in U.S. commerce on watches and related products at least as early as May 

15, 1995.

9. On October 18, 1996, I had use-based U.S. applications filed on behalf of Aucera 

for the BENTLEY mark on jewelry and pens, Application Serial Nos. 75183918 and 75183921, 

respectively, claiming first use in U.S. commerce on jewelry and pens on March 1, 1996.

10. Application Serial No. 74661347 for watches and related products registered on 

the Supplemental Register on October 8, 1996 (Registration No. 2,007,286) and Application 

Serial Nos. 75183918 and 75183921 for jewelry and pens registered on the Supplemental 

Register on September 9, 1997 (Registration Nos. 2,096,184 and 2,096,186, respectively). 

11. Aucera has not filed numerous “intent-to-use” applications for the BENTLEY 

mark for watches and related products. 



III. Sales and Shipments of Products Bearing Aucera’s BENTLEY Mark 

12. Since the mid-1990s, I have shipped watches, jewelry, and pens bearing Aucera’s 

BENTLEY Mark to a number of recipients in the U.S., as further described below.  These 

products were manufactured in Taiwan by Aucera’s affiliated company, Aucera Technology 

Corporation.

13. In May 1995, I shipped five watches and five pieces of jewelry bearing Aucera’s 

BENTLEY Mark to Paul Huang in Queens, New York.  Mr. Huang was working with Aucera to 

identify potential purchasers and U.S. distributors for Aucera’s products.  In March 1996, I 

shipped five pens bearing Aucera’s BENTLEY Mark to Mr. Huang.  While I had the 

documentation for these shipments in my files in the 1990s, they have not been retained in the 

intervening decades. 

14. Beginning in 1996, I also shipped watches bearing Aucera’s BENTLEY Mark to 

two companies in Illinois, World of Wonder, Inc. (“World of Wonder”) and Little Bug, Inc. 

(“Little Bug”), that were working with Aucera to promote Aucera’s BENTLEY-branded 

products in the U.S. and to identify purchasers and distributors.   From 1996 to 2001, I shipped 

approximately 12 watches bearing Aucera’s BENTLEY Mark to the principals of World of 

Wonder and Little Bug, Jack Tsai and Helen Wu, in Illinois and Georgia, including shipments on 

the following dates:  November 5, 1996, November 27, 1996, and September 8, 2001.  Aucera 

sold Mr. Tsai an additional at least two watches and four pens bearing Aucera’s BENTLEY 

Mark on August 27, 1996.  Attached hereto as Exhibit 1 are true and correct copies of 

documents associated with the shipments and sales to Mr. Tsai and Ms. Wu.  I discovered certain 

of these documents recently while reviewing the historical files of Aucera Technology 

Corporation, the affiliated company of Aucera SA.   



15. Mr. Tsai then made sales of approximately eight watches and seven pairs of 

sunglasses to U.S. consumers in late 1996 and early 1997.  Attached hereto as Exhibit 2 are true 

and correct copies of documents evidencing certain of these sales that I have been able to locate.  

I discovered these documents recently while reviewing the historical files of Aucera Technology 

Corporation.  Mr. Tsai and Ms. Wu continued to explore potential U.S. purchasers and 

distributors for Aucera’s BENTLEY-branded products.

16. In approximately 2006, I provided additional inventory of watches bearing 

Aucera’s BENTLEY Mark to an individual named Yenchi Chen with connections to several 

jewelry stores in the U.S., where the watches were displayed for sale. 

17. In early 2008, I shipped approximately 10 watches bearing Aucera’s BENTLEY 

Mark to another individual, Mag Ma, in New Jersey.  I shipped Ms. Ma approximately five 

watches on January 30, 2008, and approximately another five watches on April 19, 2008.

During this period, Aucera was licensed to manufacture and sell watches in Taiwan bearing the 

trademarks of the New York Yankees.  Ms. Ma became acquainted with Aucera’s business in 

Taiwan and was involved in sports management.  After being impressed with Aucera’s business 

activities in Taiwan, she worked with Aucera to identify opportunities to sell BENTLEY-

branded watches at baseball stadiums in New York.  Attached hereto as Exhibit 3 are true and 

correct copies of shipping documents associated with these shipments. 

18. Beginning in June 2014, I shipped a number of watches, jewelry, and pens 

bearing Aucera’s BENTLEY Mark to an individual, Robert Bonnem.  Mr. Bonnem has been 

working to establish marketing and sales channels for products bearing Aucera’s BENTLEY 

Mark in the U.S.  I shipped Mr. Bonnem five watches on June 17, 2014; one watch on June 25, 



2014; five watches, 10 pieces of jewelry, and five pens on October 15, 2014; and one watch on 

February 14, 2015.  Some of these products were for Mr. Bonnem to use to promote the product 

lines and develop distributors, and some of these products were intended to compensate Mr. 

Bonnem for the time he was investing in Aucera’s U.S. marketing and distribution efforts.  

Attached hereto as Exhibit 4 are true and correct copies of the FedEx documents associated with 

these shipments.   

19. The shipments detailed above were made for the purpose of identifying and 

establishing U.S. purchasers and distributors for products bearing Aucera’s BENTLEY Mark.  I 

also wanted to determine whether the products would sell in the United States before I invested 

substantial sums in Aucera’s U.S. operations.

IV. Aucera’s Marketing Efforts in the United States 

20. Aucera has marketed and promoted products bearing Aucera’s BENTLEY Mark 

in the U.S. in several different ways.  First, Aucera has promoted BENTLEY-branded products 

online, including on a website dedicated to these products located at www.bentleyluxury.com 

(the “Bentley Luxury Website”). The Bentley Luxury Website, which has been operated since at 

least as early as 2011 by Pyxis Enterprise Co., Ltd. (“Pyxis”), Aucera’s licensee for marketing 

and promotional efforts in the U.S., features promotional articles, images, and videos of watches, 

jewelry, and pens bearing Aucera’s BENTLEY Mark that are currently for sale, details the 

history of the BENTLEY brand, and lists North American retailers where products bearing 

Aucera’s BENTLEY Mark are available:  ResultCo (“ResultCo”) in West Bloomfield, Michigan 

and Blount Jewels, Inc. (“Blount Jewels”) in Silver Spring, Maryland. 



21. Aucera’s BENTLEY-branded products are also offered for sale on Blount Jewels’ 

website (www.blountjewels.com), which has offered for sale watches bearing Aucera’s 

BENTLEY Mark in addition to other luxury watch brands.  True and correct copies of 

screenshots from the Blount Jewels website showing watches bearing Aucera’s BENTLEY Mark 

for sale are attached as Exhibit 5.  Watches bearing Aucera’s BENTLEY Mark are offered for 

between $1,150 and $4,300 on this website, and U.S. consumers are able to purchase watches on 

this site.   

22. Aucera also has a Facebook page for its Bentley-branded products, which 

currently has more than 575,000 fans (www.facebook.com/BENTLEYLUXURY or “Aucera’s 

Bentley Facebook Page”). Aucera’s Bentley Facebook Page features stylized advertisements for 

watches, jewelry, and pens bearing Aucera’s BENTLEY Mark and directs potential customers to 

the Bentley Luxury Website.  On this page, which has been operated by Pyxis on Aucera’s 

behalf since 2012, Pyxis communicates directly with potential customers by responding to price 

inquiries and questions about where the products are available, as well as directing all visitors to 

the Bentley Luxury Website and the email address info@bentleyluxury.com.  True and correct 

copies of screenshots from this Facebook page are attached as Exhibit 6.

23. Aucera has also promoted BENTLEY-branded products in print advertisements 

and promotional brochures distributed to potential sellers of products bearing Aucera’s 

BENTLEY Mark in the U.S.  

24. Starting in 2006, at my direction, Aucera created promotional brochures 

advertising watches, pens, and jewelry bearing Aucera’s BENTLEY Mark.  I sent these 

advertisements along with the products to associates and potential distributors in the U.S., 



including Little Bug, so that they could display them in stores and distribute them to potential 

purchasers.

25. In 2014, Aucera placed print advertisements in newspapers for watches, 

sunglasses, and pens bearing Aucera’s BENTLEY Mark, including in the Birmingham Eccentric.  

True and correct copies of this advertisement are attached as Exhibit 7.

26. It is my understanding that Lucius Chen is a former employee of Pyxis.  Aucera 

has never had a contract with Lucius Chen. Aucera did not authorize Mr. Chen to contact 

ResultCo or anyone else for the purpose of creating a false paper trail of sales of products 

bearing the Aucera Mark in the United States. 

V. Aucera’s Continuing Efforts to Develop Distribution Channels in the United States 

27. In my continuing efforts to develop marketing channels and expand sales of 

products bearing Aucera’s BENTLEY Mark in the U.S., Pyxis attends prominent industry trade 

shows on behalf of Aucera, where it displays Aucera’s BENTLEY-branded watches, and 

networks with potential distributors, sellers, and customers.  Pyxis has attended the BaselWorld 

international watch and jewelry trade show every year since 2010 and attended the JCK watch 

and jewelry trade fair in Las Vegas in 2010, and promoted Aucera’s BENTLEY-branded 

watches at each of these trade shows.  BaselWorld is an international trade show for watches and 

jewelry that attracts nearly 100,000 visitors each year, and JCK is the leading jewelry trade show 

in the U.S.  These trade shows are attended by some of the most well-known international watch 

and jewelry brands, as well as distributors and retailers.  True and correct copies of floor maps 

and catalogs from BaselWorld, featuring Aucera’s products, and photographs of Aucera’s 

presence at the JCK fair in 2010 are attached as Exhibit 8.



28. In June 2014, I began working with Robert Bonnem, who resides in Florida and 

has a strong background in luxury watches and jewelry.  Mr. Bonnem is a sales and marketing 

consultant who has been working to further establish customers, marketing, and sales channels 

for products bearing Aucera’s BENTLEY Mark in the U.S., including both online and brick-and-

mortar retail stores.  Mr. Bonnem also advises Aucera on product design and marketing.   

29. I have shipped products bearing Aucera’s BENTLEY Mark to Mr. Bonnem, as 

detailed in Paragraph 16 above.  Some of these products were for Mr. Bonnem to use to promote 

the product lines and develop distributors, and some of these products were intended to 

compensate Mr. Bonnem for the time he was investing in Aucera’s U.S. marketing and 

distribution efforts.

30. Mr. Bonnem has contacted a number of potential distributors, and he continues to 

meet with companies and individuals in order to establish relationships with potential retailers 

and distributors of products bearing Aucera’s BENTLEY Mark.  True and correct copies of 

emails between Mr. Bonnem and Norm Kushner, copying me, discussing the possibility of 

selling BENTLEY-branded products on Amazon, are attached as Exhibit 9.

31. I have never intended to abandon use of Aucera’s BENTLEY Mark on watches, 

jewelry, or pens in the U.S.  To the contrary, over the past three years I have spent considerable 

time designing and developing new and unique watches and related products that I believe will 

attract U.S. purchasers, distributors, and retailers.  I intend to continue my efforts to establish 

both online and brick-and-mortar distributors of watches, pens, and jewelry bearing Aucera’s 

BENTLEY Mark in the U.S., including by increasing Aucera’s web presence in the U.S., 

sending Pyxis to attend additional U.S. watch and jewelry trade shows, and continuing Aucera’s 

relationship with Mr. Bonnem.   





EXHIBIT 1















EXHIBIT 2





EXHIBIT 3







EXHIBIT 4



































EXHIBIT 5 

  



<<00017>>

My Baby 

Pearls 

Pin eider 

Pumas 

Soorpion 

Sky 

Tender 

Thistle &Bee 

Van Der Bauwcde 

Versailles 

Zoccai 

Zodiac 

WATCHES 

A. Lange andSohne 

Audemars Piguet 

Baun1e & Mercier 

Bentley 

Blancpain 

Breguet 

Breitling 

Bulgari 

Cartier 

Chopard 

CTScuderia 

Cyril Rate! 

Girard-Perregaux 

Grahan' 

Hamilton 

IWC 

jaeger LeCoultre 

Montblanc 

Rolex 

Serket 

Tag Heuer 

Tissot 

Yonger & Bresson 

Zanetti 

Watch Winders 

Undenvood 

DESIGNERS TITLE 

Bentley 

QUICKVITh' 

• 

BENTLEY 

BENTLEY BOURBON AUTOMATIC WATCH 
86 - lSSH 

s 2,400.00 s ｾ＠ ,899.99 

QUIC,.,vlEW 

• 

QUICK VIEW 

• 

BENTLEY 

BENTLEY BOURBON AUTOMATIC WATCH 
86 - 1SS93 

S 2,400.00 S ｾ Ｎ ＸＹＹ Ｎ ＹＹ＠

QlllCK v!E\v 

• 

QL1CKVIEW 

• 

BENTLEY 

BENTLEY BOURBON BIG DATE WATCH 84 -

SOOOl 

S l,lSO.OO S 4,899.99 

QU!CJ;. ,. tll\' 

• 

,... 



<<00018>>

f ｾ＠ ® "' il!li 

BRANDS & DESIGNERS COLLECTIONS 

Bentley Luxury Watches 

ROLEX 

President 

Submariner 

Yachlamastcr 

Day tona 

FINE JEWELRY 

Bracelets 

Earrings 

Gentlemen 

Necklaces 

Pendants 

Rings 

Brooches & Pins 

COllECTIONS 

Atelier 

Atlantis Collection 

Babylon 

Dreams 

Gayubo 

Gothic 

Gucci 

He reo 

Mastoloni 

My Baby 

Pearls 

Pineider 

ｦｊｏＮ ＮＦＮｾ ｯ＠

ｂｌ ｾｕｎｔ＠ JEWELS 

BRIDAL DIAMONDS JEWELRY 

• 

BENTLEY 

BENTLEY BOURBON AUTOMATIC WATCH 

86- 15001 

s 4,300.00 -5-4-;BOO.oo 

QUIChVlEW 

HAUTE HOROLOGY THE WORLD OF BLOUNT GIFTS 

A. LANGE AND SOHNE 

AUDEMARS PIGUfT 

BREGUfT 

BREITUNG 

BULGARI 

CARTIER 

CHOPARD 

CT SCUDERIA 

CYRIL RATEL 

BENTLEY 

BENTLEY BOURBON AUTo GIRARD-PERREGAUX 

86- 1501: 

S 2,400.00 -5-+, GRAHAM 

Ql.lC.... \1F HAMILTON 

IWC 

• 

BENTLEY 

.BON AUTOMATIC WATCH 

.86- 15481 

ｬｏＮｏｏ ｾ＠

ｾｌＱｃｋ＠ v1EW 

BLOC 

Pumas 

:';pion • JAEGER LECOULTRE • 

Tender 4 - 4 - MONTBLANC - ..... Ｍｾ ＭＭＭＭＭＭＭＭＭＭ Ｍ ＭＭＭ



EXHIBIT 6 

  



AUCERA000061

6 0 0 (1) Bent ley 

I ｾ＠ , ... ｉｉ ｾ＠ II + jf) https:lfwww.facebook .com/BENTLEYLUXURY/ ' f ref=tS e I (Q.· facebook 

CO 
•••• 
•••• •••• :±:t!i Leica EL .. CFever.com ,:!;!!; leica AP ... CFever.com ｉｊＡｩｩＡｴｩｩＡｬｩｦｩｾ ＱＡｦ ｬＡＮｾｆＮｩｩｩＡｬｩｾ ｬＮ｜ｬ＠ ELPRO 1:2-1:1 I eBay lei ca STA 1 ... ollar I eBay leica APO M ... 240 I eBay ＼ｉ＾ｉｊＡｩＡｬｩｾ ［ｬｴｬ［ＡｴＩ ＮｬＺ ｪＡｦ ｩＡｩｊ＠ Porsche/ !IO ... oo! li!ll 

ＱＱＱＱＱｾＱＱ＠ ﾷｾ＠

o. 11 w !lt: *B aniJ 1!l i1i a\llls!ix 

549,904 Ammnt 

• ｕｬｬｬｬＦＡ＼ｴｬｩｩｬｾＪＪｬｬｾｬｬｬｬ＠

ﾷ ｾ＠

Bentley is endowed with heritage and inspired 

by the future. 

Swiss Precision Craft Since 1948 

www. bentleyluxury .com 
info@bentleyluxury .com 

http://www.bentleyluxury.com/ 

• ma>t 

........._..... Bentley Email Slgnup 

"'===-ｾ＠

> 

> 

Bentley Email Signup ｾｽＺＡ［＠

Bentley 

14 ＬｊＬｾｉｉｕ＠ . ｾＺｬｾｭ＠ . " 

Bentley Bourbon Classical Watch 

I! &I$*! 

•* . • •s ..+ SUI 

Ｚ｀ｾ ﾷ＠

i!l · 

ll:li:IJ&UJJ!l 

I•• 
ＲＰＱｾ＠

ＲＰＱｾ＠

ＲＰＱｾ＠

ＲＰＱＲｾ＠

Ｑｾ＠



EXHIBIT 7 

  



<<00021>>

L0.oo00184278 

ResultCo 
3160 Haggerty Rd, Suite J West Bloomfield, Michigan 48323 

Tel:(888) 782-2080 www.bentleyluxury.com 

At the benefit, as the 
actors sang Seasons of 
Love from the musical 
Rent, photos of well­
known people who died 
from melanoma were 
shown on the stage. As a 
tribute to Westman, a 
foundation called Stand 

Up To Melanoma 
created to raise 
nity awareness 
port for research 
cure for metastatic 
noma. Donations 
made at ULLLJ.II•._,U .... Llll.l 

ma.cornldonate/ , 
For some people, 

·An lnvita 
Wors 

• 

Culinary classes open to the 

ｾ＠ Register 
! Continuing Education and Professional Development 1 

(if JOIN US ON FACEBOOK@ Www.lace 



EXHIBIT 8























































EXHIBIT 9



1

: Robert Bonnem <rbsb@aol.com>

: 2015 11 13 01 32 00

: nkushner@swisswatchconsultants.com

: ted <ted.bentley@msa.hinet.net>

: Consulting/Amazom

Trade Secret/Commercially Sensitive - Outside Counsel's Eyes Only



2
Trade Secret/Commercially Sensitive - Outside Counsel's Eyes Only



1 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of trademark Registration No.:  2007286, 2096184, 2096186 
For the mark:  BENTLEY 
 
 
BENTLEY MOTORS LIMITED, 
 
  Petitioner, 
 
 v. 
 
AUCERA SA, 
 
  Registrant. 
 

 Cancellation No.:  92060353 
 

 

 

DECLARATION OF JENNIFER A. GOLINVEAUX IN SUPPORT OF REGISTRANT’S 

OPPOSITION TO PETITIONER’S MOTION FOR SUMMARY JUDGMENT AND 

REGISTRANT’S CROSS-MOTION FOR SUMMARY JUDGMENT  

 
I, Jennifer A. Golinveaux, declare as follows: 

1. I am an attorney licensed to practice in the State of California and a partner at the 

law firm of Winston & Strawn, LLP, counsel for Registrant Aucera SA (“Aucera”) in this matter.  

I have personal knowledge of the facts set forth herein, and, if called as a witness, could and 

would testify competently thereto.  I submit this Declaration in support of Aucera’s Opposition 

to Petitioner’s Motion for Summary Judgment and Cross-Motion for Summary Judgment. 

2. Attached hereto as Exhibit 1 are true and correct copies of Registrant’s First 

Supplemental Responses to Petitioner’s First Set of Interrogatories, served on March 11, 2016. 

3. Attached hereto as Exhibit 2 are true and correct copies of Registrant’s First 

Supplemental Responses to Petitioner’s Second Set of Interrogatories, served on March 11, 2016 

and Registrant’s Second Supplemental Responses to Petitioner’s Second Set of Interrogatories, 

served on May 24, 2016. 
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4. Attached hereto as Exhibit 3 are true and correct copies of Registrant’s 

Responses to Petitioner’s Third Set of Interrogatories, served on January 27, 2016. 

5. Attached hereto as Exhibit 4 are true and correct copies of Registrant’s 

Responses to Petitioner’s Fourth Set of Interrogatories, served on February 12, 2016.1 

6. Attached hereto as Exhibit 5 are true and correct copies of screenshots of the 

website www.bentleyluxury.com  that were captured under my direction on May 23, 2016.  The URL 

and date on which each screenshot was printed is reflected in the footer of each screenshot. 

7. Attached hereto as Exhibit 6 are true and correct copies of screenshots of the 

website www.blountjewels.com/bentley that were captured under my direction on May 23, 2016.  

The URL and date on which each screenshot was printed is reflected in the footer of each screenshot. 

8. Attached hereto as Exhibit 7 are true and correct copies of excerpts of screenshots 

of the website www.facebook.com/BENTLEYLUXURY that were captured under my direction on 

May 23, 2016.  The URL and date on which each screenshot was printed is reflected in the footer of 

each screenshot.   

9. Attached hereto as Exhibit 8 are true and correct copies of information on U.S. 

Trademark Registration Nos. 2,007,286, 2,096,184 and 2,096,186, which were retrieved from the 

U.S. PTO’s TSDR website (www.tsdr.uspto.gov).   

10. Attached hereto as Exhibit 9 are true and correct copies of nonprecedential TTAB 

decisions cited in Registrant’s brief. 

11. Petitioner did not depose or serve a deposition notice on Registrant in this action. 

 

 

                                                 
1 Registrant attaches full copies of these discovery responses because Petitioner’s Motion for 
Summary Judgment included only excerpts.  See Sparkman Decl. ¶¶ 6-7, 10-12 & Exs. 11-12, 
15, 17. 
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I declare under the penalty of perjury that the foregoing is true and correct.   

Executed this 24th day of May, 2016 in San Francisco, California. 

 
/s/ Jennifer A. Golinveaux 

Jennifer A. Golinveaux 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of trademark Registration No.:  2007286, 2096184, 2096186 
For the mark:  BENTLEY 
 
 
BENTLEY MOTORS LIMITED, 
 
  Petitioner, 
 
 v. 
 
AUCERA SA, 
 
  Registrant. 
 

 Cancellation No.:  92060353 
 

REGISTRANT’S FIRST SUPPLEMENTAL RESPONSES AND OBJECTIONS TO 

PETITIONER’S FIRST SET OF INTERROGATORIES  

Pursuant to Rule 2.120 of the Trademark Rules of Practice, Trademark Trial and Appeal 

Board Manual of Procedure § 405, and Rule 33 of the Federal Rules of Civil Procedure, 

Registrant Aucera SA (“Aucera” or “Registrant”) hereby provides these first supplemental 

responses and objections to the First Set of Interrogatories served by Petitioner Bentley Motors 

Limited (“Petitioner”). 

The following responses and objections are based upon Registrant’s knowledge, 

information, and belief at this time.  Registrant has made a reasonable and good faith effort to 

respond. However, Registrant has not yet completed its investigation related to this action, nor 

has it completed discovery or preparation for trial.  The responses contained herein are based 

solely upon the information presently available and specifically known to Registrant.  It is 

anticipated that further discovery, independent investigation, legal research, and analysis may 

supply additional facts and establish entirely new factual conclusions and legal contentions, all of 

which may lead to the discovery of additional information, thereby resulting in additions to, 
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changes in, and variations from these responses.  Registrant specifically reserves the right to 

amend these responses should additional information become available and to use such 

information. 

GENERAL OBJECTIONS 

Registrant makes the following general objections, whether or not separately set forth in 

response to each and every instruction, definition and interrogatories: 

1. Registrant objects to the Interrogatories as overbroad and seeking information that 

is not relevant to the parties’ claims or defenses. 

2. Registrant objects to the Interrogatories to the extent that they purport to impose 

obligations on Registrant that exceed its obligations under the Federal Rules of Civil Procedure 

and/or the Trademark Trial and Appeal Board Manual of Procedure. 

3. Registrant objects to the definition of “Aucera” as overly broad, and calling for 

information outside the possession, custody, and control of Aucera SA, as it includes “Aucera 

SA, its predecessors or successors in interest, any parent, subsidiary, affiliate and division, and 

any present or former officers, directors, agents, consultants, representatives, employees or other 

persons acting or purporting to act on any of those entities’ behalf.” 

4. Registrant objects to the definition of “Aucera Mark” as overbroad and seeking 

documents that are not relevant to the parties’ claims or defenses to the extent that it includes the 

language “as well as any other goods or services.” Registrant will respond to the requests as if 

the definition of “Aucera Mark” did not include the wording “as well as any other goods or 

services.” 

5. Registrant objects to the Interrogatories to the extent that they are vague, 

ambiguous, and unclear, including Petitioner’s use of terms that are not defined and/or are 

otherwise susceptible to more than one meaning. 
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FIRST SUPPLEMENTAL RESPONSES AND OBJECTIONS 

1. Identify every Person who may have knowledge or information regarding your 

Answer. 

Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Notwithstanding and subject to the objection, Registrant responds: Chia-Hsiang, 

Cheng. 

2. Identify all uses in US commerce of the Aucera Mark by you or on Your behalf 

from November 10, 2011 – present. 

Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Registrant further objects to the extent that the term “Aucera Mark” is not defined 

in the definitions. Notwithstanding and subject to the objections, Registrant responds: Please see 

the attached documents and the following websites:  

http://blountjewels.com/brands/Bentley.html?page=1&sort=featured and 

http://www.bentleyluxury.com/distribution.php?type=retailers. 

First Supplemental Response:  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant 

additionally refers to documents produced with Bates numbers AUCERA00001-14, 26, and 60.   

3. Identify all licensees of the Aucera Mark and uses of the Aucera Mark by any 

licensee or on its behalf from November 10, 2011 – present. 

Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Registrant further objects to the extent that the term “Aucera Mark” is not defined 

in the definitions. Notwithstanding and subject to the objections, Registrant responds: Registrant 

is unaware of any licensees of Aucera’s BENTLEY mark or uses of Aucera’s BENTLEY mark 

by any licensee or on its behalf from November 10, 2011 – present. 
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4. Identify your or your licensees’ efforts to police unauthorized third party uses in 

US commerce of the Aucera Mark or any colorable imitation thereof. 

Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Registrant further objects to the extent that the term “Aucera Mark” is not defined 

in the definitions. Notwithstanding and subject to the objections, Registrant responds: Registrant 

is unaware of any efforts to police unauthorized third-party uses in U.S. commerce of Aucera’s 

BENTLEY mark or any colorable imitation thereof. 

5. Identify all goods and services sold, offered or otherwise used or promoted by you 

or on your behalf in US commerce in connection with the Aucera Mark from November 10, 

2011 – present. 

Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Registrant further objects to the extent that the term “Aucera Mark” is not defined 

in the definitions. Notwithstanding and subject to the objections, Registrant responds: Please see 

the attached documents and the following websites:  

http://blountjewels.com/brands/Bentley.html?page=1&sort=featured 

http://www.bentleyluxury.com/distribution.php?type=retailers. 

First Supplemental Response:  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant 

additionally refers to documents produced with Bates numbers AUCERA00001-14, 26, and 60.   

6. If you have transferred any rights in the Aucera Mark, or received any rights 

regarding the Aucera Mark from any person, identify the rights granted; and to whom, or from 

whom you received such rights. 

Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Registrant further objects to the extent that the term “Aucera Mark” is not defined 
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in the definitions. Notwithstanding and subject to the objections, Registrant responds: Registrant 

is unaware of any transfer of rights to or from it in the BENTLEY mark. 

First Supplemental Response:  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant 

additionally refers to documents produced with Bates numbers AUCERA000062-64. 

7. Identify all documents evidencing the transfers identified in response to 

Interrogatory 6.  

Response:  Registrant responds: Registrant is unaware of any transfer of rights to or from it in 

the BENTLEY mark. 

First Supplemental Response:  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant 

additionally refers to documents produced with Bates numbers AUCERA000062-64. 

8. Identify all marketing and promotional materials created by or on behalf of you or 

any authorized licensee or utilized by or on behalf of you or any licensee behalf from 

November 10, 2011 – present that bear or relate to the Aucera Mark. 

Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Registrant further objects to the extent that the term “Aucera Mark” is not defined 

in the definitions. Notwithstanding and subject to the objections, Registrant responds: Please see 

the attached documents. 

First Supplemental Response:  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant 

additionally refers to documents produced with Bates numbers AUCERA000017-18, 21, 24, 40-

49, and 61. 

9. Identify all documents relating to plans to use the Aucera Mark in US commerce 

in the next three years. 
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Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Registrant further objects to the extent that the term “Aucera Mark” is not defined 

in the definitions. Notwithstanding and subject to the objections, Registrant responds: Please see 

the attached documents and the following websites:  

http://blountjewels.com/brands/Bentley.html?page=1&sort=featured 

http://www.bentleyluxury.com/distribution.php?type=retailers. 

First Supplemental Response:  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant 

additionally refers to documents produced with Bates numbers AUCERA000030, 65-66. 

10. Identify all documents relating to your plans for ceasing of the use of the Aucera 

Mark in United States commerce.  

Response:  Information responsive to this interrogatory does not exist. 

11. Identify all channels of trade in United States commerce for goods or services 

promoted under the Aucera mark. 

Response:  Registrant’s goods are sold by Internet and mail order. Please see the attached 

documents and the following websites:  

http://blountjewels.com/brands/Bentley.html?page=1&sort=featured and 

http://www.bentleyluxury.com/distribution.php?type=retailers. 

12. Describe in detail any instance of actual confusion between you or your goods or 

services and Bentley’s goods and services.  

Response:  Information responsive to this interrogatory does not exist. 

13. Identify each person who provided information for the preparation of any answer 

to these Interrogatories.  

Response:  Chia-Hsiang, Cheng. 
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14. Identify all officers, managers, directors and/or shareholders of Aucera.  

Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Notwithstanding and subject to the objection, Registrant responds: Chia-Hsiang, 

Cheng. 

15. Identify all locations of any Aucera office. 

Response:  Av. Léopold-Robert 76, CH-2300 La Chaux-de-Fonds, Switzerland. 

16. Identify all sales by or on behalf of you or any authorized licensee in United 

States commerce of goods or services bearing the Aucera Mark from November 10, 2011 – 

present.  

Response:  Registrant objects to the extent that this interrogatory is overly broad and unduly 

burdensome. Notwithstanding and subject to the objection, Registrant responds: Please see the 

attached documents. 

First Supplemental Response:  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant 

additionally refers to documents produced with Bates numbers AUCERA00001-14, 26, and 60, 

which reflect additional shipments of goods bearing the Aucera Mark in the U.S.   
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Dated:  March 11, 2016    By: /s/ Jennifer A. Golinveaux  

Jennifer A. Golinveaux 
WINSTON & STRAWN LLP 
101 California Street, 35th Floor 
San Francisco, CA  94111-5894 
Telephone:  415-591-1000 
Facsimile:   415-591-1400 
Email:  jgolinveaux@winston.com 
 
Diana Hughes Leiden 
WINSTON & STRAWN LLP 
333 South Grand Avenue 
Los Angeles, CA 90071 
Telephone: 213-615-1700 
Facsimile:  213-615-1750 
Email:  dhleiden@winston.com 
   
Attorneys for Registrant Aucera SA 
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CERTIFICATE OF SERVICE 

 
re:  BENTLEY MOTORS LIMITED v. AUCERA SA 

 
 I hereby certify that a true and complete copy of the foregoing: 
 

REGISTRANT AUCERA SA’S FIRST SUPPLEMENTAL RESPONSES TO  

PETITIONER’S FIRST SET OF INTERROGATORIES 

 
has been served on  
 
(1) Petitioner’s counsel of record by mailing said copy on  

March 11, 2016 via First Class Mail, postage prepaid, to: 
 

ROD S. BERMAN 
JESSICA BROMALL SPARKMAN 
JEFFER MANGELS BUTLER & MITCHELL LLP 
1900 AVENUE OF THE STARS, SEVENTH FLOOR 
LOS ANGELES, CA 90067 

 
       __/s/ Ann Newman 

    Ann Newman 



EXHIBIT 2 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of trademark Registration No.:  2007286, 2096184, 2096186 
For the mark:  BENTLEY 
 
 
BENTLEY MOTORS LIMITED, 
 
  Petitioner, 
 
 v. 
 
AUCERA SA, 
 
  Registrant. 
 

 Cancellation No.:  92060353 
 

 
 

REGISTRANT AUCERA SA’S FIRST SUPPLEMENTAL RESPONSES TO  

PETITIONER’S SECOND SET OF INTERROGATORIES 

 

Pursuant to Rule 2.120 of the Trademark Rules of Practice, Trademark Trial and Appeal 

Board Manual of Procedure § 405, and Rule 33 of the Federal Rules of Civil Procedure, 

Registrant Aucera SA (“Aucera” or “Registrant”) hereby provides these first supplemental 

responses to the Second Set of Interrogatories served by Petitioner Bentley Motors Limited 

(“Petitioner”). 

The following responses and objections are based upon Registrant’s knowledge, 

information, and belief at this time.  Registrant has made a reasonable and good faith effort to 

respond. However, Registrant has not yet completed its investigation related to this action, nor 

has it completed discovery or preparation for trial.  The responses contained herein are based 

solely upon the information presently available and specifically known to Registrant.  It is 

anticipated that further discovery, independent investigation, legal research, and analysis may 

supply additional facts and establish entirely new factual conclusions and legal contentions, all of 

which may lead to the discovery of additional information, thereby resulting in additions to, 

changes in, and variations from these responses.  Registrant specifically reserves the right to 
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amend these responses should additional information become available and to use such 

information. 

GENERAL OBJECTIONS 

Registrant makes the following general objections, whether or not separately set forth in 

response to each and every instruction, definition and interrogatories: 

1. Registrant objects to the Interrogatories as overbroad and seeking information that 

is not relevant to the parties’ claims or defenses. 

2. Registrant objects to the Interrogatories to the extent that they purport to impose 

obligations on Registrant that exceed its obligations under the Federal Rules of Civil Procedure 

and/or the Trademark Trial and Appeal Board Manual of Procedure. 

3. Registrant objects to the definition of “Aucera” as overly broad, and calling for 

information outside the possession, custody, and control of Aucera SA, as it includes “Aucera 

SA, its predecessors or successors in interest, any parent, subsidiary, affiliate and division, and 

any present or former officers, directors, agents, consultants, representatives, employees or other 

persons acting or purporting to act on any of those entities’ behalf.” 

4. Registrant objects to the definition of “Aucera Mark” as overbroad and seeking 

documents that are not relevant to the parties’ claims or defenses to the extent that it includes the 

language “as well as any other goods or services.” Registrant will respond to the requests as if 

the definition of “Aucera Mark” did not include the wording “as well as any other goods or 

services.” 

5. Registrant objects to the Interrogatories to the extent that they are vague, 

ambiguous, and unclear, including Petitioner’s use of terms that are not defined and/or are 

otherwise susceptible to more than one meaning. 

FIRST SUPPLEMENTAL RESPONSES TO INTERROGATORIES 

INTERROGATORY NO. 21 

Describe in detail how and when you created, selected, acquired, or otherwise came to 

own the Aucera Mark. 
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RESPONSE TO INTERROGATORY NO. 21 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant acquired the Aucera 

Mark in the mid- 1990’s from DDL S.A. Horlogerie, a company based in La Chaux-de Fonds, 

Switzerland that had been engaged in the watchmaking business since 1948.  

FIRST SUPPLEMENTAL RESPONSE TO INTERROGATORY NO. 21 

 Pursuant to Federal Rule of Civil Procedure 33(d), Registrant additionally refers to 

documents produced with Bates numbers AUCERA000062-64.   

INTERROGATORY NO. 22 

Identify all persons who now have, or have ever had, any ownership interest in the 

Aucera Mark. 

RESPONSE TO INTERROGATORY NO. 22 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeks irrelevant information, specifically the request to 

identify all persons who “have ever had” an ownership interest in the Aucera Mark.  Subject to 

its General and Specific Objections, Registrant responds as follows:  Pursuant to U.S. Trademark 

Registration Nos. 2,007,286, 2,096,184, and 2,096,186, Registrant Aucera SA owns the Aucera 

Mark.  U.S. Trademark Registration No. 2,007,286 was applied for by Aucera Technology, 

Corp. which assigned its entire interest to Aucera SA on May 20, 1996, prior to the registration 

date of October 8, 1996.  Registrant acquired the Aucera Mark in the mid- 1990’s from DDL 

S.A. Horlogerie, a company based in in La Chaux-de Fonds, Switzerland that had been engaged 

in the watchmaking business since 1948. 

INTERROGATORY NO. 23 

State the date on which you first sold any good bearing the Aucera Mark in the United 

States. 
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RESPONSE TO INTERROGATORY NO. 23 

In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 

date on which Aucera SA first transported goods bearing the Aucera Mark into the United States 

was in or about 1995.   

INTERROGATORY NO. 24 

State the date on which you first sold a watch bearing the Aucera Mark in the United 

States. 

RESPONSE TO INTERROGATORY NO. 24 

In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 

date on which Aucera SA first transported watches bearing the Aucera Mark into the United 

States was in or about 1995.   

INTERROGATORY NO. 25 

State the date on which you first sold a piece of jewelry bearing the Aucera Mark in the 

United States. 

RESPONSE TO INTERROGATORY NO. 25 

In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 

date on which Aucera SA first transported jewelry bearing the Aucera Mark into the United 

States was in or about 1995.   

INTERROGATORY NO. 26 

State the date on which you first sold a pen bearing the Aucera Mark in the United States.  

RESPONSE TO INTERROGATORY NO. 26 

In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 
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date on which Aucera SA first transported pens bearing the Aucera Mark into the United States 

was in or about 1996. 

INTERROGATORY NO. 27 

For each year from 1995 through the present, state the annual dollar value of your sales 

of goods bearing the Aucera Mark in or to the United States. 

RESPONSE TO INTERROGATORY NO. 27 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and unduly burdensome.  Pursuant to Federal Rule of Civil 

Procedure 33(d), Registrant has produced documents and business records relevant to this 

Interrogatory and will produce any additional responsive documents. 

INTERROGATORY NO. 28 

For each year from 1995 through the present, state the total number of goods bearing the 

Aucera Mark sold in the United States. 

RESPONSE TO INTERROGATORY NO. 28 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and unduly burdensome.  Pursuant to Federal Rule of Civil 

Procedure 33(d), Registrant has produced documents and business records relevant to this 

Interrogatory and will produce any additional responsive documents. 

INTERROGATORY NO. 29 

For each year from 1995 through the present, state the annual dollar value of your 

expenditures for advertising or promoting goods bearing the Aucera Mark in or to the United 

States. 

RESPONSE TO INTERROGATORY NO. 29 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and unduly burdensome and seeking information irrelevant to the 

parties’ claims and defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant will 

produce documents and business records relevant to this Interrogatory, if any exist. 
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INTERROGATORY NO. 30 

For each year from 1995 through the present, state the annual dollar value of your sales 

of watches bearing the Aucera Mark in or to the United States. 

RESPONSE TO INTERROGATORY NO. 30 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 31 

For each year from 1995 through the present, state the total number of watches bearing 

the Aucera Mark sold in or to the United States. 

RESPONSE TO INTERROGATORY NO. 31 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 32 

For each year from 1995 through the present, state the annual dollar value of your 

expenditures for advertising or promoting watches bearing the Aucera Mark in or to the United 

States. 

RESPONSE TO INTERROGATORY NO. 32 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeking information irrelevant to the parties’ claims and 

defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant will produce documents 

and business records relevant to this Interrogatory, if any exist. 
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INTERROGATORY NO. 33 

For each year from 1995 through the present, state the annual dollar value of your sales 

of jewelry bearing the Aucera Mark in or to the United States. 

RESPONSE TO INTERROGATORY NO. 33 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 34 

For each year from 1995 through the present, state the total number of pieces of jewelry 

Bearing the Aucera Mark sold in or to the United States. 

RESPONSE TO INTERROGATORY NO. 34 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 35 

For each year from 1995 through the present, state the annual dollar value of your 

expenditures for advertising or promoting jewelry bearing the Aucera Mark in or to the United 

States. 

RESPONSE TO INTERROGATORY NO. 35 

 In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeking information irrelevant to the parties’ claims and 

defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant will produce documents 

and business records relevant to this Interrogatory, if any exist. 
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INTERROGATORY NO. 36 

For each year from 1995 through the present, state the annual dollar value of your sales 

of pens bearing the Aucera Mark in or to the United States. 

RESPONSE TO INTERROGATORY NO. 36 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 37 

For each year from 1995 through the present, state the total number of pens bearing the 

Aucera Mark sold in or to the United States. 

RESPONSE TO INTERROGATORY NO. 37 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 38 

For each year from 1995 through the present, state the annual dollar value of your 

expenditures for advertising or promoting pens bearing the Aucera Mark in or to the United 

States.   

RESPONSE TO INTERROGATORY NO. 38 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeking information irrelevant to the parties’ claims and 

defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant will produce documents 

and business records relevant to this Interrogatory, if any exist. 
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INTERROGATORY NO. 39 

For each year from 1995 through the present, state the name, location, and address of all 

retailers where any product bearing the Aucera Mark is (or was) sold. 

RESPONSE TO INTERROGATORY NO. 39 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents.  Registrant further objects that this interrogatory is repetitive 

and duplicative of interrogatories previously served on Registrant.  Registrant further objects to 

this Request on the grounds that it previously provided this information in response to 

Petitioner’s Interrogatory No. 2. 

INTERROGATORY NO. 40 

For each year from 1995 through the present, state the name and web address of all 

websites on or through which any product bearing the Aucera Mark is (or was) sold. 

RESPONSE TO INTERROGATORY NO. 40 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents.  Registrant further objects that this interrogatory is repetitive 

and duplicative of interrogatories previously served on Registrant.  Registrant further objects to 

this Request on the grounds that it previously provided this information in response to 

Petitioner’s Interrogatory No. 2. 

INTERROGATORY NO. 41 

Describe your formal or informal marketing and business plans for the next five years for 

the use of the Aucera Mark for watches in the United States. 
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RESPONSE TO INTERROGATORY NO. 41 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Pursuant to Federal 

Rule of Civil Procedure 33(d), Registrant will produce documents and business records relevant 

to this Interrogatory, if any exist.  Subject to Registrant’s General and Specific Objections, 

Registrant responds as follows: Aucera has engaged in ongoing efforts to develop additional 

sales of products bearing the Aucera Mark and channels of trade in the U.S., including without 

limitation: Promoting products bearing the Aucera Mark and developing relationships with 

potential U.S. distributors at trade shows (including the June 2010 JCK trade show in Las 

Vegas), taking out advertisements for products bearing the Aucera Mark in U.S. publications as 

reflected in documents produced by Registrant, creating and maintaining a Facebook page for 

Bentley Watches, and working with individuals and companies in the U.S. to develop 

relationships with potential distributors of products bearing the Aucera Mark in the U.S. via both 

online retailers and brick-and-mortar retail stores. 

INTERROGATORY NO. 42 

Describe your formal or informal marketing and business plans for the next five years for 

the use of the Aucera Mark for jewelry in the United States. 

RESPONSE TO INTERROGATORY NO. 42 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Pursuant to Federal 

Rule of Civil Procedure 33(d), Registrant will produce documents and business records relevant 

to this Interrogatory, if any exist.  Subject to Registrant’s General and Specific Objections, 

Registrant responds as follows:  Aucera has engaged in ongoing efforts to develop additional 

sales of products bearing the Aucera Mark and channels of trade in the U.S., including without 

limitation: Promoting products bearing the Aucera Mark and developing relationships with 

potential U.S. distributors at trade shows (including the June 2010 JCK trade show in Las 

Vegas), taking out advertisements for products bearing the Aucera Mark in U.S. publications as 
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reflected in documents produced by Registrant, creating and maintaining a Facebook page for 

Bentley Watches, and working with individuals and companies in the U.S. to develop 

relationships with potential distributors of products bearing the Aucera Mark in the U.S. via both 

online retailers and brick-and-mortar retail stores. 

INTERROGATORY NO. 43 

Describe your formal or informal marketing and business plans for the next five years for 

the use of the Aucera Mark for pens in the United States. 

RESPONSE TO INTERROGATORY NO. 43 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Pursuant to Federal 

Rule of Civil Procedure 33(d), Registrant will produce documents and business records relevant 

to this Interrogatory, if any exist.  Subject to Registrant’s General and Specific Objections, 

Registrant responds as follows:  Aucera has engaged in ongoing efforts to develop additional 

sales of products bearing the Aucera Mark and channels of trade in the U.S., including without 

limitation: Promoting products bearing the Aucera Mark and developing relationships with 

potential U.S. distributors at trade shows (including the June 2010 JCK trade show in Las 

Vegas), taking out advertisements for products bearing the Aucera Mark in U.S. publications as 

reflected in documents produced by Registrant, creating and maintaining a Facebook page for 

Bentley Watches, and working with individuals and companies in the U.S. to develop 

relationships with potential distributors of products bearing the Aucera Mark in the U.S. via both 

online retailers and brick-and-mortar retail stores. 

INTERROGATORY NO. 44 

State the retail price of each good for which you use the Aucera Mark. 

RESPONSE TO INTERROGATORY NO. 44 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeks information irrelevant to the parties’ claims and 

defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has produced documents 
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and business records relevant to this Interrogatory and will produce any additional responsive 

documents.   

INTERROGATORY NO. 45 

State the wholesale price of each good for which you use the Aucera Mark. 

RESPONSE TO INTERROGATORY NO. 45 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Pursuant to Federal 

Rule of Civil Procedure 33(d), Registrant has produced documents and business records relevant 

to this Interrogatory and will produce any additional responsive documents. 

INTERROGATORY NO. 46 

State the facts that support the First Affirmative Defense set forth in the Answer. 

RESPONSE TO INTERROGATORY NO. 46 

In addition to its General Objections, Registrant objects to this interrogatory as premature 

given that discovery is ongoing.  Registrant further objects to the interrogatory on the grounds 

that some of this information is in Petitioner’s possession, custody, or control, and Petitioner has 

not yet begun producing documents.  Pursuant to Federal Rule of Civil Procedure 33(d), 

Registrant has produced documents and business records relevant to this Interrogatory and will 

produce any additional responsive documents.  Subject to its General and Specific Objections, 

Registrant responds as follows:  Because Registrant has used the Aucera Mark in commerce in 

the United States and intends to continue to use the Aucera Mark in the United States, Petitioner 

has failed to state a cause of action upon which relief can be granted. 

INTERROGATORY NO. 47 

State the facts that support the Second Affirmative Defense set forth in the Answer. 

RESPONSE TO INTERROGATORY NO. 47 

In addition to its General Objections, Registrant objects to this interrogatory as premature 

given that discovery is ongoing.  Registrant further objects to the interrogatory on the grounds 
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that much of this information is in Petitioner’s possession, custody, or control, and Petitioner has 

not yet begun producing documents. 

INTERROGATORY NO. 48 

State whether you contend that you have continuously used the Aucera Mark for watches 

in the United States from 1995 through the present. 

RESPONSE TO INTERROGATORY NO. 48 

 In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for watches in the United 

States from 1995 through the present. 

INTERROGATORY NO. 49 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 49 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses and as vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for watches in the United 

States from 1995 through the present by transporting watches into the United States, by 

promoting watches in the United States, and also as reflected in documents produced to 

Petitioner showing shipments into the United States of watches bearing the Aucera Mark.  

Registrant will continue to supplement its response to the extent additional responsive 

information is located. 
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INTERROGATORY NO. 50 

State whether you contend that you have continuously used the Aucera Mark for watches 

in the United States from November 10, 2011 through the present. 

RESPONSE TO INTERROGATORY NO. 50 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for watches in the United 

States from November 10, 2011 through the present. 

INTERROGATORY NO. 51 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 51 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for watches in the United States from November 10, 2011 

through the present by transporting watches into the United States, by promoting watches in the 

United States, and also as reflected in documents produced to Petitioner showing shipments into 

the United States of watches bearing the Aucera Mark.  Registrant will continue to supplement 

its responses to the extent additional information is located. 

INTERROGATORY NO. 52 

State whether you contend that you have continuously used the Aucera Mark for pens in 

the United States from 1997 through the present. 
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RESPONSE TO INTERROGATORY NO. 52 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for pens in the United States 

from 1997 through the present.  

INTERROGATORY NO. 53 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 53 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for pens in the United States from 1997 through the present 

by transporting pens into the United States, by promoting pens in the United States, and also as 

reflected in documents produced to Petitioner showing shipments into the United States of pens 

bearing the Aucera Mark.  Registrant will continue to supplement its responses to the extent 

additional information is located. 

INTERROGATORY NO. 54 

State whether you contend that you have continuously used the Aucera Mark for pens in 

the United States from November 10, 2011 through the present. 

RESPONSE TO INTERROGATORY NO. 54 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  
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Registrant contends that it has continuously used the Aucera Mark for pens in the United States 

from November 10, 2011 through the present. 

INTERROGATORY NO. 55 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 55 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for pens in the United States from November 10, 2011 

through the present, by transporting pens into the United States, by promoting pens in the United 

States, and also as reflected in documents produced to Petitioner showing shipments into the 

United States of pens bearing the Aucera Mark.  Registrant will continue to supplement its 

responses to the extent additional information is located. 

INTERROGATORY NO. 56 

State whether you contend that you have continuously used the Aucera Mark for jewelry 

in the United States from 1997 through the present. 

RESPONSE TO INTERROGATORY NO. 56 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for jewelry in the United 

States from 1997 through the present. 

INTERROGATORY NO. 57 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 
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RESPONSE TO INTERROGATORY NO. 57 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for jewelry in the United States from 1997 through the 

present by transporting jewelry into the United States, by promoting jewelry in the United States, 

and also as reflected in documents produced to Petitioner showing shipments into the United 

States of jewelry bearing the Aucera Mark.  Registrant will continue to supplement its responses 

to the extent additional information is located. 

INTERROGATORY NO. 58 

State whether you contend that you have continuously used the Aucera Mark for jewelry 

in the United States from November 10, 2011 through the present. 

RESPONSE TO INTERROGATORY NO. 58 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for jewelry in the United 

States from November 10, 2011 through the present. 

INTERROGATORY NO. 59 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 59 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for jewelry in the United States from November 10, 2011 
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through the present by transporting jewelry into the United States, by promoting jewelry in the 

United States, and also as reflected in documents produced to Petitioner showing shipments into 

the United States of jewelry bearing the Aucera Mark.  Registrant will continue to supplement its 

responses to the extent additional information is located. 

INTERROGATORY NO. 60 

Describe in detail the relationship between Aucera and Resultco, including, without 

limitation, any role that Resultco plays in selling products bearing the Aucera Mark in the United 

States. 

RESPONSE TO INTERROGATORY NO. 60 

Subject to its General Objections, Registrant responds as follows:  ResultCo was 

identified to be a U.S. distributor for products bearing the Aucera Mark.   

INTERROGATORY NO. 61 

Describe in detail the relationship between Aucera and Blount Jewelry, including, 

without limitation, any role that Blount Jewelry plays in selling products bearing the Aucera 

Mark in the United States. 

RESPONSE TO INTERROGATORY NO. 61 

Subject to its General Objections, Registrant responds as follows:  Blount Jewelry has 

offered for sale products bearing the Aucera Mark in the United States, including on the website 

http://blountjewels.com.   

INTERROGATORY NO. 62 

Identify all Persons who participated in any way in the preparation of your answers or 

responses to these interrogatories, Bentley’s First Interrogatories, Bentley’s First or Second 

Requests for Production of Documents, and Bentley’s First or Second Requests for Admissions. 

RESPONSE TO INTERROGATORY NO. 62 

Subject to its General Objections, Registrant responds as follows:  Chia-Hsiang Cheng. 
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Dated:  March 11, 2016    By: /s/ Jennifer A. Golinveaux  
Jennifer A. Golinveaux 
WINSTON & STRAWN LLP 
101 California Street, 35th Floor 
San Francisco, CA  94111-5894 
Telephone:  415-591-1000 
Facsimile:   415-591-1400 
Email:   jgolinveaux@winston.com 
 
Diana Hughes Leiden 
WINSTON & STRAWN LLP 
333 South Grand Avenue 
Los Angeles, CA 90071 
Telephone: 213-615-1700 
Facsimile:  213-615-1750 
Email:  dhleiden@winston.com 
   
Attorneys for Registrant Aucera SA 
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CERTIFICATE OF SERVICE 

 
re:  BENTLEY MOTORS LIMITED v. AUCERA SA 

 
 I hereby certify that a true and complete copy of the foregoing: 
 

REGISTRANT AUCERA SA’S FIRST SUPPLEMENTAL RESPONSES TO  

PETITIONER’S SECOND SET OF INTERROGATORIES 

 
has been served on  
 
(1) Petitioner’s counsel of record by mailing said copy on  

March 11, 2016 via First Class Mail, postage prepaid, to: 
 

ROD S. BERMAN 
JESSICA BROMALL SPARKMAN 
JEFFER MANGELS BUTLER & MITCHELL LLP 
1900 AVENUE OF THE STARS, SEVENTH FLOOR 
LOS ANGELES, CA 90067 

 
       __/s/ Ann Newman 
       Ann Newman 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of trademark Registration No.:  2007286, 2096184, 2096186 
For the mark:  BENTLEY 
 
 
BENTLEY MOTORS LIMITED, 
 
  Petitioner, 
 
 v. 
 
AUCERA SA, 
 
  Registrant. 
 

 Cancellation No.:  92060353 
 

 
 

REGISTRANT AUCERA SA’S SECOND SUPPLEMENTAL RESPONSES TO  

PETITIONER’S SECOND SET OF INTERROGATORIES 

 

Pursuant to Rule 2.120 of the Trademark Rules of Practice, Trademark Trial and Appeal 

Board Manual of Procedure § 405, and Rule 33 of the Federal Rules of Civil Procedure, 

Registrant Aucera SA (“Aucera” or “Registrant”) hereby provides these second supplemental 

responses to the Second Set of Interrogatories served by Petitioner Bentley Motors Limited 

(“Petitioner”). 

The following responses and objections are based upon Registrant’s knowledge, 

information, and belief at this time.  Registrant has made a reasonable and good faith effort to 

respond. However, Registrant has not yet completed its investigation related to this action, nor 

has it completed discovery or preparation for trial.  The responses contained herein are based 

solely upon the information presently available and specifically known to Registrant.  It is 

anticipated that further discovery, independent investigation, legal research, and analysis may 

supply additional facts and establish entirely new factual conclusions and legal contentions, all of 

which may lead to the discovery of additional information, thereby resulting in additions to, 

changes in, and variations from these responses.  Registrant specifically reserves the right to 



amend these responses should additional information become available and to use such 

information. 

GENERAL OBJECTIONS 

Registrant makes the following general objections, whether or not separately set forth in 

response to each and every instruction, definition and interrogatories: 

1. Registrant objects to the Interrogatories as overbroad and seeking information that 

is not relevant to the parties’ claims or defenses. 

2. Registrant objects to the Interrogatories to the extent that they purport to impose 

obligations on Registrant that exceed its obligations under the Federal Rules of Civil Procedure 

and/or the Trademark Trial and Appeal Board Manual of Procedure. 

3. Registrant objects to the definition of “Aucera” as overly broad, and calling for 

information outside the possession, custody, and control of Aucera SA, as it includes “Aucera 

SA, its predecessors or successors in interest, any parent, subsidiary, affiliate and division, and 

any present or former officers, directors, agents, consultants, representatives, employees or other 

persons acting or purporting to act on any of those entities’ behalf.” 

4. Registrant objects to the definition of “Aucera Mark” as overbroad and seeking 

documents that are not relevant to the parties’ claims or defenses to the extent that it includes the 

language “as well as any other goods or services.” Registrant will respond to the requests as if 

the definition of “Aucera Mark” did not include the wording “as well as any other goods or 

services.” 

5. Registrant objects to the Interrogatories to the extent that they are vague, 

ambiguous, and unclear, including Petitioner’s use of terms that are not defined and/or are 

otherwise susceptible to more than one meaning. 

SECOND SUPPLEMENTAL RESPONSES TO INTERROGATORIES 

INTERROGATORY NO. 21 

Describe in detail how and when you created, selected, acquired, or otherwise came to 

own the Aucera Mark. 



RESPONSE TO INTERROGATORY NO. 21 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant acquired the Aucera 

Mark in the mid- 1990’s from DDL S.A. Horlogerie, a company based in La Chaux-de Fonds, 

Switzerland that had been engaged in the watchmaking business since 1948.  

FIRST SUPPLEMENTAL RESPONSE TO INTERROGATORY NO. 21 

 Pursuant to Federal Rule of Civil Procedure 33(d), Registrant additionally refers to 

documents produced with Bates numbers AUCERA000062-64.   

SECOND SUPPLEMENTAL RESPONSE TO INTERROGATORY NO. 21 

 In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant acquired the Aucera 

Mark in the mid- 1990’s from DDL S.A. Horlogerie, a company that had acquired the worldwide 

rights to the BENTLEY mark for watches and related products from another company based in 

La Chaux-de Fonds, Switzerland that had been engaged in the watchmaking business since 1948.  

Pursuant to Federal Rule of Civil Procedure 33(d), Registrant additionally refers to documents 

produced with Bates numbers AUCERA000062-64. 

INTERROGATORY NO. 22 

Identify all persons who now have, or have ever had, any ownership interest in the 

Aucera Mark. 

RESPONSE TO INTERROGATORY NO. 22 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeks irrelevant information, specifically the request to 

identify all persons who “have ever had” an ownership interest in the Aucera Mark.  Subject to 

its General and Specific Objections, Registrant responds as follows:  Pursuant to U.S. Trademark 

Registration Nos. 2,007,286, 2,096,184, and 2,096,186, Registrant Aucera SA owns the Aucera 



Mark.  U.S. Trademark Registration No. 2,007,286 was applied for by Aucera Technology, 

Corp. which assigned its entire interest to Aucera SA on May 20, 1996, prior to the registration 

date of October 8, 1996.  Registrant acquired the Aucera Mark in the mid- 1990’s from DDL 

S.A. Horlogerie, a company based in in La Chaux-de Fonds, Switzerland that had been engaged 

in the watchmaking business since 1948. 

INTERROGATORY NO. 23 

State the date on which you first sold any good bearing the Aucera Mark in the United 

States. 

RESPONSE TO INTERROGATORY NO. 23 

In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 

date on which Aucera SA first transported goods bearing the Aucera Mark into the United States 

was in or about 1995.   

SUPPLEMENTAL RESPONSE TO INTERROGATORY NO. 23 

 In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 

date on which Aucera SA first transported goods bearing the Aucera Mark into the United States 

was in or about 1995.  Aucera sold watches and pens bearing the Aucera Mark to Jack Tsai, a 

principal of Little Bug, Inc. and World of Wonder, Inc., on August 27, 1996.  Mr. Tsai made 

sales of approximately eight watches and seven pairs of sunglasses to U.S. consumers in late 

1996 and early 1997. 

INTERROGATORY NO. 24 

State the date on which you first sold a watch bearing the Aucera Mark in the United 

States. 

RESPONSE TO INTERROGATORY NO. 24 

In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 



date on which Aucera SA first transported watches bearing the Aucera Mark into the United 

States was in or about 1995.   

SUPPLEMENTAL RESPONSE TO INTERROGATORY NO. 24 

In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 

date on which Aucera SA first transported watches bearing the Aucera Mark into the United 

States was in or about 1995.  Aucera sold watches bearing the Aucera Mark to Jack Tsai, a 

principal of Little Bug, Inc. and World of Wonder, Inc., on August 27, 1996.  Mr. Tsai made 

sales of approximately eight watches to U.S. consumers in late 1996 and early 1997. 

INTERROGATORY NO. 25 

State the date on which you first sold a piece of jewelry bearing the Aucera Mark in the 

United States. 

RESPONSE TO INTERROGATORY NO. 25 

In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 

date on which Aucera SA first transported jewelry bearing the Aucera Mark into the United 

States was in or about 1995.   

INTERROGATORY NO. 26 

State the date on which you first sold a pen bearing the Aucera Mark in the United States.  

RESPONSE TO INTERROGATORY NO. 26 

In addition to its General Objections Registrant objects to the request as vague and 

ambiguous. Subject to its General and Specific Objections, Registrant responds as follows:  The 

date on which Aucera SA first transported pens bearing the Aucera Mark into the United States 

was in or about 1996. 

INTERROGATORY NO. 27 

For each year from 1995 through the present, state the annual dollar value of your sales 

of goods bearing the Aucera Mark in or to the United States. 



RESPONSE TO INTERROGATORY NO. 27 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and unduly burdensome.  Pursuant to Federal Rule of Civil 

Procedure 33(d), Registrant has produced documents and business records relevant to this 

Interrogatory and will produce any additional responsive documents. 

INTERROGATORY NO. 28 

For each year from 1995 through the present, state the total number of goods bearing the 

Aucera Mark sold in the United States. 

RESPONSE TO INTERROGATORY NO. 28 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and unduly burdensome.  Pursuant to Federal Rule of Civil 

Procedure 33(d), Registrant has produced documents and business records relevant to this 

Interrogatory and will produce any additional responsive documents. 

INTERROGATORY NO. 29 

For each year from 1995 through the present, state the annual dollar value of your 

expenditures for advertising or promoting goods bearing the Aucera Mark in or to the United 

States. 

RESPONSE TO INTERROGATORY NO. 29 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and unduly burdensome and seeking information irrelevant to the 

parties’ claims and defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant will 

produce documents and business records relevant to this Interrogatory, if any exist. 

INTERROGATORY NO. 30 

For each year from 1995 through the present, state the annual dollar value of your sales 

of watches bearing the Aucera Mark in or to the United States. 



RESPONSE TO INTERROGATORY NO. 30 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 31 

For each year from 1995 through the present, state the total number of watches bearing 

the Aucera Mark sold in or to the United States. 

RESPONSE TO INTERROGATORY NO. 31 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 32 

For each year from 1995 through the present, state the annual dollar value of your 

expenditures for advertising or promoting watches bearing the Aucera Mark in or to the United 

States. 

RESPONSE TO INTERROGATORY NO. 32 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeking information irrelevant to the parties’ claims and 

defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant will produce documents 

and business records relevant to this Interrogatory, if any exist. 

INTERROGATORY NO. 33 

For each year from 1995 through the present, state the annual dollar value of your sales 

of jewelry bearing the Aucera Mark in or to the United States. 



RESPONSE TO INTERROGATORY NO. 33 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 34 

For each year from 1995 through the present, state the total number of pieces of jewelry 

Bearing the Aucera Mark sold in or to the United States. 

RESPONSE TO INTERROGATORY NO. 34 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 35 

For each year from 1995 through the present, state the annual dollar value of your 

expenditures for advertising or promoting jewelry bearing the Aucera Mark in or to the United 

States. 

RESPONSE TO INTERROGATORY NO. 35 

 In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeking information irrelevant to the parties’ claims and 

defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant will produce documents 

and business records relevant to this Interrogatory, if any exist. 

INTERROGATORY NO. 36 

For each year from 1995 through the present, state the annual dollar value of your sales 

of pens bearing the Aucera Mark in or to the United States. 



RESPONSE TO INTERROGATORY NO. 36 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 37 

For each year from 1995 through the present, state the total number of pens bearing the 

Aucera Mark sold in or to the United States. 

RESPONSE TO INTERROGATORY NO. 37 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents. 

INTERROGATORY NO. 38 

For each year from 1995 through the present, state the annual dollar value of your 

expenditures for advertising or promoting pens bearing the Aucera Mark in or to the United 

States.   

RESPONSE TO INTERROGATORY NO. 38 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeking information irrelevant to the parties’ claims and 

defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant will produce documents 

and business records relevant to this Interrogatory, if any exist. 

INTERROGATORY NO. 39 

For each year from 1995 through the present, state the name, location, and address of all 

retailers where any product bearing the Aucera Mark is (or was) sold. 



RESPONSE TO INTERROGATORY NO. 39 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents.  Registrant further objects that this interrogatory is repetitive 

and duplicative of interrogatories previously served on Registrant.  Registrant further objects to 

this Request on the grounds that it previously provided this information in response to 

Petitioner’s Interrogatory No. 2. 

INTERROGATORY NO. 40 

For each year from 1995 through the present, state the name and web address of all 

websites on or through which any product bearing the Aucera Mark is (or was) sold. 

RESPONSE TO INTERROGATORY NO. 40 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has 

produced documents and business records relevant to this Interrogatory and will produce any 

additional responsive documents.  Registrant further objects that this interrogatory is repetitive 

and duplicative of interrogatories previously served on Registrant.  Registrant further objects to 

this Request on the grounds that it previously provided this information in response to 

Petitioner’s Interrogatory No. 2. 

INTERROGATORY NO. 41 

Describe your formal or informal marketing and business plans for the next five years for 

the use of the Aucera Mark for watches in the United States. 

RESPONSE TO INTERROGATORY NO. 41 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Pursuant to Federal 

Rule of Civil Procedure 33(d), Registrant will produce documents and business records relevant 

to this Interrogatory, if any exist.  Subject to Registrant’s General and Specific Objections, 



Registrant responds as follows: Aucera has engaged in ongoing efforts to develop additional 

sales of products bearing the Aucera Mark and channels of trade in the U.S., including without 

limitation: Promoting products bearing the Aucera Mark and developing relationships with 

potential U.S. distributors at trade shows (including the June 2010 JCK trade show in Las 

Vegas), taking out advertisements for products bearing the Aucera Mark in U.S. publications as 

reflected in documents produced by Registrant, creating and maintaining a Facebook page for 

Bentley Watches, and working with individuals and companies in the U.S. to develop 

relationships with potential distributors of products bearing the Aucera Mark in the U.S. via both 

online retailers and brick-and-mortar retail stores. 

INTERROGATORY NO. 42 

Describe your formal or informal marketing and business plans for the next five years for 

the use of the Aucera Mark for jewelry in the United States. 

RESPONSE TO INTERROGATORY NO. 42 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Pursuant to Federal 

Rule of Civil Procedure 33(d), Registrant will produce documents and business records relevant 

to this Interrogatory, if any exist.  Subject to Registrant’s General and Specific Objections, 

Registrant responds as follows:  Aucera has engaged in ongoing efforts to develop additional 

sales of products bearing the Aucera Mark and channels of trade in the U.S., including without 

limitation: Promoting products bearing the Aucera Mark and developing relationships with 

potential U.S. distributors at trade shows (including the June 2010 JCK trade show in Las 

Vegas), taking out advertisements for products bearing the Aucera Mark in U.S. publications as 

reflected in documents produced by Registrant, creating and maintaining a Facebook page for 

Bentley Watches, and working with individuals and companies in the U.S. to develop 

relationships with potential distributors of products bearing the Aucera Mark in the U.S. via both 

online retailers and brick-and-mortar retail stores. 



INTERROGATORY NO. 43 

Describe your formal or informal marketing and business plans for the next five years for 

the use of the Aucera Mark for pens in the United States. 

RESPONSE TO INTERROGATORY NO. 43 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Pursuant to Federal 

Rule of Civil Procedure 33(d), Registrant will produce documents and business records relevant 

to this Interrogatory, if any exist.  Subject to Registrant’s General and Specific Objections, 

Registrant responds as follows:  Aucera has engaged in ongoing efforts to develop additional 

sales of products bearing the Aucera Mark and channels of trade in the U.S., including without 

limitation: Promoting products bearing the Aucera Mark and developing relationships with 

potential U.S. distributors at trade shows (including the June 2010 JCK trade show in Las 

Vegas), taking out advertisements for products bearing the Aucera Mark in U.S. publications as 

reflected in documents produced by Registrant, creating and maintaining a Facebook page for 

Bentley Watches, and working with individuals and companies in the U.S. to develop 

relationships with potential distributors of products bearing the Aucera Mark in the U.S. via both 

online retailers and brick-and-mortar retail stores. 

INTERROGATORY NO. 44 

State the retail price of each good for which you use the Aucera Mark. 

RESPONSE TO INTERROGATORY NO. 44 

In addition to its General Objections, Registrant objects to this interrogatory on the 

grounds that it is overly broad and seeks information irrelevant to the parties’ claims and 

defenses.  Pursuant to Federal Rule of Civil Procedure 33(d), Registrant has produced documents 

and business records relevant to this Interrogatory and will produce any additional responsive 

documents.   

INTERROGATORY NO. 45 

State the wholesale price of each good for which you use the Aucera Mark. 



RESPONSE TO INTERROGATORY NO. 45 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Pursuant to Federal 

Rule of Civil Procedure 33(d), Registrant has produced documents and business records relevant 

to this Interrogatory and will produce any additional responsive documents. 

INTERROGATORY NO. 46 

State the facts that support the First Affirmative Defense set forth in the Answer. 

RESPONSE TO INTERROGATORY NO. 46 

In addition to its General Objections, Registrant objects to this interrogatory as premature 

given that discovery is ongoing.  Registrant further objects to the interrogatory on the grounds 

that some of this information is in Petitioner’s possession, custody, or control, and Petitioner has 

not yet begun producing documents.  Pursuant to Federal Rule of Civil Procedure 33(d), 

Registrant has produced documents and business records relevant to this Interrogatory and will 

produce any additional responsive documents.  Subject to its General and Specific Objections, 

Registrant responds as follows:  Because Registrant has used the Aucera Mark in commerce in 

the United States and intends to continue to use the Aucera Mark in the United States, Petitioner 

has failed to state a cause of action upon which relief can be granted. 

INTERROGATORY NO. 47 

State the facts that support the Second Affirmative Defense set forth in the Answer. 

RESPONSE TO INTERROGATORY NO. 47 

In addition to its General Objections, Registrant objects to this interrogatory as premature 

given that discovery is ongoing.  Registrant further objects to the interrogatory on the grounds 

that much of this information is in Petitioner’s possession, custody, or control, and Petitioner has 

not yet begun producing documents. 

INTERROGATORY NO. 48 

State whether you contend that you have continuously used the Aucera Mark for watches 

in the United States from 1995 through the present. 



RESPONSE TO INTERROGATORY NO. 48 

 In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for watches in the United 

States from 1995 through the present. 

INTERROGATORY NO. 49 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 49 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses and as vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for watches in the United 

States from 1995 through the present by transporting watches into the United States, by 

promoting watches in the United States, and also as reflected in documents produced to 

Petitioner showing shipments into the United States of watches bearing the Aucera Mark.  

Registrant will continue to supplement its response to the extent additional responsive 

information is located. 

INTERROGATORY NO. 50 

State whether you contend that you have continuously used the Aucera Mark for watches 

in the United States from November 10, 2011 through the present. 

RESPONSE TO INTERROGATORY NO. 50 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 



ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for watches in the United 

States from November 10, 2011 through the present. 

INTERROGATORY NO. 51 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 51 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for watches in the United States from November 10, 2011 

through the present by transporting watches into the United States, by promoting watches in the 

United States, and also as reflected in documents produced to Petitioner showing shipments into 

the United States of watches bearing the Aucera Mark.  Registrant will continue to supplement 

its responses to the extent additional information is located. 

INTERROGATORY NO. 52 

State whether you contend that you have continuously used the Aucera Mark for pens in 

the United States from 1997 through the present. 

RESPONSE TO INTERROGATORY NO. 52 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for pens in the United States 

from 1997 through the present.  



INTERROGATORY NO. 53 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 53 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for pens in the United States from 1997 through the present 

by transporting pens into the United States, by promoting pens in the United States, and also as 

reflected in documents produced to Petitioner showing shipments into the United States of pens 

bearing the Aucera Mark.  Registrant will continue to supplement its responses to the extent 

additional information is located. 

INTERROGATORY NO. 54 

State whether you contend that you have continuously used the Aucera Mark for pens in 

the United States from November 10, 2011 through the present. 

RESPONSE TO INTERROGATORY NO. 54 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for pens in the United States 

from November 10, 2011 through the present. 

INTERROGATORY NO. 55 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 



RESPONSE TO INTERROGATORY NO. 55 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for pens in the United States from November 10, 2011 

through the present, by transporting pens into the United States, by promoting pens in the United 

States, and also as reflected in documents produced to Petitioner showing shipments into the 

United States of pens bearing the Aucera Mark.  Registrant will continue to supplement its 

responses to the extent additional information is located. 

INTERROGATORY NO. 56 

State whether you contend that you have continuously used the Aucera Mark for jewelry 

in the United States from 1997 through the present. 

RESPONSE TO INTERROGATORY NO. 56 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for jewelry in the United 

States from 1997 through the present. 

INTERROGATORY NO. 57 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 57 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for jewelry in the United States from 1997 through the 



present by transporting jewelry into the United States, by promoting jewelry in the United States, 

and also as reflected in documents produced to Petitioner showing shipments into the United 

States of jewelry bearing the Aucera Mark.  Registrant will continue to supplement its responses 

to the extent additional information is located. 

INTERROGATORY NO. 58 

State whether you contend that you have continuously used the Aucera Mark for jewelry 

in the United States from November 10, 2011 through the present. 

RESPONSE TO INTERROGATORY NO. 58 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Registrant further 

objects to this interrogatory on the grounds that it seeks a legal conclusion and is vague and 

ambiguous.  Subject to its General and Specific Objections, Registrant responds as follows:  

Registrant contends that it has continuously used the Aucera Mark for jewelry in the United 

States from November 10, 2011 through the present. 

INTERROGATORY NO. 59 

If your answer to the previous Interrogatory is yes, state any facts that support that 

contention. 

RESPONSE TO INTERROGATORY NO. 59 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows:  Registrant contends that it has 

continuously used the Aucera Mark for jewelry in the United States from November 10, 2011 

through the present by transporting jewelry into the United States, by promoting jewelry in the 

United States, and also as reflected in documents produced to Petitioner showing shipments into 

the United States of jewelry bearing the Aucera Mark.  Registrant will continue to supplement its 

responses to the extent additional information is located. 



INTERROGATORY NO. 60 

Describe in detail the relationship between Aucera and Resultco, including, without 

limitation, any role that Resultco plays in selling products bearing the Aucera Mark in the United 

States. 

RESPONSE TO INTERROGATORY NO. 60 

Subject to its General Objections, Registrant responds as follows:  ResultCo was 

identified to be a U.S. distributor for products bearing the Aucera Mark.   

INTERROGATORY NO. 61 

Describe in detail the relationship between Aucera and Blount Jewelry, including, 

without limitation, any role that Blount Jewelry plays in selling products bearing the Aucera 

Mark in the United States. 

RESPONSE TO INTERROGATORY NO. 61 

Subject to its General Objections, Registrant responds as follows:  Blount Jewelry has 

offered for sale products bearing the Aucera Mark in the United States, including on the website 

http://blountjewels.com.   

INTERROGATORY NO. 62 

Identify all Persons who participated in any way in the preparation of your answers or 

responses to these interrogatories, Bentley’s First Interrogatories, Bentley’s First or Second 

Requests for Production of Documents, and Bentley’s First or Second Requests for Admissions. 

RESPONSE TO INTERROGATORY NO. 62 

Subject to its General Objections, Registrant responds as follows:  Chia-Hsiang Cheng. 

 

 



Dated:  May 24, 2016     By: /s/ Jennifer A. Golinveaux  
Jennifer A. Golinveaux 
WINSTON & STRAWN LLP 
101 California Street, 35th Floor 
San Francisco, CA  94111-5894 
Telephone:  415-591-1000 
Facsimile:   415-591-1400 
Email:   jgolinveaux@winston.com 
 
Diana Hughes Leiden 
WINSTON & STRAWN LLP 
333 South Grand Avenue 
Los Angeles, CA 90071 
Telephone: 213-615-1700 
Facsimile:  213-615-1750 
Email:  dhleiden@winston.com 
   
Attorneys for Registrant Aucera SA 

  



 

CERTIFICATE OF SERVICE 

 
re:  BENTLEY MOTORS LIMITED v. AUCERA SA 

 
 I hereby certify that a true and complete copy of the foregoing: 
 

REGISTRANT AUCERA SA’S SECOND SUPPLEMENTAL RESPONSES TO  

PETITIONER’S SECOND SET OF INTERROGATORIES 

 
has been served on  
 
(1) Petitioner’s counsel of record by mailing said copy on  

May 24, 2016 via Federal Express, to: 
 

JESSICA BROMALL SPARKMAN 
JEFFER MANGELS BUTLER & MITCHELL LLP 
1900 AVENUE OF THE STARS, SEVENTH FLOOR 
LOS ANGELES, CA 90067 

 
       __/s/ Diana Hughes Leiden 
                Diana Hughes Leiden 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of trademark Registration No.:  2007286, 2096184, 2096186 
For the mark:  BENTLEY 
 
 
BENTLEY MOTORS LIMITED, 
 
  Petitioner, 
 
 v. 
 
AUCERA SA, 
 
  Registrant. 
 

 Cancellation No.:  92060353 
 

 
 

REGISTRANT AUCERA SA’S RESPONSES TO  

PETITIONER’S THIRD SET OF INTERROGATORIES 

 

Pursuant to Rule 2.120 of the Trademark Rules of Practice, Trademark Trial and Appeal 

Board Manual of Procedure § 405, and Rule 33 of the Federal Rules of Civil Procedure, 

Registrant Aucera SA (“Aucera” or “Registrant”) hereby responds to the Third Set of 

Interrogatories served by Petitioner Bentley Motors Limited (“Petitioner”). 

The following responses and objections are based upon Registrant’s knowledge, 

information, and belief at this time.  Registrant has made a reasonable and good faith effort to 

respond. However, Registrant has not yet completed its investigation related to this action, nor 

has it completed discovery or preparation for trial.  The responses contained herein are based 

solely upon the information presently available and specifically known to Registrant.  It is 

anticipated that further discovery, independent investigation, legal research, and analysis may 

supply additional facts and establish entirely new factual conclusions and legal contentions, all of 

which may lead to the discovery of additional information, thereby resulting in additions to, 

changes in, and variations from these responses.  Registrant specifically reserves the right to 



 

2 
LA:399665.2 

amend these responses should additional information become available and to use such 

information. 

GENERAL OBJECTIONS 

Registrant makes the following general objections, whether or not separately set forth in 

response to each and every instruction, definition and interrogatories: 

1. Registrant objects to the Interrogatories as overbroad and seeking information that 

is not relevant to the parties’ claims or defenses. 

2. Registrant objects to the Interrogatories to the extent that they purport to impose 

obligations on Registrant that exceed its obligations under the Federal Rules of Civil Procedure 

and/or the Trademark Trial and Appeal Board Manual of Procedure. 

3. Registrant objects to the definition of “Aucera” as overly broad, and calling for 

information outside the possession, custody, and control of Aucera SA, as it includes “Aucera 

SA, its predecessors or successors in interest, any parent, subsidiary, affiliate and division, and 

any present or former officers, directors, agents, consultants, representatives, employees or other 

persons acting or purporting to act on any of those entities’ behalf.” 

4. Registrant objects to the definition of “Aucera Mark” as overbroad and seeking 

documents that are not relevant to the parties’ claims or defenses to the extent that it includes the 

language “as well as any other goods or services.” Registrant will respond to the requests as if 

the definition of “Aucera Mark” did not include the wording “as well as any other goods or 

services.” 

5. Registrant objects to the Interrogatories to the extent that they are vague, 

ambiguous, and unclear, including Petitioner’s use of terms that are not defined and/or are 

otherwise susceptible to more than one meaning. 

RESPONSES TO INTERROGATORIES 

INTERROGATORY NO. 63 

Describe in detail each attempt you made to import, sell, or distribute products bearing 

the Aucera Mark in the United States between the date of first use and the present.  
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RESPONSE TO INTERROGATORY NO. 63 

Registrant objects to this interrogatory as overly broad and unduly burdensome. Pursuant 

to Federal Rule of Civil Procedure 33(d), Registrant has produced documents and business 

records relevant to this Interrogatory and will produce any additional responsive documents, as 

set forth in its responses to Petitioner’s Requests for Production of Documents.  Subject to its 

General and Specific Objections, Registrant further responds as follows:  Aucera has sold 

products in the U.S.  bearing the Aucera Mark as reflected in documents produced and to be 

produced by Registrant.  Aucera has also engaged in ongoing efforts to develop additional sales 

of products bearing the Aucera Mark and channels of trade in the U.S., including without 

limitation: Promoting products bearing the Aucera Mark and developing relationships with 

potential U.S. distributors at trade shows (including the June 2010 JCK trade show in Las 

Vegas), taking out advertisements for products bearing the Aucera Mark in U.S. publications as 

reflected in documents produced by Registrant, creating and maintaining a Facebook page for 

Bentley Watches, and working with individuals and companies in the U.S. to develop 

relationships with potential distributors of products bearing the Aucera Mark in the U.S. via both 

online retailers and brick-and-mortar retail stores.   

INTERROGATORY NO. 64 

Describe in detail the relationship between Aucera and Robert Bonnem, including, 

without limitation, any role that Robert Bonnem plays or is intended to play in importing, 

distributing, or selling products bearing the Aucera Mark in the United States.  

RESPONSE TO INTERROGATORY NO. 64 

Subject to its General Objections, Registrant responds as follows:  Mr. Bonnem has 

worked with Registrant to further develop marketing and sales channels for products bearing the 

Aucera Mark in the U.S., including both online retailers and brick-and-mortar retail stores, and 

advised on product design and marketing. 
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INTERROGATORY NO. 65 

Describe in detail the relationship between Aucera and Norm Kushner, including, without 

limitation, any role that Norm Kushner plays or is intended to play in importing, distributing, or 

selling products bearing the Aucera Mark in the United States. 

RESPONSE TO INTERROGATORY NO. 65 

Subject to its General Objections, Registrant responds as follows:  Mr. Kushner does not 

have a formal relationship with Aucera. Mr. Kushner has advised Registrant regarding 

developing marketing and sales channels for products bearing the Aucera Mark in the U.S. 

INTERROGATORY NO. 66 

Explain why Medicine Man, Inc. provided check numbers 7181 and 7162 (Bates Nos. 

00015 and 00016) to Robert Bonnem, including without limitation, a description of the goods or 

services in exchange for which the money was given. 

RESPONSE TO INTERROGATORY NO. 66 

In addition to its General Objections, Registrant objects to this Interrogatory on the 

grounds that it seeks information in the possession, custody or control of third parties.   

 

Dated:  January 27, 2016    By: /s/ Jennifer A. Golinveaux  
Jennifer A. Golinveaux 
WINSTON & STRAWN LLP 
101 California Street, 35th Floor 
San Francisco, CA  94111-5894 
Telephone:  415-591-1000 
Facsimile:   415-591-1400 
Email:   jgolinveaux@winston.com 
 
Diana Hughes Leiden 
WINSTON & STRAWN LLP 
333 South Grand Avenue 
Los Angeles, CA 90071 
Telephone: 213-615-1000 
Facsimile:  213-615-1400 
Email:  dhleiden@winston.com 

 
Attorneys for Registrant Aucera SA 
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CERTIFICATE OF SERVICE 

 
re:  BENTLEY MOTORS LIMITED v. AUCERA SA 

 
 I hereby certify that a true and complete copy of the foregoing: 
 

REGISTRANT AUCERA SA’S RESPONSES TO  

PETITIONER’S THIRD SET OF INTERROGATORIES 

 

 
has been served on  
 
(1) Petitioner’s counsel of record, by mailing said copy on  

January 27, 2016 via First Class Mail, postage prepaid, to: 
 

ROD S. BERMAN 
JESSICA BROMALL SPARKMAN 
JEFFER MANGELS BUTLER & MITCHELL LLP 
1900 AVENUE OF THE STARS, SEVENTH FLOOR 
LOS ANGELES, CA 90067 

 
 
 
 
       __/s/ Melodie Butler_________ 
       Melodie Butler 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of trademark Registration No.:  2007286, 2096184, 2096186 
For the mark:  BENTLEY 
 
 
BENTLEY MOTORS LIMITED, 
 
  Petitioner, 
 
 v. 
 
AUCERA SA, 
 
  Registrant. 
 

 Cancellation No.:  92060353 
 

 
 

REGISTRANT AUCERA SA’S RESPONSES TO  

PETITIONER’S FOURTH SET OF INTERROGATORIES 

Pursuant to Rule 2.120 of the Trademark Rules of Practice, Trademark Trial and Appeal 

Board Manual of Procedure § 405, and Rule 33 of the Federal Rules of Civil Procedure, 

Registrant Aucera SA (“Aucera” or “Registrant”) hereby responds to the Fourth Set of 

Interrogatories served by Petitioner Bentley Motors Limited (“Petitioner”). 

The following responses and objections are based upon Registrant’s knowledge, 

information, and belief at this time.  Registrant has made a reasonable and good faith effort to 

respond. However, Registrant has not yet completed its investigation related to this action, nor 

has it completed discovery or preparation for trial.  The responses contained herein are based 

solely upon the information presently available and specifically known to Registrant.  It is 

anticipated that further discovery, independent investigation, legal research, and analysis may 

supply additional facts and establish entirely new factual conclusions and legal contentions, all of 

which may lead to the discovery of additional information, thereby resulting in additions to, 

changes in, and variations from these responses.  Registrant specifically reserves the right to 
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amend these responses should additional information become available and to use such 

information. 

GENERAL OBJECTIONS 

Registrant makes the following general objections, whether or not separately set forth in 

response to each and every instruction, definition and interrogatories: 

1. Registrant objects to the Interrogatories as overbroad and seeking information that 

is not relevant to the parties’ claims or defenses. 

2. Registrant objects to the Interrogatories to the extent that they purport to impose 

obligations on Registrant that exceed its obligations under the Federal Rules of Civil Procedure 

and/or the Trademark Trial and Appeal Board Manual of Procedure. 

3. Registrant objects to the definition of “Aucera” as overly broad, and calling for 

information outside the possession, custody, and control of Aucera SA, as it includes “Aucera 

SA, its predecessors or successors in interest, any parent, subsidiary, affiliate and division, and 

any present or former officers, directors, agents, consultants, representatives, employees or other 

persons acting or purporting to act on any of those entities’ behalf.” 

4. Registrant objects to the definition of “Aucera Mark” as overbroad and seeking 

documents that are not relevant to the parties’ claims or defenses to the extent that it includes the 

language “as well as any other goods or services.” Registrant will respond to the requests as if 

the definition of “Aucera Mark” did not include the wording “as well as any other goods or 

services.” 

5. Registrant objects to the Interrogatories to the extent that they are vague, 

ambiguous, and unclear, including Petitioner’s use of terms that are not defined and/or are 

otherwise susceptible to more than one meaning. 
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RESPONSES TO INTERROGATORIES 

INTERROGATORY NO. 67 

Describe in detail the relationship between Aucera and Lucius Russell Chen, including, 

without limitation, his employment status, position, job title, and job responsibilities at Aucera.  

RESPONSE TO INTERROGATORY NO. 67 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows: Lucius Russell Chen is not 

employed by Aucera. It is Aucera’s understanding that Lucius Russell Chen is a former 

employee of Pyxis Enterprise Co., Ltd. 

INTERROGATORY NO. 68 

Describe in detail the relationship between Aucera and Pyxis Enterprise Co., Ltd., 

including, without limitation, the nature of any contracts or agreements between Aucera and 

Pyxis Enterprise Co., Ltd. 

RESPONSE TO INTERROGATORY NO. 68 

In addition to its General Objections, Registrant objects to this interrogatory as overly 

broad and seeking information irrelevant to the parties’ claims and defenses.  Subject to its 

General and Specific Objections, Registrant responds as follows: Pyxis Enterprise Co., Ltd. 

provides marketing services for Aucera. 

/// 

/// 

/// 
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Dated:  February 12, 2016    By: /s/ Jennifer A. Golinveaux  
Jennifer A. Golinveaux 
WINSTON & STRAWN LLP 
101 California Street, 35th Floor 
San Francisco, CA  94111-5894 
Telephone:  415-591-1000 
Facsimile:   415-591-1400 
Email:   jgolinveaux@winston.com 
 
Diana Hughes Leiden 
WINSTON & STRAWN LLP 
333 South Grand Avenue 
Los Angeles, CA 90071 
Telephone: 213-615-1700 
Facsimile:  213-615-1750 
Email:  dhleiden@winston.com 

   
Attorneys for Registrant Aucera SA 
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CERTIFICATE OF SERVICE 

 
re:  BENTLEY MOTORS LIMITED v. AUCERA SA 

 
 I hereby certify that a true and complete copy of the foregoing: 
 

REGISTRANT AUCERA SA’S RESPONSES TO  

PETITIONER’S FOURTH SET OF INTERROGATORIES 

 
has been served on  
 
(1) Petitioner’s counsel of record by mailing said copy on  

February 12, 2016 via First Class Mail, postage prepaid, to: 
 

ROD S. BERMAN 
JESSICA BROMALL SPARKMAN 
JEFFER MANGELS BUTLER & MITCHELL LLP 
1900 AVENUE OF THE STARS, SEVENTH FLOOR 
LOS ANGELES, CA 90067 

 
       __/s/ Ann Newman 
       Ann Newman 
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Bentley is endowed with heritage and inspired by the future.

BASELWORLD 2015 PREMIUM WATCH EXHIBITION

Bentley to participate in 2015 BASELWORLD Watch Fair

LEARN MORE
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VENEUR CLUB SPORT

Bentley's acclaimed precision chronograph watch

LEARN MORE

BENTLEY LIFESTYLE

BE IN CONTROL, embrace the Bentley life style

READ MORE
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Bourbon Power Reserve 120 Hours

Bourbon Power Reserve model exhibits a guilloche dial and detailed with classically styled Roman numeral

hour indices on the outer edge, an aperture window at 9 o'clock position is adorn with beveled gold ring

showcasing the perlage of the mechanical movement

LEARN MORE

ABOUT BENTLEY
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Bentley purveys the finest mens accessories, the specialized collection offers fine timepieces, writing
instruments, leather goods, eyewear, fixed gear bicycles and cufflinks.

LEARN MORE

THE TIMEPIECE

Bentley watches are recognized by enthusiasts as a contemporary illustrations of precision craft with each
luxurious timepiece achieving a fine balance between tradition and modernity.

VIEW THE COLLECTION

THE BOUTIQUE

Bentley world boutiques are the best places to enthrall in a Bentley lifestyle experience.

LEARN MORE
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About Bentley
Bentley the watch brand was established in 1948 in La Chaux-de-Fonds, Switzerland. The town is steeped

in the history of Swiss horology, and known to the world as the cradle of modern watchmaking. In the early

90s, Bentley evolved to be the Bentley Luxury Group, and expanded its product portfolio to include fashion

and lifestyle accessories as well as leather goods while embracing its new brand motto, "BE IN CONTROL".

The Bentley watch division is principally engaged in the design and making of wristwatches and lifestyle

accessories with its collection of fine timepieces being the flagship products that are managed by the group.

Following traditional watchmaking techniques and innovations in design, Bentley watches are recognized

by enthusiasts as a contemporary illustrations of precision craft with each luxurious timepiece achieving a

fine balance between tradition and modernity.
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ABOUT BENTLEY

Bentley purveys the finest mens accessories, the specialized collection offers fine timepieces, writing
instruments, leather goods, eyewear, fixed gear bicycles and cufflinks.

LEARN MORE

THE TIMEPIECE
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Bentley watches are recognized by enthusiasts as a contemporary illustrations of precision craft with each
luxurious timepiece achieving a fine balance between tradition and modernity.
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Retailers

USA

Blount Jewels, Inc.

8710 Cameron St. Suite 906 

Silver Spring, MD 20910

TEL: anthony.c.blount@blountjewels.com

USA

Resultco

3160 Haggerty Rd, Suite J 

West Bloomfield, Michigan 48323

TEL: (888) 782-2080

North America South America Africa Asia Europe Middle East Kuwait
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HOME ฀ WATCHES ฀ BENTLEY

Add to CompareAdd to Wishlist

Bentley Bourbon Automatic

Watch 86-15001

$4,300.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Automatic

Watch 86-15011

$2,400.00

฀  ADD TO CART

1 2 3 4 5 6

Sort by: 

Bentley watches will make you the most interesting man in the world.

Equipped with state of the art technologies that instantly tell you the time in all

time zones and more, Bentley also delivers in style. Made from the best

products, Bentley watches are made of the best materials to suit your lifestyle;

whether that be an alligator or rubber strap, titanium or diamond set is up to

you.

 

Astral Bourbon

Denarium

฀

Bentley

Alphabetical: A to Z

฀฀

฀Search for a product
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Add to CompareAdd to Wishlist

Bentley Bourbon Automatic

Watch 86-15481

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Automatic

Watch 86-15533

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Automatic

Watch 86-15593

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Big Date

Watch 84-50001

$1,150.00

฀  ADD TO CART

javascript:void(0)
http://blountjewels.com/wishlist.php?action=add&product_id=6544&variation_id=
http://blountjewels.com/bentley-bourbon-automatic-watch-86-15481/
http://blountjewels.com/bentley-bourbon-automatic-watch-86-15481/
http://blountjewels.com/cart.php?action=add&product_id=6544
http://blountjewels.com/cart.php?action=add&product_id=6544
http://blountjewels.com/cart.php?action=add&product_id=6544
http://blountjewels.com/bentley-bourbon-automatic-watch-86-15481/
javascript:void(0)
http://blountjewels.com/wishlist.php?action=add&product_id=6545&variation_id=
http://blountjewels.com/bentley-bourbon-automatic-watch-86-15533/
http://blountjewels.com/bentley-bourbon-automatic-watch-86-15533/
http://blountjewels.com/cart.php?action=add&product_id=6545
http://blountjewels.com/cart.php?action=add&product_id=6545
http://blountjewels.com/cart.php?action=add&product_id=6545
http://blountjewels.com/bentley-bourbon-automatic-watch-86-15533/
javascript:void(0)
http://blountjewels.com/wishlist.php?action=add&product_id=6546&variation_id=
http://blountjewels.com/bentley-bourbon-automatic-watch-86-15593/
http://blountjewels.com/bentley-bourbon-automatic-watch-86-15593/
http://blountjewels.com/cart.php?action=add&product_id=6546
http://blountjewels.com/cart.php?action=add&product_id=6546
http://blountjewels.com/cart.php?action=add&product_id=6546
http://blountjewels.com/bentley-bourbon-automatic-watch-86-15593/
javascript:void(0)
http://blountjewels.com/wishlist.php?action=add&product_id=6534&variation_id=
http://blountjewels.com/bentley-bourbon-big-date-watch-84-50001/
http://blountjewels.com/bentley-bourbon-big-date-watch-84-50001/
http://blountjewels.com/cart.php?action=add&product_id=6534
http://blountjewels.com/cart.php?action=add&product_id=6534
http://blountjewels.com/cart.php?action=add&product_id=6534
http://blountjewels.com/bentley-bourbon-big-date-watch-84-50001/


Watches - Bentley - Blount Jewels Inc.

http://blountjewels.com/bentley/[5/23/2016 11:02:45 AM]

Add to CompareAdd to Wishlist

Bentley Bourbon Big Date

Watch 84-50011

$1,150.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Big Date

Watch 84-50471

$1,350.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Big Date

Watch 84-50593

$1,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Chronograph

Watch 86-20001

$1,250.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Bourbon Chronograph

Watch 86-20011

$1,250.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Chronograph

Watch 86-20473

$1,520.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Chronograph

Watch 86-20593

$1,600.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Chronograph

Watch 86-30001

$1,250.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Bourbon Chronograph

Watch 86-30011

$1,250.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Chronograph

Watch 86-30473

$1,500.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Chronograph

Watch 86-30481

$1,500.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Classic Watch

86-25001

$2,400.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Bourbon Classic Watch

86-25011

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Classic Watch

86-25473

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Classic Watch

86-25481

$2,400.00

฀  ADD TO CART
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HOME ฀ WATCHES ฀ BENTLEY

Add to CompareAdd to Wishlist

Bentley Bourbon Classic Watch

86-25593

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Diamond

Watch 86-252001

$2,400.00

฀  ADD TO CART

1 2 3 4 5 6 7

Sort by: 

Bentley watches will make you the most interesting man in the world.

Equipped with state of the art technologies that instantly tell you the time in all

time zones and more, Bentley also delivers in style. Made from the best

products, Bentley watches are made of the best materials to suit your lifestyle;

whether that be an alligator or rubber strap, titanium or diamond set is up to

you.

 

Astral Bourbon

Denarium

฀ ฀

Bentley

Alphabetical: A to Z

฀฀

฀Search for a product
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Add to CompareAdd to Wishlist

Bentley Bourbon Diamond

Watch 86-252293

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Diamond

Watch 86-252473

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Dual Time

Automatic Watch 86-35000

$3,800.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Dual Time

Automatic Watch 86-35001

$3,800.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Bourbon Dual Time

Automatic Watch 86-35777

$4,100.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Dual Time

Automatic Watch 86-35999

$4,300.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Retrograde

Day Watch 86-10001

$1,265.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Retrograde

Day Watch 86-10011

$1,265.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Bourbon Retrograde

Day Watch 86-10473

$1,520.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Retrograde

Day Watch 86-10481

$1,520.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Bourbon Retrograde

Day Watch 86-10593

$1,670.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Automatic

Watch 90-15001

$2,400.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Denarium Automatic

Watch 90-15011

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Automatic

Watch 90-15473

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Automatic

Watch 90-15533

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Automatic

Watch 90-15593

$2,400.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Denarium Big Date

Watch 90-30001

$1,100.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Big Date

Watch 90-30011

$1,100.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Big Date

Watch 90-30473

$1,400.00

฀  ADD TO CART
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HOME ฀ WATCHES ฀ BENTLEY

Add to CompareAdd to Wishlist

Bentley Denarium Big Date

Watch 90-30533

$1,550.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Big Date

Watch 90-30593

$1,550.00

฀  ADD TO CART

1 2 3 4 5 6 7

Sort by: 

Bentley watches will make you the most interesting man in the world.

Equipped with state of the art technologies that instantly tell you the time in all

time zones and more, Bentley also delivers in style. Made from the best

products, Bentley watches are made of the best materials to suit your lifestyle;

whether that be an alligator or rubber strap, titanium or diamond set is up to

you.
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Add to CompareAdd to Wishlist

Bentley Denarium Moonphase

Watch 90-20001

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Moonphase

Watch 90-20011

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Moonphase

Watch 90-20473

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Moonphase

Watch 90-20593

$2,400.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Denarium Power

Reserve Watch K90-25471

$12,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Denarium Tourbillion

Watch K90-28471

$24,000.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Louvetier Automatic

Watch 88-15001

$2,150.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Louvetier Automatic

Watch 88-15011

$2,150.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Louvetier Automatic

Watch 88-15411

$2,370.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Louvetier Automatic

Watch 88-15473

$2,370.00
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Bentley Louvetier Automatic

Watch 88-15533

$2,370.00
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Bentley Louvetier Automatic

Watch 88-15593

$2,370.00
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Add to CompareAdd to Wishlist

Bentley Louvetier Classic

Watch 88-25001

$2,150.00

฀  ADD TO CART
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Bentley Louvetier Classic

Watch 88-25011

$2,150.00
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Bentley Louvetier Classic

Watch 88-25411

$2,360.00
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Bentley Louvetier Classic

Watch 88-25473

$2,360.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Louvetier Classic

Watch 88-25593

$2,360.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Louvetier Small

Second Watch 88-10001

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Louvetier Small

Second Watch 88-10011

$2,400.00

฀  ADD TO CART
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HOME ฀ WATCHES ฀ BENTLEY

Add to CompareAdd to Wishlist

Bentley Louvetier Small

Second Watch 88-10473

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Louvetier Small

Second Watch 88-10593

$2,400.00

฀  ADD TO CART
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Sort by: 

Bentley watches will make you the most interesting man in the world.

Equipped with state of the art technologies that instantly tell you the time in all

time zones and more, Bentley also delivers in style. Made from the best

products, Bentley watches are made of the best materials to suit your lifestyle;

whether that be an alligator or rubber strap, titanium or diamond set is up to

you.
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Add to CompareAdd to Wishlist

Bentley Louvetier Small

Second Watch 88-20001

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Louvetier Small

Second Watch 88-20011

$2,400.00

฀  ADD TO CART
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Bentley Louvetier Small

Second Watch 88-20411

$2,400.00

฀  ADD TO CART
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Bentley Louvetier Small

Second Watch 88-20473

$2,400.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Louvetier Small

Second Watch 88-20533

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Louvetier Small

Second Watch 88-20593

$2,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Automatic

Watch 81-35000

$2,140.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Automatic

Watch 81-35060

$2,140.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Solstice Automatic

Watch 81-35777

$2,350.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Automatic

Watch 81-35999

$2,350.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Chronograph

Watch 81-20000

$1,200.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Chronograph

Watch 81-20010

$1,200.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Solstice Chronograph

Watch 81-20111

$1,300.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Chronograph

Watch 81-20777

$1,500.00

฀  ADD TO CART
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Bentley Solstice Chronograph

Watch 81-20787

$1,500.00

฀  ADD TO CART
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Bentley Solstice Chronograph

Watch 81-20999

$1,650.00
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Add to CompareAdd to Wishlist

Bentley Solstice Dual Time BD

Titanium Watch 81-45010

$4,800.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Dual Time BD

Titanium Watch 81-45011

$4,801.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Dual Time BD

Titanium Watch 81-45591

$4,300.00

฀  ADD TO CART
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HOME ฀ WATCHES ฀ BENTLEY

Add to CompareAdd to Wishlist

Bentley Solstice Dual Time BD

Titanium Watch 81-45596

$4,800.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Dual Time BD

Titanium Watch 81-45770

$4,800.00

฀  ADD TO CART
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Sort by: 

Bentley watches will make you the most interesting man in the world.

Equipped with state of the art technologies that instantly tell you the time in all

time zones and more, Bentley also delivers in style. Made from the best

products, Bentley watches are made of the best materials to suit your lifestyle;

whether that be an alligator or rubber strap, titanium or diamond set is up to

you.
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Add to CompareAdd to Wishlist

Bentley Solstice Dual Time BD

Titanium Watch 81-45771

$4,801.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Dual Time BD

Titanium Watch 81-45999

$4,800.00

฀  ADD TO CART
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Bentley Solstice Small Second

Watch 81-40000

$1,200.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Small Second

Watch 81-40010

$1,200.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley Solstice Small Second

Watch 81-40777

$1,500.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley Solstice Small Second

Watch 81-40999

$1,600.00

฀  ADD TO CART
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Bentley The Road Captain Club

Sport Titanium Watch 82-70001

$1,300.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Titanium Watch 82-70111

$1,450.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Titanium Watch 82-70471

$1,450.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Titanium Watch 82-70781

$1,450.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Titanium Watch 82-70881

$1,400.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Titanium Watch 82-

70881-1

$1,400.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Watch 82-20001

$1,175.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Watch 82-20011

$1,175.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Watch 82-20033

$1,175.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Watch 82-20473

$1,290.00

฀  ADD TO CART
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Add to CompareAdd to Wishlist

Bentley The Road Captain Club

Sport Watch 82-20481

$1,290.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley The Sea Captain

Chronograph Watch 91-10808

$1,600.00

฀  ADD TO CART

Add to CompareAdd to Wishlist

Bentley The Sea Captain

Chronograph Watch 91-10818

$1,600.00

฀  ADD TO CART
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Chronograph Watch 91-10999
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Chronograph Watch 91-20600

$1,400.00
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Bentley watches will make you the most interesting man in the world.

Equipped with state of the art technologies that instantly tell you the time in all

time zones and more, Bentley also delivers in style. Made from the best

products, Bentley watches are made of the best materials to suit your lifestyle;

whether that be an alligator or rubber strap, titanium or diamond set is up to

you.
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Bentley watches will make you the most interesting man in the world.

Equipped with state of the art technologies that instantly tell you the time in all

time zones and more, Bentley also delivers in style. Made from the best

products, Bentley watches are made of the best materials to suit your lifestyle;

whether that be an alligator or rubber strap, titanium or diamond set is up to

you.
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2013 day 5-7 — at Baselworld 2013.
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Bentley added 4 new photos from May 6, 2013 to the

album: Baselworld 2013 day 5-7.

Best of Baselworld 2013 day5-7

May 6, 2013 ·  · 
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Bentley added 11 new photos to the album: Best of

Baselworld 2013 Day1-2 — at Baselworld 2013.
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Like
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Bentley added 7 new photos from May 5, 2013 to the

album: Best of Baselworld 2013 Day3-4 — at 

Baselworld 2013.

Baselworld 2013 Bentley day3-4
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Hein Min Aung that design how much

May 9, 2013 at 1:12am · Like · 1

Bentley Dear Hein Min Aung This is the exclusive preview for Baselworld, the

retail price will be released later this year. Please follow our facebook for

latest update, cheers,

May 9, 2013 at 4:18am · Like
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Baselworld 2013.

Baselworld 2013 Day1-2

May 5, 2013 ·  · 

Like

https://www.facebook.com/BENTLEYLUXURY/photos/ms.c.eJw1zNsNwEAIA8GOIuIHhP4biw5xn6O1LIkiBIKV8WgsOF1RXtNfd~_hdA3VscK3pjrt3zx~_uM05nxw~;oqRZ7.bps.a.444342245657193.1073741830.373585579399527/444343242323760/?type=3
https://www.facebook.com/BENTLEYLUXURY/photos/ms.c.eJw1zNsNwEAIA8GOIuIHhP4biw5xn6O1LIkiBIKV8WgsOF1RXtNfd~_hdA3VscK3pjrt3zx~_uM05nxw~;oqRZ7.bps.a.444342245657193.1073741830.373585579399527/444342278990523/?type=3
https://www.facebook.com/ufi/reaction/profile/browser/?ft_ent_identifier=444342245657193&av=100004635075430
https://www.facebook.com/ufi/reaction/profile/browser/?ft_ent_identifier=444342245657193&av=100004635075430
https://www.facebook.com/ufi/reaction/profile/browser/?ft_ent_identifier=444342245657193&av=100004635075430
https://www.facebook.com/ufi/reaction/profile/browser/?ft_ent_identifier=444342245657193&av=100004635075430
https://www.facebook.com/shares/view?id=444342245657193
https://www.facebook.com/hein.minaun?fref=ufi&rc=p
https://www.facebook.com/hein.minaun?fref=ufi&rc=p
https://www.facebook.com/media/set/?set=a.444342245657193.1073741830.373585579399527&type=3&comment_id=2801054&comment_tracking=%7B%22tn%22%3A%22R0%22%7D
https://www.facebook.com/browse/likes?id=445567305534687
https://www.facebook.com/browse/likes?id=445567305534687
https://www.facebook.com/BENTLEYLUXURY/?rc=p
https://www.facebook.com/BENTLEYLUXURY/?rc=p
https://www.facebook.com/hein.minaun?hc_location=ufi
https://www.facebook.com/media/set/?set=a.444342245657193.1073741830.373585579399527&type=3&comment_id=2801364&comment_tracking=%7B%22tn%22%3A%22R%22%7D
https://www.facebook.com/BENTLEYLUXURY/
https://www.facebook.com/media/set/?set=a.444333438991407.1073741829.373585579399527&type=3
https://www.facebook.com/pages/Baselworld-2013/522779571102119
https://www.facebook.com/BENTLEYLUXURY/?ref=nf
https://www.facebook.com/BENTLEYLUXURY/photos/ms.c.eJw1x8ENACAIA8CNTLCFwv6LGUTvdyQBj8oqs7TFPsX~_Vvzvec6h6EN8L9y7DomKEEA~-.bps.a.444333438991407.1073741829.373585579399527/444335698991181/?type=3


Bentley

https://www.facebook.com/BENTLEYLUXURY[5/23/2016 10:14:53 AM]

News Feed

Comments

+2

     Comment    ShareShow more reactions

157157

14 shares

Ahmed Hegaze woow

May 6, 2013 at 5:13am · Like · 1

Write a comment...

Comments

Bentley updated their cover photo.

The angled design provides Road Captain an unique advantage for

wearer in driving positions to glance at the time with ease.

Learn more about Road Captain collection at 

http://goo.gl/jAvl8

May 2, 2013 · 
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Bentley at Baselworld 2013.
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We want to say thank you to all of the people have supported us in this

year's Baselworld.

See you next year !!!!!!

May 2, 2013 · 
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Bentley shared their photo — at Baselworld 2013.

We are now showcasing our latest collection @ Baselworld 2013 Hall 1.1

A70

Come visit us !!

April 26, 2013 · Basel, Switzerland · 
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Bentley

Bentley is happy to announce the completion of Bentley 2013 Brand Book.

For more information please visit:

http://www.bentleyluxury.com/downlo…/…/Bentley%20Catalog.pdf

April 21, 2013 · 
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Bentley

Baselworld 2013 -Preview

We are pleased to present the Bentley Boutique Collection.

A collection of finest watches enclosed in 18 carat gold cases,

purposefully built to celebrate the grand launch of Bentley Boutique in

Shanghai, CN.

April 20, 2013 · 
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Phanon Phanon How much
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Bentley Dear Boy Kawasaki this is the limited boutique collection exclusive

for our Shanghai flagship boutique. The retail price is 100,000 RMB, equal to

16,000 USD

May 9, 2013 at 4:22am · Like
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Bentley Road Captain global advertising campaign image.
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Bentley added 2 new photos from April 18, 2013.

April 18, 2013 · 
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Bentley added a new photo to the album: Road Captain

Club Sport Pre-Basel.

Road Captain Club Sport

Redefine the pure joy of driving.

April 17, 2013 · 
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Bentley added 2 new photos to the album: Road Captain

Club Sport Pre-Basel.

We are pleased to share with you some image photos of the all new Road

Captain club sport.
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Astral Diamond Collection in three stunning colors.
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Introducing a new addition to the Lady Bentley collection. 

For more information please visit 

http://goo.gl/NRvxA
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Nashwa Mohammed how can i get this brand in egypt?

April 20, 2013 at 10:13am · Like · 2

Bentley Dear Nashwa Mohammed we are not in Egypt yet. Please go to our

website for the current distribution

http://www.bentleyluxury.com/en/global.php?cid=31

May 9, 2013 at 7:15pm · Like
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A sneak peek at the all new Bentley Road Captain Chronograph. The

collection will officially launch at Baselworld 2013, stay tuned for more

updates.
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Bentley shared a link.

March 24, 2013 · 

BASELWORLD 2013 tv spot

The BASELWORLD 2013 tv spot is broadcasted

worldwide on BBC World News 3 times a day for the

next two months.

YOUTUBE.COM
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Happy Saint Patrick's Day
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new and updated models from the already impeccable family of

timepieces, and awe the watch world with two entirely new collections

inspired by active life styles.

Also new for 2013 is the Bentley concept booth, the redesigned booth is

stated to deliver an immersive and genuine Bentley experience, and will

house the most complete Bentley timepiece collecti...
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We will be exhibiting @ Baselworld - The Watch and Jewellery Show this

year. Please come visit us @ Hall 1.1 Booth A70

February 25, 2013 · 

BASELWORLD 2013 - Weltmesse für  Uhren und

Schmuck

BASELWORLD – Die Weltmesse für Uhren und Schmuck. Die BASELWORLD ist

der wichtigste Treffpunkt der Uhren- und Schmuckindustrie.

BASELWORLD.COM
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About Bentley

PAGE INFO

MILESTONES

Founded on January 1, 1948

Bentley is endowed with heritage and inspired by the future. 

Swiss Precision Craft Since 1948

www.bentleyluxury.com

info@bentleyluxury.com

Bentley the watch brand was established in 1948 in La Chaux-de-

Fonds, Switzerland. The town is steeped in the history of Swi...

See More

Swiss Made Fine Timepieces and Accessories

www.bentleyluxury.com

Bentley introduces the Sea Captain Collection

Road Captain Collection is introduced in 2013

Denarium collection is introduced in 2008

Solstice collection is introduced in 2008

Veneur collection is introduced in 2004

Louvetier collection is introduced in 1997

Bourbon collection is introduced in 1996

The original Lady Bentley Collection introduced

Founded on January 1, 1948
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https://www.facebook.com/a.php?u=http%3A%2F%2Fwww.coupons.com%2Fbrands%2Ffebreze-coupons%3FPLID%3DMEDIAADS%26CRID%3DFEBREZE_FEBREZE_063015_FACEBOOKRF_EXT&__tn__=%2AI&xt=3.6288043645700979562.6042939821957.14.0.AQJ2V17gn0WpRJju2Hvq9UhG7pVuy4RlL9s8WEbjZH7ZHansYx0rQ3qMSpb783J-wVlElOJr4XNJACx-oa1oykcCLRJdki3FK_FIfp5h7_4TBmKbfli-ypvMIRr9F9pn7xRfVyhSLuYgeozb5QLVyqlp8IGFnPsdjSNkdJGnw9ERgtjJKVkkcfw265G2cx3FiLfSHQxSIJMQUwvD7pSPdBccOCXAUuf6dP0zeLC5e-SO3xGsdFoWisERZ5erTzicGDlvQ_4P2cR0aFOUK0OCZmV6NjsBuL2fIjW0eHXpmtHFsd5ASNIB3cA2_8p4kEcIrj8GfUxiqtf3YvAbp-HpExa71yWaryRifoX3W6AZeF9sTExlRl76TyMKS_cFAercdrY&mac=AQLD46Rg0VPeizMI
https://www.facebook.com/a.php?u=http%3A%2F%2Fwww.coupons.com%2Fbrands%2Ffebreze-coupons%3FPLID%3DMEDIAADS%26CRID%3DFEBREZE_FEBREZE_063015_FACEBOOKRF_EXT&__tn__=%2AI&xt=3.6288043645700979562.6042939821957.14.0.AQJ2V17gn0WpRJju2Hvq9UhG7pVuy4RlL9s8WEbjZH7ZHansYx0rQ3qMSpb783J-wVlElOJr4XNJACx-oa1oykcCLRJdki3FK_FIfp5h7_4TBmKbfli-ypvMIRr9F9pn7xRfVyhSLuYgeozb5QLVyqlp8IGFnPsdjSNkdJGnw9ERgtjJKVkkcfw265G2cx3FiLfSHQxSIJMQUwvD7pSPdBccOCXAUuf6dP0zeLC5e-SO3xGsdFoWisERZ5erTzicGDlvQ_4P2cR0aFOUK0OCZmV6NjsBuL2fIjW0eHXpmtHFsd5ASNIB3cA2_8p4kEcIrj8GfUxiqtf3YvAbp-HpExa71yWaryRifoX3W6AZeF9sTExlRl76TyMKS_cFAercdrY&mac=AQLD46Rg0VPeizMI
https://www.facebook.com/a.php?u=http%3A%2F%2Fwww.coupons.com%2Fbrands%2Ffebreze-coupons%3FPLID%3DMEDIAADS%26CRID%3DFEBREZE_FEBREZE_063015_FACEBOOKRF_EXT&__tn__=%2AI&xt=3.6288043645700979562.6042939821957.14.0.AQJ2V17gn0WpRJju2Hvq9UhG7pVuy4RlL9s8WEbjZH7ZHansYx0rQ3qMSpb783J-wVlElOJr4XNJACx-oa1oykcCLRJdki3FK_FIfp5h7_4TBmKbfli-ypvMIRr9F9pn7xRfVyhSLuYgeozb5QLVyqlp8IGFnPsdjSNkdJGnw9ERgtjJKVkkcfw265G2cx3FiLfSHQxSIJMQUwvD7pSPdBccOCXAUuf6dP0zeLC5e-SO3xGsdFoWisERZ5erTzicGDlvQ_4P2cR0aFOUK0OCZmV6NjsBuL2fIjW0eHXpmtHFsd5ASNIB3cA2_8p4kEcIrj8GfUxiqtf3YvAbp-HpExa71yWaryRifoX3W6AZeF9sTExlRl76TyMKS_cFAercdrY&mac=AQLD46Rg0VPeizMI
https://www.facebook.com/a.php?u=http%3A%2F%2Fwww.coupons.com%2Fbrands%2Ffebreze-coupons%3FPLID%3DMEDIAADS%26CRID%3DFEBREZE_FEBREZE_063015_FACEBOOKRF_EXT&__tn__=%2AI&xt=3.6288043645700979562.6042939821957.14.0.AQJ2V17gn0WpRJju2Hvq9UhG7pVuy4RlL9s8WEbjZH7ZHansYx0rQ3qMSpb783J-wVlElOJr4XNJACx-oa1oykcCLRJdki3FK_FIfp5h7_4TBmKbfli-ypvMIRr9F9pn7xRfVyhSLuYgeozb5QLVyqlp8IGFnPsdjSNkdJGnw9ERgtjJKVkkcfw265G2cx3FiLfSHQxSIJMQUwvD7pSPdBccOCXAUuf6dP0zeLC5e-SO3xGsdFoWisERZ5erTzicGDlvQ_4P2cR0aFOUK0OCZmV6NjsBuL2fIjW0eHXpmtHFsd5ASNIB3cA2_8p4kEcIrj8GfUxiqtf3YvAbp-HpExa71yWaryRifoX3W6AZeF9sTExlRl76TyMKS_cFAercdrY&mac=AQLD46Rg0VPeizMI
https://www.facebook.com/a.php?u=http%3A%2F%2Fwww.coupons.com%2Fbrands%2Ffebreze-coupons%3FPLID%3DMEDIAADS%26CRID%3DFEBREZE_FEBREZE_063015_FACEBOOKRF_EXT&__tn__=%2AI&xt=3.6288043645700979562.6042939821957.14.0.AQJ2V17gn0WpRJju2Hvq9UhG7pVuy4RlL9s8WEbjZH7ZHansYx0rQ3qMSpb783J-wVlElOJr4XNJACx-oa1oykcCLRJdki3FK_FIfp5h7_4TBmKbfli-ypvMIRr9F9pn7xRfVyhSLuYgeozb5QLVyqlp8IGFnPsdjSNkdJGnw9ERgtjJKVkkcfw265G2cx3FiLfSHQxSIJMQUwvD7pSPdBccOCXAUuf6dP0zeLC5e-SO3xGsdFoWisERZ5erTzicGDlvQ_4P2cR0aFOUK0OCZmV6NjsBuL2fIjW0eHXpmtHFsd5ASNIB3cA2_8p4kEcIrj8GfUxiqtf3YvAbp-HpExa71yWaryRifoX3W6AZeF9sTExlRl76TyMKS_cFAercdrY&mac=AQLD46Rg0VPeizMI
https://www.facebook.com/a.php?u=http%3A%2F%2Fwww.coupons.com%2Fbrands%2Ffebreze-coupons%3FPLID%3DMEDIAADS%26CRID%3DFEBREZE_FEBREZE_063015_FACEBOOKRF_EXT&__tn__=%2AI&xt=3.6288043645700979562.6042939821957.14.0.AQJ2V17gn0WpRJju2Hvq9UhG7pVuy4RlL9s8WEbjZH7ZHansYx0rQ3qMSpb783J-wVlElOJr4XNJACx-oa1oykcCLRJdki3FK_FIfp5h7_4TBmKbfli-ypvMIRr9F9pn7xRfVyhSLuYgeozb5QLVyqlp8IGFnPsdjSNkdJGnw9ERgtjJKVkkcfw265G2cx3FiLfSHQxSIJMQUwvD7pSPdBccOCXAUuf6dP0zeLC5e-SO3xGsdFoWisERZ5erTzicGDlvQ_4P2cR0aFOUK0OCZmV6NjsBuL2fIjW0eHXpmtHFsd5ASNIB3cA2_8p4kEcIrj8GfUxiqtf3YvAbp-HpExa71yWaryRifoX3W6AZeF9sTExlRl76TyMKS_cFAercdrY&mac=AQLD46Rg0VPeizMI
https://www.facebook.com/a.php?u=http%3A%2F%2Fwww.coupons.com%2Fbrands%2Ffebreze-coupons%3FPLID%3DMEDIAADS%26CRID%3DFEBREZE_FEBREZE_063015_FACEBOOKRF_EXT&__tn__=%2AI&xt=3.6288043645700979562.6042939821957.14.0.AQJ2V17gn0WpRJju2Hvq9UhG7pVuy4RlL9s8WEbjZH7ZHansYx0rQ3qMSpb783J-wVlElOJr4XNJACx-oa1oykcCLRJdki3FK_FIfp5h7_4TBmKbfli-ypvMIRr9F9pn7xRfVyhSLuYgeozb5QLVyqlp8IGFnPsdjSNkdJGnw9ERgtjJKVkkcfw265G2cx3FiLfSHQxSIJMQUwvD7pSPdBccOCXAUuf6dP0zeLC5e-SO3xGsdFoWisERZ5erTzicGDlvQ_4P2cR0aFOUK0OCZmV6NjsBuL2fIjW0eHXpmtHFsd5ASNIB3cA2_8p4kEcIrj8GfUxiqtf3YvAbp-HpExa71yWaryRifoX3W6AZeF9sTExlRl76TyMKS_cFAercdrY&mac=AQLD46Rg0VPeizMI
https://www.facebook.com/a.php?u=http%3A%2F%2Fwww.coupons.com%2Fbrands%2Ffebreze-coupons%3FPLID%3DMEDIAADS%26CRID%3DFEBREZE_FEBREZE_063015_FACEBOOKRF_EXT&__tn__=%2AI&xt=3.6288043645700979562.6042939821957.14.0.AQJ2V17gn0WpRJju2Hvq9UhG7pVuy4RlL9s8WEbjZH7ZHansYx0rQ3qMSpb783J-wVlElOJr4XNJACx-oa1oykcCLRJdki3FK_FIfp5h7_4TBmKbfli-ypvMIRr9F9pn7xRfVyhSLuYgeozb5QLVyqlp8IGFnPsdjSNkdJGnw9ERgtjJKVkkcfw265G2cx3FiLfSHQxSIJMQUwvD7pSPdBccOCXAUuf6dP0zeLC5e-SO3xGsdFoWisERZ5erTzicGDlvQ_4P2cR0aFOUK0OCZmV6NjsBuL2fIjW0eHXpmtHFsd5ASNIB3cA2_8p4kEcIrj8GfUxiqtf3YvAbp-HpExa71yWaryRifoX3W6AZeF9sTExlRl76TyMKS_cFAercdrY&mac=AQLD46Rg0VPeizMI
https://www.facebook.com/BENTLEYLUXURY/timeline?ref=page_internal
https://www.facebook.com/BENTLEYLUXURY/info/?ref=page_internal
https://www.facebook.com/BENTLEYLUXURY/info/?ref=page_internal
https://www.facebook.com/BENTLEYLUXURY/app/100265896690345/?ref=page_internal
https://www.facebook.com/BENTLEYLUXURY/photos?ref=page_internal
https://www.facebook.com/BENTLEYLUXURY/photos/a.373588826065869.87163.373585579399527/516353145122769/?type=3&source=11
https://www.facebook.com/BENTLEYLUXURY/photos/a.373588826065869.87163.373585579399527/516353145122769/?type=3&source=11
https://www.facebook.com/profile.php?id=100004635075430
https://www.facebook.com/profile.php?id=100004635075430
https://www.facebook.com/?ref=tn_tnmn


EXHIBIT 8 

  



 

Mark Information

Mark Literal
Elements:

BENTLEY

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: watches, watch bands, watch chains and watchcases

International
Class(es):

014 - Primary Class U.S Class(es): 002, 027, 028, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 12, 1948 Use in Commerce: May 15, 1995

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Generated on: This page was generated by TSDR on 2016-05-22 12:29:36 EDT

Mark: BENTLEY

US Serial Number: 74661347 Application Filing
Date:

Apr. 14, 1995

US Registration
Number:

2007286 Registration Date: Oct. 08, 1996

Register: Supplemental

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Cancellation/Invalidation Pending

This trademark application has been registered with the Office, but it is
currently undergoing a challenge which may result in its removal from the
registry.

Amended to
Principal Register:

No Date Amended to
Current Register:

Jul. 16, 1996

Status: A cancellation proceeding is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Status Date: Nov. 12, 2014



Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: AUCREA, SA

Owner Address: RUE DE LA GARE 20
LE LANDERSON SWITZERLAND CH-2525

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: James M. Slattery Docket Number: 2410-0101T

Attorney Primary
Email Address:

mailroom@BSKB.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JENNIFER A GOLINVEAUX
WINSTON & STRAWN LLP
101 CALIFORNIA STREET
SAN FRANCISCO, CALIFORNIA UNITED STATES 94111

Phone: 703-205-8000 Fax: 703-205-8050

Correspondent e-
mail:

mailroom@BSKB.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

BIRCH, STEWART, KOLASCH & BIRCH, LLP Phone: 703-205-8000

Fax: 703-205-8050

Domestic
Representative e-

mail:

mailroom@BSKB.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Oct. 08, 2015 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Nov. 12, 2014 CANCELLATION INSTITUTED NO. 999999 60353

Dec. 18, 2006 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 61619

Dec. 18, 2006 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Dec. 18, 2006 ASSIGNED TO PARALEGAL 61619

Oct. 05, 2006 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Oct. 05, 2006 TEAS SECTION 8 & 9 RECEIVED

Oct. 05, 2006 ATTORNEY REVOKED AND/OR APPOINTED

Oct. 05, 2006 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jun. 22, 2006 CASE FILE IN TICRS

Dec. 02, 2002 REGISTERED - SEC. 8 (6-YR) ACCEPTED

Sep. 30, 2002 REGISTERED - SEC. 8 (6-YR) FILED

Sep. 30, 2002 REGISTERED - SEC. 8 (6-YR) FILED

Sep. 30, 2002 PAPER RECEIVED

Sep. 25, 2002 PAPER RECEIVED

Oct. 08, 1996 REGISTERED-SUPPLEMENTAL REGISTER

Aug. 09, 1996 APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

Aug. 09, 1996 USE AMENDMENT ACCEPTED

Jul. 16, 1996 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jun. 12, 1996 FINAL REFUSAL MAILED

Jun. 03, 1996 AMENDMENT TO USE PROCESSING COMPLETE



Feb. 28, 1996 USE AMENDMENT FILED

Sep. 07, 1995 NON-FINAL ACTION MAILED

Sep. 01, 1995 ASSIGNED TO EXAMINER 68113

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Renewal Date: Oct. 08, 2006

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Dec. 18, 2006

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: AUCERA TECHNOLOGY, CORP.

Assignment 1 of 1

Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 1462/0124 Pages: 7

Date Recorded: May 20, 1996

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: AUCERA TECHNOLOGY, CORP. Execution Date: May 13, 1996

Legal Entity Type: CORPORATION State or Country
Where Organized:

TAIWAN

Assignee

Name: AUCERA, S.A. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Address: RUE DE LA GARE 20
CH-2525 LE LANDERSON, SWITZERLAND

Correspondent

Correspondent
Name:

BIRCH, STEWART, KOLASCH & BIRCH, LLP

Correspondent
Address:

JAMES M. SLATTERY
P.O. BOX 747
FALLS CHURCH, VA 22040-0747

Domestic Representative - Not Found

 

Proceedings

Summary

Number of
Proceedings:

2

Type of Proceeding: Cancellation

Proceeding
Number:

92060353 Filing Date: Nov 11, 2014

Status: Pending Status Date: Nov 11, 2014

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Aucera SA

Correspondent JENNIFER A GOLINVEAUX

 



Address: WINSTON & STRAWN LLP
101 CALIFORNIA STREET
SAN FRANCISCO CA UNITED STATES , 94111

Correspondent e-
mail:

jgolinveaux@winston.com , dhleiden@winston.com , mabutler@winston.com , docketsf@winston.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BENTLEY Cancellation Pending 74661347 2007286

BENTLEY Cancellation Pending 75183918 2096184

BENTLEY Cancellation Pending 75183921 2096186

Plaintiff(s)

Name: Bentley Motors Limited

Correspondent
Address:

ROD S BERMAN
JEFFER MANGELS BUTLER & MITCHELL LLP
1900 AVENUE OF THE STARS, SEVENTH FLOOR
LOS ANGELES CA UNITED STATES , 90067

Correspondent e-
mail:

trademarkdocket@jmbm.com , JZB@JMBM.COM , DOCKETING@JMBM.COM , RBERMAN@JMBM.COM , KP2@JMBM.COM

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BENTLEY Registered 76979138 3998345

B BENTLEY Second Extension - Granted 86092070

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 11, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 12, 2014 Dec 22, 2014

3 PENDING, INSTITUTED Nov 12, 2014

4 D REQ TO W/DRAW AS ATTORNEY Dec 11, 2014

5 D CHANGE OF CORRESP ADDRESS Dec 16, 2014

6 D APPEARANCE / POWER OF ATTORNEY Dec 16, 2014

7 ANSWER Dec 16, 2014

8 D CHANGE OF CORRESP ADDRESS Dec 16, 2014

9 D APPEARANCE / POWER OF ATTORNEY Dec 16, 2014

10 TRIAL DATES REMAIN AS SET Dec 23, 2014

11 D UNDELIVERABLE MAIL Jan 21, 2015

12 P MOT FOR EXT W/ CONSENT Feb 19, 2015

13 EXTENSION OF TIME GRANTED Feb 19, 2015

14 P MOT FOR EXT W/ CONSENT Mar 27, 2015

15 EXTENSION OF TIME GRANTED Mar 27, 2015

16 D MOT FOR EXT W/O CONSENT Aug 20, 2015

17 P OPP/RESP TO MOTION Aug 20, 2015

18 EXTENSION OF TIME GRANTED Aug 21, 2015

19 D MOT FOR EXT W/ CONSENT Oct 23, 2015

20 EXTENSION OF TIME GRANTED Oct 23, 2015

21 P MOT TO COMPEL DISCOVERY Nov 06, 2015

22 PROCEEDINGS RESUMED Nov 16, 2015

23 D MOT FOR EXT W/ CONSENT Nov 21, 2015

24 EXTENSION OF TIME GRANTED Nov 27, 2015

25 P MOT FOR EXT W/ CONSENT Jan 26, 2016

26 EXTENSION OF TIME GRANTED Jan 26, 2016

27 D CHANGE OF CORRESP ADDRESS Jan 27, 2016

28 D APPEARANCE / POWER OF ATTORNEY Jan 27, 2016

29 P MOT TO AMEND PLEADING/AMENDED PLEADING Apr 19, 2016

30 P MOT FOR SUMMARY JUDGMENT Apr 19, 2016

31 P MOT FOR SUMMARY JUDGMENT Apr 19, 2016



32 SUSP PEND DISP OF OUTSTNDNG MOT Apr 25, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91102168 Filing Date: May 28, 1996

Status: Terminated Status Date: Dec 19, 1997

Interlocutory
Attorney:

Defendant

Name: BENTE STANGENES

Correspondent
Address:

GIDEON GIMLAN
FLIESLER, DUBB, MEYER & LOVEJOY
FOUR EMBARCADERO CENTER, SUITE 400
SAN FRANCISCO CA UNITED STATES , 94111-4156

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BENTE Abandoned - After Inter-Partes Decision 74544732

Plaintiff(s)

Name: AUCERA, S.A.

Correspondent
Address:

JAMES M. SLATTERY
BIRCH, STEWART, KOLASCH & BIRCH, LLP
P.O. BOX 747
FALLS CHURCH VA UNITED STATES , 22040-0747

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BENTLEY Cancellation Pending 74661347 2007286

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 28, 1996

2 NOTICE SENT; ANSWER DUE (DUE DATE) Jun 27, 1996 Aug 06, 1996

3 PENDING, INSTITUTED Jun 27, 1996

4 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Aug 05, 1996

5 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Aug 30, 1996

6 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Oct 16, 1996

7 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Dec 16, 1996

8 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Jan 05, 1997

9 NOTICE OF DEFAULT Aug 21, 1997

10 BOARD'S DECISION: SUSTAINED Dec 19, 1997

11 TERMINATED Dec 19, 1997



 

Mark Information

Mark Literal
Elements:

BENTLEY

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: jewelry bracelets, bracelets of precious metal, diamonds, earrings, jewelry, jewelry pins, pearls, jewelry boxes of precious metal, and
jewelry cases of precious metal

International
Class(es):

014 - Primary Class U.S Class(es): 002, 027, 028, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 01, 1996 Use in Commerce: Mar. 01, 1996

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Generated on: This page was generated by TSDR on 2016-05-22 12:31:13 EDT

Mark: BENTLEY

US Serial Number: 75183918 Application Filing
Date:

Oct. 18, 1996

US Registration
Number:

2096184 Registration Date: Sep. 09, 1997

Register: Supplemental

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Cancellation/Invalidation Pending

This trademark application has been registered with the Office, but it is
currently undergoing a challenge which may result in its removal from the
registry.

Amended to
Principal Register:

No Date Amended to
Current Register:

Jul. 01, 1997

Status: A cancellation proceeding is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Status Date: Nov. 12, 2014



Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: AUCERA SA

Owner Address: Rue de la Gare 20
CH-2525 Le Landerson SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: JAMES M SLATTERY Docket Number: 2410.120T

Correspondent

Correspondent
Name/Address:

JENNIFER A GOLINVEAUX
WINSTON & STRAWN LLP
101 CALIFORNIA STREET
SAN FRANCISCO, CALIFORNIA UNITED STATES 94111

Domestic Representative

Domestic
Representative

Name:

BIRCH STEWART KOLASCH AND BIRCH

Prosecution History

Date Description
Proceeding
Number

Nov. 12, 2014 CANCELLATION INSTITUTED NO. 999999 60353

Sep. 19, 2007 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 64591

Sep. 19, 2007 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Sep. 17, 2007 ASSIGNED TO PARALEGAL 64591

Aug. 31, 2007 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Aug. 31, 2007 TEAS SECTION 8 & 9 RECEIVED

Mar. 09, 2007 CASE FILE IN TICRS
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2013 WL 11247292 (Trademark Tr. & App. Bd.)

THIS OPINION IS NOT A PRECEDENT OF THE TTAB

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

CKE RESTAURANTS HOLDINGS, INC., CARL'S JR. SPV GUARANTOR, LLC, CARL'S JR.

FUNDING LLC AND CARL'S JR. RESTAURANTS LLC (JOINED AS PARTY PLAINTIFFS) 1

v.
JOHN THOMPSON

Opposition No. 91205202

September 30, 2013

*1  Before Seeherman, Taylor and Greenbaum

Administrative Trademark Judges

By the Board:

John Thompson (“applicant”) seeks to register the marks CHANNEL ISLANDS BREWING COMPANY 2  and CHANNEL

ISLANDS BEER COMPANY, 3  both in standard characters, for “beer” in International Class 32 (collectively “applicant's

marks”).

CKE Restaurants Holdings, Inc. 4  (“opposer”) filed its notice of opposition to the registration of applicant's marks on the

grounds of likelihood of confusion and dilution. Applicant denied the salient allegations of the notice of opposition.

This case now comes up on the following motions:

1. Opposer's motion to substitute the parties (filed May 10, 2013);

2. Opposer's motion to amend its notice of opposition to add a claim that applicant's marks are void ab initio based on a lack

of bona fide intent to use (filed May 13, 2013); and

3. Opposer's motion for summary judgment based on its claim of no bona fide intent to use (filed May 13, 2013).

The Board considers each motion as discussed below. Motion to Substitute

On May 10, 2013, opposer submitted a motion to substitute Carl's Jr. Restaurants LLC in place of CKE Restaurants Holdings,

Inc. Based on the record, assignments of opposer's pleaded Registration Nos. 3026862 and 3026879 were recorded with the

Office as follows:

1. CKE Restaurants Holdings, Inc. to Carl's Jr. SPV Guarantor, LLC; 5

2. Carls' Jr. SPV Guarantor, LLC to Carl's Jr. Funding LLC; 6  and

3. Carl's Jr. Funding LLC to Carl's Jr. Restaurants LLC. 7

http://www.westlaw.com/Link/Document/FullText?findType=h&reportingName=PROFILER-TMJ&cite=If5667e60fdf611ddb055de4196f001f3&originatingDoc=I61c524dfc33911e590d4edf60ce7d742&refType=JP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
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When an assignment is recorded in the Assignment Branch of the PTO, the assignee may be substituted as a party if the

assignment occurred prior the commencement of the proceeding; otherwise, the assignee will be joined, rather than substituted,

to facilitate the taking of discovery and the introduction of evidence. See TBMP § 512.

In view thereof and in order to facilitate testimony, Carl's Jr. SPV Guarantor, LLC, Carl's Jr. Funding LLC and Carl's Jr.

Restaurants LLC. are joined as party plaintiffs in Opposition No. 91205202.

*2  Board records have been updated accordingly.

 

Motion to amend

Opposer seeks to amend the notice of opposition to add a claim that when the applications were filed, applicant lacked a bona

fide intent to use the marks in commerce as Trademark Act Section 1(b) requires, thereby rendering the applications void ab

initio. Applicant has not opposed the motion and, in fact, has filed an answer to the amended notice of opposition.

Amendments to pleadings in inter partes proceedings before the Board are governed by Fed. R. Civ. P. 15, which is made

applicable to Board proceedings by Trademark Rule 2.116(a). See also TBMP § 507.01. Fed. R. Civ. P. 15(a) governs

amendments before trial. Pursuant to Fed. R. Civ. P. 15(a)(2), where, as here, a party may not amend its pleading as a matter

of course,

...a party may amend its pleading only with the opposing party's written consent or the court's leave. The court should freely

give leave when justice so requires.

The Board liberally grants leave to amend pleadings at any stage of a proceeding when justice so requires, unless entry of the

proposed amendment would violate settled law or be prejudicial to the rights of the adverse party or parties. See TBMP § 507.02.

Inasmuch as applicant has not objected, and indeed has filed an answer to the amended notice of opposition, 8  opposer's motion

to amend is GRANTED as conceded. The amended notice of opposition is now opposer's operative pleading in this proceeding.

Applicant has denied the salient allegations in this pleading.

 

Motion for Summary Judgment

Summary judgment is an appropriate method of disposing of cases in which there are no genuine disputes as to material facts,

thus leaving the case to be resolved as a matter of law. See Fed. R. Civ. P. 56(c). In deciding motions for summary judgment,

the Board must follow the well-established principles that, in considering the propriety of summary judgment, all evidence

must be viewed in a light favorable to the non-movant, and all justifiable inferences are to be drawn in the non-movant's favor.

The Board may not resolve disputes of material fact; it may only ascertain whether such disputes are present. See Lloyd's Food

Products Inc. v. Eli's Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993); Opryland USA Inc. v. Great American Music Show

Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); Olde Tyme Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d

1542 (Fed. Cir. 1992).

As a general rule, the factual question of intent is particularly unsuited to disposition on summary judgment. See Copelands'

Enterprises, Inc. v. CNV, Inc., 945 F.2d 1563, 20 USPQ2d 1295 (Fed. Cir. 1991). A determination of whether an applicant has

a bona fide intention to use the mark in commerce is an objective determination based on all the circumstances. Boston Red

Sox Baseball Club LP v. Sherman, 88 USPQ2d 1581, 1587(TTAB 2008)(citing Lane Ltd. v. Jackson International Trading

Co., 33 USPQ2d at 1355).
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*3  In its motion for summary judgment, opposer alleges, inter alia, that based on applicant's discovery responses, applicant

had no intent to use his marks outside of San Diego, California. Opposer refers to applicant's responses to interrogatories nos.

12, 14 and 16. In response to interrogatory no. 12, which asks about applicant's current and intended trade channels, applicant

responded that he “intends to provide beer as a wholesaler in [b]ars and restaurants in Southern California.” In interrogatory no.

14, which asks about the geographic area in which applicant has or plans to provide goods and services under applicant's marks,

applicant responded that he “intends to provide its [sic] beer in bars and restaurants in Southern California, namely, San Diego.”

Lastly, in interrogatory no. 16, which asks applicant about the geographic area in which he advertises or plans to advertise

his goods and services under applicant's marks, applicant responded that he intends to advertise in “bars and restaurants in

Southern California, namely, San Diego.” Opposer argues that these responses are evidence that applicant's intended use of his

marks “constitutes [use in] pure intrastate commerce”; that applicant has not produced in discovery any evidence or documents,

except for webpage printouts, regarding his intent to use his marks in interstate commerce; that applicant's website does not

show applicant's intent to use the marks at the time of filing applicant's applications because the website was created over a

year after the filing of the applications; and that, therefore, applicant's applications are void ab initio because applicant lacked

the requisite bona fide intent to use the marks in commerce at the time the applications were filed.

In response to the motion for summary judgment, applicant alleges, inter alia, that “opposer is attempting to skew an answer

concerning trade channels to a more broad denial” that applicant does not have a bona fide intent to use applicant's marks in

interstate commerce; that applicant is already advertising his prospective goods in interstate commerce via his website; and

that because his website advertising is national and began before the opposition was filed, a genuine dispute of material fact

regarding applicant's intent at the time of filing applicant's applications exists.

In further support of his claim that the requisite bona fide intent to use existed at the time of filing his applications, applicant

submitted an affidavit. In the affidavit, applicant explains that he intends “to create a national brand with [applicant's marks]

in Southern California, namely San Diego as this location brings in many customers from out-of-state and is also close to the

border of Mexico, thus attracting many tourists,” that his website was made available July 7, 2012 to the public and is part of

the development and plan for applicant's marks and “demonstrates [applicant's] bona fide intent to use [applicant's marks] in

interstate commerce by advertising in a medium through which tourists or others outside the state of California, . . . will, when

they visit the San Diego area, know of and seek out our beer.”

*4  Upon careful consideration of the parties' arguments and the evidence submitted, 9  drawing all inferences with respect

to opposer's motion in favor of applicant as the nonmoving party, we find that there is a genuine dispute as to whether or not

applicant had a bona fide intent to use applicant's marks in interstate commerce when he filed the intent-to-use applications. In

particular, there is a genuine issue as to whether applicant's intended use, even if limited to the area of San Diego, California,

could be considered to have an effect on interstate commerce, such that his intent to use the marks in the manner he indicates

would constitute an intention to use the marks in commerce. See Larry Harmon Pictures Corp. v. The Williams Restaurant, 929

F2d 662, 18 USPQ2d 1292 (Fed. Cir. 1991); In re Silenus Wines, Inc., 194 USPQ 261 (C.C.P.A. 1977). Accordingly, disposition

of this proceeding by summary judgment is inappropriate, and opposer's motion for summary judgment is DENIED. 10

Proceedings are resumed. Dates are reset as follows:

Plaintiff's Pretrial Disclosures
 

11/4/2013

 
Plaintiff's 30-day Trial Period Ends
 

12/19/2013

 
Defendant's Pretrial Disclosures
 

1/3/2014

 
Defendant's 30-day Trial Period Ends
 

2/17/2014

 
Plaintiff's Rebuttal Disclosures 3/4/2014
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Plaintiff's 15-day Rebuttal Period Ends
 

4/3/2014

 

In each instance, a copy of the transcript of testimony, together with copies of documentary exhibits, must be served on the

adverse party within thirty days after completion of the taking of testimony. Trademark Rule 2.125. An oral hearing will be set

only upon request filed as provided by Trademark Rule 2.129.

Footnotes

1 As discussed infra, opposer's motion to substitute parties is granted to the extent that they are joined as party plaintiffs.

2 Application Serial No. 85195272 was filed December 10, 2010 under Trademark Act Section 1(b), 15 U.S.C. § 1051(b), based on

an assertion of a bona fide intent to use the mark in commerce.

3 Application Serial No. 85259041 was filed March 5, 2011 under Trademark Act Section 1(b), 15 U.S.C. § 1051(b), based on an

assertion of a bona fide intent to use the mark in commerce.

4 In the Board's April 12, 2013 order, the Board noted the merger of Channel Islands Roasting Compay into CKE Restaurants, Inc.

(Reel/Frame 4972/0760) recorded with the Assignment Branch on February 26, 2013 and subsequent merger of CKE Restaurants,

Inc. into CKE Restaurants Holdings, Inc. (Reel/Frame 4991/0274) recorded with the Assignment Branch on March 25, 2013.

5 The assignment was recorded with the Assignment Branch at Reel 4995/Frame 0945.

6 The assignment was recorded with the Assignment Branch at Reel 4995/Frame 0770.

7 The assignment was recorded with the Assignment Branch at Reel 4995/Frame 0825.

8 The Board treats the answer at TTABVUE docket entry no. 16, styled as “Answer and Grounds of Defense to Amended Notice of

Opposition,” as applicant's operative answer.

9 On July 29, 2013, opposer filed a “notice of recent authority” in support of its motion for summary judgment. A movant is allowed

to file one reply brief. See Trademark Rule 2.127(a). Inasmuch as this paper contains arguments in support of opposer's motion for

summary judgment, it is an impermissible surreply. Accordingly, this paper has been given no consideration. Notwithstanding the

foregoing, had the Board considered opposer's paper, it would not have affected our decision herein.

10 Evidence submitted in connection with a motion for summary judgment is of record only for consideration of that motion. To be

considered at final hearing, any such evidence must be properly introduced in evidence during the appropriate trial period. See Levi

Strauss & Co. v. R. Josephs Sportswear Inc., 28 USPQ2d 1464 (TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983);

American Meat Institute v. Horace W. Longacre, Inc., 211 USPQ 712 (TTAB 1981).

2013 WL 11247292 (Trademark Tr. & App. Bd.)

End of Document © 2016 Thomson Reuters. No claim to original U.S. Government Works.
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2015 WL 9702638 (Trademark Tr. & App. Bd.)

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

NATURE'S PATH FOODS INC.
v.

MARY'S GONE CRACKERS, INC.

Cancellation No. 92059388

December 29, 2015

*1  Before Quinn, Lykos and Hightower

Administrative Trademark Judges

Opinion by Hightower

Administrative Trademark Judge:

Nature's Path Foods Inc. (“Petitioner”) has petitioned to cancel two registrations owned by Mary's Gone Crackers, Inc.

(“Registrant”) for the marks PEACE, LOVE & CRUNCH (in standard characters) 1  and

. 2  Both registrations are for “crackers” in International Class 30.

Now before us are Petitioner's motion for leave to file an amended petition for cancellation, filed July 9, 2015; Registrant's

motion for summary judgment, filed November 17, 2014 on the two claims in Petitioner's petition for cancellation, i.e., that

Registrant's marks have been abandoned and that its registrations are void ab initio due to non-use before the applications were

filed; and Petitioner's cross-motion to strike, filed as part of its response to Registrant's motion for summary judgment on July

9, 2015. The motions are fully briefed.

 

Petitioner's Motion to Amend

We first address Petitioner's motion for leave to amend its petition. By the proposed amendment to the petition for cancellation,

Petitioner seeks to add a claim that Registrant committed fraud in obtaining and maintaining the subject registrations.
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Pursuant to Trademark Rule 2.127(d), 37 C.F.R. § 2.127(d), when any party has filed a potentially dispositive motion, including

a motion for summary judgment, “the case will be suspended by the Trademark Trial and Appeal Board with respect to all

matters not germane to the motion and no party should file any paper which is not germane to the motion except as otherwise

specified in the Board's suspension order.” Proceedings in this matter have been suspended since November 23, 2014, after

Registrant filed its motion for summary judgment midway through the discovery period.

Petitioner's motion to amend is not germane to the summary judgment motion and should not have been filed while the case

was suspended pending disposition of the summary judgment motion. Petitioner's motion to amend therefore will be given no

consideration.

 

Registrant's Motion for Summary Judgment

In support of its motion for summary judgment, Registrant submitted the Declaration of Dale Rodrigues, then Registrant's

CEO and president, with exhibits. Petitioner moved for, and on March 26, 2015, was granted, a discovery deposition of Mr.

Rodrigues pursuant to Fed. R. Civ. P. 56(d). However, because Mr. Rodrigues had resigned his position, 3  Registrant withdrew

his declaration and exhibits. Registrant attempted to resubmit the Rodrigues Declaration with its reply brief. 4  Pursuant to ¶ 5 of

the Board's Order of April 6, 2015, 5  however, the declaration “will be given no consideration by the Board when determining the

outstanding motion for summary judgment.” We therefore have given the Rodrigues Declaration and exhibits no consideration.

*2  In place of the Rodrigues declaration, Registrant submitted the substitute declaration of Mary Waldner, Registrant's

chairman and founder, with exhibits. 6  Registrant also made the following evidence of record in support of its motion:

• A declaration of Registrant's counsel Anna E. Raimer in support of Registrant's motion for summary judgment, except for the

sentence stricken from that declaration by the Board's order of March 26, 2015, 7  with Exhibits A-K; 8  and

• Ms. Raimer's declaration in support of Registrant's reply brief, with exhibits 1-2, 4, and 6-7. 9

Petitioner submitted the following evidence:

• The transcript of the Rule 56(d) deposition of Mary Waldner; 10  and

• A declaration of Petitioner's counsel Jessica G. Bower, with exhibits 1-2 and 7-14. 11

Both parties are reminded that the files of the subject registrations are automatically of record in this proceeding and need not be

resubmitted. Trademark Rule 2.122(b)(1), 37 C.F.R. § 2.122(b)(1); see also Cold War Museum Inc. v. Cold War Air Museum

Inc., 586 F.3d 1352, 92 USPQ2d 1626, 1628 (Fed. Cir. 2009). 12

Petitioner moves to strike the Waldner Declaration on the basis that it is improperly signed, that many of the facts it contains

are not based on Ms. Waldner's personal knowledge, and that “[t]he alleged evidence set forth in her declaration was often

contradicted by her deposition testimony.” 13

We decline to strike the Waldner Declaration on the basis that it was electronically signed by Registrant's counsel, with

the authorization of Ms. Waldner, who was traveling and could not provide her own physical signature by the deadline for

submission of the substitute declaration. 14  The declaration was made under penalty of perjury and affirmed by Ms. Waldner

at deposition. 15  The remainder of Petitioner's arguments go to the weight due to the declaration, not its admissibility. The

motion to strike therefore is DENIED.
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We turn now to the merits of Petitioner's motion. Summary judgment is appropriate where there is no genuine dispute as to

any material fact, thus allowing the case to be resolved as a matter of law. Fed. R. Civ. P. 56(a). The party seeking summary

judgment bears the burden of demonstrating the absence of any genuine dispute of material fact, and that it is entitled to a

judgment as a matter of law. Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986); Sweats Fashions Inc. v. Pannill Knitting Co.,

833 F.2d 1560, 4 USPQ2d 1793, 1796 (Fed. Cir. 1987). A factual dispute is genuine if, on the evidence of record, a reasonable

fact finder could resolve the matter in favor of the non-moving party. Opryland USA Inc. v. Great Am. Music Show Inc., 970

F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542,

1544 (Fed. Cir. 1992). Evidence on summary judgment must be viewed in a light most favorable to the non-movant, and all

justifiable inferences are to be drawn in the non-movant's favor. Lloyd's Food Prods. Inc. v. Eli's Inc., 987 F.2d 766, 25 USPQ2d

2027, 2029 (Fed. Cir. 1993); Opryland USA, 23 USPQ2d at 1472. The Board may not resolve genuine disputes as to material

facts; it may only ascertain whether genuine disputes as to material facts exist. Lloyd's Food Prods., 25 USPQ2d at 2029.

*3  We consider Registrant's motion as to the abandonment and non-use claims in turn.

 

Count I -- Abandonment

Paragraph 6 of the Petition for Cancellation alleges that:

Upon information and belief, Registrant has discontinued all use of its marks PEACE, LOVE & CRUNCH

and PEACE, LOVE & CRUNCH (& design) in conjunction with Registrant's goods, as set forth in

Registrant's Registrations, for at least the last three years, with an intent not to resume such use. As a result,

Registrant has abandoned these marks and Registrant's Registrations should be cancelled.

Section 45 of the Trademark Act states, in pertinent part, that a mark shall be deemed to be abandoned when its

use has been discontinued with intent not to resume such use. Intent not to resume may be inferred from circumstances. Nonuse

for 3 consecutive years shall be prima facie evidence of abandonment. “Use” of a mark means the bona fide use of such mark

made in the ordinary course of trade, and not made merely to reserve a right in a mark.

Even where a three-year statutory period of nonuse of a mark is established, the Board may consider evidence and testimony

regarding a defendant's practices that occurred before or after the three-year statutory period to infer the defendant's intent to

resume use during the nonuse period. Crash Dummy Movie LLC v. Mattel Inc., 601 F.3d 1387, 94 USPQ2d 1315, 1317 (Fed.

Cir. 2010).

On December 9, 2014, Registrant submitted with its combined declaration of use and incontestability for Registration No.

3542995 (the standard character mark) an image of a box of Registrant's crackers in a grocery store displaying the trademark

PEACE, LOVE & CRUNCH on the top panel, as shown below: 16
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The date shown on the box is June 1, 2015.

Consistent with this specimen of use, in ¶ 8 of her declaration executed April 21, 2015, Mary Waldner stated: “Additionally,

Mary's Gone Crackers now uses the PEACE, LOVE & CRUNCH trademark on boxes of its crackers and cookies. A copy of

packaging for Mary's Gone Crackers' Original crackers, which is currently on store shelves, is attached as Exhibit J.” 17  The

exhibit shows the wording PEACE, LOVE & CRUNCH on the top panel of the package. During her discovery deposition, Ms.

Waldner testified that Exhibit J to her declaration was “a photograph of our original cracker box,” and that Registrant's “actual

packaging for the crackers appear[ed] in the same manner.” 18  Ms. Waldner testified that she was uncertain when Registrant

first used the word mark on its packaging, but indicated that it likely was in 2013 or 2014. 19

Based on the record evidence, we find there is no genuine dispute that Registrant has used the PEACE, LOVE & CRUNCH

word mark in conjunction with its crackers on its packaging within the past three years. Even if Petitioner could establish a

period of nonuse of the word mark in conjunction with Registrant's goods, it cannot establish the required element of intent not to

resume such use because Registrant in fact resumed use within the past three years. Registrant therefore is entitled to judgment

as a matter of law on Petitioner's abandonment claim regarding its standard character mark. With respect to Registration No.

3542995, Registrant's motion for summary judgment is GRANTED as to Petitioner's abandonment claim, which is dismissed

with prejudice.

*4  We reach a different conclusion with respect to Registration No. 3546281, Registrant's composite mark. The specimen

of use submitted December 9, 2014 does not show the URLs of the web pages. Registrant also submitted printouts

from the “Internet Archive Wayback Machine” (available at archive.org) displaying pages from Registrant's website

marysgonecrackers.com from the years 2012 through 2014. All of these pages were submitted in black-and-white, but

Registrant's composite mark is lined for color. Cf. Trademark Manual of Examining Procedure (TMEP) § 904.02(c)(ii) (October

2015) (requiring that specimens of use must show use of the color(s) claimed as a feature of a mark). Moreover, on some

printouts the mark is too small to be legible. Finally, Ms. Waldner was unable to testify as to specifically when the composite

mark was in use on the website.
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Viewing the evidence in a light most favorable to Petitioner, we find that Registrant has not carried its burden to demonstrate

the absence of any genuine dispute of material fact as to when and how it has used its registered mark

in association with its goods within the past three years. Registrant's motion for summary judgment is therefore DENIED with

respect to Petitioner's abandonment claim for Registration No. 3546281.

 

Count II -- Non-Use

Petitioner alleges that the subject registrations are void ab initio because Registrant had not made actual use of its marks as

trademarks prior to March 24, 2008, the filing date of its applications.

The record evidence pertaining to use of the marks before the application dates concerns Registrant's presence at a 2008 trade

show. 20  In ¶ 3 of her declaration, Ms. Waldner states:

Mary's Gone Crackers attended the Expo West Natural Products Show on March 14, 2008. As part of

the trade show booth, a banner prominently displayed the Registered Marks. A true and correct copy of a

photograph from this trade show, which shows the banner, is attached as Exhibit A. Mary's Gone Crackers

sold many cases of its crackers at this trade show. True and correct copies of some of the order forms

evidencing these sales are attached as Exhibit B.
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Exhibit A appears as follows:

Similarly, in identical July 30, 2008 responses to Office actions during examination of its two applications, Registrant made

the following argument:

The specimen of use provided by Applicant consists of a banner, which is being used by Applicant as point-of-sale material for

Applicant's crackers. The banner was first used by Applicant at the Expo West Natural Products Show in March 2008, where

it was displayed alongside the goods in question.

The specimen submitted appears below:
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It is apparent that the banner submitted as a specimen is not the same banner displayed in Exhibit A to the Waldner Declaration.

In the banner in Exhibit A, the broken cracker in the composite mark is tilted slightly to the left, rays descend to touch the

overline, and the box below sits parallel to the top of the banner. In the specimen, the broken cracker is tilted slightly to the

right, there are no rays immediately above the overline, and the box sits at an angle. Moreover, Ms. Waldner testified that she

did not know for certain whether Exhibit A is from the same trade show at which Registrant apparently first used the marks. 21

*5  The issue before us is whether Registrant has established the absence of any genuine dispute as to its use of the subject marks

before March 24, 2008. We find that the conflict between the file histories and summary judgment evidence in Registrant's

depiction of the banner bearing its marks at the March 2008 trade show raises a dispute of material fact as to first use of the

marks that precludes summary judgment in Registrant's favor. 22

There is another piece of evidence concerning Registrant's first use of its marks that Petitioner did not address in its brief.

Ms. Waldner testified that Registrant distributed “sell sheets” displaying the subject marks at the March 2008 trade show.

Although they were not order forms, the sell sheets appear to contain sufficient information to serve as displays associated with

Registrant's crackers, including a toll-free telephone number for Registrant and specifications of its goods such as shelf life,

shipping weight, and pallet layout. The sell sheet, incorporating a third rendering of Registrant's mark (with the breaks in the

cracker presented straight up-and-down, rays extending completely through the wording, and a smaller box of crackers moved

to the side) appeared as follows:

http://www.westlaw.com/Link/Document/Blob/I16c4d860bb5d11e58196bdd7803178b6.png?originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentImage&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/Blob/I16c4d860bb5d11e58196bdd7803178b6.png?originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentImage&contextData=(sc.UserEnteredCitation)


NATURE'S PATH FOODS INC. v. MARY'S GONE..., 2015 WL 9702638...

 © 2016 Thomson Reuters. No claim to original U.S. Government Works. 8

Because the composite mark displayed in the sell sheet is different from the registered mark
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, this evidence also does not establish that there are no genuine disputes of material fact concerning the timing of Registrant's

first use of the composite mark.

Turning to Registrant's standard character mark, that the sell sheet omits the comma from the registered mark PEACE, LOVE

& CRUNCH is immaterial to the mark's commercial impression. See In re Promo Ink, 78 USPQ2d 1301, 1305 (TTAB 2006);

TMEP § 807.14(c) (“Punctuation, such as quotation marks, hyphens, periods, commas, and exclamation marks, generally does

not significantly alter the commercial impression of the mark.”). There is nonetheless another problem with respect to this

evidence. This use of the sell sheets (as opposed to their use as catalog inserts beginning at an unspecified time in 2008 after

the trade show) is not mentioned in Ms. Waldner's declaration, but she testified that they were displayed on Registrant's table

at the March 2008 trade show. 23  However, she was unable to confirm the dates when the trade show was held. 24  Although

Registrant submitted Internet printouts stating on their face that the trade show was held March 13-16, 2008, 25  such evidence

constitutes hearsay and does not establish the truth of the matter printed. Safer Inc. v. OMS Investments Inc., 94 USPQ2d 1031,

1040 (TTAB 2010).

In order to defeat Petitioner's non-use claim on summary judgment, Registrant must establish that there is no genuine dispute

of material fact that it used its marks before its March 24, 2008 application filing date, its constructive use date. On careful

consideration of all of the parties' evidence and arguments, even if not specifically discussed in this decision, and drawing all

inferences with respect to the motion in favor of Petitioner as the non-moving party, we find that Registrant has not established
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that there is no dispute of material fact concerning its use before the filing date. Therefore, its motion for summary judgment

on this claim is DENIED as to both registrations.

 

Dates Reset

*6  Proceedings are resumed. Discovery is open. Trial and other dates are reset as follows: 26

Expert Disclosures Due
 

3/11/2016

 
Discovery Closes
 

4/10/2016

 
Plaintiff's Pretrial Disclosures
 

5/25/2016

 
Plaintiff's 30-day Trial Period Ends
 

7/9/2016

 
Defendant's Pretrial Disclosures
 

7/24/2016

 
Defendant's 30-day Trial Period Ends
 

9/7/2016

 
Plaintiff's Rebuttal Disclosures
 

9/22/2016

 
Plaintiff's 15-day Rebuttal Period Ends
 

10/22/2016

 

In each instance, a copy of the transcript of testimony, together with copies of documentary exhibits, must be served on the

adverse party within thirty days after completion of the taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule 2.128. An oral hearing will be set only on request as provided by

Trademark Rule 2.129.

Footnotes

1 Registration No. 3542995, issued December 9, 2008; Section 8 affidavit accepted.

2 Registration No. 3546281, issued December 16, 2008; Section 8 affidavit accepted. The registration includes the following

description: “The mark consists of the overlined and underlined wording ‘PEACE, LOVE & CRUNCH’ all in the color burgundy

above a broken cracker in the shape of a peace symbol in various shades of brown. The white in the drawing represents background

and is not claimed as a feature of the mark.”

3 Raimer Decl. at 1 ¶ 4, 24 TTABVUE 13. His last day with the company was March 31, 2015. Waldner Tr. at 11:23-24, 17 TTABVUE

38.

4 Exhibit 3 to Raimer Decl., 24 TTABVUE 89-93.

5 12 TTABVUE 2.

6 13-14 TTABVUE. Exhibits B, D, and F to the declaration have been designated as confidential and filed under seal at 14 TTABVUE.

7 See 11 TTABVUE 1-3.

8 5 TTABVUE 11-128.

9 24 TTABVUE 13-88, 94-126, and 134-50.

10 17 TTABVUE 26-127 and 18 TTABVUE. The portions of Ms. Waldner's deposition transcript at 18 TTABVUE are designated

confidential and filed under seal.

11 17 TTABVUE 128-44 and 169-85.

12 The parties also are encouraged to review Trademark Rule 2.120(j)(7), 37 C.F.R. § 2.120(j)(7), and avoid the submission of duplicative

evidence at trial. Also, evidence and argument relating to use of Registrant's marks on goods outside the United States is irrelevant to

the claims in this proceeding. See, e.g., Rivard v. Linville, 41 USPQ2d 1731, 1736 (TTAB 1996), aff'd, 133 F.3d 1446, 45 USPQ2d

1374 (Fed. Cir. 1998).
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13 Petitioner's Response in Opposition to Registrant's Motion for Summary Judgment and Motion to Strike the Declaration of Mary

Waldner at 2, 17 TTABVUE 2. Petitioner improperly embedded the motion to strike within its response to Registrant's motion for

summary judgment. See Melwani v. Allegiance Corp., 97 USPQ2d 1537, 1541 (TTAB 2010); TBMP 502.02(b).

14 Declaration of Anna E. Raimer in Support of Registrant's Opposition to Petitioner's Motion to Strike the Declaration of Mary Waldner

at 2 ¶ 6, 22 TTABVUE 15.

15 See Waldner Tr. at 8:15-10:3, 17 TTABVUE 35-37.

16 See also 19 TTABVUE 62, 146. The Section 15 incontestability affidavit was rescinded in a post-registration Office action issued

July 15, 2015, stating that the affidavit had been acknowledged in error because this proceeding is pending.

17 13 TTABVUE 6. Ms. Waldner also stated at ¶ 8 of her declaration that Registrant “has never intended to abandon” its marks, testifying

that is so “[b]ecause we love this trademark and we use it frequently and never wanted to give it up.” Id.; Waldner Tr. at 88:24-89:7, 17

TTABVUE 115-16. The intent that is relevant to an abandonment claim, however, is not the intent to abandon a mark, but the intent

vel non to resume its use. See Imperial Tobacco Ltd. v. Philip Morris Inc., 899 F.2d 1575, 14 USPQ2d 1390, 1394 (Fed. Cir. 1990) (“In

every contested abandonment case, the respondent denies an intention to abandon its mark; otherwise there would be no contest.”).

18 Waldner Tr. at 89:16-90:9, 17 TTABVUE 116-17.

19 See id. at 37:8-17, 90:10-13, 17 TTABVUE 64, 117.

20 Ms. Waldner testified that Registrant first used the subject marks “in March of 2008,” but she did not remember whether they were

used before the trade show. Waldner Tr. at 13:20-21, 28:1-12, 17 TTABVUE 40, 55.

21 Waldner Tr. at 24:8-10, 17 TTABVUE 51.

22 Registrant argues, concerning its specimen of use, that “Applicant did not claim that the identical banner was first used at the Expo

West Natural Products Show.” Reply Brief at 4, 24 TTABVUE 5. In view of the file history, this argument is unpersuasive.

23 Waldner Tr. at 35:17-37:4, 58:15-59:2, 17 TTABVUE 62-64, 85-86. See also Waldner Decl. ¶ 4 & Exhibit C, 13 TTABVUE 5, 13-14.

24 See id. at 29:10-14, 17 TTABVUE 56:

Q. So the Expo West Trade Show, is it correct that one of the dates it was held on was March 14th, 2008?

A. I would assume so.

Q. Do you know for certain? A. No.

25 See Exhibit 4 to Defendant's Reply in Support of Motion for Summary Judgment, 24 TTABVUE 94-126.

26 The fact that we have identified genuine disputes of material fact as a sufficient basis for denying Registrant's motion for summary

judgment in part should not be construed as a finding that these are necessarily the only issues which remain for trial. In addition, the

parties should note that all evidence submitted in support of and opposition to the motion for summary judgment is of record only

for consideration of that motion. Any evidence to be considered at final hearing must be properly introduced into evidence during

the appropriate trial periods. See Levi Strauss & Co. v. Josephs Sportswear Inc., 28 USPQ2d 1464, 1465 n.2 (TTAB 1993).

2015 WL 9702638 (Trademark Tr. & App. Bd.)
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2015 WL 1570251 (Trademark Tr. & App. Bd.)

This opinion is not a precedent of the TTAB

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

NIKE, INC.
v.

UNITED STATES NAVAL ACADEMY FOUNDATION

Opposition No. 91208950

March 9, 2015

*1  Before Kuhlke, Taylor, and Hightower

Administrative Trademark Judges

By the Board:

The United States Naval Academy Foundation (“Applicant”) seeks to register the mark DON'T JUST DO IT DO IT RIGHT

in standard characters for “educational services, namely, conducting training in the form of lectures in the field of leadership

and ethics; interactive on-line training services in the field of leadership and ethics; film and video production,” in International

Class 41. 1

Nike, Inc. (“Opposer”) originally filed its notice of opposition to the registration of Applicant's mark on the grounds of likelihood

of confusion and dilution. 2  Applicant submitted its answer, denying the allegations of the notice of opposition.

This case now comes up on the following motions:

1. Opposer's motion to amend its notice of opposition (filed November 4, 2014) to add a claim that Applicant did not have a

bona fide intent to use the mark in commerce and the wrong Applicant was named in the application, and as such, the application

is void ab initio;

2. Opposer's motion for summary judgment based on its new claim (filed November 4, 2014).

The motion for summary judgment has been fully briefed. The Board will consider each motion in turn.

 

Motion to amend

Amendments to pleadings in inter partes proceedings before the Board are governed by Fed. R. Civ. P. 15, which is made

applicable to Board proceedings by Trademark Rule 2.116(a). See also TBMP § 507.01. Fed. R. Civ. P. 15(a) governs

amendments before trial. Pursuant to Fed. R. Civ. P. 15(a)(2):

a party may amend its pleading only with the opposing party's written consent or the court's leave. The

court should freely give leave when justice so requires.
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The Board liberally grants leave to amend pleadings at any stage of a proceeding when justice so requires, unless entry of the

proposed amendment would violate settled law or be prejudicial to the rights of the adverse party or parties. See TBMP § 507.02.

The timing of the motion for leave to amend plays a large role in the Board's determination of whether the adverse party would

be prejudiced by allowance of the proposed amendment. See, e.g., United States Olympic Committee v. O-M Bread Inc., 26

USPQ2d 1221, 1222 (TTAB 1993) (applicant not prejudiced because proceeding still in pre-trial phase); Focus 21 International

Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 USPQ2d 1316, 1318 (TTAB 1992) (motion to amend filed prior to opening of

petitioner's testimony period permitted); Caron Corp. v. Helena Rubenstein, Inc., 193 USPQ 113 (TTAB 1976) (neither party

had yet taken testimony); Mack Trucks, Inc. v. Monroe Auto Equip. Co., 182 USPQ 511, 512 (TTAB 1974) (applicant would

not be unduly prejudiced since no testimony had yet been taken); TBMP § 507.02(a). For example, the Board generally will

grant such motions when the proceedings are still in the pre-trial stage. See, e.g., Cool-Ray, Inc. v. Eye Care, Inc., 183 USPQ

618, 621 (TTAB 1974).

*2  The Board finds no evidence of undue delay by Opposer in filing its motion to amend its pleading. Opposer alleges its

motion is predicated on information learned during discovery, and there are no allegations that Opposer unduly delayed filing

its motion after learning such information. Additionally, trial has not yet begun and additional discovery does not appear to be

necessary since neither party has requested additional discovery.

On December 18, 2014, Applicant concurrently filed a response to the motion to amend and a proposed answer to the amended

notice of opposition. In its response to the motion to amend, Applicant “denies that there was not a bona fide intent to use

the mark in commerce” but then asserts that “the ultimate user of the mark would be the United States Naval Academy....

Accordingly, Opposer's request to add Count III [the claim of no bona fide intent to use] appears appropriate.” In view thereof,

we find no prejudice to Applicant by allowance of the amendment.

Accordingly, Opposer's motion to amend is hereby granted. The amended notice of opposition included in Opposer's motion

shall be treated as Opposer's operative pleading in this case.

As noted above, Applicant submitted an answer to the amended notice of opposition on December 18, 2014, which the Board

treats as Applicant's operative pleading.

 

Motion for Summary Judgment

Summary judgment is an appropriate method of disposing of cases in which there are no genuine disputes as to material facts,

leaving the case to be resolved as a matter of law. See Fed. R. Civ. P. 56(c). In deciding motions for summary judgment, the

Board must follow the well-established principles that, in considering the propriety of summary judgment, all evidence must

be viewed in a light favorable to the non-movant, and all justifiable inferences are to be drawn in the non-movant's favor. The

Board may not resolve disputes of material fact; it may only ascertain whether such disputes are present. See Lloyd's Food

Products Inc. v. Eli's Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993); Opryland USA Inc. v. Great American Music Show

Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); Olde Tyme Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d

1542 (Fed. Cir. 1992).

When the moving party has supported its motion with sufficient evidence which, if unopposed, indicates there is no genuine

dispute of material fact, the burden shifts to the non-moving party to demonstrate the existence of a genuine dispute of material

fact to be resolved at trial. See Enbridge, Inc. v. Excelerate Energy LP, 92 USPQ2d 1537, 1540 (TTAB 2009). The non-moving

party may not rest on the mere allegations of its pleadings and assertions, but must designate specific portions of the record

or produce additional evidence showing the existence of a genuine dispute as to a material fact for trial. Consequently, factual

assertions without evidentiary support are insufficient to defend against a motion for summary judgment. See Hornblower &

Weeks Inc. v. Hornblower & Weeks Inc., 60 USPQ2d 1733, 1739 (TTAB 2001); S & L Acquisition Co. v. Helene Arpels Inc.,

9 USPQ2d 1221, 1225 (TTAB 1987).
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*3  We turn first to the issue of standing, a threshold issue that must be proven by a plaintiff in every inter partes case. See

Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d 1023 (Fed. Cir. 1999); Jewelers Vigilance Committee, Inc. v. Ullenberg Corp.,

823 F.2d 490, 2 USPQ2d 2021 (Fed. Cir. 1987). The Board finds that there is no genuine dispute of material fact concerning

Opposer's standing. Opposer submitted a status and title copy for each of its pleaded registrations with its amended notice of

opposition, which sufficiently establishes its standing to bring this proceeding. See Vital Pharmaceuticals Inc. v. Kronholm,

99 USPQ2d 1708, 1709 (TTAB 2011); Edwards Lifesciences Corp. v. VigiLanz Corp., 94 USPQ2d 1399, 1408 (TTAB 2010).

Moreover, Applicant has not disputed Opposer's standing.

Trademark Act Section 1(b), 15 U.S.C. Section 1051(b), states that “a person who has a bona fide intention, under circumstances

showing the good faith of such person, to use a trademark in commerce” may apply for registration of the mark. A determination

of whether an applicant has a bona fide intention to use the mark in commerce is an objective determination based on all the

circumstances. Boston Red Sox Baseball Club LP v. Sherman, 88 USPQ2d 1581, 1587 (TTAB 2008); see also Aktieselskabet

AF 12. November 2001 v. Fame Jeans Inc., 86 USPQ2d 1527, 1537-38 (D.C. Cir. 2008) (“[A]n opposer may defeat a trademark

application for lack of bona fide intent by proving the applicant did not actually intend to use the mark in commerce or by

proving the circumstances at the time of filing did not demonstrate that intent.”). If the intent to use application is not filed in

the name of the party that has the bona fide intent to use a particular mark, the application will be deemed void ab initio. See

American Forests v. Sanders, 54 USPQ2d 1860, 1862 (TTAB 1999).

As a general rule, the factual question of intent is unsuited to disposition on summary judgment. Copelands' Enterprises, Inc.

v. CNV, Inc., 945 F.2d 1563, 20 USPQ2d 1295, 1299 (Fed. Cir. 1991). Nonetheless, one way an opposer can establish its prima

facie case of no bona fide intent is by proving that applicant has no documentary evidence to support its allegation of a bona

fide intent to use the mark in commerce as of the application filing date. Saul Zaentz Co. v. Bumb, 95 USPQ2d 1723, 1727

(TTAB 2010). Where there is no evidence of an applicant's bona fide intent to use the mark at issue on the claimed goods or

services, entry of summary judgment on a claim that the applicant had no bona fide intent to use the mark in commerce when

he filed his involved application may be warranted. See Honda Motor Co. v. Winkelmann, 90 USPQ2d 1660 (TTAB 2009).

*4  The issue before the Board is whether Applicant, as the named applicant in the application at issue, had a bona fide intent

to use the mark when it filed the application.

In support of its motion for summary judgment, Opposer has submitted copies of certain discovery requests, Applicant's

discovery responses and certain deposition transcripts. Specifically, Opposer refers to Applicant's response to document request

no. 7 3  and the discovery depositions of Captain Richard Goldsby, 4  Colonel Arthur Athens, 5  and Mr. Patrick Finnegan. 6

In its answer to document request no. 7, which asks for documents related to Applicant's bona fide intention to use, Applicant

answered that it “is not aware of any documents within its possession, custody, or control that are responsive to this request.”

See Motion for Summary Judgment, Exh. E at p.3.

In the depositions of Captain Goldsby, Colonel Athens and Mr. Finnegan, the record reveals that Applicant did not have a bona

fide intent to use the mark but rather, the mark was intended to be used by an unrelated entity, the United States Naval Academy.

The depositions show that at all times, it was the intention of Applicant that the mark was to be used by the United States Naval

Academy. The following series of questions and answers in Captain Goldsby's deposition make clear Applicant's intention:

Q: I'd like to take you -- let's look at this description of goods and services. So the first part of it says “educational services,

namely: Conducting training in the form of lectures in the field of leadership and ethics.” Is the Foundation presently using the

mark Don't Just Do It Do It Right” for those services that I've just mentioned to you?

A: No.

Q: Does the Foundation intend to use the mark for those services?
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A: No.

Q. Let's go to the second part of that description. The second part is interactive online training services in the field of leadership

and ethics. Does the Foundation presently use the mark “Don't Just Do It Do It Right” for those services?

A. The Foundation does not.

Q. Does someone else use the mark for those services?

A. The mark is contained in the videos, as we described, as I described earlier in some of the videos that have been gifted to

the Navy and are being used by the Naval Academy.

Q. Is it used in any other way?

A. Not to my knowledge.

Q. Aside from the videos, when this description was included in the application, what was the - what types of things did you

contemplate, meaning the Naval Academy Foundation, what types of things did the Foundation contemplate using the mark

for with respect to these services?

A. Really all the contemplate -- all the Foundation contemplated was obtaining the mark and giving it to the Naval Academy

for their use.

*5  Q. And so not for the -- you were not planning on offering interactive online training services?

A. No. That's not within the mission of the Foundation.

See Motion for Summary Judgment, Exh. A at 114:6-116:9.

Furthermore, Applicant admitted the allegations set forth in paragraphs 22-23 in the amended notice of opposition, which read:

22. Additionally, at the time Applicant filed the Application, Applicant intended to obtain the trademark registration for

Applicant's Mark for the use and benefit of an unrelated entity, the United States Naval Academy.

23. The United States Naval Academy, the unrelated entity for whom Applicant sought to obtain the trademark registration for

Applicant's Mark, should have been named as the applicant in the Application, instead of Applicant.

Lastly, in its response to the motion for summary judgment, Applicant concedes that “the United States Naval Academy, not

the United States Naval Academy Foundation was to be the user of the mark.” Response at p. 2.

Upon careful consideration of the parties' arguments and the evidence submitted, the record clearly demonstrates that Applicant

did not have the bona fide intent to use the mark but rather filed the application for the benefit of an unrelated entity, the United

States Naval Academy.

In view thereof, Opposer has established that there is no genuine dispute of material fact that Applicant lacked the requisite

bona fide intention to use the mark as of the filing date of the application and the application was void ab initio. Accordingly,

Opposer's motion for summary judgment is granted on its claim that Applicant lacked a bona fide intent to use the mark in
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commerce. The opposition is sustained under Trademark Act Section 1(b) only and application Serial No. 85561428 is refused

registration.

Having found the application was void ab initio because the application was improperly filed in the name of Applicant who

did not have a bona fide intent to use the mark, the Board need not reach a decision on the remaining issues of likelihood of

confusion and dilution. See American Paging Inc. v. American Mobilphone Inc., 13 USPQ2d 2036, 2039 (TTAB 1989), aff'd,

923 F.2d 869, 17 USPQ2d 1726 (Fed.Cir. 1990) (unpublished table decision), and cases cited therein.

Footnotes

1 Application Serial No. 85561428 was filed March 6, 2012 under Trademark Act Section 1(b), 15 U.S.C. § 1051(b), based on an

assertion of a bona fide intent to use the mark in commerce.

2 In support of these grounds Opposer has claimed ownership of Registration No. 1875307 for the mark JUST DO IT. for “clothing,

namely t-shirts, sweatshirts and caps” in International Class 25 claiming a date of first use anywhere and in commerce of January 26,

1989; Registration No. 1817919 for the mark JUST DO IT. for “paper goods and printed matter; namely, bumper stickers, note pads,

posters and banners” in International Class 16 claiming a date of first use anywhere and in commerce of January 1989, “nonmetallic

key chains and ornamental novelty buttons” in International Class 20 claiming a date of first use anywhere and in commerce of

February 8, 1989, and “mugs” in International Class 21 claiming a date of first use anywhere and in commerce of July 7, 1989; and

Registration No. 1931937 for the mark JUST DO IT for “binders, student planners, notebooks, portfolio covers” in International

Class 16 claiming a date of first use anywhere and in commerce of April 10, 1995.

3 Document Request No. 7 seeks “all documents and things concerning or in any way related to the bona fide intention to use

[Applicant's Mark].”

4 Applicant's Associate Director.

5 Colonel Athens came up with the idea of using video spots to inspire midshipmen to make ethical decisions, which was called the

Integritas Project. See Motion for Summary Judgment, Exh. B at 18:4-19:18.

6 Mr. Finnegan is an independent filmmaker who directed, wrote scripts for and handled a variety of other matters related to making

the video spots for the Integritas Project.

2015 WL 1570251 (Trademark Tr. & App. Bd.)
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2015 WL 9907033 (Trademark Tr. & App. Bd.)

THIS OPINION IS NOT A PRECEDENT OF THE T.T.A.B.

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

TRACIE MARTYN, INC.
v.

BABY BUTTER ORIGINALS

Cancellation No. 92053374

December 17, 2015

*1  Before Cataldo, Ritchie, and Masiello

Administrative Trademark Judges

By the Board:

On December 8, 2010, Petitioner filed a petition to cancel Respondent's registration for the mark BABY BUTTER ORIGINALS

BY TRACEY MARTIN, in standard character format, for “cloth diapers, hats, jackets, pants, rain boots, rain coats, rain jackets,

rain slickers, rain suits, rain trousers, robes, scarves, shirts, shoes, skirts, socks, tank tops, underpants,” in International Class

25. 1  As grounds for cancellation, in the amended petition, Petitioner alleges (1) that Respondent's registered mark so resembles

Petitioner's registered marks that it is likely to cause confusion, mistake, or to deceive prospective consumers under Section

2(d) of the Lanham Act; (2) that Respondent's use and continued registration “dilutes the distinctive quality of Petitioner's

TRACIE MARTYN trade name and family of TRACIE MARTYN duly registered marks” and (3) that Respondent did not use

the mark on all of the identified goods as of the filing date of the application. Petitioner pleaded ownership of the following

five registrations:

Registration No. 2569005 for the mark TRACIE MARTYN for “skin care treatment salon services and cosmetic and color

analysis, namely, analysis of the color, tone, texture and appearance of the skin and underlying tissues and the care and treatment

of the skin and tissue through electrical stimulation of nerves, tissues, and muscle as well as traditional methods of skin care

treatment and makeup application” in International Class 42; 2

Registration No. 2845161 for the mark TRACIE MARTYN for “skin care products namely, facial cleansers, facial creams, facial

emulsions, facial masks, facial scrubs, body lotions, astringents for cosmetic purposes, eye makeup remover, skin cleansing

lotion, skin conditioners, skin cleansing cream, skin cream, skin and face lotions, skin moisturizer, skin clarifiers, skin cleansers,

skin emollients, skin lighteners, skin masks, skin moisturizer masks, skin soap, skin toners, skin whitening cream, wrinkle

removing skin care preparations” in International Class 3; 3

Registration No. 3090559 for the mark RESCULPTING BODY SERUM BY TRACIE MARTYN for “cosmetic and skin

care products, namely, body lotions, cellulite lotion, skin moisturizer, skin emollients, skin lighteners, skin moisturizer, skin

whitening cream, and wrinkle removing skin care preparations” in International Class 3. 4

*2  Registration No. 2763314 for the mark RESCULPTING BODY TREATMENT BY TRACIE MARTYN for “skin care

services, namely, providing skin and body care treatment and massage” in International Class 42; 5  and
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Registration No. 2840732 for the mark RESCULPTING SERUM BY TRACIE MARTYN for “cosmetic and skin care products

namely, wrinkle removing skin care preparations” in International Class 3. 6

Respondent denied all of the salient allegations in the petition and set forth several affirmative defenses, including that

Respondent “has an earlier first use in commerce date for the goods in question and that Petitioner is the junior user”; laches,

estoppel and/or acquiescence; and that the petition “fails to state a claim upon which relief may be based.”

This case now comes before the Board for consideration of Petitioner's motion for summary judgment on its claim of nonuse.

The motion is contested.

In support of its motion, Petitioner argues that it propounded interrogatory requests and requests for production of documents

and things on Respondent. Petitioner alleges that the responses to interrogatories and document requests show that Respondent

had not used its mark on all of the applied-for goods as of the application date.

In support of its motion, Petitioner submitted copies of the discovery requests and responses, including the documents produced

by Respondent.

In response to Petitioner's motion for summary judgment, Respondent “admits that the mark was not used for rain gear at the

time of registration, and agrees to remove those items (rain boots, rain jackets, rain slickers, rain suits, rain trousers) from the

mark's description.” 56 TTABVUE 5 (citing Martin decl. at para. 6). The response otherwise denies that the mark was not in

use on the other listed goods as of the time of registration.

Summary judgment is an appropriate method of disposing of cases in which there are no genuine disputes of material fact and

the moving party is entitled to judgment as a matter of law. See Fed. R. Civ. P. 56(c). The party moving for summary judgment

has the burden of demonstrating the absence of any genuine issue of material fact and that it is entitled to judgment as a matter

of law. See Celotex Corp. v. Catrett, 477 U.S. 317 (1986). The evidence must be viewed in the light most favorable to the non-

moving party, and all reasonable inferences are to be drawn in the non-movant's favor.

In situations such as this, where a defendant admits to nonuse on some of the goods, we have held that “as long as the mark was

used on some of the identified goods or services as of the filing of the application, the application is not void in its entirety.”

Grand Canyon West Ranch LLC v. Hualapai Tribe, 78 USPQ2d 1696 (TTAB 2006) (“The case law is clear that holding an

application to be void is an appropriate remedy when the pleaded ground either is fraud, or that the applicant has not used the

applied-for mark on any of the goods or services identified in the application prior to the filing of the application.”); see also 6

McCarthy § 31:73 (4 th  ed., updated Dec. 2015) (citing “The Grand Canyon Rule”). We note that the cases cited by Petitioner are

inapposite because they deal with situations where we found nonuse on all of the goods at the time of filing. See Gay Toys, Inc.

v. McDonalds Corp., 585 F.2d 1067, 199 USPQ 722, 723 (CCPA 1978) (“Toys did not use the mark in commerce in association

with its goods. Its application is therefore void.”); Clorox Co. v. Salazar, 108 USPQ2d 1083, 1086 (TTAB 2013) (“[A]pplicant's

responses to opposer's interrogatory requests and his declaration submitted in response to opposer's earlier-filed motion for

summary judgment on the ground of priority and likelihood of confusion establish that applicant did not sell or transport his

identified goods bearing the CLOROTEC and design mark in commerce as of the filing date of his use-based application”);

ShutEm Down Sports Inc. v. Lacey, 102 USPQ2d 1036, 1045 (TTAB 2012) (nonuse found as to all 113 items in identification).

*3  As discussed below, based on the submissions of the parties, we find that Petitioner has failed to meet its burden of

demonstrating that there is no genuine dispute of material fact, except as to the goods for which Respondent admits nonuse.

Accordingly, Petitioner is not entitled to judgment as a matter of law on its entire claim of nonuse, but is entitled to a partial

grant of summary judgment.

 

I. Standing
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As a threshold matter, with regard to whether Petitioner has standing to maintain this proceeding, Petitioner has provided status

and title copies of its five pleaded registrations attached to its amended petition for cancellation. Also, with its motion for

summary judgment, Petitioner included a declaration from counsel Kathryn Jennison Shultz that attested to a refusal to register

a mark of Petitioner based upon a likelihood of confusion with Respondent's registration. The office action is attached to the

declaration. In view of Petitioner's pleaded registrations which have been properly made of record and the refusal to register,

we find that there is no genuine dispute that Petitioner has a direct commercial interest in this proceeding, and that Petitioner

has demonstrated its standing. See Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842 (Fed. Cir.(2000); see also

Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA).

 

II. Nonuse

A claim of nonuse is a claim that defendant did not use the mark on all of the identified goods as of the filing date of the

application. See Grand Canyon West Ranch LLC v. Hualapai Tribe, 78 USPQ2d at 1696. As noted above, in support of its

claim of nonuse, Petitioner relies primarily on Respondent's discovery responses and document production.

Petitioner submitted with its summary judgment motion some of Respondent's responses to Petitioner's First Set of

Interrogatories. In particular, Petitioner's Interrogatory No. 4 states:

Identify by common commercial descriptive name each product and service actually and/or intended to be

offered for sale, advertised and/or promoted by or on behalf of Registrant or any predecessor person(s) or

company(ies) bearing the Baby Butter Originals by Tracey Martin mark ...:

Respondent submitted an amended response to Petitioner's Interrogatory No. 4, dated May 15, 2012: 7

Tank tops (women's and kid's); tee shirt (women's and kid's); robes (women's and kid's); pants (women's and kid's); shorts

(women's and kid's); dresses (women's and kid's); onesies; vests; coats; socks; boots (women's and kid's); blankets; jackets

(women's and kid's); sweatsuits (women's and kid's);diaper covers; swimwear (women's and kid's); cover ups; raincoats/slickers

(awaiting information on chemical treatment); scarves (women's and kid's); wraps (women's and kid's);' shrugs; skorts; capri

pants; thermals (men's, women's and kid's); lounge wear; headbands; bandanas; and messenger pouches.

*4  Respondent submitted a supplementary response to Petitioner's Interrogatory No. 4, dated January 14, 2015, which reads

in relevant part, as follows:

Registrant has never ceased working in the fashion industry or with Baby Butter Originals by Tracey Martin

line. Every year the following items were produced in the line: For infant, toddler, children's junior and

tween sizes - respectively: onesies, blankets, diaper covers, diaper overs, tops, tank tops, pants, dresses,

skirts, skorts, jackets, coats, scarves, bikinis, cover ups, thermals, lounge pants, fabric backpacks, grocery

cart covers, bibs, burp cloths, hand painted boots, faux fur shrugs, tutus and robes. For women's apparel:

dresses, thermal tops, tank tops, short sleeve tops, long sleeve tops, lounge pants, wraps. For Men's apparel:

thermal shirts, short sleeve shirts, long sleeve shirts.

Petitioner asserts that there are “inconsistencies in the identification of goods as it appears in the registration and in the

respondent's responses to interrogatories.” 50 TTABVUE 10. Petitioner additionally argues that the documents produced by

Respondent do not clarify the alleged inconsistency.

Petitioner refers to its First Set of Requests for Production of Documents and Things, Request No. 21:

http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2000473973&pubNum=0000506&originatingDoc=I526432c4c3c511e5b4bafa136b480ad2&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1982107542&pubNum=0000350&originatingDoc=I526432c4c3c511e5b4bafa136b480ad2&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2008799677&pubNum=0001013&originatingDoc=I526432c4c3c511e5b4bafa136b480ad2&refType=RP&fi=co_pp_sp_1013_1696&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_1013_1696


TRACIE MARTYN, INC. v. BABY BUTTER ORIGINALS, 2015 WL 9907033 (2015)

 © 2016 Thomson Reuters. No claim to original U.S. Government Works. 4

All documents sufficient to show continuous use in interstate commerce of Registrant's Baby Butter

Originals by Tracey Martin mark, from its alleged date of first use to the present.

Respondent submitted a supplemental response to Request No. 21, dated August 4, 2014:

Registrant has lost most sales and distribution documentation for the business due to relocating home and

business numerous times. All information that Registrant has been able to locate has been provided. Please

refer to REGISTRANT00157-REGISTRANT00184 for dated invoices and bills of sale from 2006 through

2012.

Petitioner further refers to its First Set of Requests for Production of Documents and Things, Request No. 24:

Representative invoices evidencing the sale of goods in the United States by Registrant under the Baby

Butter Originals by Tracey Martin mark, for each year from the date of first use of the mark.

Respondent submitted its supplemental response to Request No. 24, dated August 4, 2014:

Registrant has lost most sales and distribution documentation for the business due to relocating home and

business numerous times. All information that Registrant has been able to locate has been provided. Please

refer to REGISTRANT00157-REGISTRANT00184 for dated invoices and bills of sale from 2006 through

2012.

The invoices show use of Respondent's mark during the time period 2006 through 2012, which predates and includes

Respondent's filing date. Respondent further submitted the declaration of Respondent's president, Tracey Martin, dated

September 2, 2015, which reiterated the list of goods stated above which appeared under the BABY BUTTER ORIGINALS BY

TRACEY MARTIN mark. 56 TTABVUE 15. The list in the Martin declaration is the same as in Respondent's supplementary

response to Interrogatory No. 4, except to add “cloth diapers.” There is no indication as to whether either is intended to be an

exhaustive list since both indicate that “the following items were produced in the line,” but neither states whether only these

and no other goods were manufactured or sold under the mark at the time the application was filed. 8

*5  Ms. Martin did, however, further attest and “admits that the mark was not used for rain gear at the time of registration,

and agreed to remove those items (rain boots, rain coats, rain jackets, rain slickers, rain suits, rain trousers) from the mark's

description.” 56 TTABVUE 15. Given the nature of Petitioner's claim for nonuse in this cancellation proceeding; Respondent's

responses to Interrogatory No. 4, which do not list any kind of rain gear among the goods that it actually or intended to offer

under the mark; and the fact that Respondent voluntarily agreed via its Opposition to Petitioner's Motion for Summary Judgment

to delete the unused goods from its registration, we understand Respondent's admission regarding rain gear to indicate, for

purposes of summary judgment, nonuse of the referenced goods not only “at the time of registration” but also at the time of

the application filing date.

Apart from these specific goods, for which Respondent admits nonuse at the time of registration, there remains a genuine issue as

to whether Respondent was using its mark on the other identified goods as of the application filing date. Accordingly, Petitioner's

motion for summary judgment is granted in part and denied in part. Respondent's registration shall be cancelled in part by

deletion of the following goods: “rain boots, rain coats, rain jackets, rain slickers, rain suits, rain trousers.” See Grand Canyon

West Ranch LLC v. Hualapai Tribe, 78 USPQ2d at 1698. Respondent's identification of goods will be amended as follows:

Prior identification of goods: cloth diapers, hats, jackets, pants, rain boots, rain coats, rain jackets, rain slickers, rain suits, rain

trousers, robes, scarves, shirts, shoes, skirts, socks, tank tops, underpants;
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Amended identification of goods, per Board order: cloth diapers, hats, jackets, pants, robes, scarves, shirts, shoes, skirts, socks,

tank tops, underpants.

The motion for summary judgment is otherwise denied.

Proceedings are resumed. Discovery remains closed, and trial dates are reset as follows:

Discovery Period to Close:

 

CLOSED

 

Petitioner's 30 day Trial Period Ends:
 

February 15, 2016
 

Defendant's Pretrial Disclosures:
 

March 1, 2016
 

Defendant's 30 day Trial Period Ends:
 

April 15, 2016
 

Plaintiff's Rebuttal Disclosures:
 

April 30, 2016
 

Petitioner's Rebuttal Period Ends:
 

May 30, 2016
 

Footnotes

1 Registration No. 3618819, registered on May 12, 2009, based upon an application filed on September 2, 2008, under Trademark Act

Section 1(a), alleging July 10, 2001 as the date of first use anywhere and July 5, 2003 as the date of first use in commerce. Section

8 affidavit acknowledged.

2 Registered May 14, 2002, alleging June 1, 1984 as the date of first use, and February 1, 1989 as the date of first use in commerce.

Sections 8 and 15 affidavits accepted and acknowledged. Renewed.

3 Registered May 25, 2004, alleging January, 2001 as the date of first use anywhere and in commerce. Sections 8 and 15 affidavits

accepted and acknowledged. Renewed.

4 Registered May 9, 2006, alleging January 12, 2006 as the date of first use anywhere and in commerce, and disclaiming the exclusive

right to use the term “BODY SERUM” apart from the mark as shown. Sections 8 and 15 affidavits accepted and acknowledged.

5 Registered September 16, 2003, alleging 1995 as the date of first use and September 1996 as the date of first use in commerce, and

disclaiming the exclusive right to use the term “BODY TREATMENT” apart from the mark as shown. Sections 8 and 15 affidavits

accepted and acknowledged. Renewed.

6 Registered May 11, 2004, alleging January 2001 as the date of first use anywhere and in commerce, and disclaiming the exclusive

right to use the term “SERUM” apart from the mark as shown. Sections 8 and 15 affidavits accepted and acknowledged. Renewed.

7 Respondent's original responses to interrogatories were not included with the parties' summary judgment submissions. The Amended

Response is dated March 15, 2012, but the accompanying verification is dated May 15, 2012. Respondent's original responses to

requests for documents were also not included with the parties' summary judgment submissions.

8 We note that Respondent's arguments against abandonment are inapposite. Petitioner's claim is nonuse at the time of filing, not

Respondent's possible later abandonment of the mark.

2015 WL 9907033 (Trademark Tr. & App. Bd.)
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