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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 
SFM, LLC,       } 
   Petitioner,   } Cancellation No: 92 060308 
 v.      } 
       }  
Corcamore, LLC     } Registration No. 3708453 
       } 
   Respondent-Registrant.  } 
             
 

ELECTRONICALLY SERVED 
 

NOTICE OF MOTION TO DISMISS 
AMENDED PETITION. 

 
TO:  Nicole M. Murray, Esq. 
 Quarles & Brady LLP 
 30 N. LaSalle St., Suite 4000 
 Chicago, IL  60654 
 Email: Nicole.Murray[at]quarles[dot]com 
 
PLEASE TAKE NOTICE that the Respondent Corcamore LLC moves to dismiss the 

First Amended Petition, and to suspend other proceedings pursuant to Trademark Rule 2.127(d).  

Reliance for this motion is placed on the following points and authorities. 

Procedural Background. 

After the petition first was filed, respondent’s motion to dismiss was filed and served 

Nov. 14.  No opposition to that motion was filed timely by petitioner. 

Petitioner used its “once” as of right option to file an Amended Petition on December 1, 

2014.  That Amended Petition was filed more than “five years from the date of the registration” 

of the respondent’s mark, which “issued on November 10, 2009” as ¶ 4 of Amended Petition 

avers.  
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Many averments in the original petition were omitted from the Amended Petition, even 

entire paragraphs, e.g., ¶8, were omitted.  The omissions eliminated the “dilute” and loss of 

“distinctiveness and exclusivity” claims from this matter. 

The Amended Petition in numerous instances changes the averred real party in interest 

from petitioner SFM to “Sprouts Farmers Market,” e.g., ¶7 of the original petition averred it was 

petitioner SFM who had “expended substantial” resources to create “good will associated” with 

its marks, but now in ¶15 of the amended petition avers that, a “licensee, Sprouts Farmers 

Market, has expended substantial” resources, etc.  Compare too, ¶1 of the original petition with 

¶3 of the Amended Petition.   

The Amended Petition newly avers a theory that a “licensee” used petitioner’s service 

marks as “nominative trademarks” on goods (no mark identifies goods). 

The Amended Petition avers damage but not to either petitioner SFM or to “Sprouts 

Farmers Market,” see, ¶16 of the amended petition.   

The two and a half pages of the original petition has expanded to five pages in the 

Amended Petition, even though the latter omits averments from the original petition.  Based on 

the procedural and factual background, and the points and authorities cited here, the respondent-

registrant moves to dismiss the Amended Petition. 

ARGUMENTS 

A.  Omissions & Additions to the Amended Petition Defeat Relation Back. 

The record is clear that the Amended Petition was filed December 1, 2014, and more than 

“ five years from the date of the registration” of the respondent’s mark. 15 U.S.C.A. §1064.1  The 

Amended Petition should be dismissed based on the five year limitation in the Lanham Act §14. 

                                                 
1  See ¶ 4 of amended petition, averring that respondent’s mark “issued on November 10, 2009.”   
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Within the time period in Rule 15(a)(1), FED. R. CIV . PROC., Petitioner amended.  

“Because the amended petition to cancel is complete in itself and does not adopt or refer to the 

original petition, the amended petition to cancel superseded the original petition.”  Penthouse 

Digital Media Productions Inc. v. Cloudstreet Inc., 98 U.S.P.Q.2d 1496 (TTAB 2010).  Lanham 

Act §14 does not allow relation back.  Moreover, averments in the Amended Petition so “differ 

in both time and type from those the original pleading set forth” that the amendment does not 

relate back to the date the original petition was filed.  Mayle v. Felix, 545 U.S. 644, 650, 125 

S.Ct. 2562, 162 L.Ed.2d 582 (2005).  The amended petition should be dismissed as untimely 

under §1064.  The omissions from the original petition, as well as substantially different 

additions cause the Amended Petition not to relate back to the original, now-superseded petition.  

Under Rule 15(c)(1)(A), FED. R. CIV . PROC., an amended pleading only “relates back to 

the date of the original pleading when: (A) the law that provides the applicable statute of 

limitations allows relation back.”  Five years is the limitations period stated in §14 of the 

Lanham Act for a petition to cancel, and the Amended Petition was filed after that period 

expired.  No text in 15 U.S.C.A. §1064 "allows relation back," and thus, under Rule 15(c)(1)(A), 

the amendments do not relate back to the original petition.   

The real party in interest was changed from the original petition to the amended petition 

from SFM, LLC to a “licensee, Spouts Farmers Markets,” and the amended petition newly avers 

a theory that a “licensee” used petitioner’s service marks as “nominative trademarks” on goods 

(none of the registrations recite goods, only services.”)2  

                                                 
2  The "sale of a good (i.e. the provision of dietary supplements) does not constitute a ‘service’ within the 
meaning of Section 45 of the Trademark Act".   IdeasOne, Inc. v. Nationwide Better Health, Inc., 89 U.S.P.Q.2d 
1952 (TTAB 2009) 
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In this and numerous other material respects, what the Amended Petition pleads is 

"divergent" from the superseded averments in the original petition.  Makro Capital of America v. 

UBS AG, 543 F.3d 1254, 1258 (11th Cir. 2008) (“the widely divergent nature of the two 

complaints means that the amended complaint would not relate back …under Rule 15”), accord, 

Mayle (facts “differ in both time and type from those the original” petition.  Based on the statute 

and precedent, Rule 15(c)(1) "relation back is inappropriate".  Id.   

The Amended Petition here should be dismissed based on Rule 15 precedent that holds an 

"amended” petition superseded the original filing and does “not relate back because the [§14] 

claim raised new and discrete allegations that were not pled in her original" petition.  Hernandez 

v. Valley View Hosp. Ass'n, 684 F.3d 950, 961 (10th Cir. 2012) (statutory employment claim).  

Even an amendment that shares “some elements and some facts in common” with the original 

petition does not relate back if its effect is “to fault [respondent] for conduct different from that 

identified in the original” pleading. Meijer, Inc. v. Biovail Corp., 533 F.3d 857, 866 (D.C. Cir. 

2008).  The licensee averment, the licensee’s nominative use theory, the abandonment of averred 

conduct by SFM are divergent, different, new and discrete, and do not relate back. 

The alterations to the original petition are so substantial that there was no adequate notice 

in the original petition of the conduct, transaction, or occurrence averred subsequently in the 

Amended Petition, and therefore, the petitioner’s amendments do not relate back and are time 

barred by expiration of the five year limitations period in §1064. 

For these reasons, the Amended Petition should be dismissed as time-barred under the 

five year limitation in §14 of the Lanham Act. 

B. The Superseded Petition Contradicts SFM’s Judicial Admissions. 

It was averred in the original, now superseded, petition that: 
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7. Sprouts [identified in preamble averment as “Petitioner, SFM, 

LLC”] has expended substantial amounts of time, money and effort in advertising, 

promoting and popularizing its SPROUTS trademarks and in preserving the good 

will associated therewith. 

The Amended Petition superseded this with the averment, that it was not SFM who 

expended time and money or who developed the good will, but instead that: 

15. SFM’s licensee, Sprouts Farmers Markets, has expended 

substantial amounts of time, money and effort in advertising, promoting and 

popularizing its SPROUTS trademarks and in preserving the good will associated 

therewith, including Sprouts Farmers Markets as a national leader in healthy, 

organic food options. 

Petitioner SFM’s amendment, which “does not adopt or refer to the original petition” and 

which identifies an altogether different entity as the real party interest, has the effect of rendering 

the earlier averment and the original petition functus officio that is, “ of no legal effect.”  King v. 

Dogan, 31 F.3d 344, 346 (5th Cir. 1994); see also, Carver v. Condie, 169 F.3d 469, 472 (7th 

Cir.1999) ("Once the amended complaint was filed, however, it became the governing document 

in the case and any allegations and parties not brought forward fell by the wayside”).  

 The amendment has the same nullifying effect on the original averment that: 

 7. … The trade and purchasing public have come to know Sprouts’ 

trademarks and recognize any goods or services so marked originate with 

Sprouts [identified in preamble averment as “Petitioner, SFM, LLC”]. 

 That was superseded by the Amended averment that consumers do not recognize SFM as 

the source of “goods or services” that may bear the marks: 

 15. … The trade and purchasing public have come to know the 

SPROUTS Trademarks and recognize any goods or services so marked originate 

with Sprouts Farmers Markets.  
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 It is certain that “the amended petition to cancel superseded the original petition.”  

Penthouse Digital Media, supra, and so, paragraph 15 in the Amended petition “superseded” and 

eliminated from the case what had been averred in paragraph 7 of SFM’s original petition. 

 These, and other amendments are inconsistent with judicial admissions that SFM made 

earlier in another Lanham Act case.  SFM should be barred from pleading the same matter in 

inconsistent ways to suit its interests, instead of the interests of justice.  SFM, LLC, the same 

party who filed the amended petition had pleaded in the U.S. District Court for the Southern 

District of California, in SFM, LLC v. Sprouts Natural Market, Inc., 3:11-CV-26403, that: 

 22. Plaintiff [identified as SFM, LLC] has expended substantial effort, 

including the expenditure of millions of dollars, to develop the goodwill in 

Plaintiff’s Mark and to cause consumers to recognize Plaintiff’s Mark [identified 

there as “registration number 2,798,632] as distinctively designating goods and 

services originating with Plaintiff [SFM, LLC]. 

 The allegation, which was relied upon by the federal court in California, that SFM, LLC 

had “expended” resources to develop good will for the `632 trademark, which is a mark pleaded 

here, is inconsistent with SFM’s amended averment here that: 

15. SFM’s licensee, Sprouts Farmers Markets, has expended 

substantial amounts of time, money and effort in advertising, promoting and 

popularizing its SPROUTS trademarks and in preserving the good will associated 

therewith,  [intending the] public …to know the SPROUTS Trademarks and 

recognize any goods or services so marked originate with Sprouts Farmers 

Markets. 

  In accordance with the doctrines of judicial admission, judicial estoppel and the 

preclusion of inconsistent positions, the cancellation claim revisedly pleaded in the amended 

                                                 
3  Pursuant to 37 CFR § 2.122(e), the offering party Respondent notes that the cited material is available 
online at https://ecf.casd.uscourts.gov and the paper attached hereto indicates the date of publication in accordance 
with Safer Inc. v. OMS Investments, Inc., 94 USPQ2d 1031 (TTAB 2010). 
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petition should be dismissed.  See, e.g., Best Canvas Products & Supplies, Inc. v. Ploof Truck 

Lines, Inc., 713 F.2d 618, 621 (11th Cir. 1983) (“a party is bound by the admissions in his 

pleadings”).  “Here is a party who, as the record conclusively shows, has earlier successfully 

asserted a legal position respecting [its Lanham Act claim] that is completely at odds with the 

position now asserted” in its Amended Petition.  Allen v. Zurich Ins. Co., 667 F.2d 1162, 1166-

67 (4th Cir. 1982).  These doctrines of preclusion attach when a litigant is “playing fast and loose 

with the courts,” and when “intentional self-contradiction is being used as a means of obtaining 

unfair advantage" in a forum, then another. Scarano v. Central R. Co., 203 F.2d 510 (3rd Cir. 

1953) and Patriot Cinemas v. General Cinema Corp., 834 F.2d 208, 212 (1st Cir. 1987). 

 Here, petitioner by amendment has pleaded pursuant to Rule 11 that SFM did not expend 

money to develop good will for the marks, instead it was a “licensee, Sprouts Farmers Markets” 

that allegedly spent that same money.  That contradicts what SFM pleaded in its federal court 

action in California, also pursuant to Rule 11, that SFM, LLC had expended “millions” to 

develop good will for the `632 trademark.  This is an “intentional self-contradiction” that should 

be disallowed by an order dismissing the Amended Petition. 

 In another federal court matter, a named defendant was “Sprouts Farmers Market, LLC 

d.b.a. Sprouts Farmers Market,” and in a financial disclosure statement, the real party in interest 

that operated the grocery was identified as “Sprouts Farmers Market, LLC.”  That is a different 

entity, or LLC or seems to be, that operates these groceries in California.4 

 In each instance where the petitioner’s amended averments are inconsistent with its 

pleaded admissions in SFM’s prior suits, in particular, its Lanham Act case against Sprouts 

                                                 
4  Copy at Tab 3, hereto.  Outerbridge Access Ass’n v. S.B. Restaurant Co., et al, 3:08-CV-121 (S.D. Cal.)  
Pursuant to 37 CFR § 2.122(e), the offering party Respondent notes that the cited material is available online at 
https://ecf.casd.uscourts.gov and the paper attached hereto indicates the date of publication in accordance with Safer, 
supra. 
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Natural Market, Inc., the preclusive doctrines should apply.  On that basis, respondent urges the 

Board to dismiss the Amended Petition. 

C. Petitioner SFM Provides No Marked Services and Lacks Standing Under Lexmark. 

1. Who’s Who That Could Allege Injury? 

The primary point un-pleaded by petitioner regards identifying a party who could allege 

an injury to a commercial interest in reputation or sales.  The original petition averred that SFM, 

LLC had expended money to garner goodwill for the marks, but the Amended Petition 

abandoned that and replaced it with averments that a “licensee” made that expenditure.  By 

amending, the petitioner SFM conceded that it does not operate the groceries.  A corporation 

Sprouts Farmers Market Inc. is averred in the Amended Petition to have made “nominative” use 

of the pleaded service marks.   

The three service trademarks registration in the Amended Petition issued to “Premier 

Grocery, Inc.”  In 2012, “Sunflower Farmers Markets LLC” registered the trade name “Sprouts 

Farmers Markets” with the State of Arizona.  (Tab 2, hereto).  Then, Sunflower LLC federally 

registered two Sunflower Farmers Markets marks, and those registrations coincidentally list the 

exact same street address on Tatum Blvd. in Phoenix as is averred in the Amended Petition.  

(Tab 5, hereto).  Earlier this year, a federal suit was filed and remains on the record that identify 

the operator of the groceries as “Sunflower Farmers Markets LLC dba Sprouts Farmers Market” 

which alleges that Sunflower dba Sprouts violated the Lanham Act. (e.g., 14CV1605 AJB S.D. 

Cal.). (Tab 4, hereto)5.   

                                                 
5  Pursuant to 37 CFR § 2.122(e), the offering party Respondent notes that the cited material is available 
online at https://ecf.casd.uscourts.gov and the paper attached hereto indicates the date of publication in accordance 
with Safer, supra. 
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A decision from an Arizona Court of Appeals lists the plaintiff as “Sprouts Farmers 

Market, LLC, an Arizona limited liability company” (Div. No. 1 CA-CV 09-0117).  However 

here, petitioner is SFM, LLC a Delaware limited liability company.  It is doubted that the 

Arizona LLC is the same as the Delaware LLC, since in that Arizona case the law firm that 

represents SFM, LLC here, represented the adverse party Williamsfield, e.g., RPC 1.9(a)(“ shall 

not thereafter represent another [whose] interests are materially adverse to the interests of the 

former client”).  Another federal court proceeding identifies the grocery operator as “Sprouts 

Farmers Market LLC d.b.a. Sprouts Farmers Market” (Tab 3, hereto)6.  None of these matter 

name SFM, LLC, who put forth the Amended Petition here. 

Another federal court suit, which pleads that “Sprouts Farmers Market LLC” distributed 

salmonella contaminated turkey (Tab 6, hereto)7, which is a different LLC than named here, and 

it does not mention SFM, LLC or the “licensee” corporation pleaded here in the Amended 

Petition.  The same can be noticed from a removed state court suit against “Sprouts Farmers 

Market, LLC, an Arizona limited liability company” that alleges denial of access to the 

physically disabled.  (Tab 7, hereto)8.  When sued for another Lanham Act violation, Sprouts 

Farmers Market, Inc., counterclaimed, not SFM, LLC.  (Tab 7, hereto).  That counterclaim 

should be viewed as an admission that SFM, LLC is not the party with Lanham Act standing. 

Here, petitioner failed to plead, per Section 14, that it “will” be damaged by an injury to 

its commercial interest in reputation or sales, and did not plead any of “Sunflower Farmers 

                                                 
6 Pursuant to 37 CFR § 2.122(e), the offering party Respondent notes that the cited material is available 

online at https://ecf.casd.uscourts.gov and the paper attached hereto indicates the date of publication in accordance 
with Safer, supra. 
7  Pursuant to 37 CFR § 2.122(e), the offering party Respondent notes that the cited material is available 
online at https://ecf.casd.uscourts.gov and the paper attached hereto indicates the date of publication in accordance 
with Safer, supra. 
8  Pursuant to 37 CFR § 2.122(e), the offering party Respondent notes that the cited material is available 
online at https://ecf.casd.uscourts.gov and the paper attached hereto indicates the date of publication in accordance 
with Safer, supra. 
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Markets LLC dba Sprouts Farmers Market” or “Sunflower Farmers Markets LLC dba Sprouts 

Farmers Market” or even its “licensee” will be damaged in its commercial interest in reputation 

or sales.  Without knowing which of these LLCs, etc., might allege that, then that omission 

defeats moving on to the broader questions of standing under Lexmark. 

Standing is a threshold jurisdictional issue in every case, directed solely to determine the 

interest of the plaintiff. Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 

185, 188 (CCPA 1982).  “Attacks on subject matter jurisdiction can be either `facial’ or 

`factual.’”  Makro, supra.  Here, standing is challenged on the facial inadequacies of the 

Amended Petition.  First, in failing to plead what entity might be damaged in its commercial 

interest in reputation or sales, and second failing to plead an economic or reputational injury.  

Standing was not pleaded, jurisdiction is undermined, and the Amended Petition should be 

dismissed. 

2.  Under the Modern Standard, the Elements for Standing Were Not Pleaded. 

 Precedential decisions regarding standing under Section 14 have required some averment 

“establishing a direct commercial interest.”  Cunningham v. Laser Golf Corp., 222 F.3d 943, 945 

(Fed. Cir. 2000).  Other rulings indicate generally that “Section 14 has been interpreted as 

requiring a cancellation petitioner `to show (1) that it possesses standing to challenge the 

continued presence on the register of the subject registration and (2) that there is a valid ground 

why the registrant is not entitled under law to maintain the registration.’”  Young v. AGB Corp., 

152 F.3d 1377, 47 USPQ2d 1752 (Fed. Cir. 1998), citing, Lipton Indus., Inc. v. Ralston Purina 

Co., 670 F.2d 1024, 1026, 213 USPQ 185, 187 (CCPA 1982).  

What petitioner must plead, and prove, to indicate it possesses standing under Section 14 

now must conform to the holding in of Lexmark Int’l, Inc. v. Static Control Components, Inc., 
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___ U.S. ___, 134 S. Ct. 1377, 188 L.Ed.2d 392, 109 USPQ2d 2061 (2014).  It extends the 

“reasonable interest” and other previously-used standards for Lanham Act standing with a two 

factor test, the essentials of which must be well-pleaded.  “In short, we think the principles set 

forth [there] will provide clearer and more accurate guidance than the `reasonable interest’ test.”  

Id., 134 S.Ct. at 1393. 

The statutory basis for standing to plead a Section 14 action specifies that pleader must 

be a “person who believes that he or she is or is will be damaged.”  15 U.S.C. §1064.  This 

statement of the zone of interest for a claimant to show standing is nearly verbatim to that in 

Section 43(a), which enables a pleading by “any person who believes that he or she is or is likely 

to be damaged” by acts contemplated by that provision.  15 U.S.C. §1125(a)(1)(B). The one 

textual difference is that Section 14 does not use “likely to be,” but amplifies that with “is or will 

be” damaged.  This textual difference bears on how the two prongs of the Lexmark ruling impact 

the standing question in a Section 14 cancellation action. 

 Earlier this year, the Supreme Court ruled that standing to bring a Section 43(a) claim 

must be pleaded and proved.  As Lexmark applies here, Section 14 requires two elements of 

standing to be pleaded in a cancellation action. Respondent urges dismissal here, because the 

Amended Petition does not plead the essential matters that Lexmark requires to plead a 

supportable averment of standing in a Lanham Act case. 

 The Court in Lexmark began from the premise that a “statutory cause of action extends 

only to [those] whose interests `fall within the zone of interests protected by the law invoked.’”  

Citing Allen v. Wright, 468 U.S. 737, 751, 104 S. Ct. 3315, 82 L.Ed.2d 556 (1984).  Lexmark, 

137 S. Ct. at 1388.  It then considered the “zone of interests” encompassed by statutory phrase in 

Section 43(a), and again, Section 14 has practically the same legislative expression.  “We thus 
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hold that to come within the zone of interests … [the pleader] must allege an injury to a 

commercial interest in reputation or sales.”  Id., at 1390.  The Amended Petition does not “allege 

an injury to a commercial interest in reputation or sales.”  Indeed, petitioner SFM could not plead 

a plausible “injury to [its] commercial interest in reputation or sales.”  Petitioner SFM could not 

plead a plausible “reputational injury flowing directly from” the vending machine services  that 

are offered consistent with the respondent’s registration. 

Applying that statute-based, zone-of-interests test, the Court “h[e]ld that a plaintiff suing 

under §1125(a) ordinarily must show economic or reputational injury flowing directly from the 

deception wrought by the defendant's advertising; and that that occurs when deception of 

consumers causes them to withhold trade from the plaintiff.”  Id., at 1392.   

In sum, the modern standard for standing in a Lanham Act case requires first a pleaded 

plausibility that the petitioner is within the zone of interests protected by Section 14, and second, 

to “plead (and ultimately prove) an injury to a commercial interest in sales or business reputation 

proximately caused by the defendant's” alleged Lanham Act violation.  Id., at 1395.  Here, the 

Amended Petition fails to “plead” standing, and fails to plead (i) economic or reputational injury 

to SFM, which (ii) is proximately caused actions within the zone of interest protected by the 

Lanham Act, here, Section 14.  The Amended Petition should be dismissed for the failure to 

plead standing as required by the Lexmark standards.   

The requirement to “plead” and prove proximate causation of an injury fits squarely with 

the “is or will be damaged” provision in Section 14, and perhaps more so than with the “likely” 

damaged Section 43(a) provision that the Court applied in Lexmark.9  The modern standard 

                                                 
9  Prior to Lexmark, the Circuit courts used different tests for Lanham Act standing.  The 2nd Circuit required 
a “reasonable interest to be protected” and a “reasonable basis” for alleging harm.  See Famous Horse Inc. v. 5th 
Ave. Photo Inc., 624 F.3d 106, 113 (2d Cir. 2010), and that aligns with the “reasonable basis” prong in Lipton, supra.  
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extends, but requires more than the “direct” and “commercial interest” aspects in Cunningham v. 

Laser Golf, and Lexmark holds that its two-factor standard “will provide clearer and more 

accurate guidance than a `reasonable interest’ test,” found in Lipton.  Id., at 1393.  As applied 

here,  Lexmark compels the conclusion that the Amended Petition fails to plead standing. 

The Amended Petition does not plead, or even suggest, that petitioner SFM has any 

“injury” within the zone of interest.  No “injury to a commercial interest in reputation or sales” 

was pleaded.  Id., at 1390.  Indeed, no injury “proximately caused by” the Respondent’s actions 

under the Lanham Act was pleaded.  The Section 14 standing averment fails.  The Amended 

Petition here should be dismissed pursuant to Rule 12(b)(6), FED. R. CIV . PROC., and Lexmark. 

Application of the Lexmark standard starts with the Court’s holding that “a direct 

application of the zone-of-interests test and the proximate-cause requirement supplies the 

relevant limits on who may sue.”  Id., at 1391.  On the first of those “relevant limits,” petitioner 

SFM, LLC is a level removed from the zone of interest, because it does not operate the grocery 

stores owned, and this was acknowledged by the matter superseded by the Amended Petition.  

To meet the primary requirement of Lexmark, the Petition must plead that this LLC “`fall[s] 

within the zone of interests protected by the law invoked.’”  Lexmark, id., at 1388.  Petitioner 

SFM, LLC apparently does not use the service marks, and the Amended Petition does not even 

plead use by the petitioner, and does not plead the services to which use pertains.10  SFM, LLC is 

                                                                                                                                                             
The 3rd Circuit followed Associated Gen. Contractors of Cal. v. Cal. State Council of Carpenters, 459 U.S. 519 
(1983), and considered (1) nature of the alleged injury, (2) directness or indirectness of the asserted injury, (3) 
proximity or remoteness of the party to the alleged injurious conduct, (4) speculativeness of the claim, and (5) risks 
or complexity in assessing damages; and, the Ninth Circuit, found only commercial competitors had standing, upon 
demonstrating “that the injury is ‘competitive,’ or harmful to its ability to compete.”  Jack Russell Terrier Network 
of N. Cal. v. Am. Kennel Club, 407 F.3d 1027, 1037 (9th Cir. 2005).  The Supreme Court rejected all of these tests 
for standing, Lexmark, supra, 134 S. Ct. at 1389-90, which strongly indicates that the jurisprudential rules it sets 
forth for standing are to be followed in this forum. 
10  Mistakenly, the Petition refers to “goods” in ¶’s 6 & 7, even though both parties’ registrations identify 
“services.”  A “federal trademark registration does not apply to a name or other mark in a vacuum, but attaches only 
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outside the zone of interests, and its Amended Petition should be dismissed for failing to meet 

the modern pleading requirements for Section 14 standing. 

The second prong of Lexmark sets “relevant limits on who may sue.”  The Amended 

Petition has no well-pleaded averments of Respondent having “proximately caused” any 

reputational or other “injury” to SFM, LLC.  Even assuming the Amended Petition implies an 

injury, there exists (what Lexmark refers to as) “a `discontinuity’ between the injury” and the 

pleader SFM, LLC, which admits it does not operate any grocery stores, or even use the mark on 

SFM’s services.  Furthermore, the second requirement in Lexmark combined with the textual 

difference between Section 14’s “is or will be damaged” and Section 43(a)’s “likely to” be, can 

be understood to result in a requirement to plead instances of actual confusion proximately 

causing an injury.  By any measure, the Amended Petition does not aver actual confusion, actual 

injury, proximate cause, or anything, other than form-book recitations. 

Based on the foregoing, the Lexmark pleading standards must apply here.  The Federal 

Circuit must follow the Supreme Court’s precedential ruling in Lexmark, and so too, this Board 

must adhere to it.  The Amended Petition should be dismissed as failing to identify an entity that 

could (i) plead some economic or reputational injury, which (ii) is proximately caused by actions 

within the zone of interest protected by the Lanham Act.  Based on the Petitioner’s failure to 

plead Section 14 standing under Lexmark, the Amended Petition should be dismissed. 

D. SFM’s Claim of Superior Rights is Estopped by the Ruling in a Prior Proceeding. 

Based on a complete record, the federal court in California found that SFM, LLC 

(including its predecessors in interest) did not prove it was entitled to use the mark SPROUTS 

                                                                                                                                                             
to the use of the mark on specified goods ...[and] registrations designate specified classes of goods and do not create 
a presumptive exclusive right to use the mark for entirely different goods.”  S Industries, Inc. v. Kimberly-Clark 
Corp., 1996 WL 388427, (N.D. Ill. 1996). 
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FARMERS MARKET, because another grocer used Sprouts in commerce first.  The rules of 

issue preclusion bar Petitioner SFM, LLC from averring a claim here that it lost on in its own 

prior federal Lanham Act lawsuit against the grocer first using that service mark. 

In that Lanham Act suit, SFM, LLC v. Sprouts Natural Market Inc., docket no. 3:11-CV-

2640 (S.D. Cal.), “SFM, LLC, filed a complaint against Sprouts Natural Market, Inc., for 

trademark infringement,” and Sprouts Natural Market, Inc., counterclaimed and successfully 

proved its entitlement to “an order enjoining Plaintiff [SFM] …from marketing …referencing the 

name `Sprouts,’ ‘Sprouts Market,’ or `Sprouts Farmers Market’ …and from conducting 

business” under those names.  (Tab 1, hereto, Dkt. #52, pages 1-3)11.  Here, SFM should be 

precluded from pleading that it has superior rights to those brand names, since a federal court 

ruled that an unrelated party, Sprouts Natural Market, Inc., was the grocer first entitled to use the 

Sprouts service mark in commerce.  Had the proofs and evidence ruled upon by the federal court 

been presented to an examiner considering the applications for the registrations pleaded in the 

Amended Petition here, then those applications would have been denied.  The rules of preclusion 

on the issues heard and decided by the federal court in California should apply here, and the 

Amended Petition should be dismissed. 

Whether the rule of law is denominated as issue preclusion, or judicial estoppel or 

collateral estoppel, the applicable principles are not dissimilar.  Some of the variations exist 

because only the petitioner was party to the California suit, not the respondent.  One asking the 

tribunal “to apply collateral estoppel must establish that: “(1) the issue at stake is identical to the 

one involved in the prior proceeding; (2) the issue was actually litigated in the prior proceeding; 

(3) the determination of the issue in the prior litigation must have been ‘a critical and necessary 

                                                 
11  Pursuant to 37 CFR § 2.122(e), the offering party Respondent notes that the cited material is available 
online at https://ecf.casd.uscourts.gov and the paper attached hereto indicates the date of publication in accordance 
with Safer, supra. 
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part’ of the judgment in the first action; and (4) the party against whom collateral estoppel is 

asserted must have had a full and fair opportunity to litigate the issue in the prior proceeding.” 

{ cit. om.}. Dana v. E.S. Originals, 342 F.3d 1320, 1323-25 (Fed. Cir.2003).  

In the “prior proceeding” brought by SFM, LLC, the “issue at stake” was whether or not 

it, or the party it sued, had first used the mark and had superior rights to the mark in relation to 

grocery services.  Here again, SFM pleads it has “superior” rights.  Also, in that “prior 

proceeding” SFM pleaded the same marks and registrations, now pleaded here in the Amended 

Petition.  (Compare ¶5 of Amended Petition with listing attached to SFM’s complaint, at Exhibit 

A hereto, dkt. #1, starting at page 13 of 26).  Second, the “issue was actually litigated in the prior 

proceeding.”  Id.  The record from the prior proceeding confirms that the prevailing party, 

Sprouts Natural Market, Inc., presented over forty exhibits (Tab 1, Dkt. # 10-8) and numerous 

sworn declarations (Exhibit 1, Dkt. # 10-5 to 10-7) that, after a hearing, evidenced to the federal 

court that Sprouts Natural Market, Inc., used the Sprouts mark in commerce for grocery store 

services earlier than, and had rights to the Sprouts marks that were superior to the plaintiff SFM, 

LLC or its predecessors.  This determination was “a critical and necessary part” of the Rule 65 

order entered by the California court against SFM, which plainly took advantage of its “full and 

fair opportunity to litigate the issue in the prior proceeding.”  For those and other reasons, all 

aspects of the Dana factors, id., apply, and respondent asserts that essential averments in the 

Amended Petition are precluded by the ruling in SFM’s prior suit in California. 

Precedent holds that the rules of issue preclusion and estoppel apply when the prior ruling 

was an injunction.  Under the Restatement view noted in Federal Circuit decisions, the “test for 

finality is whether the prior decision was ‘adequately deliberated and firm’ or ‘avowedly 

tentative,’ and whether the parties were fully heard in the prior proceeding.”  Restatement 
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(Second) of Judgments § 13, cmt. g. (1982).   See, e.g., Abbott Laboratories v. Andrx 

Pharmaceuticals Inc., 473 F.3d 1196, 1204 (Fed. Cir. 2007).  In Miller Brewing v. Jos. Schlitz 

Brewing Co., 605 F.2d 990, 996 (7th Cir. 1979), the court held that the generic status of the mark 

was thoroughly litigated in the preliminary injunction proceeding that, as to that issue, there was 

a sufficient final judgment for preclusion (for purposes of “collateral estoppel, that decision {a 

preliminary injunction} was a final determination that “LITE” is generic and therefore not 

entitled to trademark protection”).  Here, key averments in the prior suit by SFM deserve to be 

precluded in this Section 14 matter based on Dana and the doctrines favoring non-mutual, 

offensive collateral estoppel and issue preclusion.  Again, had the examiner, when considering 

the applications for registration of the marks pleaded in the Amended Petition, been aware of the 

evidence and findings of the federal court, then the examiner would have rejected those 

applications.  For good cause, the Amended Petition should be dismissed based on the findings 

and rulings made in petitioner SFM’s prior Lanham Act suit. 

E. The Lanham Act Section 43(a) Averments Should be Dismissed. 

"The Trademark Trial and Appeal Board is not the proper forum in which to assert 

Section 43(a) claims because the Board has no original jurisdiction over such claims."  Pure 

Gold, Inc. v. Syntex (U.S.A.) Inc., 221 U.S.P.Q. 151 (TTAB 1983), aff'd, 739 F.2d 624 Fed. Cir. 

1984).   The Amended Petition avers Section 43(a) claims in parags. 9 & 13.  Dismissal of those 

averments and all Section 43(a) claims is warranted as a matter of law. 

F. The Likelihood of Confusions Averments are Formulaic and Implausible. 

 “[D]etermining whether a complaint states a plausible claim is context-specific, requiring 

the [tribunal] to draw on its experience and common sense.” Ashcroft v. Iqbal, 556 U.S. 662, 

663-64, 129 S. Ct. 1937, 1949, 173 L. Ed. 2d 868 (2009).  Would a person of common sense, 
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buying a container of apple juice from a vending machine “be led to the mistaken belief” that the 

apple juice in the vending machine came from a brick & mortar, retail grocery store, or be 

confused, mistaken or deceived that that the apple juice in the vending machine was “sponsored, 

authorized, or warranted by SFM”?  (See, Amended Petition, ¶9). 

Paragraphs 9, 13 & 15 are formulaic and parrot statutory phrasing to sound like an 

enumerated allegation.  It is settled that “where a complaint pleads facts that are 'merely 

consistent with' [statutory] liability, it 'stops short of the line between possibility and plausibility 

of “entitlement to relief.”'”  Iqbal, 556 U.S. at 678, quoting Bell Atlantic Corp. v. Twombly, 550 

U.S. 544, 557, 127 S. Ct. 1955, 1966, 167 L. Ed. 2d 929 (2007).  “Although [the pleader] alleges 

… `a strong likelihood of confusion in the marketplace as to the source of origin and sponsorship 

of the goods [in the vending machine and on the grocery store shelves] … such a conclusory and 

`formulaic recitation’ … is insufficient to survive a motion to dismiss.” Hensley Mfg. v. 

ProPride, Inc., 579 F.3d 603, 610-11, 92 U.S.P.Q.2d 1003 (6th Cir. 2009).   Experience and 

common sense dictate that no consumer buying from a vending machine a granola bar, bearing 

the trademark of Kraft Foods or Golden Harvest, viz., not marked Sprouts, ever could be 

mistaken or confused that the granola bar in the vending machine was “sponsored, authorized, or 

warranted by” some grocery store.  It is implausible, speculative, indeed it is non-sensical.  

Moreover, the petitioner’s logic can be exaggerated to extend, or misuse, a trademark registered 

for grocery store services to bar the products of any company from being sold elsewhere.  

Petitioner’s logic is not confined to goods that SFM (or some entity) marks with a house-brand 

Sprouts.  Petitioner would go as far as claiming its service marks extends to bar sale of the goods 

of any company “such as potato chips, cookies, popcorn, chocolate bars, fruit juice and flavored 
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waters” not bearing Sprouts marks if such products might be on its grocery store shelves.12  It too 

would assert it can prevent other companies, as it tried to do SFM’s suit in California, who use 

the word sprout in their company name.13 

The Amended Petition makes plainly erroneous factual averments about “Respondent’s 

vending machines.” Any fair reading of the respondent’s registration confirms that the mark is 

for “services.”  A more informed conclusion is that petitioner’s averments constitute proof of 

actual confusion between respondent’s registered trademark and the name chosen by a California 

company, not affiliated with respondent, which sells vending machines.  That California 

company Sprout Healthy Vending LLC and its business of selling vending machines are as 

averred in its suit against a machine manufacturer.  (Tab 11, hereto).  The Amended Petition 

indicates petitioner’s confusion about the respondent’s business and the “services” to which its 

registered trademark pertains. 

The Amended Petition avers no plausible assertion of actual or likely confusion as 

between services provided to vending machine operators and petitioner SFM’s grocery store 

services.  Therefore, the Amended Petition should be dismissed. 

CONCLUSION 

 The Amended Petition superseded the original averments, and by that some claims and 

allegations were dropped and others were materially changed.  Also, the present averments are at 

odds with judicial admissions and rulings in prior federal court proceedings.  At a fundamental 

level, jurisdiction is lacking in view of the petitioner failing to plead standing as required in the 

                                                 
12  Taken to further extremes, the petitioner would assert that these grocery store services marks give it rights 
against companies selling actual sprouts that are “the same or similar” to sprouts in SPROUTS grocery stores, even 
if those companies have been in business longer than the petitioner or its predecessors.  At Tab 10, hereto, are 
active, California companies who have been operating “Sprout” businesses prior to the earliest dates pleaded in 
parag. 5 of the Amended Petition. 
13  At Tab 9 hereto is a pleading against Sprout Foods Inc., a Delaware corporation,  and the paper attached 
hereto indicates the date of publication in accordance with Safer, supra. 
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Lexmark decision.  Finally, key averments in the Amended Petition fail under Iqbal.  For all the 

foregoing reasons, the Amended Petition should be dismissed. 

      Respectfully submitted, 
 
12 DEC 2014       ~S~ Charles L. Thomason    
      Charles L. Thomason 
      55 W. 12th Ave. 
      Columbus, OH 43210 
      Email: Thomason[at]spatlaw[dot]com 
      Telep. (502) 349-7227 
      Attorney for Respondent-Registrant 
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I hereby certify that on this 12th day of December, 2014, I electronically filed the 

foregoing Notice of Motion to Dismiss, and mailed a copy of the motion and exhibits to the 

attorneys for the Petitioner, directed to the address of the attorney indicated below: 

Nicole M. Murray, Esq. 
 Quarles & Brady LLP 
 30 N. LaSalle St., Suite 4000 
 Chicago, IL  60654 
  

 
 
Date: 12 DEC 2014 
      
      
          ~ S ~ /Charles L. Thomason/    
     Charles L. Thomason 

 
 

 
























































































































































































































