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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

RAKUTEN, INC., )
) Cancellation No.: 92/060,209
Petitioner, )
) Mark: SUPERPOINTS
) Registration No.: 3,936,303
V. )
)
SUPERPOINTS LLC, )
)
Respondent. )

MOTION TO DISMISS CANCELLATION AS MOOT

In the matter of Cancellation No. 92/060,209 regarding Registration No. 3,936,303,
Petitioner Rakuten, Inc. (“Petitioner”), by and through its attorneys, hereby moves to dismiss this
Cancellation with prejudice on the following grounds:

1. Respondent Superpoints LLC executed an assignment of Registration No.
3,936,303 to Petitioner on December 14, 2015.

2. The assignment was recorded on February 1, 2016 at Reel Frame No. 5721/298.

3. In view of the assignment to Petitioner of the registration involved herein, the
Cancellation should be dismissed as moot.

A copy of the assignment is enclosed for the Board’s records.

WHEREFORE, Petitioner prays that the Board dismiss this Cancellation with prejudice.

Respectfully submitted,
RAKUTEN, INC.

Dated: March 9, 2016 By: /s Gina L. Durham
DLA PIPER LLP (US)

Gina L. Durham
555 MISSION STREET, SUITE 2400
SAN FRANCISCO, CA 94105-2933
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UNITED STATES
gina.durham(@dlapiper.com
Phone: 415.836.2506

Tamar Y. Duvdevani

Kerry A. O’Neill

1251 AVENUE OF THE AMERICAS
NEW YORK, NY 10020-1104
tamar.duvdevani@dlapiper.com
2erry.oneill@dlapiper.com

Phone: (212) 335-4799

Attorneys for Petitioner
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900352572

02/01/2016

TRADEMARK ASSIGNMENT COVER SHEET

Electronic Version v1.1
Stylesheet Version v1.2

ETAS ID: TM371471

SUBMISSION TYPE: NEW ASSIGNMENT
NATURE OF CONVEYANCE: ASSIGNMENT OF THE ENTIRE INTEREST AND THE GOODWILL
CONVEYING PARTY DATA
Name Formerly Execution Date Entity Type
Superpoints, LLC 12/14/2015 LIMITED LIABILITY
COMPANY: TEXAS
RECEIVING PARTY DATA
Name: Rakuten, Inc.
Street Address: 1-14-1 Tamagawa, Setagaya-ku
Internal Address: Rakuten Crimson House
City: Tokyo
State/Country: JAPAN
Postal Code: 1-14-1
Entity Type: CORPORATION: JAPAN
PROPERTY NUMBERS Total: 1
Property Type Number Word Mark
Registration Number: |3936303 SUPERPOINTS
CORRESPONDENCE DATA
Fax Number: 4156597333

Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent
using a fax number, if provided; if that is unsuccessful, it will be sent via US Mail.

Phone: 415-836-2506

Email: TMDocket@dlapiper.com
Correspondent Name: DLA Piper LLP (US)

Address Line 1: 555 Mission Street, Suite 2400

Address Line 2: Attn: Gina Durham, Esq.

Address Line 4: San Francisco, CALIFORNIA 94105-2933
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ATTORNEY DOCKET NUMBER: 388140000011
NAME OF SUBMITTER: Gina Durham
SIGNATURE: /Gina Durham/
DATE SIGNED: 02/01/2016

Total Attachments: 8
source=SP-Sig-Final#page1 .tif
source=SP-Sig-Final#page?2.tif
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TRADEMARK ASRHGNMENT

This Trademark ,:"’xSS.’ig‘a‘.{i‘ﬁiﬂ‘.‘\f {the “Trademark Assigusent’) i'\: entered mto and
Footivi as ni Drecember 14, 2018 {the "Effocsive Bare™), by and betwesn Superpoints, LLC, 4
Toxas habnlily COTPENY having g  place of  business at

148 Corts M th g T own Unlr #4458, ’”‘o.rt& Biaders CA 84

Hthe “dssfgner™), and Rekuten, I, a Jlapanese
corpuration having a pi&aa of business at Rakuton Coiason House, §-14-1 deﬁs{a‘m‘. Setagava-
ku, Tokyo JAPAN {the “Assignee™.

i \

e Assignns horeby tranafirs and assigns 1o Assignee, effective as of the B ffoctive Date,
alt \v\s}ﬁdw:{iw right, fitle, and mderest in z'ﬁ}{?\ o the ﬁ'afiemaz'kc trade nanes, sereice marks,
applications and rc;m«iz ahons desoribed A, which is attwehed horeto and s
weovporsted by reference heram, and of the business sssociated therewith
{rollectively, the “Maerks™)

2, the recopt and xu‘-“fi;:%“svw' > which are
: assign undo the Assignes, as of the Effective

Ua-&‘ ai- \zi Ha z:g_.,?, mia-,, and ii;”&f\)?‘s&\f th) am:f. o the Marks, fres ar of all hems and
enownbranees, chading any and all common law sigles the zc-;'}f and spphlicationg and
registrations therefor, together with the goodwill of the business assoctated with and symbolized
by such Marks, the appheations and registrations therefor, and any rights of the »*\wzg s‘ o aue
any turd parties for any past mitingement of o o the Marks, for the use and belhalf of Assignee
and 1S SUCCOSEROTE, s ar other fegal vepresentaive snd to proseoute such mpiu fons and
registrations m the Usited States Pator and Trademark Office or o any foreign jurisdiction,

st

After the Effective Date, at the reguost of the Assignee, at Assignor’s expense and witha
additional consideration to the Assignor, the Assignor will excoute and Mi‘« grtoth Awmﬂt‘
from time (o fine sueh further netruments of conveyance, transfer, and assipunent and othe
documents, and will ke such other actions, as the Assignes may reasonably mq\xar o i.»i_m‘%:(;f}-
andd detiver more effoctively o the Assignes the Marks, to perfect the Assignes’s title therato,
sad otherwise to ascoomplish the orderly wansfor to the Assignee of the Murks and 1o give &l

gffect to thus Tradomark Assignment,

e

This Trademark Assignment s binding on the Assigner and Hs respective successors and
assigus, and ingres 1o the benefit of the Assignee and B8 sucoessors and assigns,

This Trademark Assignment may be exeoted in any number of vounterpurls, each of
which shall be deewned an ovigingl and all of which taken together shall be deemed to constinute
one and the same zmiz;.;mgm, An executed sigosture page of this Trademwrk Assignment

delrvered by facsmile or FDF wanemission shall be as effective as an ovigingd executed signature
page.

e £ P riaisy X ia o
w Foffowing Page.
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Fxhibu B

Schedule A

Trademarks/Service Marks

Jurisdiction Frademark Applicaiion Ne. / Registrativel  Fiod / Fosueg
Na.

United Staies SUPERPIGENTS 118, Trademak Registeation Sepesuher 3,
NG 39R8303 2RO March 29,

2011

Bt

BASTV iggassd
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BOMAIN AND SGOIAL MEDIA ASSIGRNMENTY

:.»

This Boman angd Social Media Assigrmens {Hus
that cerlalm Confidentin] Seitfoment Agreement and Rc-im-ms: dated as of Decomber 14, 20135 {the
“Effective Date”y onterad o by and between SUPERPOINTS, LLC, a Howled habilite
aami}an}’ omxam cd and gxisting um’i@zﬁ the lnws of the State of Texas and RYAN KOUNOE, an
in i“aihm wa, {oollectively, the “dssfpner™), wn the one hand, and
i\zﬁ\{,ﬁ' NS 1 O B 45 ;\mmm osﬂ&mxd under the laws of Japan (b “dssigree™),
R,-"-\KL?T% . ' ;’maai;(\n orgamized under the bws of Japan, and RAKUTEN
a ToTpaY 3’{‘03 organized aud existing under the laws of the State of Uelaware,
Effective Date.

Aavigamtent’) in oxecuted parsaant to

on sm srther i\ané {the “Resloment 45{%"&’{??3&‘?31‘ 3, and is offective as of the

RECITALS

A Assignor 1§ the owner of all righs, title and intersst In, 0 and under the donein

name and registrations for waww, <u{mz‘p@mi&M}m and e other dovwin names related o

Assignot’s business hsted in Schedule &, attached herete and incorporsted by reference (the
“Dropmin Nevwes™); and

B Agsignor 18 the owner of the social moedia b mdh s at Twitler (e Twiller handke
uperPomntsy and the other social roedia handies related o Assignor’s business histed

Schedule B attachod beretn and tncurporated by reference {the “3,3‘&;3‘:&3’&?5 ¥ and

1S Assyguor by agroed 1o assign, transfor and omvey to Assignes all its right, ?i';
andd ndorest in, fo and ‘sm%m the Dhoroais Names and the H \m\ii ey {rollectively roferred fo her
as the “"Homalin dssefe™), nchuding all common law rights, and all the goodwill of the business

associated therewiih
AGREFMERT

i Assygunerd. For good and valuable consideration by Assignee, the s“"s*pﬁ 3n<~

&
sufficiency of which are boreby scknowledged, the Assignor dues hereby assign unto the
ignee, as of the Bffective Date, sl of it rvight, title, and interest inand o the Domain A vms

i}‘ > and clear of all Bens and encumbranees, and sl other rights, including common law rights
ating to the Domain Assels, exch to be held and enjoved by i‘ht’: Assigno fmf ;‘i% WA 188 7 nd
benefit and for the use and benefd of iy successors i

rights would bave been held and enjoyved by Assignor

i

N

2. Asmienmient Provedure oy Donain Names and Handles.
21 Erocedure for Domain Nemes, Within five {8) days of the Effective {ate,

a
A
a

Assignor shall {‘103}1‘3"1‘; fake steps roguired by the apphosble domamn nawme repisirar
{ s““egmm, BRI and/or recorsd the transier of the Dwanain Names from Assignor o
Assignes, sv Assignee’s designes, with such Registrar. Assignec shall provide to Assignor all
registration and contact detatls porlaiing to Assignes that swre voguived by such Registrar,

TRADEMARK
REEL.: 005721 FRAME: 0303




A Frocedee for Homdles, Assignee shall receive fogin credentials for the
abuperpoints account and for all other Handles by 5 pm PST on the Bffoctive
Prate. Assignes shall recetve only the Handles, and none of the s:fmzi»;.izi crested by Assignor for
and under these Haodles, Assigror shall sugmte and defote any of Hs content hostad under these
Hanllos on or hefore the qu afton of the Transition Period, ss such term iy defined @ the
Settioment Agromment. With resp *ai io I3 Aamﬁ ex that ave ysed with Facebook conm, 's.wzﬂm}z shail
adil & dosignee of Assignes as an “admin” of the Facehook.cnm page. »’&«\ig s sdmin shall

deaciivate admin funetions of Assignor ot the expmrastion of the Transition Park ssi

Twitteroom

230 duom . In the event that As "@ > 18 unable for any veason
whatsoever {0 scoure Ags siguatore to any dosument | wor s requred to execute
pursuant fo the foregotng, Assignor heveby irrevocably &m\nmc*‘ ami appomnts Assigres and He

duly suthorized officers and agents, as their agents and atiomeys-tn-fact fo act for and in s

o

-

},,\‘i 31

3

behalf and fostead of Assignor, io cyecufe mi file any such docmment and to do sl other
lawfully permitted acts to farther the purposes of the foregeing with the same fegal foree angd
effect as if executed by Assignor,

-~

3. Addinnal Docurnents. X s 1o fake such other reasonable actions as
R fea;z}imd t tramster the Domain Assels o Assignee s required under this Asyignment. At
Asaigner’s reguest, Assignor will exeate and deliver such other documents as may e
roasonably required to confiom, evidenes, or establish Assignee’s ?%ohtu I ih Daomain Asets,

Assrgnes agress o g}m all out-of-pocket costs actually fncusred by / sonngotion with

pag

thility. The mvabidity of any provision of this Assigment or a portion of &
PEOVISIOn ahaii nat witout the validity of any other proviston of this Assigunent o the rermaiung
porion of the spphicable provision,

mding Bifect. This Assignment shall be for the benefit of and be binding spon
o, and tim_is‘ suecossis and assignees. Nothing in this Assignment, express of
crson other than the parties hereto, and thelr respective suecessors

fos, obligation or Habilities under or by reason of this Assignment.

ii ,\m.x heret
rvpstied, shadl confer on ¢

{ This Assignment shall not be modificd or mmended except
w wriing exeevted and delivered on bebalf of each of the partics.

This »%f« igament ey { ¢ exgoutad m ARY ¥ nurnber of counterparts,
{ detivered shall be I al; sueh counterparts shalf

Lxignatere P
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Schedule B

Sovial Mediz Handles

L Useroame and Bassword

‘@SuperPoints

Facehook Handlsy

i Sasurna Sl
wiww. facebook convsuperpoinisiic Yurnike Tafirm

Facehook

yurniko faimadakiten com
Ava ishuda

avadshade@rakuien.com
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CERTIFICATE OF SERVICE

I certify that a true and accurate copy of the foregoing MOTION TO DISMISS
CANCELLATION AS MOOT was served on March 9, 2016 by United States Mail, first-class,

postage paid to the following counsel of record:

JEFFREY E FAUCETTE

SKAGGS FAUCETTE LLP

ONE EMBARCADERO CENTER, SUITE 500
SAN FRANCISCO, CA 94111

UNITED STATES

jeff@skaggsfaucette.com

Phone: 415-315-1669

/s Kerry A. O Neill

Kerry A. O’Neill

DLA PIPER LLP (US)

1251 Avenue Of The Americas
New York, NY 10020-1104
United States

Attorneys for Petitioner
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