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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
The Trademark Trial and Appeal Board 

 
In the matter of U.S. Registration 3,700,403 
For the mark BONGO BI-LINGO BUDDY 
Registered on the Principal Register on October 20, 2009 
 
MWR Holdings, LLC,    : 
       : 
 Petitioner,     : 
       : 
vs.       : Cancellation No. 92059305 
       : 
Stoner, Theodore A.,     : 
       : 
 Registrant.     : 

 
REPLY IN SUPPORT OF COUNTER-MOTION FOR SUMMARY JUDGMENT 

 
COMES NOW the Registrant Theodore A. Stoner (hereinafter “Registrant”), by and 

through counsel, The Trademark Company, PLLC, and pursuant to TBMP § 528 et seq. files the 

instant Reply to Petitioner MWR Holdings, LLC’s (hereinafter “Petitioner”) Opposition to 

Registrant’s Counter-Motion for Summary Judgment.  In reply to the Petitioner’s brief 

Registrant states as follows: 

SUMMARY OF PETITIONER’S RESPONSE 

In response to the Registrant’s Cross-Motion for Summary Judgment Petitioner’s filing 

may be distilled into three allegations: 

1. The Board should deny Registrant’s Motion for Summary Judgment on the 
grounds that Registrant did not abandon his Mark; 

 
2. The Board should deny Registrant’s Motion for Summary Judgment on the 

grounds that Registrant did not commit fraud on the USPTO; and 
 
3. The Board should deny Registrant’s Motion for Summary Judgment on the 

grounds that Petitioner cannot prove priority of use of Petitioner’s Mark over Registrant’s 
use of Registrant’s Mark and instead grant Summary Judgment in favor of Petitioner. 
 
 



2 
 

STATEMENT OF FACTS 

1. Registrant owns and uses the BONGO BI-LINGO BUDDY (hereinafter 

“Registrant’s Mark”), trademark which is the subject of the instant proceeding, in connection 

with “Entertainment in the nature of live theatrical performances by mixed media of live 

characters, puppetry and animation for children; Organizing cultural events for children; 

Education services, namely, providing professional training in the field of bilingual learning” 

(hereinafter “Registrant’s Services”) in interstate commerce. See Affidavit of Theodore A. Stoner 

attached as Exhibit 1. 

2. Registrant first used Registrant’s Mark in connection with Registrant’s Services in 

interstate commerce as early as June 8, 2004. Id. 

3. Since first offering goods under Registrant’s Mark around June 8, 2004, 

Registrant has never ceased use of Registrant’s Mark nor retained intent to abandon or relinquish 

the same. Id. 

4. On or about February 10, 2006 Registrant filed the Intent-to-Use Federal 

Trademark Application for Registrant’s Mark in connection with “Entertainment in the nature of 

live theatrical performances by mixed media of live characters, puppetry and animation for 

children; Organizing cultural events for children; Education services, namely, providing 

professional training in the field of bilingual learning” in International Class 41 (hereinafter 

“Registrant’s goods”).  

5. Registrant’s Mark was assigned Serial No. 78/812,529. 

6. On or about January 1, 2008 Registrant’s Mark was published for opposition. 

7. On or about March 25, 2008 Registrant’s Mark received a Notice of Allowance. 
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8. On or about September 1, 2009 Registrant filed Registrant’s Statement of Use 

claiming a date of first use of June 8, 2004 and a date of first use in commerce of June 18, 2008. 

9. On or about September 17, 2009 the USPTO notified Registrant that the 

Statement of Use had been accepted. 

10. On or about October 20, 2009 Registrant’s Mark was registered on the principal 

register. 

11. Registrant’s Mark was assigned Registration No. 3,700,403. 

12. On June 5, 2014 MWR Holdings, LLC (“Petitioner”) instituted the instant 

proceeding against Registrant’s Mark. 

13. Registrant’s counsel filed a Notice of Appearance on July 14, 2014. 

14. Registrant timely filed its Answer on July 14, 2014. 

15. During the Discovery Conference held in this matter on or about August 5, 2014 

Counsel for Applicant and Opposer agreed to service of all pleadings in the proceeding by U.S. 

Mail. 

16. On or about September 12, 2014 new counsel for Petitioner appeared. 

17. On January 9, 2014 Petition filed Petitioner’s Motion to Compel Discovery 

Responses. 

18. On or about January 12, 2015 Registrant received a letter dated December 16, 

2014 from Petitioner following up on Registrant’s responses to discovery requests that the letter 

claims were served on October 2, 2014.  

19. On January 12, 2015 counsel for Registrant sent an email to Counsel for 

Petitioner notifying them that Counsel for Registrant had never received the discovery requests 

served on October 2, 2014. 
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20. On or about January 15, 2015 Counsel for Petitioner responded with an email to 

Counsel for Registrant requesting a confirmation of the correspondence information and whether 

Counsel for Registrant had received previous correspondence from Counsel for Petitioner. 

21. On January 15, 2015 Counsel for Registrant responded with an email notifying 

Counsel for Petitioner that Counsel for Registrant had received Counsel for Petitioner’s Notice 

of Appearance and Petitioner’s Initial Disclosures in the past and requesting Petitioner to resend 

the discovery requests. 

22. On or about January 19, 2015 Counsel for Petitioner sent Counsel for Registrant 

an email protected under the Federal Rules of Evidence § 408 conveying Petitioner’s discovery 

requests and notifying Counsel for Registrant that a Motion to Compel had been filed on January 

9, 2015.  

23. On January 29, 2015 Registrant filed Registrant’s Opposition to Motion to 

Compel. 

24. On January 29, 2015 Registrant sent Registrant’s Answers and Objections to 

Petitioner’s First Set of Document Requests and Registrant’s Answers to Petitioner’s First Set of 

Request for Admissions as Petitioner’s Interrogatories sent on January 19, 2015 appeared to 

consist of Instructions, Definitions, and then jumped to page 8 of what appeared to be Document 

Requests and therefore could not answer the same.  

25. On or about January 30, 2015 the Board issued an order denying Petitioner’s 

Motion to Compel without prejudice as Petitioner failed to comply with the procedural 

requirements of Trademark Rule 2.120(e)(1). 

26. On or about February 6, 2015 the Board issued an order resetting the date for 

Plaintiff’s Pretrial Disclosures but keeping the remainder of the schedule as previously noted. 
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27. On or about February 6, 2015 Counsel for Petitioner sent Counsel for Registrant a 

letter requesting answers to the Interrogatories and copying Petitioner’s First Interrogatories to 

Registrant.  

28. On March 5, 2015 Registrant sent Registrant’s First Set of Interrogatories to 

Petitioner, Registrant’s First Set of Request for Production of Documents to Petitioner, and 

Registrant’s First Set of Admissions to Petitioner.  

29. On March 11, 2015 Registrant sent Registrant’s Answers and Objections to 

Petitioner’s First Set of Interrogatories.  

30. On March 20, 2015 Registrant sent Registrant’s Supplemental Answers and 

Objections to Petitioner’s First Set of Document Requests.  

31. On or about April 9, 2015 Petitioner sent Petitioner’s Responses and Objections 

to Registrant’s First Set of Interrogatories, Petitioner’s Responses and Objections to 

Registrant’s First Requests for the Production of Documents (with no documents attached), and 

Petitioner’s Reponses and Objection to Registrant’s First Set of Requests for Admissions. 

32. On April 16, 2015 Petitioner filed Petitioner’s Motion for Leave to Amend its 

Petition to Cancel. 

33. Registrant timely filed its Answer to Amended Petition to Cancel on June 29, 

2015. 

34. On May 14, 2015 Counsel for Registrant sent Counsel for Petitioner an email 

requesting the documents responsive to Registrant’s First Set of Request for Production of 

Documents to Petitioner.  

35. On May 14, 2015 Counsel for Registrant received an out of office message from 

Counsel for Petitioner.  



6 
 

36. On May 21, 2015 Counsel for Registrant sent Counsel for Petitioner another 

follow up email requesting the documents responsive to Registrant’s First Set of Request for 

Production of Documents to Petitioner. 

37. On or about May 22, 2015 Counsel for Registrant received a reply from Counsel 

for Petitioner stating that they were working on the collection and production of the requested 

documents. 

38. On or about July 17, 2015 Counsel for Registrant received Petitioner’s documents 

00001 – 00165. See Exhibit 2. 

39. On or about August 12, 2015 Petitioner filed a Motion for Summary Judgment and 

Memorandum of Law in Support Thereof. 

40. On September 16, 2015 Registrant filed Registrant’s Opposition to Petitioner’s 

Motion for Summary Judgment and Registrant’s Counter-Motion for Summary Judgment. 

41. On or about October 6, 2015 Petitioner filed Petitioner’s Further Reply in 

Support of its Motion for Summary Judgment.  

42. On or about October 21, 2015 Petitioner filed Petitioner’s Opposition to Stoner’s 

Cross-Motion for Summary Judgment. 

ARGUMENT 

The party opposing summary judgment has the burden of showing sufficient evidence of 

a genuine issue of material fact in dispute. See Celotex Corp. v. Catrett, 477 U.S. 317, 324 

(1986).  Although Petitioner claims that genuine issues of material fact exist as to Registrant’s 

continuous use of Registrant’s Mark for Registrant’s Services, Registrant’s fraud on the USPTO, 

and Registrant’s priority of use the Petitioner does not put forth any evidence supporting these 
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allegations and instead simply tries to cast doubt on the evidence Registrant submitted in 

response to Petitioner’s own discovery requests. 

Based on the forgoing, the Petitioner has produced no evidence to satisfy its burden and, 

therefore, there is no issue for trial.  

I. Registrant Did Not Abandon Registrant’s Mark. 
 

In the instant case, Petitioner’s first argument in Petitioner’s Opposition to Stoner’s Cross-

Motion for Summary Judgment is predicated upon the idea that Registrant did not submit 

admissible evidence, that the evidence submitted do not meet the burden for a motion for 

summary judgment, and Petitioner has submitted sufficient evidence to create a genuine issue of 

material fact.  In short, Petitioner claims that there is a genuine issue of material fact regarding 

Registrant’s continuous use of Registrant’s Mark. This is simply not the case. 

As set forth above, Registrant has continuously advertised and provided Registrant’s 

Services in interstate commerce in connection with Registrant’s Mark since at least as early as 

June 8, 2004. See Exhibit 1.  Furthermore, in Registrant’s Counter-Motion for Summary 

Judgment Registrant submitted Registrant’s answers to Interrogatories and documents produced 

in response to Requests for Production of Documents which Petitioner submitted in Petitioner’s 

Motion for Summary Judgment as proof of Registrant’s abandonment.  Petitioner first introduced 

Registrant’s responses and when Registrant used the same Petitioner now argues against the 

responses.  

Moreover even assuming, en arguendo, that Registrant did not previously submit 

sufficient evidence to prove Registrant’s continuous use of Registrant’s Mark, Registrant has now 

included an Affidavit in support of the same which demonstrates that Registrant has continuously 

been using the mark in interstate commerce since first beginning to use the mark. See Exhibit 1.  
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This shows that Registrant never had any intent to cease use of the mark which shows that Petitioner 

cannot prove the elements of abandonment. 

Accordingly, Petitioner’s claim that there are genuine issues of material fact regarding 

Registrant’s continuous use of Registrant’s Mark in connection with Registrant’s Services is simply 

without merit. 

II. Registrant Did Not Commit Fraud on the USPTO. 
 

Petitioner’s second argument is predicated upon the same ideas as above that Registrant 

did not submit admissible evidence and that the evidence submitted do not meet the burden for a 

motion for summary judgment as there are genuine issues of material fact as to whether Stoner 

committed fraud on the USPTO. 

As stated above the Registrant has been using the mark continuously in interstate 

commerce in connection with Registrant’s Mark since at least as early as June 8, 2004. See 

Exhibit 1.  Registrant filed Registrant’s Statement of Use on September 1, 2009. Id.  At that time 

Registrant was using the mark and had been since Registrant’s claimed use dates. Id.  As such 

Registrant made no false representation to the USPTO and, therefore, Registrant could not have 

made a representation knowing it to be false with the intent to deceive the USPTO, could not 

have relied on the misrepresentation, nor caused damage as a result of the misrepresentation. 

Accordingly, Petitioner’s claim that there are genuine issues of material fact as to whether 

Stoner committed fraud on the USPTO is groundless. 

III. Petitioner Cannot Prove Priority of Use of Petitioner’s Mark Over 
Registrant’s Use of Registrant’s Mark. 

Petitioner’s final argument is predicated upon the idea that Registrant has not used 

Registrant’s Mark in commerce in connection with Registrant’s Services and even if Registrant 

did that use does not prove priority over Petitioner’s Mark.  This is simply not the case. 
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As shown above Registrant began using Registrant’s Mark in connection with 

Registrant’s Services at least as early as June 8, 2004. See Exhibit 1.  However, Petitioner has 

not been able to establish that it first used its mark in commerce until January 12, 2014 and no 

proof that it has used the mark in interstate commerce instead showing the use of the mark in 

Woodstock, GA only. See P00001 – P00165 of Exhibit 2.  As such, even taking the facts in the 

light most favorable to the Petitioner no genuine issue of material fact exists in regard to the 

evidence of record.  Registrant retains priority of use in this matter by virtue of its first and 

continuous use of Registrant’s Mark in commerce. 

Accordingly, Petitioner’s claim that there are genuine issues of material fact as to the 

priority of use in this matter are unfounded as Registrant retains priority of use in this matter by 

virtue of its first and continuous use of Registrant’s Mark in commerce while no evidence has 

been submitted that shows that the other party used their mark prior to January 12, 2014 and that 

use was in Woodstock, GA only. 

CONCLUSION 

 Accordingly, for the sum of the reasons set forth above the Registrant again respectfully 

moves the Board for an order granting Registrant’s Counter-Motion for Summary Judgment and, 

accordingly, an order be entered dismissing the instant proceeding, with prejudice. 

Respectfully submitted this 10th day of November, 2015. 
 

 THE TRADEMARK COMPANY, PLLC 
 

/Matthew H. Swyers/ 
Matthew H. Swyers, Esq. 
344 Maple Avenue West, Suite 151 
Vienna, VA 22180 
Tel. (800) 906-8626 x100 
Facsimile (270) 477-4574 
mswyers@TheTrademarkCompany.com 

 Counsel for Registrant 
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  IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
The Trademark Trial and Appeal Board 

 
In the matter of U.S. Registration 3,700,403 
For the mark BONGO BI-LINGO BUDDY 
Registered on the Principal Register on October 20, 2009 
 
MWR Holdings, LLC,    : 
       : 
 Petitioner,     : 
       : 
vs.       : Cancellation No. 92059305 
       : 
Stoner, Theodore A.,     : 
       : 
 Registrant.     : 
 

CERTIFICATE OF SERVICE 

 I HEREBY CERTIFY that I caused a copy of the foregoing this 10th day of November, 

2014, to be served, via first class mail, postage prepaid, upon:  

William W Stroever 
Greenberg Traurig LLP 
200 Park Avenue, PO Box 677 
Florham Park, NJ 07932-0677 
 
 
  /Matthew H. Swyers/ 
       Matthew H. Swyers 
 




















































































































































































































































































































































