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THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration Nos. 3,821,201 and 3,723,315
For the mark: GRANGE INSURANCE and GRANGE INSURANCE and Design

GRANGE INSURANCE ASSOCIATION
Petitioner,
Ve Cancellation No. 92059301

GRANGE MUTUAL CASUALTY
COMPANY,

Registrant.

MOTION TO AMEND THE ANSWER

In the course of investigating Petitioner’s claims in this matter, Registrant, Grange
Mutual Casualty Co. (“Grange Mutual”) has discovered that many years ago, this Board ruled
against Petitioner on a central claim at issue in the instant proceeding: that four of Registrant’s
prior GRANGE INSURANCE-formative marks barred Petitioner’s application for a GRANGE
INSURANCE-formative mark. Accordingly, Grange Mutual respectfully requests, pursuant to
Trademark Trial and Appeal Board Manual of Procedure 315 and Federal Rules of Civil
Procedure 15(a)(1)(2) that the Board grant it leave to amend its Answer in the above-captioned
matter to plead the additional affirmative defenses of res judicata, collateral estoppel, and lack of
standing. A proposed Amended Answer redlined for the Board’s convenience is attached to this
Motion as Exhibit A. A signed copy of the Amended Answer is attached as Exhibit B.

FACTS

On October 2, 2013, Petitioner filed application Serial No. 86/080,560 for the mark
GRANGE INSURANCE ASSOCIATION and Design. See TSDR record attached hereto as
Exhibit C. The Examiner refused registration based on a likelihood of confusion with eleven

GRANGE-formative registrations owned by Registrant. See Office Action dated December 9,



2013, p. 2, attached hereto as Exhibit D (office action exhibits excluded). Among these were
incontestable Reg. No. 1,535,724 for G GRANGE INSURANCE YOUR PARTNER IN
PROTECTION and ten other GRANGE-formative trademarks, one of which is also
incontestable. Id. TSDR records for Reg. No. 1,535,724 are attached hereto as Exhibit E.

On May 29, 2014, Petitioner filed a petition to cancel two of Registrant’s marks cited in
the Office Action, Reg. Nos. 3,821,201 and 3,723,315 for GRANGE INSURANCE and
GRANGE INSURANCE and Design (the “Challenged Marks”), alleging, among other things,
that Petitioner’s rights in the mark GRANGE INSURANCE arose prior to Registrant’s. See
Petition to Cancel (“Petition”) | 3 and 10, attached hereto as Exhibit F. Petitioner has not,
however, alleged priority in the mark GRANGE standing alone. On July 11, 2014, Grange
Mutual filed its Answer, pleading the affirmative defenses of priority, prior registration, estoppel,
laches, acquiescence, and waiver. See Answer, ] 21-26, attached hereto as Exhibit G,

After answering, Grange Mutual conducted further research into Petitioner’s claim of
priority in the mark that is the subject of the Challenged Registrations. In the course of that
investigation, Registrant learned from file histories in the U.S.P.T.O. that on June 18, 2001,
nearly 14 years ago, Petitioner filed to register the mark THE DAWNING OF A NEW
GRANGE GRANGE INSURANCE GROUP (Serial Number 76/272,754) covering “property
and casualty insurance underwriting services,” in Class 36. See TSDR record attached hereto as
Exhibit H.

The trademark examiner refused registration of this mark based on a likelihood of
confusion with several prior registrations belonging to Registrant, including Reg. No. 1,535,724
for
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covering “insurance underwriting services, namely, property, casualty, life, accident, and health
insurance underwriting services” in Class 36. See In re Grange Ins. Ass'n, 2003 TTAB LEXIS
555 (Trademark Trial & App. Bd. Nov. 25, 2003) *1-3 (the “Board Decision”), attached hereto
as Exhibit I. The Board, reviewing the examiner’s refusal, ruled that “it is clear that the term
GRANGE is the dominant literal and source identifying element in each of the respective
marks.” Id. at 6 (emphasis added). The Board found that the disclaimed terms “INSURANCE
GROUP” were generic and not a contributor to the overall mark, and that GRANGE “dominates
each of registrant’s marks and primarily creates the commercial impression generated by each
of them.” Id. (emphasis added). Of the cited marks, Reg. No. 1,535,724 for G GRANGE
INSURANCE YOUR PARTNER IN PROTECTION is still registered and incontestable.
Petitioner did not appeal the 2003 decision.

ARGUMENT

Petitioner should be permitted to amend the Answer because the Board Decision clearly
supports the defenses of res judicata, collateral estoppel (issue preclusion), and lack of standing.
An amendment to the Answer is justified to address these after-acquired facts, and justice is best
served by such an amendment.

Rule 15(a)(1)(2) of the Federal Rules of Civil Procedure provides that a party may amend
its pleading with the court’s leave and that the court should “freely give leave when justice so
requires.” Fed.R.Civ.P. 15(a)(1)(2); 37 C.F.R. §2.115. The Board regularly grants motions for
leave to amend the pleadings when information is learned during discovery and the proceeding is
still in the pre-trial stages. See, e.g., PRL USA Holdings, Inc. v. Young, 2013 TTAB LEXIS 548
(Trademark Trial & App. Bd. Oct. 16, 2013); SaddleSprings, Inc. v. Mad Croc Brands, Inc.,
2014 TTAB LEXIS 161 (Trademark Trial & App. Bd. Mar. 31, 2014); Diageo N. Am., Inc. v.

Captain Russell Corp., 2013 TTAB LEXIS 324 (Trademark Trial & App. Bd. June 12, 2013).



Where a prior final ruling involves the same mark in terms of commercial impression as
the mark in the cancellation proceeding, and the marks contain nearly identical recitations of
services, the defense of res judicata may lie. See Polaroid Corp. v. C & E Vision Services Inc.,
52 U.S.P.Q.2d 1954, 1957 (T.T.A.B. 1999). Here, the Board has previously ruled that
Registrant’s prior registrations incorporating GRANGE bar registration of Petitioner’s GRANGE
INSURANCE ASSOCIATION for the same services involved in the prior proceeding. These
facts, representing a prior ruling on the entire matter at issue in the instant proceeding, support
the defense of res judicata.

Collateral estoppel, or issue preclusion, is established when issues “which are actually
and necessarily determined by a court of competent jurisdiction are normally conclusive in a
subsequent suit.” Because collateral estoppel “like the related doctrine of res judicata, has the
dual purpose of protecting litigants from the burden of relitigating an identical issue with the
same party [...] and of promoting judicial economy by preventing needless litigation,”

a court has broad discretion to decide whether any particular case is appropriate for application
of the doctrine. See In re Anderson, 2012 TTAB LEXIS 42 (Trademark Trial & App. Bd. Feb.
17,2012). This means that a party to an inter partes dispute may be estopped from a certain
argument on the basis that the issue was settled in any prior final ruling, even if that prior
decision was ex parte or vice-versa. See In re Freeman, 30 F.3d 1459, 1467, 31 U.S.P.Q.2d
1444 (Fed. Cir. 1994). Because the Board ruled in 2003 that the relevant portion of the mark for
confusion purposes is GRANGE, and Grange Mutual possesses evidence that it was the first to
adopt the mark GRANGE, Grange Mutual may answer that Petitioner is collaterally estopped
from claiming that Grange Mutual’s prior registrations for GRANGE are not a 2(d) bar to

registration.



Standing is a jurisdictional requirement for bringing a cancellation action.' Because the
Board has ruled that (i) the mark at issue is GRANGE and not GRANGE INSURANCE, and (ii)
GRANGE is the dominant portion of two incontestable marks also cited against Petitioner’s
current GRANGE INSURANCE-formative application, Grange Mutual may defend on the basis
that Petitioner lacks standing to petition to cancel the Challenged Registrations. Petitioner
cannot be injured by the Challenged Registrations, because it was already refused based on an
incontestable registration for what the Board found was the same mark, and that incontestable
mark will still stand as a bar to registration of this application, even should Petitioner succeed in
the Cancellation.

As Registrant discovered these facts after Petitioner filed the Petition and the proceeding
is still in the pre-trial phase, Registrant respectfully requests that the Board grant leave to amend
the Answer to add the defenses of res judicata, collateral estoppel, and lack of standing.
Granting this Motion for Leave to Amend the Answer does not prejudice the Petitioner because
this Motion for Leave is being filed when the proceeding is still in the pre-trial phase. United
States Olympic Committee v. O-M Bread Inc., 26 U.S.P.Q.2d 1221, 1222 (T.T.A.B. 1993)
(applicant not prejudiced because proceeding still in pre-trial phase). Denying it, however,
would prejudice Registrant as it would be barred from presenting defenses to the Board clearly
supported by evidence obtained after the Answer was filed. Finally, because a party may not
obtain summary judgment on an issue that has not been pleaded (See Fed. R. Civ. P. 56(a) and
56(b)), the facts newly discovered may support grounds for a motion for summary judgment

once discovery is completed.

"It is not obligatory to assert lack of standing as a defense in order to argue it on summary judgment, however, it is
certainly appropriate to amend the pleadings to assert it if new facts so warrant.

-5-



CONCLUSION

For these reasons, Petitioner requests that the Board enter an order to allow Registrant to
amend its Answer to plead the additional affirmative defenses of res judicata, collateral estoppel

and lack of standing.

o3 By

Date: March 6, 2015 William H. Oldach III
Cory M. Amron
Laura T. Geyer
Vorys, Sater, Seymour and Pease LLLP
1909 K Street, NW, 9th Floor
Washington, DC 20006
Telephone: 202.467.8800
Facsimile: 202.533.9099
E-Mail: iplaw @vorys.com

Attorneys for Registrant



CERTIFICATE OF SERVICE

I certify that a true and correct copy of the foregoing Motion to Amend the Answer was

served on March 6, by email, on:

John Crosetto

Garvey, Schubert & Barer
1191 Second Ave. Ste 1800
Seattle, WA 98101
jerosetto @ gsblaw.com

o3 By~

Laura T. Geyer




EXHIBIT A



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration Nos. 3,821,201 and 3,723,315
For the mark: GRANGE INSURANCE and GRANGE INSURANCE and Design

GRANGE INSURANCE ASSOCIATION
Petitioner,
Ve Cancellation No. 92059301

GRANGE MUTUAL CASUALTY
COMPANY,

Registrant.

AMENDED ANSWER

Registrant, Grange Mutual Casualty Company answers the Petition to Cancel
Registration Nos. 3,821,201 and 3,723,315 (the “Registrations”) filed by Petitioner, Grange
Insurance Association, as follows:

1. Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 1 of the Petition and therefore denies them.

2. Registrant admits that it owns the registrations enumerated in paragraph 2, that
they were filed on the dates set forth, and that the identification of services listed by Petitioner is
correct. Registrant states that “claims priority as of...” is ambiguous and accordingly denies the
allegations in the second sentence of paragraph 2.

3. Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 3 of the Petition and therefore denies them.

4. Registrant has no knowledge of what Petitioner was aware of starting in 1963

with respect to Petitioner or Registrant’s participation in any organizations or as to Registrant’s



activities. Registrant denies that it is a member of the “National Federation of Grange Mutual
Insurance Companies”. On reasonable investigation, Registrant has not been a member of the
“National Federation of Grange Mutual Insurance Companies” since 1963. Registrant admits
that it has been aware that Petitioner has been operating a business offering insurance services in
the Pacific northwest for some time, and that it is currently using -GRANGE in connection with
insurance services in that region, but otherwise denies the allegations in paragraph 4.

5. Registrant admits that records for Petitioner’s Application exist in the United
States Patent and Trademark Office’s online database, but otherwise has insufficient knowledge
and information to form a belief as to the truth of the allegations in paragraph 5 of the Petition
and therefore denies them.

6. Registrant admits that the United States Patent and Trademark Office’s online
database records, which speak for themselves, reflect that the examiner refused registration of
Petitioner’s Application.

7. Registrant repeats its responses to paragraphs 1-6 above.

8. Registrant has insufficient knowledge and information to form a belief as to what
Petitioner believes. Registrant denies that Petitioner has prior rights in the marks GRANGE and
GRANGE INSURANCE ASSOCIATION, and all other remaining allegations of paragraph 8 are
denied.

9. Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 9 of the Petition and therefore denies them.

10. Registrant has insufficient knowledge of what Petitioner means by “alleged
priority date” and accordingly denies the allegation in the first sentence of paragraph 10.
Registrant denies that Petitioner has priority in the GRANGE INSURANCE ASSOCIATION

mark and therefore denies the second sentence of paragraph 10. Registrant states that Registrant



and/or its predecessor-in-interest has used the mark GRANGE since at least 1933 and
accordingly, denies the remaining allegations in paragraph 10.

11. Registrant states that paragraph 11 is ambiguous in that Registrant has two
registrations at issue, one of which includes a design. As it understands them, Registrant admits
the allegations of the second sentence and that both of Registrant’s GRANGE INSURANCE
marks are similar to Petitioner’s GRANGE INSURANCE ASSOCIATION application, but
otherwise denies the allegations of paragraph 11.

12. Admitted.

13. Registrant states that, at present, there is no geographic overlap between
Registrant’s and Petitioner’s services. Accordingly, Registrant denies all allegations in
paragraph 13.

14.  Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 14 of the Petition and therefore denies them.

15. Denied.

16. Registrant repeats its responses to paragraphs 1-15 above.

17.  The regulations of the United States Patent and Trademark Office speak for
themselves. Registrant further states that under 37 C.F.R. 2.33(a)(2) an applicant must allege a
“verified statement” with content as specified therein. Since the language in paragraph 17 is
different from what is in 37 C.F.R. 2.33(a)(2), Registrant denies paragraph 17 to the extent that
Petitioner’s language varies from that language.

18. Registrant admits that it has been aware that Petitioner has been operating a
business offering insurance services in the Pacific northwest for some time, and that it is
currently using GRANGE in connection with insurance services in that region, but otherwise

denies the allegations in paragraph 18.



19.  Registrant has no knowledge about what Petitioner believes and denies all
allegations in paragraph 19.
20.  Denied.

AFFIRMATIVE DEFENSES

First Affirmative Defense — Priority
21. 24+——Registrant is the senior user of the mark GRANGE INSURANCE.
Second Affirmative Defense — Res Judicata

22. The Petition is barred by the doctrine of res judicata.

Third Affirmative Defense — Collateral Estoppel

23. The Petition is barred by collateral estoppel.

Fourth Affirmative Defense — Lack of Standing

24. Petitioner lacks standing to bring this Petition to Cancel.

Fifth Affirmative Defense — Prior Registration

2225. The Petition is barred because Registrant is the owner of prior incontestable
Registration No. 1,535,724 for GRANGE INSURANCE YOUR PARTNER IN PROTECTION
and Design, and accordingly, Petitioner cannot be injured by the registration Registrant’s later-
filed registrations for GRANGE INSURANCE.

ThirdSixth Affirmative Defense — Estoppel

2326. The Petition is barred by estoppel.

FourthSeventh Affirmative Defense — Laches

2427. The Petition is barred by the doctrine of laches.

FifthEighth Affirmative Defense — Acquiescence

2528. The Petition is barred by Petitioner’s acquiescence.



Ninth Affirmative Defense — Waiver

2629. The Petition is barred by the doctrine of waiver.



THEREFORE, Registrant prays that the Board dismiss this Petition to Cancel.

| Date: Fuly+-2044March 6, 2015

Respectfully submitted,

o3 By

Cory M. Amron

William H. Oldach III

Laura T. Geyer

Vorys, Sater, Seymour & Pease LLP
1909 K Street, NW, 9th Floor
Washington, DC 20006

Telephone: 202.467.8800
Facsimile: 202.533.9099

E-Mail: iplaw @vorys.com

Attorneys for Registrant
GRANGE MUTUAL CASUALTY COMPANY



CERTIFICATE OF SERVICE

I certify that a true and correct copy of the foregoing Amended Answer was served on

FulyH2014March 6, 2015, by first-elass United-States Mailpestage prepaidemail, on:

John Crosetto

Garvey, Schubert & Barer
1191 Second Ave. Ste 1800
Seattle, WA 98101

jcrosetto @ gsblaw.com

Fon 3y —

Laura T. Geyer




EXHIBIT B



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration Nos. 3,821,201 and 3,723,315
For the mark: GRANGE INSURANCE and GRANGE INSURANCE and Design

GRANGE INSURANCE ASSOCIATION
Petitioner,
Ve Cancellation No. 92059301

GRANGE MUTUAL CASUALTY
COMPANY,

Registrant.

AMENDED ANSWER

Registrant, Grange Mutual Casualty Company answers the Petition to Cancel
Registration Nos. 3,821,201 and 3,723,315 (the “Registrations”) filed by Petitioner, Grange
Insurance Association, as follows:

1. Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 1 of the Petition and therefore denies them.

2. Registrant admits that it owns the registrations enumerated in paragraph 2, that
they were filed on the dates set forth, and that the identification of services listed by Petitioner is
correct. Registrant states that “claims priority as of...” is ambiguous and accordingly denies the
allegations in the second sentence of paragraph 2.

3. Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 3 of the Petition and therefore denies them.

4. Registrant has no knowledge of what Petitioner was aware of starting in 1963

with respect to Petitioner or Registrant’s participation in any organizations or as to Registrant’s



activities. Registrant denies that it is a member of the “National Federation of Grange Mutual
Insurance Companies”. On reasonable investigation, Registrant has not been a member of the
“National Federation of Grange Mutual Insurance Companies” since 1963. Registrant admits
that it has been aware that Petitioner has been operating a business offering insurance services in
the Pacific northwest for some time, and that it is currently using GRANGE in connection with
insurance services in that region, but otherwise denies the allegations in paragraph 4.

5. Registrant admits that records for Petitioner’s Application exist in the United
States Patent and Trademark Office’s online database, but otherwise has insufficient knowledge
and information to form a belief as to the truth of the allegations in paragraph 5 of the Petition
and therefore denies them.

6. Registrant admits that the United States Patent and Trademark Office’s online
database records, which speak for themselves, reflect that the examiner refused registration of
Petitioner’s Application.

7. Registrant repeats its responses to paragraphs 1-6 above.

8. Registrant has insufficient knowledge and information to form a belief as to what
Petitioner believes. Registrant denies that Petitioner has prior rights in the marks GRANGE and
GRANGE INSURANCE ASSOCIATION, and all other remaining allegations of paragraph 8 are
denied.

9. Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 9 of the Petition and therefore denies them.

10. Registrant has insufficient knowledge of what Petitioner means by “alleged
priority date” and accordingly denies the allegation in the first sentence of paragraph 10.
Registrant denies that Petitioner has priority in the GRANGE INSURANCE ASSOCIATION

mark and therefore denies the second sentence of paragraph 10. Registrant states that Registrant



and/or its predecessor-in-interest has used the mark GRANGE since at least 1933 and
accordingly, denies the remaining allegations in paragraph 10.

11. Registrant states that paragraph 11 is ambiguous in that Registrant has two
registrations at issue, one of which includes a design. As it understands them, Registrant admits
the allegations of the second sentence and that both of Registrant’s GRANGE INSURANCE
marks are similar to Petitioner’s GRANGE INSURANCE ASSOCIATION application, but
otherwise denies the allegations of paragraph 11.

12. Admitted.

13. Registrant states that, at present, there is no geographic overlap between
Registrant’s and Petitioner’s services. Accordingly, Registrant denies all allegations in
paragraph 13.

14.  Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 14 of the Petition and therefore denies them.

15. Denied.

16. Registrant repeats its responses to paragraphs 1-15 above.

17.  The regulations of the United States Patent and Trademark Office speak for
themselves. Registrant further states that under 37 C.F.R. 2.33(a)(2) an applicant must allege a
“verified statement” with content as specified therein. Since the language in paragraph 17 is
different from what is in 37 C.F.R. 2.33(a)(2), Registrant denies paragraph 17 to the extent that
Petitioner’s language varies from that language.

18. Registrant admits that it has been aware that Petitioner has been operating a
business offering insurance services in the Pacific northwest for some time, and that it is
currently using GRANGE in connection with insurance services in that region, but otherwise

denies the allegations in paragraph 18.



19.  Registrant has no knowledge about what Petitioner believes and denies all
allegations in paragraph 19.
20.  Denied.

AFFIRMATIVE DEFENSES

First Affirmative Defense — Priority
21.  Registrant is the senior user of the mark GRANGE INSURANCE.
Second Affirmative Defense — Res Judicata
22. The Petition is barred by the doctrine of res judicata.
Third Affirmative Defense — Collateral Estoppel
23. The Petition is barred by collateral estoppel.
Fourth Affirmative Defense — Lack of Standing
24, Petitioner lacks standing to bring this Petition to Cancel.
Fifth Affirmative Defense — Prior Registration
25. The Petition is barred because Registrant is the owner of prior incontestable
Registration No. 1,535,724 for GRANGE INSURANCE YOUR PARTNER IN PROTECTION
and Design, and accordingly, Petitioner cannot be injured by the registration Registrant’s later-
filed registrations for GRANGE INSURANCE.
Sixth Affirmative Defense — Estoppel
26. The Petition is barred by estoppel.
Seventh Affirmative Defense — Laches
27. The Petition is barred by the doctrine of laches.
Eighth Affirmative Defense — Acquiescence

28. The Petition is barred by Petitioner’s acquiescence.



Ninth Affirmative Defense — Waiver

29. The Petition is barred by the doctrine of waiver.

THEREFORE, Registrant prays that the Board dismiss this Petition to Cancel.

Date: March 6, 2015

Respectfully submitted,

-

Cory M. Amron

William H. Oldach III

Laura T. Geyer

Vorys, Sater, Seymour & Pease LLP
1909 K Street, NW, 9th Floor
Washington, DC 20006

Telephone: 202.467.8800
Facsimile: 202.533.9099

E-Mail: iplaw @vorys.com

Attorneys for Registrant
GRANGE MUTUAL CASUALTY COMPANY



CERTIFICATE OF SERVICE

I certify that a true and correct copy of the foregoing Amended Answer was served on
March 6, 2015, by email, on:

John Crosetto

Garvey, Schubert & Barer
1191 Second Ave. Ste 1800
Seattle, WA 98101
jerosetto @ gsblaw.com

o3 By —

Laura T. Geyer
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Trademark Status & Document Retrieval

STATUS DOCUMENTS

Generated on:

Mark:

US Serial Number:
Register:
Mark Type:

Status:

Status Date:

Mark Information

Mark Literal Elements:
Standard Character Claim:
Mark Drawing Type:

Description of Mark:

Color(s) Claimed:
Disclaimer:

Design Search Code(s):

Page 1 of 3

Print

Back to Search

This page was generated by TSDR on 2015-03-06 13:40:10 EST
GRANGE INSURANCE ASSOCIATION

Grangelinsurance
ASSOCIATION

86080560 Application Filing Date: Oct. 02, 2013
Principal
Service Mark

An Office action suspending further action on the application has been sent (issued) to the applicant. To view all document:
click on the Trademark Document Retrieval link at the top of this page.

Feb. 03, 2015

GRANGE INSURANCE ASSOCIATION
No
3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

The mark consists of the words "GRANGE INSURANCE" above the word "ASSOCIATION". Over the words is an arch whic
be divided into two sections.

Color is not claimed as a feature of the mark.
"INSURANCE ASSOCIATION"

07.09.06 - Arches

Goods and Services

Note:
The following symbols indicate

that the registrant/owner has amended the goods/services:

» Brackets [..] indicate deleted goods/services;
« Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
 Asterisks *..* identify additional (new) wording in the goods/services.

For:

International Class(es):
Class Status:

Basis:

Insurance services, namely, writing property and casualty insurance; Insurance services, namely, property and casualty ins
underwriting

036 - Primary Class U.S Class(es): 100, 101, 102
ACTIVE

1(b)

Basis Information (Case Level)

Filed Use:
Filed ITU:
Filed 44D:
Filed 44E:

Filed 66A:

http://tsdr.uspto.gov/

No Currently Use: No Amended Use: No
Yes Currently ITU: Yes Amended ITU: No
No Currently 44D: No Amended 44D: No
No Currently 44E: No Amended 44E: No
No Currently 66A: No

3/6/2015



Trademark Status & Document Retrieval

Filed No Basis:

No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

Currently No Basis: No

Grange Insurance Association

200 Cedar Street
Seattle, WASHINGTON 98121
UNITED STATES

CORPORATION

Page 2 of 3

State or Country Where WASHINGTON

Attorney/Correspondence Information

Attorney of Record

Attorney Name:

Attorney Primary Email
Address:

Correspondent

Correspondent
Name/Address:

Phone:

Correspondent e-mail:

Claire F. Hawkins

trademarks@gsblaw.com

CLAIRE F. HAWKINS

GARVEY SCHUBERT BARER

1191 2ND AVE STE 1800

SEATTLE, WASHINGTON 98101-2939
UNITED STATES

206-464-3939

trademarks@gsblaw.com

Domestic Representative - Not Found

Prosecution History

Date
Feb. 03, 2015

Feb. 03, 2015
Feb. 03, 2015
Jan. 14, 2015
Jan. 13, 2015
Jun. 22, 2014

Jun. 22, 2014
Jun. 22, 2014
May 30, 2014
May 29, 2014
May 29, 2014
Dec. 09, 2013
Dec. 09, 2013
Dec. 09, 2013
Dec. 09, 2013
Oct. 10, 2013

http://tsdr.uspto.gov/

Description

NOTIFICATION OF LETTER OF SUSPENSION E-
MAILED

LETTER OF SUSPENSION E-MAILED
SUSPENSION LETTER WRITTEN

LIE CHECKED SUSP - TO ATTY FOR ACTION
ASSIGNED TO LIE

NOTIFICATION OF LETTER OF SUSPENSION E-
MAILED

LETTER OF SUSPENSION E-MAILED
SUSPENSION LETTER WRITTEN

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE
TEAS RESPONSE TO OFFICE ACTION RECEIVED
NOTIFICATION OF NON-FINAL ACTION E-MAILED
NON-FINAL ACTION E-MAILED

NON-FINAL ACTION WRITTEN

ASSIGNED TO EXAMINER

NOTICE OF DESIGN SEARCH CODE E-MAILED

Organized:

Docket Number: 09208-62003

Attorney Email Authorized: Yes

Fax: 206-464-0125

Correspondent e-mail Yes
Authorized:

Proceeding Number

6332

6332
83704
74221
74221
6332

6332

83704
88889
88889

6325
6325
83704
83704

3/6/2015



Trademark Status & Document Retrieval Page 3 of 3

Oct. 09, 2013 NEW APPLICATION OFFICE SUPPLIED DATA
ENTERED IN TRAM

Oct. 05, 2013 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: BERNS, LEE ANNE Law Office Assigned: LAW OFFICE 105

File Location

Current Location: TMEG LAW OFFICE 105 - EXAMINING Date in Location: Feb. 03, 2015
ATTORNEY ASSIGNED

Assignment Abstract Of Title Information - Click to Load

Proceedings - Click to Load

http://tsdr.uspto.gov/ 3/6/2015



EXHIBIT D



To: Grange Insurance Associatidredemarks@gsblaw.cgm

Subject: U.S. TRADEMARK APPLICATION NO. 86080560 - GRANGE
INSURANCE ASSOCIATION - 09208-62003

Sent: 12/9/2013 1:45:06 PM

Sent As: ECOM105@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86080560

MARK: GRANGE INSURANCE ASSOCIATION

*86080560*
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CORRESPONDENT ADDRESS:
CLAIRE F. HAWKINS CLICK HERE TO RESPOND TO
GARVEY SCHUBERT BARER http://www.uspto.gov/trademarks/teas/
1191 2ND AVE STE 1800
SEATTLE, WA 98101-2939

APPLICANT: Grange Insurance Association

CORRESPONDENT'S REFERENCE/DOCKET NO :
09208-62003

CORRESPONDENT E-MAIL ADDRESS:
trademarks@gsblaw.com

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT'S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT'S COMPLETE RESPONSE TO THIS LETTBRITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: 12/9/2013

The referenced application has been reviewed by the assigned trademark examining attorney. Ay
must respond timely and completely to the issue(s) below. 15 U.S.C. 81062(b); 37 C.F.R. 882.62(
2.65(a); TMEP §§711, 718.03.

SUMMARY OF IS SUES that applicant must address:
e Section 2(d) likelihood of confusion refusal
o Disclaimer requirement
« Identification of services

SECTION 2(d) REFUSAL — LIKELIHOOD OF CONFUSION

Registration of the applied-for mark is refused because of a likelihood of confusion with the marks
Registration Nos1535724, 3337639, 3723315, 3723316, 3723315, 3723460, 3723459, 3773249,
3821201, 3821202, and 398465Zrademark Act Section 2(d), 15 U.S.C. 81052¢deTMEP
881207.0%t seq. See the enclosed registrations.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registerec
that it is likely that a potential consumer would be confused, mistaken, or deceived as to the sourc
goods and/or services of the applicant and regist@e¢l5 U.S.C. 81052(d). In the seminal decidion

re E. I. du Pont de Nemours & Cd.76 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), the court listed t
principal factors to be considered when determining whether there is a likelihood of confusion und:
Section 2(d).SeeTMEP 81207.01. However, not all the factors are necessarily relevant or of equal
weight, and any one of the factors may control in a given case, depending upon the evidence of re
Citigroup Inc. v. Capital City Bank Grp., In&637 F.3d 1344, 1355, 98 USPQ2d 1253, 1260 (Fed. Cir
2011);In re Majestic Distilling Cqg.315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2883)n

re E. I. du Pont de Nemours & Cd.76 F.2d at 1361-62, 177 USPQ at 567.


http://www.uspto.gov/trademarks/teas/response_forms.jsp

In this case, the following factors are the most relevant: similarity of the marks, similarity and natu
the goods and/or services, and similarity of the trade channels of the goods and/or seeédase
Viterra Inc, 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 20¥2)Pakin’s

Miniatures Inc, 59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §8120¢i0deq.

Similarity of the Marks

In a likelihood of confusion determination, the marks in their entireties are compared for similarities
appearance, sound, connotation, and commercial impredsioe.E. I. du Pont de Nemours & Cd76
F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973); TMEP 81207.01(b)-(b)(v).

In the present case, applicant’s mark is “GRANGE INSURANCE ASSOCIATION”, plus design. Th
registrant’s marks are: (i) “GRANGE INSURANCE YOUR PARTNER IN PROTECTION?” plus desi
(i) “"GRANGE MUTUAL?", (iii) “GRANGE LIFE INSURANCE"; (iv) “GRANGE INSURANCE"; (v)
“GRANGE LIFE INSURANCE”, plus design element; (vi) “GRANGE INSURANCE" plus design
element; (vii) “"GRANGE EODB”;(viii) GRANGE EODB, plus design; (ix) GRANGE EASE OF
DOING BUSINESS; (x) “"GRANGE EASE OF DOING BUSINESS” plus design; and (xi) “"GRANGE
ONE".

The applicant’s mark and registrant’'s marks are confusingly similar because they both contain the
identical first term “GRANGE” and thus are similar in sound, impression and appearance. Marks r
confusingly similar in appearance where there are similar terms or phrases or similar parts of term
phrases appearing in both applicant’s and registrant’'s m&&e Crocker Nat'| Bank v. Canadian
Imperial Bank of Commer¢c@28 USPQ 689 (TTAB 19863ff'd sub nom. Canadian Imperial Bank of
Commerce v. Wells Fargo Bank, Nat'l Ass®8l1 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987)
(COMMCASH and COMMUNICASH)n re Phillips-Van Heusen Cor@228 USPQ 949 (TTAB 1986)
(21 CLUB and “21” CLUB (stylized));In re Corning Glass Work229 USPQ 65 (TTAB 1985)
(CONFIRM and CONFIRMCELLS)in re Collegian Sportswear Inc224 USPQ 174 (TTAB 1984)
(COLLEGIAN OF CALIFORNIA and COLLEGIENNE)In re Pellerin Milnor Corp, 221 USPQ 558
(TTAB 1983) (MILTRON and MILLTRONICS)jn re BASF A.G.189 USPQ 424 (TTAB 1975)
(LUTEXAL and LUTEX); TMEP 81207.01(b)(ii)-(iii).

The term “GRANGE” is the dominant first term in the respective marks and thus is more likely to b
focused upon and recalled by consumers than the additional wording in the respective marks. Cor
are generally more inclined to focus on the first word, prefix or syllable in any trademark or service
See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee Em39B/R. 3d 1369, 1372, 7.
USPQ2d 1689, 1692 (Fed. Cir. 20089g also Mattel Inc. v. Funline Merch. C81 USPQ2d 1372,
1374-75 (TTAB 2006)Presto Prods., Inc. v. Nice-Pak Prods., Ir®tUSPQ2d 1895, 1897 (TTAB 1988
(“it is often the first part of a mark which is most likely to be impressed upon the mind of a purchas
remembered” when making purchasing decisions).

Further, the additional wording in applicant’'s mark, “INSURANCE ASSOCIATION” is descriptive a
thus provides little distinctive value when comparing the marks for likelihood of confusion purpose:
Applicant is required to disclaim this wording in accordance with the disclaimer requirement below
Although marks are compared in their entireties, one feature of a mark may be more significant or
dominant in creating a commercial impressi&@ee In re Viterra In¢671 F.3d 1358, 1362, 101 USPQz
1905, 1908 (Fed. Cir. 2012y re Nat'l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed.
1985); TMEP 81207.01(b)(viii), (c)(ii). Descriptive or generic matter is typically less significant or I
dominant in relation to other wording in a ma&ee In re Chatam Int'l In¢.380 F.3d 1340, 1342-43, 7
USPQ2d 1944, 1946 (Fed. Cir. 200d)re Binion 93 USPQ2d 1531, 1534 (TTAB 2009). Similarly, th



registrant has disclaimed the descriptive wording such as “MUTUAL”, “LIFE INSURANCE” and
“INSURANCE?” in its marks.

While applicant’s mark does also feature a design element, please note that for a composite mark
containing both words and a design, the word portion may be more likely to be impressed upon a
purchaser's memory and to be used when requesting the goods and/or sdrvieeBakin’s

Miniatures, Inc, 59 USPQ2d 1593, 1596 (TTAB 1999); TMEP 81207.01(cKeég In re Viterra In¢.671
F.3d 1358, 1362, 101 USPQ2d 1905, 1908, 1911 (Fed. Cir. 2012) €Bi8dnc. v. Morrow708 F. 2d
1579, 1581-82, 218 USPQ 198, 200 (Fed. Cir 1983)). Thus, although such marks must be compa
their entireties, the word portion is often considered the dominant feature and is accorded greater "
determining whether marks are confusingly similar, even where the word portion has been dis¢tair
re Viterra Inc, 671 F.3d at 1366, 101 USPQ2d at 1911 (Fed. Cir. 2012) (Giisxgt Food, Inc. v.
Nation’s Foodservice, InG.710 F.2d 1565, 1570-71, 218 USPQ2d 390, 395 (Fed. Cir. 1983)). Inth
instant case, although the registrant’s marks and applicant’s marks feature design elements, the w
is the dominant feature of the marks and therefore, is accorded more weight and consumers will u
word portion of the marks when calling for the goods/services.

Therefore, because the marks share the identical dominant first term, “GRANGE” consumers view
applied-for mark would likely erroneously assume that applicant is commercially associated with tf
registrant and part of its insurance services line.

Therefore, the marks are confusingly similar.
Relatedness of the Goods/Services

The goods and/or services of the parties need not be identical or even competitive to find a likelihc
confusion. See On-line Careline Inc. v. Am. Online [ri229 F.3d 1080, 1086, 56 USPQ2d 1471, 147t
(Fed. Cir. 2000)Recot, Inc. v. Becter214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000
(“[E] ven if the goods in question are different from, and thus not related to, one another in kind, the
goods can be related in the mind of the consuming public as to the origin of the goods.”); TMEP
§1207.01(a)(i).

The respective goods and/or services need only be “related in some manner and/or if the circumst
surrounding their marketing [be] such that they could give rise to the mistaken belief that [the gooc
and/or services] emanate from the same sour€@aéach Servs., Inc. v. Triumph Learning L1868 F.3d
1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quotiEigven Inc. v. Wechsle83 USPQ2d
1715, 1724 (TTAB 2007)X5en. Mills Inc. v. Fage Dairy Processing Indus., 380 USPQ2d 1584, 1597
(TTAB 2011); TMEP §1207.01(a)(i).

Applicant’s services specified in the application afgdperty and casualty insurance servitceghe
registrant also provides insurance services such as life insurance, property and casualty underwrit
Therefore applicant’s and registrant’s services are closely related insurance services.

The trademark examining attorney has attached evidence from the USPTO'’s X-Search database
consisting of a number of third-party marks registered for use in connection with the same or simil:
services as those of both applicant and registrant in this case. This evidence shows that the servi
therein, namely property and casualty insurance and insurance underwriting are of a kind that may
emanate from a single source under a single naele In re Davey Prods. Pty Lt82 USPQ2d 1198,
1203 (TTAB 2009)jn re Albert Trostel & Sons Ca29 USPQ2d 1783, 1785-86 (TTAB 199B);re



Mucky Duck Mustard Cp6 USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP §1207.01(d)(iii).

Accordingly, as applicant’s and registrant’s marks contain the identical term “GRANGE” and the
services are closely related insurance services, consumers would likely be confused as to the sou
applicant’s and registrant’s services. Therefore, the applicant’s mark is refused registration under
Section 2(d) of the Trademark Act.

Although applicant’s mark has been refused registration, applicant may respond to the refusal by
submitting evidence and arguments in support of registration.

Applicant must also respond to the requirements set forth below.
DISCLAIMER

Applicant must disclaim the descriptive wording “INSURANCE ASSOCIATION” apart from the mai
as shown, because it merely describes a quality, characteristic or feature of applicant or its Semice
15 U.S.C. 881052(e)(1), 1056(&uoProSS Meditech Corp. v. Inviro Med. Devices,,Ltd. F.3d ___,
103 USPQ2d 1753, 1755 (Fed. Cir. 2012) (quotmge Oppedahl & Larson LLP373 F.3d 1171, 1173,
71 USPQ2d 1370, 1371 (Fed. Cir. 2004))re Steelbuilding.com#15 F.3d 1293, 1297, 75 USPQ2d
1420, 1421 (Fed. Cir. 2005).

Specifically, the attached dictionary evidence shows the wording “INSURANCE” meamgetage by a
contract binding a party to indemnify another against specified loss in return for premiunisSesad.
definition. The term “ASSOCIATION” means an organized body of people who have an interest,
activity, or purpose in commbnSee definition. Applicant’s services are specified in the application a
property and casualipsurance services. Therefore, the wording “INSURANCE ASSOCIATION”
merely describes that applicant is an organized group or body that provides insurance services.

An applicant may not claim exclusive rights to terms or designs that others may need to use to de
show their goods or services in the marketpl&ee Dena Corp. v. Belvedere Int'l, In@50 F.2d 1555,
1560, 21 USPQ2d 1047, 1051 (Fed. Cir. 1991)e Aug. Storck KG218 USPQ 823, 825 (TTAB 1983)
A disclaimer does not affect the appearance of the mark; that is, a disclaimer does not physically r
the disclaimed matter from the mark. TMEP 881213, 1213.10.

If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire
See In re Stereotaxis Iné29 F.3d 1039, 1041, 77 USPQ2d 1087, 1089 (Fed. Cir. 2005); TMEP
§1213.01(b).

Applicant should submit a disclaimer in the following standardized format:

No claim is made to the exclusive right to use “INSURANCE ASSOCIATION” apart from
the mark as shown.

For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement using
Trademark Electronic Application System (TEAS) form, please go to
http://www.uspto.gov/trademarks/law/disclaimer.jsp

IDENTIFICATION OF SERVICES

The wording in the identification of services must be clarified because it is too [BeadMEP


http://www.uspto.gov/trademarks/law/disclaimer.jsp

881402.01, 1402.03. Applicant must further clarify the type of insurance services, suaitiag “
property and casualty insurantéApplicant may substitute the following wording, if accurate:

International Class3b: “Insurance services, namely, writing property and casualty insurance”.

An applicant may amend an identification of goods and services only to clarify or limit the goods ai
services; adding to or broadening the scope of the goods and/or services is not permitted. 37 C.F
§2.71(a)seeTMEP 881402.0@t seq.1402.07et seq

For assistance with identifying and classifying goods and/or services in trademark applications, ple
the USPTO'’s online searchablé.S. Acceptable Identification of Goods and Services Maatual
http://tess2.uspto.gov/netahtml/tidm.hinfSeeTMEP 81402.04.

If applicant has questions regarding this Office action, please telephone or e-mail the assigned tra
examining attorney. All relevant e-mail communications will be placed in the official application re«
however, an e-mail communication will not be accepted as a response to this Office action and wil
extend the deadline for filing a proper responSee37 C.F.R. §2.191; TMEP 8§88304.01-.02, 709.04-.0
Further, although the trademark examining attorney may provide additional explanation pertaining
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not pr
legal advice or statements about applicant’s riglBeeTMEP 88705.02, 709.06.

/Lee-Anne Berns/
Examining Attorney

Law Office 105
571-272-8982
lee-anne.berns@uspto.gov

TO RESPOND TO THIS LETTER: Go tohttp://www.uspto.gov/trademarks/teas/response _formsRlpase
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application Sy
(TEAS), to allow for necessary system updates of the applicationtedforicalassistance with online
forms, e-maiTEAS@uspto.gov For questions about the Office action itself, please contact the assi
trademark examining attorne¥-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.

All informal e-mail communications relevant to this application will be placed in the official
application record.

WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joi
applicants). If an applicant is represented by an attorney, the attorney must sign the response.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four
using the Trademark Status and Document Retrieval (TSDR) systetp:Atsdr.uspto.gov/Please keef
a copy of the TSDR status screen. If the status shows no change for more than six months, conta
Trademark Assistance Center by e-mail@tdemarkAssistanceCenter@uspto.goeall 1-800-786-
9199. For more information on checking status hsge//www.uspto.gov/trademarks/process/status/



http://tess2.uspto.gov/netahtml/tidm.html
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp



http://www.uspto.gov/trademarks/teas/correspondence.jsp

EXHIBIT E



Status Search RN 1535724

STATUS DOCUMENTS

Generated on:

Mark:

US Serial Number:

US Registration Number:
Register:

Mark Type:

Status:

Status Date:

Publication Date:

Mark Information

Mark Literal Elements:
Standard Character Claim:
Mark Drawing Type:

Lining and Stippling
Statement:

Disclaimer:

Design Search Code(s):

Back to Search

This page was generated by TSDR on 2015-03-06 13:50:04 EST

G GRANGE INSURANCE YOUR PARTNER IN PROTECTION

73705697
1535724
Principal

Service Mark

The registration has been renewed.

Jan. 28, 2009

Jan. 24, 1989

G GRANGE INSURANCE YOUR PARTNER IN PROTECTION

No

=}

Page 1 of 3

Print

I INSURANCE
Tour parfner in prodechinn

Application Filing Date: Jan. 15, 1988

Registration Date: Apr. 18, 1989

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

THE LINING SHOWN IN THE DRAWING IS A FEATURE OF THE MARK AND NOT INTENDED TO INDICATE COLOR.

"INSURANCE"

24.09.01 - Flags, rectangular or square, excluding American flag or checkered flag

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:

« Brackets [..] indicate deleted goods/services;
» Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
« Asterisks *..* identify additional (new) wording in the goods/services.

INSURANCE UNDERWRITING SERVICES, NAMELY, PROPERTY, CASUALTY, LIFE, ACCIDENT, AND HEALTH INSUF

For:

International Class(es):
Class Status:
Basis:

First Use:

UNDERWRITING SERVICES
036 - Primary Class

ACTIVE

1(a)

Jan. 07, 1988

Basis Information (Case Level)

Filed Use:
Filed ITU:
Filed 44D:
Filed 44E:
Filed 66A:

Filed No Basis:

http://tsdr.uspto.gov/

Yes

No

No

No

No

No

Currently Use:
Currently ITU:
Currently 44D:
Currently 44E:
Currently 66A:

Currently No Basis:

Yes

No

No

No

No

U.S Class(es): 102

Use in Commerce: Jan. 07, 1988

Amended Use:
Amended ITU:
Amended 44D:

Amended 44E:

No

No

No

No

3/6/2015



Status Search RN 1535724 Page 2 of 3
Current Owner(s) Information
Owner Name: GRANGE MUTUAL CASUALTY COMPANY
Owner Address: 650 SOUTH FRONT STREET
COLUMBUS, OHIO 43206
UNITED STATES
Legal Entity Type: CORPORATION State or Country Where OHIO
Organized:
Attorney/Correspondence Information
Attorney of Record
Attorney Name: Cory M. Amron Docket Number: 06307-19
Attorney Primary Email iplaw@vorys.com Attorney Email Authorized: Yes
Address:
Correspondent
Correspondent Cory M. Amron
Name/Address: VORYS, SATER, SEYMOUR AND PEASE
1828 L Street, NW
11th Floor
Washington, DISTRICT OF COLUMBIA 20036
UNITED STATES
Phone: 202-467-8810 Fax: 202-533-9099
Correspondent e-mail: iplaw@vorys.com Correspondent e-mail Yes
Authorized:
Domestic Representative - Not Found
Prosecution History
Date Description Proceeding Number
Jan. 28, 2009 REGISTERED AND RENEWED (FIRST RENEWAL - 60234
10 YRS)
Jan. 28, 2009 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9
GRANTED
Jan. 22, 2009 ASSIGNED TO PARALEGAL 60234
Jan. 15, 2009 REGISTERED - COMBINED SECTION 8 (10-YR) &
SEC. 9 FILED
Jan. 15, 2009 TEAS SECTION 8 & 9 RECEIVED
Aug. 04, 2008 CASE FILE IN TICRS
Mar. 05, 1995 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15
ACK.
Oct. 03, 1994 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED
Apr. 18, 1989 REGISTERED-PRINCIPAL REGISTER
Jan. 24, 1989 PUBLISHED FOR OPPOSITION
Dec. 27, 1988 NOTICE OF PUBLICATION
Dec. 24, 1988 NOTICE OF PUBLICATION
Oct. 03, 1988 APPROVED FOR PUB - PRINCIPAL REGISTER
Aug. 05, 1988 CORRESPONDENCE RECEIVED IN LAW OFFICE
Apr. 15, 1988 NON-FINAL ACTION MAILED
http://tsdr.uspto.gov/ 3/6/2015



Status Search RN 1535724 Page 3 of 3

Mar. 29, 1988 ASSIGNED TO EXAMINER 61751

Maintenance Filings or Post Registration Information

Affidavit of Continued Use: Section 8 - Accepted
Affidavit of Incontestability: Section 15 - Accepted

Renewal Date: Apr. 18, 2009

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Jan. 28, 2009

Assignment Abstract Of Title Information - Click to Load

Proceedings - Click to Load

http://tsdr.uspto.gov/ 3/6/2015
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA607051

Filing date: 05/29/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Grange Insurance Association
Entity Corporation Citizenship Washington
Address 200 Cedar Street

Seattle, WA 98121
UNITED STATES

Correspondence John Crosetto

information Garvey Schubert Barer

1191 Second Avenue Suite 1800

Seattle, WA 98101

UNITED STATES

trademarks@gsblaw.com Phone:206-464-3939

Registrations Subject to Cancellation

Registration No 3821201 | Registration date | 07/20/2010

Registrant Grange Mutual Casualty Company
650 South Front Street

Columbus, OH 43206

UNITED STATES

Goods/Services Subject to Cancellation

Class 036. First Use: 1987/12/00 First Use In Commerce: 1987/12/00

All goods and services in the class are cancelled, namely: Insurance services, namely, insurance un-
derwriting in the field of auto, home, farm, business, life, property, casualty, accident, health, disabil-
ity, annuities

Grounds for Cancellation

False suggestion of a connection Trademark Act section 2(a)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Priority and likelihood of confusion Trademark Act section 2(d)

Registration No 3723315 Registration date | 12/08/2009

Registrant Grange Mutual Casualty Company

650 South Front Street
Columbus, OH 43206
UNITED STATES

Goods/Services Subject to Cancellation

Class 036. First Use: 2009/02/23 First Use In Commerce: 2009/02/23
All goods and services in the class are cancelled, namely: Insurance services, namely, insurance un-
derwriting in the field of auto, home, farm, business, life, property, casualty, accident, health, disabil-



http://estta.uspto.gov

| ity, annuities

Grounds for Cancellation

False suggestion of a connection Trademark Act section 2(a)
Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Priority and likelihood of confusion Trademark Act section 2(d)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application 86080560 Application Date 10/02/2013

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark GRANGE INSURANCE ASSOCIATION

Design Mark

ASSOLIATION

Description of The mark consists of the words GRANGE INSURANCE above the word ASSO-
Mark CIATION. Over the words is an arch which appears to be divided into two sec-
tions.

Goods/Services Class 036. First use: First Use: 0 First Use In Commerce: 0
Property and casualty insurance services

Attachments 86080560#TMSN.jpeg( bytes )
Signed Cancellation Actionre GRANGE Trademark.pdf(464340 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /John Crosetto/
Name John Crosetto
Date 05/29/2014




IN THE UNITED STATES PATENT AND
TRADEMARK OFFICE BEFORE THE TRADEMARK

TRIAL AND APPEAL BOARD
Grange Insurance Association, PETITION FOR CANCELLATION
Petitioner, Cancellation No.

Vs.
Grange Mutual Casualty Company,

Respondent.

Petitioner, Grange Insurance Association, a Washington corporation located and
doing business at 200 Cedar Street, Seattle, Washington 98121 believes that it is or will be
damaged by Registration Number 3821201 for the mark GRANGE INSURANCE and
Registration Number 3723315 for the mark GRANGE INSURANCE and Design, both in
Class 36. Petitioner hereby petitions to cancel said registrations.

The grounds for this Petition are as follows:

Grounds for Cancellation

i Petitioner, Grange Insurance Association, is a Washington corporation,
located and doing business at 200 Cedar Street, Seattle, Washington 98121.

2, Applications for Registration Number 3821201 for the mark GRANGE
INSURANCE and Registration Number 3723315 for the mark GRANGE INSURANCE
and Design, claiming “Insurance services, namely, insurance underwriting in the field of
auto, home, farm, business, life, property, casualty, accident, health, disability,

annuities,” in International Class 36, were filed on 3 December 2009 and 6 August 2008,

SEA_DOCS:1148261.1



respectively, by Grange Mutual Casualty Company (“Respondent”). Registration Number
3821201 for the mark GRANGE INSURANCE claims priority as of 31 December 1987,
and Registration Number 3723315 for the mark GRANGE INSURANCE and Design
claims priority as of 23 February 2009.

3. Since at least as early as 1936, Petitioner has adopted and used the mark
GRANGE (with variations in additional wording or designs) in connection with
insurance services in the US, and since at least as early as 1943, Petitioner has adopted
and used the mark GRANGE INSURANCE ASSOCIATION in connection with
insurance services in the US. Petitioner has US common law rights in the GRANGE and
GRANGE INSURANCE ASSOCIATION marks based on such use.

4. For many years, starting in 1963, both Respondent and Petitioner have
participated in the National Federation of Grange Mutual Insurance Companies and have
been aware of the respective uses and rights of the other in the GRANGE mark in
connection with insurance services.

3 Petitioner has also, on October 2, 2013, filed trademark application Serial
No. 86/080560 for the mark GRANGE INSURANCE ASSOCIATION and Design based
upon a bona fide intent-to-use, seeking registration in connection with “property and
casualty insurance services” in Class 36.

6. On December 9, 2013, the Trademark Examining Attorney in Petitioner’s
above-noted GRANGE INSURANCE ASSOCIATION application, Serial No.
86/080560, issued an Office Action refusing registration to Petitioner under Section 2(d)
of the Trademark Act based upon Registration No. 3821201, Registration No. 3723315,

and others (all owned by Respondent).
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Priority and Likelihood of Confusion

i Petitioner hereby restates alleg;ations 1 through 6 as if made fully herein
below.

8. On information and belief, Petitioner believes that Application Serial No.
86/060560 should not be refused based on Respondent’s marks as Petitioner has priority
of rights in the GRANGE INSURANCE ASSOCIATION mark based upon long-standing
common law use of the GRANGE and GRANGE INSURANCE ASSOCIATION marks
(and variations) in connection with insurance services in the US.

9, Petitioner has expended considerable time, effort, and expense in
promoting, advertising, and offering the insurance services under its GRANGE and
GRANGE INSURANCE ASSOCIATION marks, and has developed and enjoys a
favorable reputation and valuable goodwill in its marks, which identify, distinguish, and
indicate the source of Petitioner’s insurance services.

10.  Petitioner has used the GRANGE INSURANCE ASSOCIATION mark
for more than 43 years prior to the alleged priority date based on Respondent’s
registrations. Consequently, Petitioner’s common law rights have priority over
Respondent’s registrations as a result of Petitioner’s earlier continuous use of its
GRANGE INSURANCE ASSOCIATION mark.

11. Respondent’s GRANGE INSURANCE marks are highly similar to
Petitioner’s GRANGE INSURANCE ASSOCIATION mark. Both marks begin with the

distinctive word GRANGE and are followed by the word INSURANCE.
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12. Respondent’s claimed services are identical to and/or overlap with
Petitioner’s services, and are offered to identical and/or overlapping customer types and
market segments.

18 The net effect of these similarities in marks, services, and customer types
is that the marks appear and sound confusingly similar, especially when encountered in
the marketplace, and are offered in the same channels of trade.

14. The clear visual and phonetic similarities between the marks in question,
as well as the close similarities between the services and customers offered and targeted
by the respective marks has resulted in the relevant public mistakenly believing that
Respondent’s services under the GRANGE INSURANCE marks are sponsored,
endorsed, or approved by Petitioner, or are in some way affiliated, connected, or
associated with Petitioner all to the detriment of Petitioner.

13, By virtue of the foregoing, Respondent’s registrations should be cancelled
under Section 2(d) of the Lanham Act, 15 USCA Section 1052(d), given Petitioner’s
seniority of use and priority of rights in the GRANGE INSURANCE ASSOCIATION
mark. If Respondent retains such rights as conferred under the Principal Register of the
Trademark Act of 1946, Petitioner will be subject to great and irreparable damage in that
it will be unable to federally register its GRANGE INSURANCE ASSOCIATION mark,
and Respondent will enjoy an advantage to which it is not entitled under the Trademark
Act of 1946.

Knowingly False Statement in Applications
16. Petitioner hereby restates allegations 1 through 15 as if made fully herein

below,
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17.  The US Trademark Office requires trademark applicants to declare that “to
the best of his/her knowledge and belief no other person, firm, corporation, or association
has the right to use the mark in commerce, either in the identical form thereof or in such
near resemblance thereto as to be likely, when used on or in connection with the
goods/services of such other person, to cause confusion, or to cause mistake, or to
deceive.”

18. Since at least as early as 1943, the name under which Petitioner has
offered its insurance services has been Grange Insurance Association, and on information
and belief, since at least as early as 1963, Respondent has been aware of Petitioner’s use
of its GRANGE and GRANGE INSURANCE ASSOCIATION marks.

19. On information and belief, Petitioner believes that Registration No.
3821201 and Registration No. 3723315 should be cancelled as Respondent made a
material, fraudulent declaration despite knowing and having known, that it does not have,
and has not had, exclusive or a priority of rights in the GRANGE INSURANCE mark
throughout the United States, and that as of the date of filing of applications for
Registration Nos. 3821201 and 3723315, Respondent was aware that it was not the only
entity entitled to use or have rights in such mark in commerce in the US in connection
with insurance services and that Petitioner had prior rights.

21, By virtue of the foregoing, if Respondent retains such rights as conferred
under the Principal Register of the Trademark Act of 1946, Petitioner will be subject to
great and irreparable damage in that it will be unable to federally register its GRANGE
INSURANCE ASSOCIATION mark, and Respondent will enjoy an advantage in scope

of rights to which it is not entitled under the Trademark Act of 1946.
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Prayer for Relief
WHEREFORE, the Petitioner, Grange Insurance Association, believes and avers
that it is being damaged and will continue to be damaged by the continued registration of
the subject GRANGE INSURANCE and GRANGE INSURANCE and Design
trademarks, Registrations No. 3821201 and 37233135, as aforesaid, and prays that the
Trademark Trial and Appeal Board:
(a) Sustain the petition for cancellation and render judgment for Petitioner;
(b) Order that Registrations No. 3821201 and 3723315 be cancelled forthwith;
and
(c) For such other and further relief as is deemed appropriate.
Respectfully submitted,
GARVEY, SCHUBERT & BARER
Attorneys for Petitioner

1191 Second Avenue, Suite 1800
Seattle, Washington 98101

Dated: May 29, 2014
Ref: 09208-65000
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing Petition for Cancellation was served via
first class mail, postage prepaid, upon Respondent’s Attorney of Record:

Cory M. Amron

VORYS, SATER, SEYMOUR AND PEASE LLP
P. O. Box 2255

Columbus, Ohio 43216-2255

This 29th day of May, 2014

b&mm\ %/(/\)’}'/I/L
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA615062

Filing date: 07/11/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92059301
Party Defendant
Grange Mutual Casualty Company
Correspondence GRANGE MUTUAL CASUALTY COMPANY
Address 650 S FRONT ST
COLUMBUS, OH 43206
UNITED STATES
Submission Answer
Filer's Name Laura Geyer
Filer's e-mail ltgeyer@vorys.com
Signature /Laura Geyer/
Date 07/11/2014
Attachments Answer to Cancellation 92059301.pdf(184704 bytes )
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration Nos. 3,821,201 and 3,723,315
For the mark: GRANGE INSURANCE and GRANGE INSURANCE and Design

GRANGE INSURANCE ASSOCIATION

Petitioner,

V- Cancellation No. 92059301

GRANGE MUTUAL CASUALTY
COMPANY,

Registrant.

ANSWER

Registrant, Grange Mutual Casualty Company answers the Petition to Cancel
Registration Nos. 3,821,201 and 3,723,315 (the “Registrations”) filed by Petitioner, Grange
Insurance Association, as follows:

1. Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 1 of the Petition and therefore denies them.

2. Registrant admits that it owns the registrations enumerated in paragraph 2, that
they were filed on the dates set forth, and that the identification of services listed by Petitioner is
correct. Registrant states that “claims priority as of...” is ambiguous and accordingly denies the
allegations in the second sentence of paragraph 2.

3. Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 3 of the Petition and therefore denies them.

4, Registrant has no knowledge of what Petitioner was aware of starting in 1963

with respect to Petitioner or Registrant’s participation in any organizations or as to Registrant’s



activities. Registrant denies that it is a member of the “National Federation of Grange Mutual
Insurance Companies”. On reasonable investigation, Registrant has not been a member of the
“National Federation of Grange Mutual Insurance Companies” since 1963. Registrant admits
that it has been aware that Petitioner has been operating a business offering insurance services in
the Pacific northwest for some time, and that it is currently using GRANGE in connection with
insurance services in that region, but otherwise denies the allegations in paragraph 4.

5. Registrant admits that records for Petitioner’s Application exist in the United
States Patent and Trademark Office’s online database, but otherwise has insufficient knowledge
and information to form a belief as to the truth of the allegations in paragraph 5 of the Petition
and therefore denies them.

6. Registrant admits that the United States Patent and Trademark Office’s online
database records, which speak for themselves, reflect that the examiner refused registration of
Petitioner’s Application.

7. Registrant repeats its responses to paragraphs 1-6 above.

8. Registrant has insufficient knowledge and information to form a belief as to what
Petitioner believes. Registrant denies that Petitioner has prior rights in the marks GRANGE and
GRANGE INSURANCE ASSOCIATION, and all other remaining allegations of paragraph 8 are
denied.

9. Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 9 of the Petition and therefore denies them.

10.  Registrant has insufficient knowledge of what Petitioner means by “alleged
priority date” and accordingly denies the allegation in the first sentence of paragraph 10.
Registrant denies that Petitioner has priority in the GRANGE INSURANCE ASSOCIATION

mark and therefore denies the second sentence of paragraph 10. Registrant states that Registrant



and/or its predecessor-in-interest has used the mark GRANGE since at least 1933 and
accordingly, denies the remaining allegations in paragraph 10.

11. Registrant states that paragraph 11 is ambiguous in that Registrant has two
registrations at issue, one of which includes a design. As it understands them, Registrant admits
the allegations of the second sentence and that both of Registrant’s GRANGE INSURANCE
marks are similar to Petitioner’s GRANGE INSURANCE ASSOCIATION application, but
otherwise denies the allegations of paragraph 11.

12.  Admitted.

13.  Registrant states that, at present, there is no geographic‘ overlap between
Registrant’s and Petitioner’s services. Accordingly, Registrant denies all allegations in
paragraph 13.

14.  Registrant has insufficient knowledge and information to form a belief as to the
truth of the allegations in paragraph 14 of the Petition and therefore denies them.

15.  Denied.

16.  Registrant repeats its responses to paragraphs 1-15 above.

17.  The regulations of the United States Patent and Trademark Office speak for
themselves. Registrant further states that under 37 C.F.R. 2.33(a)(2) an applicant must allege a
“verified statement” with content as specified therein. Since the language in paragraph 17 is
different from what is in 37 C.F.R. 2.33(a)(2), Registrant denies paragraph 17 to the extent that
Petitioner’s language varies from that language.

18.  Registrant admits that it has been aware that Petitioner has been operating a
business offering insurance services in the Pacific northwest for some time, and that it is
currently using GRANGE in connection with insurance services in that region, but otherwise

denies the allegations in paragraph 18.



19.  Registrant has no knowledge about what Petitioner believes and denies all
allegations in paragraph 19.
20.  Denied.

AFFIRMATIVE DEFENSES

First Affirmative Defense —Priority
21. Registrant is the senior user of the mark GRANGE INSURANCE.
Second Affirmative Defense — Prior Registration
22.  The Petition is barred because Registrant is the owner of prior incontestable
Registration No. 1,535,724 for GRANGE INSURANCE YOUR PARTNER IN PROTECTION
and Design, and accordingly, Petitioner cannot be injured by the registration Registrant’s later-
filed registrations for GRANGE INSURANCE.
Third Affirmative Defense — Estoppel
23.  The Petition is barred by estoppel.
Fourth Affirmative Defense — Laches
24.  The Petition is barred by the doctrine of laches.
Fifth Affirmative Defense — Acquiescence
25.  The Petition is barred by Petitioner’s acquiescence.
Sixth Affirmative Defense — Waiver

26.  The Petition is barred by the doctrine of waiver.



THEREFORE, Registrant prays that the Board dismiss this Petition to Cancel.

Date: July 11, 2014

Respectfully submitted,

I

A
;"{“%‘A J C}r*’}

Cory M. Amron

William H. Oldach III

Laura T. Geyer

Vorys, Sater, Seymour & Pease LLP
1909 K Street, NW, 9th Floor
Washington, DC 20006

Telephone: 202.467.8800
Facsimile: 202.533.9099

E-Mail: iplaw@vorys.com

Attorneys for Registrant

GRANGE MUTUAL CASUALTY COMPANY



CERTIFICATE OF SERVICE

I certify that a true and correct copy of the foregoing Answer was served on July 11,
2014, by first-class United States Mail, postage prepaid, on:

John Crosetto

Garvey, Schubert & Barer
1191 Second Ave. Ste 1800
Seattle, WA 98101
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&

Laura T. Geyer
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Status Search SN 76/272,7

STATUS DOCUMENTS

Generated on:

Mark:

US Serial Number:
Register:
Mark Type:

Status:

Status Date:

Date Abandoned:

Mark Information

Mark Literal Elements:
Standard Character Claim:
Mark Drawing Type:

Disclaimer:

54 Page 1 of 3

Back to Search Print

This page was generated by TSDR on 2015-03-06 14:08:14 EST

THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP
THE DAWNING OF A&

MWEW GRANGE

GRAMGE INSURANCE GROLUTF

76272754 Application Filing Date: Jun. 18, 2001
Principal
Service Mark

Abandoned after an appeal of the examining attorney's final refusal. For further information, see TTABVUE on the Trademe
Appeal Board web page.

Nov. 25, 2003

Nov. 25, 2003

THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP
No
1-TYPESET WORD(S) /LETTER(S) /NUMBER(S)

"INSURANCE GROUP"

Goods and Services

Note:
The following symbols indicate

that the registrant/owner has amended the goods/services:

» Brackets [..] indicate deleted goods/services;

* Double parenthesis ((..)

) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

« Asterisks *..* identify additional (new) wording in the goods/services.

For:

International Class(es):
Class Status:

Basis:

First Use:

Property and casualty insurance underwriting services
036 - Primary Class U.S Class(es): 100, 101, 102
ACTIVE

1(a)

Apr. 2001 Use in Commerce: Apr. 2001

Basis Information (Case Level)

Filed Use:
Filed ITU:
Filed 44D:
Filed 44E:
Filed 66A:

Filed No Basis:

Current Owner(s) Information

Owner Name:

http://tsdr.uspto.gov/

Yes Currently Use: Yes Amended Use: No
No Currently ITU: No Amended ITU: No
No Currently 44D: No Amended 44D: No
No Currently 44E: No Amended 44E: No
No Currently 66A: No
No Currently No Basis: No
Grange Insurance Association

3/6/2015



Status Search SN 76/272,754 Page 2 of 3

Owner Address: 200 Cedar Street
Seattle, WASHINGTON 98121
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where WASHINGTON
Organized:

Attorney/Correspondence Information

Attorney of Record
Attorney Name: Faye L. Tomlinson Docket Number: GRIG226757

Correspondent

Correspondent FAYE L TOMLINSON

Name/Address: CHRISTENSEN O'CONNOR JOHNSON KINDNESS
1420 5TH AVE STE 2800
SEATTLE, WASHINGTON 98101-2347
UNITED STATES

Phone: 206.695.1717

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding Number

Nov. 25, 2003 ABANDONMENT - AFTER EX PARTE APPEAL 76873

Mar. 31, 2004 CASE FILE IN TICRS

Feb. 25, 2004 EXPARTE APPEAL TERMINATED 272754

Feb. 25, 2004 EXPARTE APPEAL TERMINATED 272754

Nov. 25, 2003 EX PARTE APPEAL-REFUSAL AFFIRMED 272754

May 20, 2003 EXAMINERS STATEMENT MAILED

Feb. 19, 2003 PAPER RECEIVED

Jan. 15, 2003 EX PARTE APPEAL-INSTITUTED 272754

Jan. 06, 2003 EXPARTE APPEAL RECEIVED AT TTAB

Jul. 02, 2002 FINAL REFUSAL MAILED

Feb. 08, 2002 REINSTATED

Feb. 08, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE

May 23, 2002 PAPER RECEIVED

May 02, 2002 ABANDONMENT - FAILURE TO RESPOND OR LATE
RESPONSE

Aug. 14, 2001 NON-FINAL ACTION MAILED

Aug. 09, 2001 ASSIGNED TO EXAMINER 76613

TM Staff and Location Information

TM Staff Information
TM Attorney: MARTIN, EUGENIA K Law Office Assigned: LAW OFFICE 114

File Location

Current Location: FILE REPOSITORY (FRANCONIA) Date in Location: Apr. 09, 2004

Assignment Abstract Of Title Information - Click to Load

http://tsdr.uspto.gov/ 3/6/2015
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Proceedings - Click to Load

http://tsdr.uspto.gov/ 3/6/2015
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In re Grange Insurance Association
Serial No. 76272754
Trademark Trial and Appeal Board
2003 TTAB LEXIS 555
November 25, 2003, Decided

DISPOSITION:
[*1]

Decision: The refusal to register under Section 2(d) is affirmed.
COUNSEL:

Faye L. Tomlinson of Christensen O'Connor Johnson Kindness for Grange Insurance Association.

Eugenia K. Martin, Trademark Examining Attorney, Law Office 114 (K. Margaret Le, Managing Attorney).
JUDGES: Before Hohein, Hairston and Bucher, Administrative Trademark Judges
OPINION BY: Hairston, Paula T.

OPINION:
THIS DISPOSITION IS NOT CITABLE AS PRECEDENT OF THE TTAB

Opinion by Hairston, Administrative Trademark Judge:

An application has been filed by Grange Insurance Association to register the mark "THE DAWNING OF A NEW
GRANGE GRANGE INSURANCE GROUP" for "property and casualty insurance underwriting services." nl

nl Serial No. 76272754, filed June 18, 2001, alleging first use anywhere and first use in commerce in April
2001. The term INSURANCE GROUP is disclaimed apart from the mark as shown.

The Trademark Examining Attorney has refused registration under Section 2(d) of the Trademark Act, 15 U.S.C. §
1052(d), on the ground that applicant's mark, when used in connection with the identified services, so resembles the
previously registered marks, shown below, as to be likely to cause confusion: [*2]

Link to Image

Registration No. 1,535,724 issued April 18, 1989; Section 8 affidavit accepted; Section 15 affidavit received. The regis-
tration is for "insurance underwriting services, namely, property, casualty, life, accident, and health underwriting ser-
vices." The word "INSURANCE" is disclaimed apart from the mark as shown.
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Link to Image

Registration No. 1,604,932 issued July 3, 1990; renewed. The registration is for "life insurance underwriting services."
The words LIFE INSURANCE are disclaimed apart from the mark as shown.

Link to Image

Registration No. 1,663,622 issued November 5, 1991; renewed. The registration is for "insurance underwriting services
in the field of property, casualty, life, accident and health." The word INSURANCE is disclaimed apart from the mark
as shown.

Link to Image

Registration No. 1,636,326 issued February 26, 1991; renewed. The registration is for "life insurance underwriting ser-
vices." The words LIFE INSURANCE are disclaimed apart from the mark as shown. n2

n2 Registration Nos. 1,535,724 and 1,663,622 are owned by Grange Mutual Casualty Company; and Regis-
tration Nos. 1,604,932 and 1,636,326 are owned by Grange Life Insurance Company. It appears that the compa-
nies are related since PTO records show that they have the same address.
[*3]

When the refusal was made final, applicant appealed. Applicant and the Examining Attorney have filed briefs on
the case. An oral hearing was not requested.

In determining whether there is a likelihood of confusion between two marks, we must consider all relevant factors
as set forth in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis under Section 2(d), two of the most important considerations are the similarities or dissimilarities
between the marks and the similarities or dissimilarities between the services. Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

Turning first to the services, applicant does not dispute that its services (property and casualty insurance underwrit-
ing services) and the services in the cited registrations (property, casualty, life, accident, and health insurance under-
writing services) are identical and otherwise closely related. Thus, if the same or substantially similar marks are used in
connection with these services, confusion as to source or sponsorship is likely to occur.

We turn our attention then to the [*4] marks. It is the Examining Attorney's position that the dominant portion of
applicant's mark and each of the cited marks is the term GRANGE and because the marks share this term, they are very
similar.

Applicant, in urging reversal of the refusal to register, argues that:

In view of the highly descriptive nature of the term "Insurance," the fact that as a licensee of the National
Grange, Appellant has a right to use the term "Grange" in its trademark and because the remaining por-
tions of applicant's and registrant's marks are not confusingly similar, Appellant respectfully submits that
Registrant's marks should not be a bar to registration of Appellant's mark.
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(February 8, 2002 Response, p. 2).

Applicant has made of record an excerpt from the American Heritage College Dictionary, (Third Edition) wherein the
word ''grange'’ is defined as "an association of farmers founded in the United States in 1867." Also, applicant has sub-
mitted a copy of a license agreement between it and an entity named The National Grange of The Order of Patrons of
Husbandry (National Grange). The agreement provides in pertinent part that:

NATIONAL GRANGE hereby agrees to [Grange [*5] Insurance Association's] use of the name
"Grange" which is recognized by [Grange Insurance Association] as a registered trademark of NA-
TIONAL GRANGE.

Finally, applicant argues that there has been a long period of contemporaneous use without any actual confusion having
occurred between applicant's mark and the cited marks.

In this case, we agree with the Examining Attorney that when applicant's mark and the cited marks are each con-
sidered as a whole, they are highly similar in commercial impression since the dominant literal and source-identifying
element of each mark is the term GRANGE. While applicant's and registrant's marks must be considered in their entire-
ties, including any disclaimed or otherwise descriptive matter, since that is how the marks appear when they are used in
the marketplace, it is nevertheless appropriate for rational reasons to regard certain features of the marks as being more
dominant or otherwise significant, and therefore to give those features greater force and effect. Disclaimed or otherwise
descriptive matter is generally viewed as a less dominant or significant feature of a mark. See In re National Data
Corp., 753 F.2d 1056, 224 USPQ 749, 751-52 (Fed. Cir. 1985). [*6]

Applying such principles to the marks at issue in this case, it is clear that the term GRANGE is the dominant literal
and source-identifying element in each of the respective marks. The disclaimed term INSURANCE GROUP in appli-
cant's mark is the generic name for applicant's services and, as such, has little impact on the overall commercial impres-
sion created by the mark THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP.

Similarly, the disclaimed words INSURANCE and LIFE INSURANCE are the generic names for registrants' re-
spective services and, as such, have little impact on the overall commercial impression created by registrants' marks.
Also, the flag design in each of registrants' marks and the phrase YOUR PARTNER IN PROTECTION in two of the
marks are subordinate matter. Again, it is the term GRANGE which dominates each of registrants' marks and primarily
creates the commercial impression generated by each of them. Thus, each of the cited marks is highly similar in com-
mercial impression to applicant's mark.

With respect to applicant's contention that it has a right to register its mark in view of the licensing agreement, as
noted by the Examining Attorney, this agreement is between [*7] applicant and a third party. Moreover, the agreement
provides only that applicant may use the name Grange. This is different from a consent wherein a registrant consents to
registration of an applicant's mark. While a consent between applicant and the owners of the cited registrations would
be entitled to weight in our likelihood of confusion determination, the licensing agreement between applicant and a third
party has no bearing on our determination.

Further, according to applicant, there have been no instances of actual confusion between applicant's mark and the
marks in the cited registrations. However, there is no evidence of applicant's and registrants' geographic areas of sales,
or the amount of sales under the respective marks. Further, there is no information from the registrants. In any event, the
test is likelihood of confusion, not actual confusion. See Weiss Associates Inc. v. HRL Associates Inc., 902 F.2d 1546,
14 USPQ2d 1840 (Fed. Cir. 1990); and In re Kangaroos U.S.A., 223 USPQ 1025 (TTAB 1984).

We conclude that purchasers and prospective consumers familiar with each of the registrants' GRANGE INSUR-
ANCE/LIFE INSURANCE (YOUR PARTNER [*8] IN PROTECTION) and design marks for property, casualty, life,
accident, and health insurance underwriting services, would be likely to believe, upon encountering applicant's substan-
tially similar mark THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP for property and casu-
alty insurance underwriting services, that the respective services emanate from or associated with or sponsored by the
same source.

Legal Topics:
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For related research and practice materials, see the following legal topics:
Trademark LawConveyancesLicensesTrademark LawLikelihood of ConfusionSimilarity Appearance, Meaning &
SoundGeneral OverviewTrademark LawProtection of RightsRegistrationDegree of Protection

GRAPHIC:

Ilustrations 1 through 4, no caption
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In re Grange Insurance Association
Serial No. 76272754
Trademark Trial and Appeal Board
2003 TTAB LEXIS 555
November 25, 2003, Decided

DISPOSITION
[*1]

Decision: The refusal to register under Section 2(d) is affirmed.
COUNSEL
Faye L. Tomlinson of Christensen O'Connor Johnson Kindness for Grange Insurance Association.
Eugenia K. Martin, Trademark Examining Attorney, Law Office 114 (K. Margaret Le, Managing Attorney).
JUDGES Before Hohein, Hairston and Bucher, Administrative Trademark Judges
OPINION BY Hairston, Paula T.
OPINION

THIS DISPOSITION IS NOT CITABLE AS PRECEDENT OF THE TTAB

Opinion by Hairston, Administrative Trademark Judge:

An application has been filed by Grange Insurance Association to register the mark THE DAWNING OF A NEW
GRANGE GRANGE INSURANCE GROUP for property and casualty insurance underwriting services. nl

nl Serial No. 76272754, filed June 18, 2001, alleging first use anywhere and first use in commerce in April
2001. The term INSURANCE GROUP is disclaimed apart from the mark as shown.

The Trademark Examining Attorney has refused registration under Section 2(d) of the Trademark Act, /5 U.S.C. §
1052(d), on the ground that applicant's mark, when used in connection with the identified services, so resembles the
previously registered marks, shown below, as to be likely to cause confusion: [*2]
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Link to Image

Registration No. 1,535,724 issued April 18, 1989; Section 8 affidavit accepted; Section 15 affidavit received. The
registration is for insurance underwriting services, namely, property, casualty, life, accident, and health underwriting
services. The word INSURANCE is disclaimed apart from the mark as shown.

Link to Image

Registration No. 1,604,932 issued July 3, 1990; renewed. The registration is for life insurance underwriting services.
The words LIFE INSURANCE are disclaimed apart from the mark as shown.

Link to Image

Registration No. 1,663,622 issued November 5, 1991; renewed. The registration is for insurance underwriting services
in the field of property, casualty, life, accident and health. The word INSURANCE is disclaimed apart from the mark
as shown.

Link to Image

Registration No. 1,636,326 issued February 26, 1991; renewed. The registration is for life insurance underwriting
services. The words LIFE INSURANCE are disclaimed apart from the mark as shown. n2

n2 Registration Nos. 1,535,724 and 1,663,622 are owned by Grange Mutual Casualty Company; and
Registration Nos. 1,604,932 and 1,636,326 are owned by Grange Life Insurance Company. It appears that the
companies are related since PTO records show that they have the same address.
[*3]

When the refusal was made final, applicant appealed. Applicant and the Examining Attorney have filed briefs on
the case. An oral hearing was not requested.

In determining whether there is a likelihood of confusion between two marks, we must consider all relevant factors
as set forth in /n re E. I. du Pont de Nemours  Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis under Section 2(d), two of the most important considerations are the similarities or dissimilarities
between the marks and the similarities or dissimilarities between the services. Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).
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Turning first to the services, applicant does not dispute that its services (property and casualty insurance
underwriting services) and the services in the cited registrations (property, casualty, life, accident, and health insurance
underwriting services) are identical and otherwise closely related. Thus, if the same or substantially similar marks are
used in connection with these services, confusion as to source or sponsorship is likely to occur.

We turn our attention then to the [*4] marks. It is the Examining Attorney's position that the dominant portion of
applicant's mark and each of the cited marks is the term GRANGE and because the marks share this term, they are very
similar.

Applicant, in urging reversal of the refusal to register, argues that:
In view of the highly descriptive nature of the term Insurance, the fact that as a licensee of the National
Grange, Appellant has a right to use the term Grange in its trademark and because the remaining
portions of applicant's and registrant's marks are not confusingly similar, Appellant respectfully submits
that Registrant's marks should not be a bar to registration of Appellant's mark.

(February 8, 2002 Response, p. 2).

Applicant has made of record an excerpt from the American Heritage College Dictionary, (Third Edition) wherein the
word grange is defined as an association of farmers founded in the United States in 1867. Also, applicant has
submitted a copy of a license agreement between it and an entity named The National Grange of The Order of Patrons
of Husbandry (National Grange). The agreement provides in pertinent part that:
NATIONAL GRANGE hereby agrees to [Grange [*5] Insurance Association's] use of the name
Grange which is recognized by [Grange Insurance Association] as a registered trademark of
NATIONAL GRANGE.

Finally, applicant argues that there has been a long period of contemporaneous use without any actual confusion having
occurred between applicant's mark and the cited marks.

In this case, we agree with the Examining Attorney that when applicant's mark and the cited marks are each
considered as a whole, they are highly similar in commercial impression since the dominant literal and
source-identifying element of each mark is the term GRANGE. While applicant's and registrant's marks must be
considered in their entireties, including any disclaimed or otherwise descriptive matter, since that is how the marks
appear when they are used in the marketplace, it is nevertheless appropriate for rational reasons to regard certain
features of the marks as being more dominant or otherwise significant, and therefore to give those features greater force
and effect. Disclaimed or otherwise descriptive matter is generally viewed as a less dominant or significant feature of a
mark. See In re National Data Corp., 753 F.2d 1056, 224 USPQ 749, 751-52 (Fed. Cir. 1985). [*6]

Applying such principles to the marks at issue in this case, it is clear that the term GRANGE is the dominant literal
and source-identifying element in each of the respective marks. The disclaimed term INSURANCE GROUP in
applicant's mark is the generic name for applicant's services and, as such, has little impact on the overall commercial
impression created by the mark THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP.

Similarly, the disclaimed words INSURANCE and LIFE INSURANCE are the generic names for registrants'
respective services and, as such, have little impact on the overall commercial impression created by registrants' marks.
Also, the flag design in each of registrants' marks and the phrase YOUR PARTNER IN PROTECTION in two of the
marks are subordinate matter. Again, it is the term GRANGE which dominates each of registrants' marks and primarily
creates the commercial impression generated by each of them. Thus, each of the cited marks is highly similar in
commercial impression to applicant's mark.

With respect to applicant's contention that it has a right to register its mark in view of the licensing agreement, as
noted by the Examining Attorney, this agreement is between [*7] applicant and a third party. Moreover, the agreement
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provides only that applicant may use the name Grange. This is different from a consent wherein a registrant consents to
registration of an applicant's mark. While a consent between applicant and the owners of the cited registrations would
be entitled to weight in our likelihood of confusion determination, the licensing agreement between applicant and a third
party has no bearing on our determination.

Further, according to applicant, there have been no instances of actual confusion between applicant's mark and the
marks in the cited registrations. However, there is no evidence of applicant's and registrants' geographic areas of sales,
or the amount of sales under the respective marks. Further, there is no information from the registrants. In any event, the
test is likelihood of confusion, not actual confusion. See Weiss Associates Inc. v. HRL Associates Inc., 902 F.2d 1546,
14 USPQ2d 1840 (Fed. Cir. 1990); and In re Kangaroos U.S.A., 223 USPQ 1025 (TTAB 1984).

We conclude that purchasers and prospective consumers familiar with each of the registrants' GRANGE
INSURANCE/LIFE INSURANCE (YOUR PARTNER [*8] IN PROTECTION) and design marks for property,
casualty, life, accident, and health insurance underwriting services, would be likely to believe, upon encountering
applicant's substantially similar mark THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP for
property and casualty insurance underwriting services, that the respective services emanate from or associated with or
sponsored by the same source.

Legal Topics

For related research and practice materials, see the following legal topics:
Trademark LawConveyancesLicensesTrademark LawLikelihood of ConfusionSimilarityAppearance, Meaning &
SoundGeneral OverviewTrademark LawProtection of RightsRegistrationDegree of Protection

GRAPHIC

[lustrations 1 through 4, no caption
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Diageo North America, Inc. v. Captain Russell Corp.
Opposition No. 91203745
Trademark Trial and Appeal Board

2013 TTAB LEXIS 324

June 12, 2013, Decided
JUDGES: [*1]

Before Quinn, Ritchie and Wolfson, Administrative Trademark Judges.

OPINION:

By the Board:

Captain Russell Corp. ( applicant ) filed an application to register the mark CAPTAIN RUSSELL CUBA LIBRE
(standard characters; CUBA LIBRE disclaimed) for alcoholic cocktail mixes, namely, rum and cola mixes in
International Class 33. nl

nl Application Serial No. 85372597, filed July 15, 2011 based on a bona fide intent to use the mark in
commerce pursuant to Trademark Act Section 1(b).

Diageo North America, Inc. ( opposer ) opposes registration on the grounds of 1) priority and likelihood of
confusion under Trademark Act Section 2(d), and 2) dilution under Trademark Act Section 43(c), asserting prior
common law rights in the marks CAPTAIN MORGAN and CAPTAIN for alcoholic beverages, as well as ownership of

the following registered marks:
1) CAPTAIN MORGAN (typed) for rum in International Class 33; n2

2) CAPTAIN MORGAN (standard characters) for brewed malt-based alcoholic beverage in the nature
of a [*2] beer in International Class 32; n3

3) CAPTAIN MORGAN (standard characters) for brewed malt based alcoholic beverage in the nature
of beer; beer; lager in International Class 33; n4

4) CAPTAIN MORGAN (stylized) for alcoholic beverage, namely, distilled spirits in International
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Class 33; n5 and

5) CAPTAIN (standard characters) for distilled spirits, excluding tequila and mescal in International
Class 33.1n6

n2 Registration No. 0972985 registered November 13, 1973; third renewal January 8, 2013.

n3 Registration No. 3466371 registered July 15, 2008.

n4 Registration No. 3509465 registered September 30, 2008.

n5 Registration No. 3159948 registered October 17, 2006; Section 8 affidavit accepted and Section 15 affidavit
acknowledged March 21, 2012.

n6 Registration No. 3805205 registered June 22, 2010.

Opposer filed a motion for leave to amend its pleading pursuant to Fed. R. Civ. P. 15 to add a ground that applicant
lacked a bona fide intent to use the [*3] mark as of the filing date of the application, and concurrently moved for
summary judgment pursuant to Fed. R. Civ. P. 56(a) with respect to the new ground, as well as priority and likelihood
of confusion. The motions have been fully briefed.

Opposer s motion to amend

Amendments to pleadings in inter partes proceedings before the Board are governed by Fed. R. Civ. P. 15, which is
made applicable to Board proceedings by Trademark Rule 2.116(a). See also TBMP § 507.01. Fed. R. Civ. P. 15(a)
governs amendments before trial. Pursuant to Fed. R. Civ. P. 15(a)(2), where, as here, a party may not amend its
pleading as a matter of course,

...a party may amend its pleading only with the opposing party's written consent or the court's leave. The
court should freely give leave when justice so requires.

The Board liberally grants leave to amend pleadings at any stage of a proceeding when justice so requires, unless
entry of the proposed amendment would violate settled law or be prejudicial to the rights of the adverse party or parties.
See TBMP § 507.02. Where the moving party seeks to add a new claim or defense, and the proposed pleading thereof is
legally [*4] insufficient, or would serve no useful purpose, the Board normally will deny the motion for leave to
amend. See Octocom Systems Inc. v. Houston Computer Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1785 (Fed. Cir.
1990).

Opposer seeks leave to add the following allegations (amended notice of opposition, para. 19):

Applicant did not have a bona fide intention to use the mark in commerce on the specified goods when it
filed the application for CAPTAIN RUSSELL CUBA LIBRE (Ser. No. 85/372,597). Because Applicant
did not possess a bona fide intention to use the CAPTAIN RUSSELL CUBA LIBRE mark, the
application is void ab initio.

Opposer states that it learned of the basis for the additional claim through applicant's supplemental responses to
discovery, served 5 days before the close of discovery, and through the Fed. R. Civ. P. 30(b)(6) deposition of applicant's
president, taken on the last day of discovery.

For its part, applicant counters that allowing the amendment would be unduly prejudicial to applicant because it
would require new discovery. It also argues that the claim is untrue.
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Opposer's addition of allegations of a claim that applicant [*5] lacked the requisite bona fide intent to use the mark
when it filed the subject application does not violate settled law, and the allegations setting forth the ground are legally
sufficient. There is no indication in the record that adding the ground would prejudice applicant's ability to put on its
case. Applicant's argument that it would be prejudiced because it would be required to take new discovery is noted;
however, it is highly unlikely and unnecessary that applicant would need additional discovery with respect to the issue
of its own bona fide intent to use its mark.

In view of these findings, opposer's motion to amend is granted. The amended notice of opposition is now its
operative pleading in this proceeding.

Opposer s motion for summary judgment

Summary judgment is appropriate where the movant shows that there is no genuine dispute as to any material fact
and that it is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a). The movant carries the burden of proof. See
Celotex Corp. v. Catrett, 477 U.S. 317, 323-24, 106 S. Ct. 2548, 91 L. Ed. 2d 265 (1986). A party asserting that a fact
cannot be true or is genuinely disputed must support its assertion by either 1) [*6] citing to particular parts of materials
in the record, or 2) showing that the materials cited do not establish the absence or presence of a genuine dispute, or that
an adverse party cannot produce admissible evidence to support the fact. Fed. R. Civ. P. 56(c). In deciding a summary
judgment motion, all evidence is viewed in a light favorable to the nonmovant, and all justifiable inferences are to be
drawn in the nonmovant's favor. The function of the Board is not to resolve issues of material fact, but to ascertain
whether such issues are present. See Lloyd's Food Products Inc. v. Eli's Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir.
1993); Opryland USA Inc. v. Great American Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); Olde
Tyme Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992); Honda Motor Co. v. Winkelmann,
90 USPQ2d 1660 (TTAB 2009). See also TBMP § 528.01.

To prevail on its claim of a lack of bona fide intent to use, opposer must prove that there is no genuine dispute of
material fact that 1) it has standing, n7 and 2) applicant did not have a bona fide intent to [*7] use the mark CAPTAIN
RUSSELL CUBA LIBRE on alcoholic cocktail mixes, namely, rum and cola mixes as of July 15, 2011, the filing date
of the application. Opposer has the initial burden of demonstrating that applicant lacked a bona fide intent to use the
mark on the identified goods, such as by showing the absence of any documentary evidence regarding applicant's bona
fide intent. If opposer satisfies that burden, the burden then shifts to applicant to come forward with evidence which
would adequately explain or outweigh the lack of documentary evidence. The absence of any documentary evidence or
adequate explanatory evidence on the part of an applicant regarding such intent constitutes objective proof sufficient to
demonstrate that applicant lacks a bona fide intention to use its mark in commerce. See Commodore Electronics Ltd. v.
CBM Kabushiki Kaisha, 26 USPQ2d 1503, 1507 (TTAB 1993).

n7 With both its original and amended notices of opposition, opposer made of record copies of its pleaded
registrations showing the current status and ownership thereof. See Trademark Rule 2.122(d)(1). Thus, the
record reflects no genuine dispute that opposer has established its real interest in preventing the registration of
applicant's mark for the identified goods. See Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842
(Fed. Cir. 2000); Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982).

[*8]

As a general rule, the factual question of intent is unsuited to disposition on summary judgment. See Copelands’
Enterprises, Inc. v. CNV, Inc., 945 F.2d 1563, 20 USPQ2d 1295 (Fed. Cir. 1991). However, the absence of any
documentary evidence regarding an applicant's bona fide intention to use a mark in commerce is sufficient to prove that
an applicant lacks such intention as required by Section 1(b) of the Trademark Act, unless other facts are presented
which adequately explain or outweigh applicant's failure to provide such documentary evidence. Honda Motor Co. v.
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Winkelmann, 90 USPQ2d at 1662.

A determination of whether an applicant has a bona fide intention to use the mark in commerce is an objective
determination based on all the circumstances. Boston Red Sox Baseball Club LP v Sherman, 88 USPQ2d 1581, 1587
(TTAB 2008), citing Lane Ltd. v. Jackson International Trading Co., 33 USPQ2d 1351, 1355 (TTAB 1994).

Opposer argues that applicant conceded that it does not plan to use the mark, and that applicant produced no
documentary evidence of its intent to use the mark, such as a business plan, a budget, market research, [*9] focus
group testing, recipe development, discussions with advertising agencies, marketing plan, permits, legal analysis,
capital, or manufacturing or distribution capability. It also argues that applicant admitted that it lacks the skill,
experience and financing that is necessary to manufacture and bring to market an alcoholic beverage. To support these
assertions, opposer submitted and relies on applicant's responses to discovery, as well as portions of the deposition of
applicant's president, Michael Dyakiv.

Applicant argues that to have a bona fide intent to use its mark, it is not required to have a written business plan,
paid advertising of the product, or formal market research. It submitted emails dated September 26, 2011 to November
2,2011 -after the filing date of its application - between its president Michael Dyakiv, and opposer, in which it
proposed to opposer a partnership to develop applicant's beverage. Other than the emails, applicant submitted 26 pages
of materials which it does not authenticate or even identify in its brief; these materials include the application file,
which is already of record by operation of Trademark Rule 2.122(b), third-party websites, [*10] and draft promotional
materials dated August 14, 2011 - after the filing date of the application.

Lastly, applicant asserts that its president, Mr. Dyakiv, stated in his deposition that there were other interactions
with companies capable to produce Cuba Libre for Applicant (applicant's brief, p.3). Applicant did not itself submit or
identify any portion of Mr. Dyakiv's deposition, and did not cite to any part of the portion of his deposition transcript
that was submitted by opposer with the summary judgment motion supporting its assertion; so as to be clear, there is no
testimony presently of record in connection with the motion for summary judgment that serves to corroborate
applicant's assertion regarding interactions with third parties.

Turning to the record, the Dyakiv deposition is supportive of opposer's arguments that applicant admitted that it
planned to select a brand, then create or come up with an operational business later (Dyakiv depo., 61:6-22), and
admitted that is has no documents related to a budget (Dyakiv depo., 49:13-15), market research (Dyakiv depo.,
51:13-17), focus group testing (Dyakiv depo., 52:17-20), recipe development or discussions with creative, [*11]
promotional or advertising agencies (Dyakiv depo., 71:6-10; 72:12-23), or potential advertising or advertising plans for
a product (Dyakiv depo., 119:21 - 120:10). Applicant admitted that it has yet to partner with investors and that it does
not have money to produce the product (Dyakiv depo., 133:9-14). In its brief, applicant was clear that it lacks financial
resources:

[A]pplicant is a start-up company with limited resources but great idea for product
to proceed with development of this business and to produce Cuba Libre beverage and sell it on the
market, Applicant has to either invest his own money or partner with other companies or investors. In
order to get other investors to invest money in this business venture, it is imperative to those investors to
know that CAPTAIN RUSSELL CUBA LIBRE trademark is granted to the Applicant.
(applicant's brief, p. 2).

Moreover, applicant stated in response to interrogatories that it does not plan to use the mark:

Q: Describe in detail all plans to use Applicant's mark.
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A: Please note that entrepreneurs do not plan they usually react to opportunities at the market place and
try to take advantage of those [*12] opportunities. As such I do not plan to use Mark, but rather see
opportunity that others do not see or refuse to see and use trademark as a tool that helps me take
advantage of perceived opportunity. Since market changes all the time my plans for how to use mark will
change accordingly.

(Applicant's Supplemental Response to Opposer's First Set of Interrogatories, Interrogatory No. 5; opposer's brief, Exh.
7).

The record demonstrates that applicant has no documentary evidence of business plans, marketing or promotional
activities, or ongoing discussions with manufacturers or distributors such as would substantiate its claim of a bona fide
intent to use the mark in commerce as of the application filing date. Cf. Lane Ltd. v. Jackson Int'l Trading Co., 33
USPQ2d 1351 (TTAB 1994). Its response to the summary judgment motion does not include any objective evidence to
support a finding that its bona fide intent is in genuine dispute. In its brief, applicant admits its lack of money to
proceed with development of this business and to produce Cuba Libre beverage and sell it on the market (applicant's
brief, p. 2). Applicant put forth no evidence to support its broad [*13] and general reference to having other
interactions with companies capable to produce Cuba Libre for Applicant (applicant's brief, p. 3), and we can accord
no evidentiary value or consideration to unsupported statements. The email communications that applicant sent to
opposer took place subsequent to the filing of the application, and as noted above the balance of applicant's materials
are not identified or explained in its brief, are not self-authenticating and are not otherwise authenticated. As noted, such
materials include third-party websites, which do not demonstrate anything about applicant's intent. The materials also
include what appear to be draft promotional materials dated August 14, 2011, subsequent to the filing of the application;
applicant does not explain these, to whom they are directed, or if, when or how it actually used or plans to use them in
any promotional efforts. In summary, applicant has not provided evidence, documentary or otherwise, which offers
pertinent support for its claimed bona fide intent to use the mark.

On this record, and having considered all of the relevant circumstances in the light most favorable to applicant, we
find that there is no documentary [*14] evidence of applicant's bona fide intent to use the mark CAPTAIN RUSSELL
CUBA LIBRE in commerce to identify its goods, and applicant has come forth with no evidence to adequately explain
or outweigh this, so as to rebut the prima facie case that opposer has put forth.

In view of these findings, opposer has established that there is no genuine dispute of material fact as to applicant's
lack of a bona fide intent to use the mark CAPTAIN RUSSELL CUBA LIBRE for alcoholic cocktail mixes, namely,
rum and cola mixes as of the application filing date. In view thereof, opposer's motion for summary judgment is
granted on its claim of no bona fide intent to use the mark in commerce.

Priority and likelihood of confusion

Opposer also moved for summary judgment on its Section 2(d) claim. To prevail on this claim, opposer must prove
that there is no genuine dispute of material fact that 1) it has standing to bring this proceeding; 2) it has registered or
previously used a mark; and 3) contemporaneous use of the parties' respective marks on or in connection with their
respective goods or services would be likely to cause confusion, mistake or to deceive consumers. See Hornblower
Weeks, Inc. v. Hornblower — Weeks, Inc., 60 USPQ2d 1733, 1735 (TTAB 2001). [*15]

Regarding priority, inasmuch as opposer has pleaded ownership of its registrations, and has made of record copies
of its pleaded registrations showing the current status and ownership thereof pursuant to Trademark Rule 2.122(d)(1)
(see footnote 7, supra), opposer's priority is not in issue. See King Candy Co., Inc. v. Eunice King's Kitchen, Inc., 496
F.2d 1400, 182 USPQ 108, 110 (CCPA 1974).

Regarding likelihood of confusion, the Board's determination is based on an analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the issue of likelihood of confusion as set forth in /n re E. 1. du Pont
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de Nemours  Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973).

On likelihood of confusion, opposer argues, inter alia, that both parties' marks include the term CAPTAIN, that this
term is dominant and is identical in sound, sight and meaning, and that its marks are famous. It further argues that the
parties' goods are virtually identical in that they are rum or rum-based beverages, that they are relatively inexpensive,
and that ordinary consumers would exercise nothing more than ordinary care in their purchasing decisions. [*16] In
support, opposer submitted the declaration of one of its vice presidents.

For its part, applicant argues, inter alia, that CAPTAIN MORGAN and CAPTAIN RUSSELL CUBA LIBRE share
only one common word, and that they are dissimilar because the former associates in the minds of most consumers
with the colorful character of a Jamaican pirate Henry Morgan, a captain of pirate ships that looted trade ships,
whereas the latter connotes a US Army officer who invented famous Cuba Libre beverage drink sometime around
1898 in Cuba and who was stationed there during the Spanish-American War of 1898 (applicant's brief, p. 4). It argues
that both parties' goods have rum, but in different proportions and different alcohol-by-volume percentages; it also
argues that opposer's product is sold with spiced rums and hard liquors, whereas its product is likely to be sold with
refrigerated premade drinks.

On the record on summary judgment, opposer has not met its burden such as would entitle it to judgment as a
matter of law on the Section 2(d) claim. At a minimum, there is a genuine dispute of material fact with respect to the
similarity or dissimilarity between the marks, and in particular, regarding [*17] the meanings or connotations created
by the respective marks, and the commercial impression that each creates in the minds of consumers who encounter the
goods.

In view of these findings, opposer's motion for summary judgment with respect to its Section 2(d) claim is denied.

Summary

Inasmuch as opposer's motion for summary judgment is granted with respect to the ground that applicant lacked a
bona fide intent to use the mark in commerce as of the filing date of the application, the opposition is sustained and
registration of the mark is refused.

Legal Topics:

For related research and practice materials, see the following legal topics:

Trademark LawLikelihood of ConfusionGeneral OverviewTrademark LawU.S. Trademark Trial & Appeal Board
ProceedingsOppositionsGroundsTrademark LawU.S. Trademark Trial & Appeal Board
ProceedingsOppositionsStanding
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PRL USA Holdings, Inc. v. Rich C. Young
Opposition No. 91206846
Trademark Trial and Appeal Board
2013 TTAB LEXIS 548
October 16, 2013, Decided
JUDGES [*1]
Before Cataldo, Taylor, and Masiello, Administrative Trademark Judges.
OPINION BY Cohen, Wendy Boldt
OPINION
THIS OPINION IS NOT A PRECEDENT OF THE TTAB
By the Board

Rich C. Young ( applicant ) seeks to register the mark IRISH POLO CLUB USA and design depicted below
( applicant's mark ):Image 1 for shirts in International Class 25. nl

nl Application Serial No. 85477199 was filed November 19, 2011 under Trademark Act Section 1(b), /5 U.S.C.
$ 1051(b), based on an assertion of a bona fide intent to use the mark in commerce.

PRL USA Holdings, Inc. ( opposer ) filed its notice of opposition to the registration of applicant's mark on the
grounds of likelihood of confusion and dilution. n2 Applicant submitted its answer, n3 generally denying the allegations
of the notice of opposition.

n2 In support of these grounds opposer has claimed ownership of numerous registrations containing, infer alia,
POLO, POLO RALPH LAUREN and/or the design

Image 2 and alleges that it uses American iconography, including the words, 'USA' and 'America,’ in
connection with its marks.
[*2]
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n3 On November 11, 2012, applicant filed an answer in Opposition No. 91206846. To the extent that the
November 11,2012 answer does not comply with Fed. R. Civ. P. 8(b)(1), applicant's answer is treated as a
general denial of all allegations of the notice of opposition. See Fed. R. Civ. P. 8(b) (3).

This case now comes up on the following motions:

1. Opposer's motion to amend its notice of opposition (filed July 8, 2013) to add a claim that applicant's
application is void ab initio based on a lack of bona fide intent to use; and

2. Opposer's motion for summary judgment based on its claim of no bona fide intent to use (filed July 8,
2013).

Each motion has been fully briefed. The Board will consider each motion in turn. Motion to amend

Opposer seeks to amend the notice of opposition to add a claim of lack of bona fide intent to use the mark in
commerce. Applicant has opposed the motion.

Amendments to pleadings in inter partes proceedings before the Board are governed by Fed. R. Civ. P. 15, which is
made applicable to Board proceedings by Trademark Rule 2.116(a) [*3] . See also TBMP § 507.01. Fed. R. Civ. P.
15(a) governs amendments before trial. Pursuant to Fed. R. Civ. P. 15(a)(2), where, as here, a party may not amend its
pleading as a matter of course,

...a party may amend its pleading only with the opposing party's written consent or the court's leave. The
court should freely give leave when justice so requires.

The Board liberally grants leave to amend pleadings at any stage of a proceeding when justice so requires, unless entry
of the proposed amendment would violate settled law or be prejudicial to the rights of the adverse party or parties. See
TBMP § 507.02.

The timing of the motion for leave to amend plays a large role in the Board's determination of whether the adverse
party would be prejudiced by allowance of the proposed amendment. See, e.g., United States Olympic Committee v.
O-M Bread Inc., 26 USPQ2d 1221, 1222 (TTAB 1993)(applicant not prejudiced because proceeding still in pre-trial
phase); Focus 21 International Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 USPQ2d 1316, 1318 (TTAB 1992)
(motion to amend filed prior to opening of petitioner's testimony period [*4] permitted); Caron Corp. v. Helena
Rubinstein, Inc., 193 USPQ 113 (TTAB 1976)(neither party had yet taken testimony); Mack Trucks, Inc. v. Monroe Auto
Equip. Co., 182 USPQ 511, 512 (TTAB 1974)(applicant would not be unduly prejudiced since no testimony has yet
been taken); TBMP § 507.02(a). For example, the Board generally will grant such motions when the proceedings are
still in the pre-trial stage. See, e.g., Cool-Ray, Inc. v. Eye Care, Inc., 183 USPQ 618, 621 (TTAB 1974).

On review of the parties' arguments, n4 the Board finds no evidence of undue delay by opposer in filing its motion
to amend its pleading. Opposer alleges its motion is predicated on information learned during discovery, and there are
no allegations that opposer unduly delayed filing its motion after learning the information in discovery.

n4 In applicant's response to opposer's motion to amend its notice of opposition, applicant appears to also move
to amend some of his discovery responses. The parties have a duty to correct or supplement their discovery
responses. See Fed. R. Civ. P. 26(e). To the extent applicant's request may be deemed a motion to amend his
discovery responses, the motion is unnecessary. Applicant is under a duty to correct or supplement his discovery
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responses and may do so under his own initiative.
[*5]

Additionally, it appears unlikely that applicant will be prejudiced by allowance of the amendment. Trial has not yet
begun and additional discovery does not appear to be necessary since neither party has requested additional discovery.
Indeed, opposer is seeking summary judgment on the additional ground of lack of bona fide intent to use in the
amended pleading.

In view of the foregoing, opposer's motion to amend is hereby GRANTED. The amended notice of opposition
included in opposer's motion shall be treated as opposer's operative pleading in this case.

Motion for Summary udgment

Summary judgment is an appropriate method of disposing of cases in which there are no genuine disputes as to
material facts, thus leaving the case to be resolved as a matter of law. See Fed. R. Civ. P. 56(c). In deciding motions for
summary judgment, the Board must follow the well-established principles that, in considering the propriety of summary
judgment, all evidence must be viewed in a light favorable to the non-movant, and all justifiable inferences are to be
drawn in the non-movant's favor. The Board may not resolve disputes of material fact; it may only ascertain whether
[*6] such disputes are present. See Lloyd's Food Products Inc. v. Eli's Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir.
1993); Opryland USA Inc. v. Great American Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); Olde
Tyme Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992).

When the moving party has supported its motion with sufficient evidence which, if unopposed, indicates there is no
genuine dispute of material fact, the burden then shifts to the non-moving party to demonstrate the existence of a
genuine dispute of material fact to be resolved at trial. Enbridge, Inc. v. Excelerate Energy LP, 92 USPQ2d 1537, 1540
(TTAB 2009). The non-moving party, however, may not rest on the mere allegations of its pleadings and assertions, but
must designate specific portions of the record or produce additional evidence showing the existence of a genuine
dispute as to a material fact for trial. Consequently, factual assertions without evidentiary support are insufficient to
defend against a motion for summary judgment. See Hornblower — Weeks Inc. v. Hornblower — Weeks Inc., 60
USPQ2d 1733, 1739 (TTAB 2001); [*7] and S L Acquisition Co. v. Helene Arpels Inc., 9 USPQ2d 1221, 1225 (TTAB
1987). For purposes of this motion, we deem all new allegations in the amended notice of opposition to be denied and a
matter of dispute, unless the parties' submissions on this motion resolve such dispute by means of sufficient evidence.

We turn first to the issue of standing, a threshold issue that must be proven by a plaintiff in every inter partes case.
See Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d 1023 (Fed. Cir. 1999); Jewelers Vigilance Committee, Inc. v.
Ullenberg Corp., 823 F.2d 490, 2 USPQ2d 2021 (Fed. Cir. 1987). The Board finds that there is no genuine dispute of
material fact concerning opposer's standing. Opposer submitted a status and title copy of its pleaded registrations with
its amended notice of opposition which sufficiently establishes its standing to bring this proceeding. See Vital
Pharmaceuticals Inc. v. Kronholm, 99 USPQ2d 1708, 1709 (TTAB 2011); Edwards Lifesciences Corp. v. VigiLanz
Corp., 94 USPQ2d 1399, 1408 (TTAB 2010). Moreover, applicant has not disputed opposer's standing.

Trademark [*8] Act Section 1(b), 15 U.S.C. Section 1051(b), states that a person who has a bona fide intention,
under circumstances showing the good faith of such person, to use a trademark in commerce may apply for registration
of the mark. An applicant's bona fide intent to use a mark must reflect an intention that is firm, though it may be
contingent on the outcome of an event (that is, market research or product testing) and must reflect an intention to use
the mark 'in the ordinary course of trade, ... and not ... merely to reserve a right in a mark." Commodore Electronics
Ltd. v. CBM Kabushiki Kaisha, 26 USPQ2d 1503 (TTAB 1993) (quoting Trademark Act Section 45, 15 U.S.C. Section
1127, and citing Senate Judiciary Comm. Rep. on S. 1883, S. Rep. No. 515, 100th Cong., 2d Sess. 24-25 (1988)). A
determination of whether an applicant has a bona fide intention to use the mark in commerce is an objective
determination based on all the circumstances. Boston Red Sox Baseball Club LP v. Sherman, 88 USPQ2d 1581, 1587
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(TTAB 2008); see also Aktieselskabet AF 21 November 2001 v. Fame Jeans Inc., 525 F.3d 8, 381 U.S. App. D.C. 76, 86
USPQ2d 1527, 1537-38 (D.C. Cir. 2008) [*9] ( Here, Congress made clear that a 'bona fide intent to use' also involves
an objective standard by specifying there must be 'circumstances showing . . . good faith.' Thus, an opposer may defeat
a trademark application for lack of bona fide intent by proving the applicant did not actually intend to use the mark in
commerce or by proving the circumstances at the time of filing did not demonstrate that intent. ). In determining the
sufficiency of documentary evidence demonstrating bona fide intent, the Board has held that the Trademark Act does
not expressly impose any specific requirement as to the contemporaneousness of an applicant's documentary evidence
corroborating its claim of bona fide intention. Rather, the focus is on the entirety of the circumstances, as revealed by
the evidence of record. Lane Ltd. v. Jackson International Trading Co., 33 USPQ2d 1351, 1355 (TTAB 1994).

As a general rule, the factual question of intent is unsuited to disposition on summary judgment. See Copelands’
Enterprises, Inc. v. CNV, Inc., 945 F.2d 1563, 20 USPQ2d 1295 (Fed. Cir. 1991). Nonetheless, one way an opposer can
establish its prima facie case of no bona fide [*10] intent is by proving that applicant has no documentary evidence to
support its allegation in the application of its claimed bona fide intent to use the mark in commerce as of the application
filing date. Saul Zaentz Co. v. Bumb, 95 USPQ2d 1723, 1727 (TTAB 2010). Where there is no evidence of an applicant's
bona fide intent to use the mark at issue on the claimed goods or services, entry of summary judgment on a claim that
the applicant had no bona fide intent to use the mark in commerce when he filed his involved application may be
warranted. See Honda Motor Co. v. Winkelmann, 90 USPQ2d 1660 (TTAB 2009).

In support of its motion for summary judgment, opposer has submitted copies of its discovery requests and
applicant's discovery responses. Opposer alleges, inter alia, that based on applicant's discovery responses, applicant did
not have the required bona fide intent to use his mark at the time of filing his application. Specifically, opposer refers to
applicant's responses to interrogatories nos. 1, 3, 5-6, and 8-9. n5 Those interrogatories ask, in general, that applicant
indentify, inter alia, the products to be sold under applicant's mark, [*11] applicant's general revenue and/or goods
sold (without regard to whether the revenue or goods are in association with applicant's mark) in past years, and any
market research conducted with respect to applicant's mark.

n5 Those interrogatories are:

Blnterrogatory 1: Identify all Products offered or intended to be offered for sale by Applicant
bearing Applicant's Mark.

Interrogatory No. 3: Identify all Persons responsible for inventing, creating, manufacturing,
designing, and/or revising any Products that bear or will bear Applicant's Mark.

Interrogatory No. 5: Identify Applicant's total revenues from the sale and/or licensing of goods in
2011 and 2012.

Interrogatory No. 6: Identify the goods manufactured, sold and/or distributed by Applicant in
2011 and 2012.

Interrogatory No. 8: Identify all market research relating to Applicant's Mark or any product
and/or service marketed or proposed to be marketed under Applicant's Mark.

Interrogatory No. 9: Identify all Persons with whom Applicant has entered or intends to enter into
a license, contract or other agreement, including but not limited to coexistence agreements,
regarding use of Applicant's Mark.
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[*12]

Applicant's response to each of these interrogatories is that he is in an intention to use status and that he does not
have any business planning yet. Opposer also refers to applicant's lack of document production in response to
document requests 2-4, and 6-8 n6 wherein opposer asks applicant, inter alia, to produce documents regarding his
agreements, proposals or negotiations to sell and/or license his products under applicant's mark, manufacturing of goods
with applicant's mark, and the types of product lines to be sold under applicant's mark. Applicant responds to those
document requests by indicating no documents exist apparently because he is in an intention to use status and does not

have any business planning yet or that he does not have business activities yet.

n6 Those document requests are:

Document Request No. 2: All Documents that relate to the creation, selection, adoption and/or
development of Applicant's Mark.

Document Request No. 3: All Documents concerning agreements, proposals or negotiations with
any Person to license, produce, sell, offer for sale and/or distribute products bearing Applicant's
Mark.

Document Request No. 4: All Documents concerning the manufacturing and/or planned
manufacturing, including orders and/or samples, of Products that bear or will bear Applicant's
Mark.

Document Request No. 6: All Documents concerning: (a) searches performed with respect to all
trademarks considered for products bearing Applicant's Mark, and (b) opinions of counsel
rendered regarding these marks.

Document Request No. 7: Documents sufficient to identify each different product and/or product
line sold or intended to be sold by Applicant under Applicant's Mark.

Document Request No. 8: Documents sufficient to identify the scope and operation of Applicant's
business, including but not limited to Documents showing total revenues and sales for the past
three years and Documents showing distributors, manufacturers, and retailers with which
Applicant does business.

[*13]

Opposer argues that these responses are evidence that applicant has engaged in no relevant business activities or
planning beyond his initial Application ; that applicant is not involved in any manufacturing, sale, licensing or
distribution of any goods whatsoever; and that, therefore, applicant's application is void ab initio because applicant
lacked the requisite bona fide intent to use applicant's mark at the time the application was filed.

In response to the motion for summary judgment, applicant argues, infer alia, that his interrogatory responses and
lack of document production are a result of being in an intention to use status and not yet being open for business; that
if the Board approve[s] [applicant's mark for registration] . . . Applicant will made [sic] the Tee shirts, Polo shirts with
[applicant's mark and] . . . will distribute through EBay and Amazon systems throughout [the] whole U.S.A. ; that he
will have all the documentary evidence required such as business activities, business planning, identify or conceive
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which the mark intent to use [sic] after the Board approves applicant's mark; and that therefore, his discovery responses
demonstrate [*14] his bona fide intent to use applicant's mark.

The record demonstrates that applicant has no documentary evidence of business plans, marketing or promotional
activities, nor any discussions with manufacturers or licensees which could substantiate his claim of a bona fide intent
to use applicant's mark in commerce as of the filing date of the application. Cf. Lane Ltd. v. Jackson, 33 USPQ2d 1351.
Applicant has failed to produce any evidence of any current business, whether related to the goods listed in applicant's
application or otherwise. His response to the motion for summary judgment does not include any objective evidence of

circumstances showing... good faith, and does not support a finding that his intent to use is bona fide.

The Board has repeatedly found a lack of bona fide intent to use a mark by individuals who lack the demonstrated
capacity to produce the goods identified in the application. Swatch AG (Swatch SA)(Swatch Ltd.) v. M.Z. Berger  Co.,
Inc., USPQ2d , 2013 TTAB LEXIS 515 (TTAB, Opposition No. 91187092, September 30, 2013); see L'Oreal S.A. v.
Marcon, 102 USPQ2d 1434 (TTAB 2012); Saul Zaentz Co., 95 USPQ2d at 1726-27; [*15] Wet Seal, Inc. v. FD Mgmt.,
Inc., 82 USPQ2d 1629, 1643 (TTAB 2007).

On this record, and upon careful consideration of the parties' arguments and the evidence submitted, we find that
applicant's intent at the time he filed his application was merely to reserve a right in the mark in case it was later
approved for registration by the USPTO; and that applicant would only at some unspecified future time begin
developing a business. This is not a bona fide intent to use the mark in commerce as defined by Section 45 of the
Trademark Act on the identified goods. See Swatch AG v. M.Z. Berger, USPQ2d , 2013 TTAB LEXIS 515 (TTAB
2013). Applicant's mere statements of intent to use applicant's mark and his denial that he lacked a bona fide intent is
not adequate evidence of a bona fide intent to use a mark. See Saul Zaentz Co., 95 USPQ2d at 1726-27. Because there is
no documentary evidence of applicant's bona fide intent to use applicant's mark in commerce to identify his goods at the
time he filed his application, and applicant has not come forth with any evidence to explain his lack of documentary
evidence, the Board cannot conclude that applicant had [*16] a bona fide intent to use his mark at the time of filing the
application.

In view thereof, opposer has established that there is no genuine dispute of material fact as to applicant's lack of
bona fide intent to use applicant's mark as of the filing date of the application. Accordingly, opposer's motion for
summary judgment is granted on its claim of no bona fide intent to use the mark in commerce. The opposition is
sustained under Trademark Act Section 1(b) and application Serial No. 85477199 is refused registration.

Legal Topics

For related research and practice materials, see the following legal topics:

Trademark LawProtection of RightsCommercial Uselntended UseTrademark LawProtection of
RightsRegistrationGeneral OverviewTrademark LawU.S. Trademark Trial & Appeal Board
ProceedingsOppositionsGrounds
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Kent G. Anderson ( applicant ) filed an application to register the mark FUTURE, as shown below, for hundreds of
goods and services in International Classes 3, 12, and 35 n2:

n2 Serial No. 76511652, filed May 5, 2003, pursuant to Section 1(b) of the Trademark Act, 15 U.S.C. § 1051(b),
in all classes, alleging a bona fide intent to use the mark in commerce.

[*2]

The trademark examining attorney refused registration of the mark for all of the goods identified in International
Class 12, and some of the services identified in International Class 35, under Section 2(d) of the Trademark Act of
1946, 15 U.S.C. § 1052(d), on the ground of likelihood of confusion, citing registrations owned by the same entity for
the mark FUTURA, in typed drawing format, for tires, n3 and for automotive accessories, namely, vehicle wheel
caps and hub caps. n4 The goods and services for which the mark is refused are as follows:

International Class 12 n5: Vehicles, namely cars; apparatus for locomotion by land, air, water, space, namely
automobiles, trucks, vans, sport utility vehicles, aircrafts, water crafts, space craft and their structural parts thereof;
motorcycles, scooters, mini bikes, go-cars, locomotive, garbage hauling trucks, semi tractor trailers, and their structural
parts and engines; buses, recreational vehicles, all terrain vehicles and ambulances; vehicles operate by gas, electric,
fuel or other source of power, namely, snowmobiles, tractors, and trolleys; accessories for trucks, namely truck liners,
tow bars, transmissions, [*3] travel trailers, turn signals, universal joints, van conversions, dipstick, mirrors, velocity
joint, suspension struts, ball joint, idle arms, sun visors, windshield visors, rearview mirror, shock absorbers, steering
wheel, windshield wipers, windshield wiper blades, vehicle propellers, vehicle roll bars, seat covers, sport toy sports
vehicles, tires and spare tires, tire rims, stirring boosters, wheel locks, suspension systems, vehicle theft alarms,
thrusters for vehicles, wheel bearings, tire inflators, tire pumps, torque converters, plastic parts for vehicles, namely
automobile and vehicle exterior and interior trim, plastic extruded decorative of protective trim, racket for vehicles,
recreational vehicle awnings, truck campers, rail vehicle for passenger carriage, railway cars, saddles for bicycles and
motorcycles, seat belts used in vehicles, side shields, motors, mud flaps, brackets for structural parts of vehicle, brake
cables, clutch cables, fork bearings; for motorcycles, handle bars, handlebar control dampers, handle bar clips brick
calibers, brick pedals, brake rooters, front spacers, front dash, panels, shift lever, and headlight mounds, pickup truck
cabs, wheels, windshields, [*4] differentials, drive shaft, drive belts, drive gears, fenders, mud guards, running boards,
land vehicles suspension parts, coral springs, leaf spring, land vehicle transmission, axles, license plates frames, lug nut,
luggage carriers, mirrors, gas caps, horns, hood shield, hubcap covers, internal combustion engines for land vehicles,
children care vehicles, directional signals, disk pads, dollies, door panels, drive shafts, engine camshafts, fitted covers
for vehicles, truck lift, calibers, drums, boosters, pad shoes; bicycle parts, namely, frames, bells, gears, handle bars,
changers, speed gears, drive chains, disk wheels, spokes for tires, handle brakes, racing number plates, pedals, saddles;
axle bearing for land vehicles, vehicle seats, vehicle windows, automobile bodies, chassis, bumpers and replace parts
thereof; aircraft structural parts thereof, namely propeller blades, fuselages, landing gears, aircraft bodies, engines, seats,
amphibious airplanes, gliders, kit planes, prefabricated planes and their structural parts thereof; rocket ships, lunar
rover, and shuttles and parts and structural parts thereof; jet boats, houseboats, pontoon boats, sailboats, sail planes,
yachts, [*5] hydroplanes, water scooter, ferry boats, boats, ships, hover craft and structural parts thereof; and

International Class 35: distributorships featuring . . . automobiles, trucks, aircraft; retail automobile and vehicle parts
stores; online ordering in the field of . . . automotive and vehicle parts; dealerships in the field of automobiles and
water-crafts, namely, boats and motorcycles; independent sales representatives in the field of automobiles, aircraft, . . . ;
promoting and conducting trade shows in the field of automobile parts.
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n3 Registration No. 1582462, issued February 13, 1990, in International Class 12. Sections 8 and 15 affidavits
accepted and acknowledged. Renewed twice.

n4 Registration No. 2454578, issued May 29, 2001, in International Class 12. Sections 8 and 15 affidavits
accepted and acknowledged. Renewed. The registration contains a translation statement: The English
translation of the word 'FUTURA' in the mark is 'future.’

n5 This identification is noted exactly as it appears on the Office database.

[*6]

Applicant also filed an application to register the mark FUTURE MOTORS, as shown below, for hundreds of
goods and services in International Classes 3, 9, 12, 28, 35, 40, 43 and 44: n6

n6 Serial No. 76514799, filed May 16, 2003, pursuant to Section 1(b) of the Trademark Act, 15 U.S.C. §
1051(b), in all classes, alleging a bona fide intent to use the mark in commerce, and disclaiming the exclusive
right to use the term MOTORS apart from the mark as shown.

The trademark examining attorney handling that application refused registration of the mark for certain of the
goods identified in International Class 12, and certain of the services identified in International Classes 35 and 40, under
Section 2(d) of the Trademark Act of 1946, 15 U.S.C. § 1052(d), on the ground of likelihood of confusion, citing the
same registrations for FUTURA (Registration Nos. 1582462 and 2454578) cited against applicant's FUTURE
application. The goods [*7] and services for which the mark is refused are as follows:

International Class 12: motor vehicles, namely, automobiles, trucks, vans, cars, sport utility vehicles, vehicles, namely,
experimental cars, concept cars, electric cars, gas cars; family cars; racing cars; sports cars; recreational vehicles,
namely, campers and motor homes; buses; motorized scooters; all terrain vehicles; motorcycles; bicycles; engines and
motors for land vehicles;

International Class 35: retail store services featuring . . . tires; providing information about automobiles for sale by
means of the Internet; operation of businesses for others, namely, retail automobile parts and accessories stores, vehicle
dealerships, motorcycle dealerships, arranging and conducting trade shows in the field of automobiles; logistics
management in the field of vehicles; catalog ordering services featuring vehicles; mail order services featuring vehicles,
... parts and accessories for vehicles; retail store services featuring . . . automobiles; wholesale store featuring . . .
automobiles; wholesale stores featuring auto patrts, . . . and automobiles; independent sales representative in the field of
vehicles, [*8] trucks, ATV, automobiles, electric vehicles; retail store services featuring automobile parts and
accessories; retail gas station services featuring gasoline pumps; retail gift stores featuring vehicles; retail consignment
stores featuring . . . automobiles; retail services by direct solicitation by sales agents in the field of automobiles; shop at
home parties featuring vehicles, . . . parts and accessories for vehicles; dealerships featuring automobiles, . . .
motorcycles, on-line trade show in the field of vehicles, . . . land craft and new inventions related to vehicles; customer
services in the field of vehicles; preparing audio-visual displays in the field of vehicles; providing door-to-door
shopping services in the field of vehicles providing home shopping services in the field of vehicles, . . . land craft, and
parts and accessories for vehicles by means of television; and

International Class 40: manufacturing services for others in the field of vehicles, automobiles.

For each application, the examining attorney also asserted that collateral estoppel bars registration of the mark for
the refused goods and services. The assertion of collateral estoppel is based on [*9] a prior consolidated proceeding in
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which the Board sustained oppositions to several of applicant's applications.

Upon final refusal of registration of the mark in each of the applications, applicant filed a timely appeal. Applicant
and the examining attorneys filed briefs in the respective cases. Since both applications deal with common questions of
law and fact, we are consolidating the appeals and issuing one decision. TBMP § 1214 (3rd ed. 2011). Where
appropriate, we have taken into account relevant factual differences in the cases.

For the reasons discussed herein, the Board finds the examining attorneys' arguments persuasive regarding the
preclusive effect of the prior oppositions on application Serial Number 76511652 (FUTURE) but not 76514799
(FUTURE MOTORS). The Board further affirms the Section 2(d) refusals to register for both applications.

Applicant s Identification of Goods and Services

As a preliminary matter, we find it necessary to comment on the sheer volume and array of goods and services in
applicant's identifications of goods and services, both within and between classes. In both applications, in International
Class 12 alone, applicant claims to have a [*10] bona fide intent to use the mark on goods as diverse as motorcycles,

ferry boats, and lunar rovers, while in International Class 35, applicant claims to have a bona fide intent to use the
mark in connection with literary agencies, business management services and wholesale stores featuring [among
other things] toys. Although not an issue in this ex parte proceeding, it should be noted that by identifying such a large
number and diverse range of goods and services, the involved application may be subject to challenge in inter partes
proceedings, not only to a wider array of likelihood of confusion claims under Section 2(d) but also to potential claims
of fraud or lack of a bona fide intent to use the marks in commerce. n7

n7 In noting this, we are not suggesting that the examining attorney should have issued refusals on the grounds
of fraud or lack of bona fide intent to use the mark in commerce. See TMEP (8th ed. 2011) Section 720 (Fraud
Upon the USPTO); 1101 (Bona Fide Intention to Use the Mark in Commerce).

[*11]
Collateral Estoppel

We consider first the assertion by the examining attorneys in both applications that the issues presented herein are
identical to those presented in a prior litigated inter partes proceeding, namely, consolidated Opposition Nos. 91157538,
91157768, 91158277, 91158509, 91158520, 91158786, 91164461, 91164602 and 91165913, all of which were decided
by the Board on August 6, 2008. In that consolidated proceeding, applicant herein sought to register the marks
FUTURE and FUTURE/TOMORROW and design for some of the same goods and services as in the current
applications. An opposition was brought by the owner of the two FUTURA registrations which have been cited herein.
After completing its likelihood of confusion analysis based on the du Pont factors, the Board sustained the oppositions
as to applicant's FUTURE mark for the goods in International Classes 12, 35 and 40, and as to applicant's
FUTURE/TOMORROW and design mark in International Class 12. See In re E. I. du Pont de Nemours  Co., 476 F.2d
1357, 177 USPQ 563, 567 (CCPA 1973).

The doctrine of collateral estoppel, or issue preclusion, applies when a matter has been litigated [*12] and
decided. Migra v. Warren City Sch. Dist. Bd. Of Educ., 465 U.S. 75,77,n.1, 104 S. Ct. 892, 79 L. Ed. 2d 56 (1984). It
is one of the preclusion doctrines encompassed by res judicata. Id.; see also Sharp Kabushiki Kaisha v. ThinkSharp
Inc., 448 F.3d 1368; 448 F.3d 1368, 79 USPQ2d 1376, 1378 (Fed. Cir. 2006). The requirements for application of
collateral estoppel are (i) the issue is identical to one in a prior proceeding; (ii) the identical issue was actually litigated;
(iii) determination of the issue was necessary to the judgement in the prior proceeding; and (iv) the party defending
against preclusion had a full and fair opportunity to litigate the issue in the prior proceeding. Mayer/Berkshire Corp. v.
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Berkshire Fashions, Inc., 424 F.3d 1229, 1232, 76 USPQ2d 1310, 1313 (Fed. Cir. 2005) (citing Montana v. U.S., 440
U.S. 147, 153-155, 99 S. Ct. 970, 59 L. Ed. 2d 210 (1979)).

Historically, the general rule was that collateral estoppel was only binding against parties to the prior action. See
Wright & Miller 18A Federal Practice & Proc. § 4449 (2d ed. 2011) ( [a]t the same time, the judgment carries the
ordinary precedential weight of stare decisis ). However, the Supreme [*13] Court has determined that collateral
estoppel could, in some situations, be asserted by a non-party to the prior action. See Blonder-Tongue Laboratories,
Inc. v. University of lllinois Foundation, 402 U.S. 313,329, 91 S. Ct. 1434, 28 L. Ed. 2d 788 (1971) (allowing use of
defensive collateral estoppel by a litigant who was not a party to a prior patent invalidity verdict against an asserting
plaintiff who was party to the prior action); see also Parklane Hosiery Co., Inc. v. Shore, 439 U.S. 322, 331, 99 S. Ct.
645, 58 L. Ed. 2d 552 ( [w]e have concluded that the preferable approach for dealing with these problems in the federal
courts is not to preclude the use of offensive collateral estoppel, but to grant trial courts broad discretion to determine
when it should be applied. ).

The Board has applied the doctrine of collateral estoppel in an inter partes proceeding following a prior ex parte
proceeding in which a refusal of the applicant's prior application for the same mark and goods or services had been
affirmed. Lukens Inc. v. Vesper Corp., 1 USPQ2d 1299, 1301 (TTAB 1986) (Board applied collateral estoppel where
applicant had been denied same mark and judgment had been affirmed on appeal to [*14] district court), aff'd mem.,
831 F.2d 306 (Fed. Cir. 1987); compare Flowers Industries Inc. v. Interstate Brands Corp, 5 USPQ2d 1580 (TTAB
1987) (Board declined to apply collateral estoppel although applicant had been denied mark in prior ex parte
proceeding, but sustained opposition on merits); see also Nextel Communications, Inc. v. Motorola, Inc., 91 USPQ2d
1393, 1399 (TTAB 2009) (Board found, in second action between the parties, the requirements of collateral estoppel
were met with regard to certain but not all of the goods, and opposer was entitled to judgment on those goods).

We have also, in an ex parte proceeding, applied claim preclusion (res judicata) where an applicant had already
been refused registration for the same mark and goods in a prior ex parte proceeding, and applicant did not demonstrate
a change of circumstances such as to justify not applying preclusion based on the prior judgment. In re Bose, 476 F.3d
1331, 81 USPQ2d 1748, 1752 (Fed. Cir. 2007) (cautioning that Board must be judicious in applying res judicata, but
noting, [in] this case, however, there is no dispute that the same applicant, [*15] Bose, is involved in the prior and
present proceedings and that there was a prior final judgment on the merits, i.e., the functionality of the identical design.
Thus, the general prerequisites of res judicata have been satisfied. ); compare In re Honeywell Inc., 8 USPQ2d 1600,
1601-02 (TTAB 1988) ( In general, there is nothing to preclude an applicant from attempting a second time in an ex
parte proceeding to register a particular mark if conditions and circumstances have changed since the rendering of the
adverse final decision in the first application. The question generally in the second proceeding is whether changes in
facts and circumstances do exist and, if so, whether they can support the registration sought. )

Here the examining attorneys seek to invoke the doctrine of collateral estoppel in ex parte proceedings based on a
final judgment entered in a prior inter partes case. The Court of Appeals for the Federal Circuit, which we have often
referred to as our primary reviewing court, has advised that [c]aution is warranted in the application of preclusion by
the PTO. Mayer/Berkshire Corp. v. Berkshire Fashions, Inc., supra, 76 USPQ2d at 1314. [*16] However, at the same
time, we take heed that it is firmly within our discretion to apply collateral estoppel where it is warranted. n8 See
Parklane Hosiery, supra, 439 U.S. at 331. We must consider that [c]ollateral estoppel, like the related doctrine of res
judicata, has the dual purpose of protecting litigants from the burden of relitigating an identical issue with the same
party or his privy and of promoting judicial economy by preventing needless litigation. Id. at 326. The Federal Circuit,
in considering a similar situation before the Board of Patent Appeals and Interferences, held that it was appropriate for
that Board to find collateral estoppel applicable in an ex parte reexamination proceeding with regard to the claim
construction undertaken by a federal district court (in an inter partes proceeding) that had taken place while the Board
proceedings were stayed. In re Freeman, 30 F.3d 1459, 1467, 31 USPQ2d 1444 (Fed. Cir. 1994) ( The doctrine of
issue preclusion is premised on principles of fairness. Thus, a court is not without some discretion to decide whether a
particular case is appropriate for application of the doctrine. [*17] [citations omitted]. ). Accordingly, we look to the
applicable factors.
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n8 In so stating, we take note that some of our precedents have referred to the doctrine of stare decisis when
applying preclusion in ex parte appeals. See In re Hotels.com, 87 USPQ2d 1100, n.6 (TTAB 2008) ( in the
context of this ex parte proceeding, we consider a res judicata argument to be equivalent to a stare decisis
argument ), aff'd 573 F.3d 1300, 91 USPQ2d 1532 (Fed. Cir. 2009); In re Johanna Farms Inc., 8 USPQ2d
1408, 1411 (TTAB 1988) (Board reversed examining attorney's stare decisis finding due to sufficient
presentation by applicant of new Section 2(f) evidence); In re Alfred Dunhill Ltd., 224 USPQ 501, n.7 (TTAB
1984) (finding res judicata in ex parte proceedings to be stare decisis). While stare decisis remains a valid
doctrine, which can, inter alia, be applicable in a subsequent ex parte proceeding when the applicant contested
the issue in a prior ex parte proceeding, the better practice is for an examining attorney to invoke collateral
estoppel where it is applicable, as discussed herein. In that regard, it is also advisable for an examining attorney
to make a refusal on the merits (as was done in the present cases) for completeness and taking into account the
possibility that a finding of collateral estoppel may be reversed on appeal. See TMEP (8th ed. 2011) Section
1217.

[*18]

We turn first to application Serial No. 76511652 (FUTURE). The first question is whether there was an identical
issue raised in a prior proceeding. Mayer/Berkshire Corp. v. Berkshire Fashions, Inc., supra, 76 USPQ2d at 1313. We
find that there was. The mark in the present case, FUTURE, is identical to the mark litigated in the prior inter partes
action, as are various of the goods and services in Classes 12 and 35, the classes involved in the refusal here.

We turn then to the second question. Was the identical issue actually litigated in the prior proceeding? We find that
it was. The issue raised in the prior opposition proceedings was the Section 2(d) claim of likelihood of confusion with
opposer's marks, the same marks cited in the current proceeding. This ground was raised and litigated by the parties.

We next consider the third question. Was the determination of the issue necessary to the judgement in the prior
proceeding? We find that it was. Likelihood of confusion was the basis on which the opposer brought the prior
oppositions. The determination of this issue was therefore essential to the resolution of the proceeding.

We then consider the fourth factor [*19] necessary to find preclusive effect of collateral estoppel. Did the party
defending against preclusion have a full and fair opportunity to litigate the issue in the prior proceeding? We find that
he did. There have been no allegations, nor any evidence, that there is any reason not to apply the typical effects of
preclusionary judgment to this proceeding. For these reasons, we find the doctrine of collateral estoppel to be applicable
and to preclude applicant's registration of FUTURE for the refused goods and services in application Serial No.
76511652.

We next consider the applicability of the factors to application Serial No. 76514799 (FUTURE MOTORS). The
first question is whether there was an identical issue raised in a prior proceeding. We find that there was not. The marks
at issue in the prior oppositions were FUTURE and FUTURE/TOMORROW and design. We do not find either of these
marks to be substantially identical to the mark FUTURE MOTORS such as to have a preclusive effect in the present
action. Compare Lukens Inc. v. Vesper Corp., 1 USPQ2d 1299, 1301 (TTAB 1986) (identical mark sought to be
registered), aff'd mem., 831 F.2d 306 (Fed. Cir. 1987); [*20] Nextel Commc'ns, Inc. v. Motorola, Inc., 91 USPQ2d
1393, 1398 (prior judgment was based on nearly the same proposed mark (same cadence, but with a tone at 911 Hz)) )
Accordingly, there is no need to consider the other three elements. We find that the prior oppositions do not have
preclusive effect on applicant's attempt to register Serial No. 76514799 (FUTURE MOTORS). Accordingly, we turn to
the merits of the Section 2(d) refusal in that application.

Likelihood of Confusion, Application No. 76514799 (FUTURE MOTORS)
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We base our determination under Section 2(d) on an analysis of all of the probative evidence of record bearing on a
likelihood of confusion. In re E. I. du Pont de Nemours — Co., supra, 177 USPQ at 567 (CCPA 1973); see also Inre
Majestic Distilling Company, Inc., 315 F.3d 1311, 65 USPQ2d 1201, 1203 (Fed. Cir. 2003). In any likelihood of
confusion analysis, two key considerations are the similarities between the marks and the similarities between the goods
or services. See Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976)

( The fundamental inquiry mandated [*21] by § 2(d) goes to the cumulative effect of differences in the essential
characteristics of the goods and differences in the marks ). We discuss each of the du Pont factors as to which applicant
or the examining attorney submitted argument or evidence.

The Marks

We consider and compare the appearance, sound, connotation and commercial impression of the marks in their
entireties. [n re E. I. du Pont De Nemours  Co., 177 USPQ at 567. The question is not whether the marks can be
distinguished when subjected to a side-by-side comparison, but rather whether the marks are sufficiently similar in their
entireties that confusion as to the source of the goods or services offered under the respective marks is likely to result.
The focus is on the recollection of the average purchaser, who normally retains a general rather than a specific
impression of trademarks. In re Jack B. Binion, 93 USPQ2d 1531 (TTAB 2009); Sealed Air Corp. v. Scott Paper Co.,
190 USPQ 106 (TTAB 1975).

The mark in the cited registrations consists solely of the word FUTURA. There is a translation statement for the
mark FUTURA as future. We find this term [*22] to be arbitrary for the goods in the cited registrations ( tires and
automotive accessories, namely, vehicle wheel caps and hub caps. )

Applicant's mark in application Serial No. 76514799 is FUTURE MOTORS. The first term is FUTURE, which
differs from the mark in the cited registration by just one vowel. We find the appearance and sound of FUTURE to be
quite similar to that of FUTURA. Furthermore, since the translation of FUTURA 1is future, we find the terms to be
legal equivalents. See In re Spirits Int'l N.V., 563 F.3d 1347, 90 USPQ2d 1489, 1491 (Fed. Cir. 2009); Palm Bay Imps.,
Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772,396 F.3d 1369, 73 USPQ2d 1689 (Fed. Cir. 2005). Even
those consumers unfamiliar with the foreign language are likely to recognize the similarity in sight and sound of

futura to future and ascribe to the registrant's mark the meaning future. We note of course that applicant's
FUTURE MOTORS mark includes the term  MOTORS. However, since that term is descriptive of the goods and
services at issue in the refusal, and is disclaimed, we find FUTURE to be the dominant term in that mark. See In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749, 750 (Fed. Cir. 1985) [*23] (descriptive or disclaimed matter is
generally considered a less dominant portion of a mark).

The commercial impression of the mark in the cited registrations is of the future. Similarly, the commercial
impression of applicant's FUTURE MOTORS mark is of the future, that these motor-related goods are forward
looking. Therefore, while considering the marks in their entireties, we find that the similarities significantly outweigh
the differences of the marks and that the marks are similar as to their sight, sound, connotation, and commercial
impression.

This du Pont factor weighs in favor of finding a likelihood of consumer confusion. n9

n9 Although we have already found, based on the doctrine of collateral estoppel, that there is a likelihood of
confusion between applicant's FUTURE mark and the mark in the cited registrations, for the sake of
completeness, we note that because the commercial impression of the term future is the same as that of

futura, and the sight and sound are highly similar, with the difference of just one ending vowel, this du Pont
analysis focusing on the similarity of FUTURA and FUTURE MOTORS would apply as readily in application
Serial No. 76511652 (FUTURE).
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[*24]
The Goods and Services and Channels of Trade

Next we consider the similarities or dissimilarities of the goods and services. In doing so, we keep in mind that the
test is not whether consumers would be likely to confuse the goods and services but rather whether they would be likely
to be confused as to their source. San Fernando Electric Mfg. Co. v. JFD Electronics Components Corp., 565 F.2d 683,
196 USPQ 1, 3 (CCPA 1977); Spoons Restaurants Inc. v. Morrison Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff'd
mem., 972 F.2d 1353 (Fed. Cir. 1992).

The refusal in application Serial No. 76514799 is limited to certain goods and services in Classes 12, 35 and 40.
n10 Specifically, the examining attorney limited the Section 2(d) refusal to the following goods in International Class
12: motor vehicles, namely, automobiles, trucks, vans, cars, sport utility vehicles, vehicles, namely, experimental cars,
concept cars, electric cars, gas cars; family cars; racing cars; sports cars; recreational vehicles, namely, campers and
motor homes; buses; motorized scooters; all terrain vehicles; motorcycles; bicycles; engines and motors for land
vehicles; [*25] to the following services in International Class 35: retail store services featuring . . . tires; providing
information about automobiles for sale by means of the Internet; operation of businesses for others, namely, retail
automobile parts and accessories stores, vehicle dealerships, motorcycle dealerships, arranging and conducting trade
shows in the field of automobiles; logistics management in the field of vehicles; catalog ordering services featuring
vehicles; mail order services featuring vehicles, . . . parts and accessories for vehicles; retail store services featuring . . .
automobiles; wholesale store featuring . . . automobiles; wholesale stores featuring auto parts, . . . and automobiles;
independent sales representative in the field of vehicles, trucks, ATV, automobiles, electric vehicles; retail store services
featuring automobile parts and accessories; retail gas station services featuring gasoline pumps; retail gift stores
featuring vehicles; retail consignment stores featuring . . . automobiles; retail services by direct solicitation by sales
agents in the field of automobiles; shop at home parties featuring vehicles, . . . parts and accessories for vehicles;
dealerships [*26] featuring automobiles, . . . motorcycles, on-line trade show in the field of vehicles, . . . land craft and
new inventions related to vehicles; customer services in the field of vehicles; preparing audio-visual displays in the field
of vehicles; providing door-to-door shopping services in the field of vehicles; providing home shopping services in the
field of vehicles, . . . land craft, and parts and accessories for vehicles by means of television; and to the following
services in International Class 40: manufacturing services for others in the field of vehicles, automobiles.

nl0 Similar goods and services in Classes 12 and 35 were refused by the examining attorney in application
Serial No. 76511652 (FUTURE).

The examining attorney submitted into the record copies of numerous use-based, third-party registrations
identifying both tires, or hub caps as identified in the cited registrations, on the one hand, and various of the goods
and services refused in the application on the other. Copies of use-based, [*¥27] third-party registrations may serve to
suggest that the goods are of a type which may emanate from a single source. See In re Albert Trostel — Sons Co., 29
USPQ2d 1783, 1785 (TTAB 1993).

For example, the examining attorney submitted evidence to show third-party registrations that include both tires
or hub caps as identified in the cited registrations as well as automobiles (Registration Nos. 3605271, 2949427,
3030001; 3741177; 3248336; 3147817; 3339745); trucks (Registration Nos. 2949427; 3030001; 3166894; 3741177),
and motorcycles (Registration Nos. 3319487; 3605271; 3166894; 3147817; 3339745) with respect to the refusal in
International Class 12; and services involving wholesale or retail store and online store services, dealership and
distributorship services in the field of motor vehicles and automotive parts (Registration Nos. 3514704; 3191617,
3634163; 3005777; 3396344; 3411758) with respect to the refusal in International Class 35. nl1
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nll Although the examining attorney's evidence of relatedness of the goods and services concentrates on some
of the goods and services in each class, that evidence is sufficient for us to find that the examining attorney has
met the burden of showing that there is a likelihood of confusion with respect to all of the refused goods and
services in each class. See Tuxedo Monopoly, Inc. v. General Mills Fun Group, 648 F.2d 1335, 209 USPQ 986,
988 (CCPA 1981) (likelihood of confusion must be found if there is likely to be confusion with respect to any
item that comes within the identification of goods in the application).

[*28]

The examining attorney also submitted Internet evidence showing several third-party car dealerships offering
tires for sale on their websites. See wardsdealer.com; jimellischevrolet.com; and carriagechevrolet.com. This is
evidence that consumers expect to find both tires, as identified in the cited registration, and automobiles, and cars
(in International Class 12) as well as retail stores services featuring . . . tires (in International Class 35) as identified in
the application, emanating from a common source.

Web site excerpts include:

Do We Sell Tires? Please Hold: Our competitors have responded to new-car dealerships getting into this
business and they are not taking it lightly. They are head and shoulders above auto dealerships when it
comes to presenting tire information over the phone and adding value to the transaction.
www.wardsdealer.com

Welcome to Jim Ellis Chevrolet Atlanta: For maintenance and repair as well as parts, accessories and
tires for your Chevrolet - as well as any other General Motors brand (Cadillac, GMC, Buick, Pontiac,
Hummer, Saturn) - our Service and Parts departments are staffed with experienced professionals who get
the [*29] job done right the first time. www.jimellischevrolet.com.

Carriage Chevrolet: Shop for tires at your Huntsville Chevrolet Dealership. www.carriagechevrolet.com.

Regarding the refused services in International Class 40, we find an inherent relationship between the tires and
the vehicle wheel cap and hub caps in the cited registrations on the one hand and the custom manufacture of
automobile services in the application on the other hand, since tires and either hub caps or wheel caps may be an
essential element in the manufacture of many automobiles.

In the absence of specific limitations in the registrations, we must presume that registrant's goods will travel in all
normal and usual channels of trade and methods of distribution. Squirtco v. Tomy Corporation, 697 F.2d 1038, 216
USPQ 937, 939 (Fed. Cir. 1983); see also In re Linkvest S.A., 24 USPQ2d 1716, 1716 (TTAB 1992) (because there are
no limitations as to channels of trade or classes of purchasers in either the application or the cited registration, it is
presumed that the services in the registration and the application move in all channels of trade normal for those services,
[*30] and that the services are available to all classes of purchasers for the listed services). Since there are no
limitations on the channels of trade in applicant's identification of goods and services, we must make the same
presumption with regard to applicant's goods and services.

In other words, there is nothing that prevents applicant from offering for sale his automobiles, or services related
thereto (once the goods and services are in use) through the same channels of trade and to the same consumers who
purchase registrant's tires, wheel caps and/or hub caps, and vice-versa. Accordingly, we find that these du Pont factors
also weigh in favor of finding a likelihood of consumer confusion. n12
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n12 For the same reasons discussed herein, we find that the second and third du Pont factors also favor finding
a likelihood of confusion for application Serial No. 76511652 (FUTURE).

Conclusion

We conclude that collateral estoppel is an appropriate doctrine to apply to application Serial No. 76511652 [*31]
(FUTURE), which is for an identical mark and has been refused for some of the identical goods and services as those at
issue in the prior oppositions. Accordingly, we find, based on the doctrine of collateral estoppel (issue preclusion),
likelihood of confusion between applicant's FUTURE mark and the FUTURA mark in the cited registrations. For
purposes of completeness we also find, for that application, likelihood of confusion based on the du Pont factors of the
similarity of the marks and the similarity of the refused goods and services to those in the cited registrations, as well as
the channels of trade. We do not consider the other du Pont factors, for which there was no evidence or argument.

For application Serial No. 76514799 (FUTURE MOTORS), we find the doctrine of collateral estoppel to be
inapplicable. That notwithstanding, we also find that applicant's FUTURE MOTORS mark, for the refused goods and
services in International Classes 12, 35, and 40, is likely to cause confusion with the FUTURA mark in the cited
registrations based on the similarity of the marks, the similarity of the goods to those in the cited registrations, and the
channels of trade. We do not consider [*32] the other du Pont factors, for which there was no evidence or argument.

Decision for application Serial No. 76511652 (FUTURE):
The refusal to register is affirmed as to International Class 12 in its entirety.
The refusal to register is affirmed as to the following services in International Class 35:

distributorships featuring . . . automobiles, trucks, aircraft; retail automobile and vehicle parts stores; online
ordering in the field of . . . automotive and vehicle parts; dealerships in the field of automobiles and water-crafts,
namely, boats and motorcycles; independent sales representatives in the field of automobiles, aircraft, . . . ; promoting
and conducting trade shows in the field of automobile parts.

After the period for appeal expires, the application will be forwarded for publication for all the goods in Classes 3,
and the following services in Classes 35:

Class 35: Advertising services, namely the dissemination of advertising materials via the internet and brochures;
providing television and radio advertising for others; production of television commercials; product endorsements,
namely providing consumer product information via the internet; [*33] auctioneering services; wholesale and retail
store services, featuring, food beverages, toys, appliances, furniture, toys and games, plants, sporting goods, eye wear,
kitchen ware, cards and gifts, novelties, crafts office and home supplies, clothing apparel, movies, music; business
management services; distributorships featuring games, toys, computers, cell phones, toys, games, food, beverages,
water, pop, fruit juices, non alcoholic beverages, general merchandise, clothing, tools, hardware, health and beauty
products, luggage hand bags, eye wear, pharmaceuticals, movies, film, art, music, furniture, books, appliances, house
wares; franchising, namely, offering technical assistance in the establishment and for operation of restaurants, hotels,
amusement parks, airlines, computers, shoe stores, clothing stores, technology stores, toy stores, health stores, food and
beverage store; business management and business administration for others; retail drug stores; retail department stores;
retail convenience stores; retail toy stores; retail book stores; retail appliance stores; retail sporting goods stores; retail
hardware stores; retail women's, men's and children's clothing stores; retail [*34] jewelry stores; retail cosmetics stores;
retail gift stores; retail novelty stores; retail hobby stores; retail furniture stores; retail music stores; retail video stores;
retail pharmacy stores; retail pet stores; retail electronics stores; promoting the goods and services of others through the
distribution of printed advertisements and promotional contests; market research; online ordering in the field of toys,
books, appliances, clothing, cosmetics, novelty gifts, hobby kits, furniture, music, videos, pharmaceutical products, pet
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products, electronics; public relations; business marketing consulting; accounting services; independent sales
representatives in the field of food, beverages, clothing; operation of telephone switchboard for others; operation of
telephone communication centers for others; opinion polling for business or advertising purposes; organizing and
conducting job fairs; packaging articles to order and specification of others; payroll preparation; personal management
services for musical performers; personal management services for entertainers; personal management consultation;
personnel relocation; photocopying; physician referrals; preparing and placing outdoor [*35] advertisements for others;
preparing business reports; preparing computer slide transparencies for use by businesses; preparing mailing lists;
processing manufacturers rebates; processing manufacturers coupons; product demonstrations; literary agencies; mail
order book clubs; mail order catalog services featuring clothing, shoes, magazines, and jewelry; mail sorting;
maintaining registry of breeds in the field of dogs and horses; managed-care services, namely, utilization review and
pre-certification services; medical cost management; medical referrals; medical transcription services; product
merchandising; modeling agencies; multilevel marketing business services; talent agencies; tax assessment; tax
consultation; tax preparation; telemarketing; telephone auctions; telephone answering services; telephone directory
information; theatrical agencies; tracking and monitoring insurance compliance; tracking, locating and monitoring of
vehicles, maritime vessels and aircraft services for commercial purposes; copyright management consultation; cost
accounting; data processing services; demographic consultation; employment agencies; employment out placing
services; energy price comparison [*36] services; estimating contracting work; evaluation of stand timber; exchange
services, namely, bartering of goods for others; production and distribution of radio and television commercials";
promoting sports competitions and concerts of others

Decision for application Serial No. 76514799 (FUTURE MOTORS):
The refusal to register is affirmed as to the following goods in International Class 12:

motor vehicles, namely, automobiles, trucks, vans, cars, sport utility vehicles, vehicles, namely, experimental cars,
concept cars, electric cars, gas cars; family cars; racing cars; sports cars; recreational vehicles, namely, campers and
motor homes; buses; motorized scooters; all terrain vehicles; motorcycles; bicycles; engines and motors for land
vehicles;

The refusal to register is affirmed as to the following services in International Class 35:

retail store services featuring . . . tires; providing information about automobiles for sale by means of the Internet;
operation of businesses for others, namely, retail automobile parts and accessories stores, vehicle dealerships,
motorcycle dealerships, arranging and conducting trade shows in the field of automobiles; logistics [*37] management
in the field of vehicles; catalog ordering services featuring vehicles; mail order services featuring vehicles, . . . parts and
accessories for vehicles; retail store services featuring . . . automobiles; wholesale store featuring . . . automobiles;
wholesale stores featuring auto parts, . . . and automobiles; independent sales representative in the field of vehicles,
trucks, ATV, automobiles, electric vehicles; retail store services featuring automobile parts and accessories; retail gas
station services featuring gasoline pumps; retail gift stores featuring vehicles; retail consignment stores featuring . . .
automobiles; retail services by direct solicitation by sales agents in the field of automobiles; shop at home parties
featuring vehicles, . . . parts and accessories for vehicles; dealerships featuring automobiles, . . . motorcycles, on-line
trade show in the field of vehicles, . . . land craft and new inventions related to vehicles; customer services in the field
of vehicles; preparing audio-visual displays in the field of vehicles; providing door-to-door shopping services in the
field of vehicles providing home shopping services in the field of vehicles, . . . land [*38] craft, and parts and
accessories for vehicles by means of television;

The refusal to register is affirmed as to the following services in International Class 40:
manufacturing services for others in the field of vehicles, automobiles.

After the period for appeal expires, the application will be forwarded for publication for all the goods in Classes 3,
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9, 28, 43 and 44, and the following goods and services in Classes 12, 35, and 40:

Class 12: air craft; personal water craft, namely, boats; airplanes; seaplanes; gyro copters, namely, a rotary aircraft
that uses a propeller to fly; helicopters; amphibious airplanes; military aircraft; experimental air craft; gliders,
hydroplanes, recreational water craft, namely, boats; ships; cruise ships; spacecraft, namely, lunar rovers; speed boats;
locomotives; yachts; sail boats; hovercraft; marine vehicles, namely, ferry boats; space shuttles; space craft, namely,
rockets; and structural parts for the foregoing

Class 35: Marketing and advertising for others; on line trading services in which seller posts products to be
auctioned and bidding is done via the Internet; retail store services featuring clothing, cameras, fur, furniture, groceries,
[*39] jewelry, garden and nursery supplies, music and records, televisions; retail store services featuring general
consumer merchandise; exchange services, namely, bartering of goods for others; promoting the goods and services of
others through infomercials played on customer point of purchase television monitors in retail stores; promoting the
goods and services of others by means of operating an on line shopping mall with links to the retail web sites of others;
providing consumer product information via the Internet; providing information about the goods and services of others
via the global computer net work; operation of business for others, namely, air craft dealerships, water craft dealerships,
assisted living facilities, property leasing agencies; opinion polling for business or advertising purposes, order
fulfillment services; organizing and conducting job fairs; arranging and conducting trade shows in the field of arts, and
crafts; arranging and conducting of fairs and exhibitions for business and advertising purposes in the field of
commercial land development and real estate; personal management services for entertainers; placing advertising for
others; advertising services, [*40] namely, creating corporate and brand identity for others; business consulting
services; procurement, namely, purchasing weapons and office furniture for others; new product demonstration; literary
agencies; logistics management in the field of homes, aircraft, water craft, clothing, toys, and cosmetics; mail order
book clubs; catalog ordering services featuring air craft, water craft, shoes, cosmetics, clothing general merchandise;
mail order services featuring air craft, water craft, shoes, clothing, cosmetics; managed care, namely, electronic
processing of health care information; business management services; market analysis; market research; development of
marketing strategies and concepts; inventorying merchandise; modeling agencies; multilevel marketing business
services; online ordering services featuring general consumer merchandise; talent agencies; television advertising
agencies; retail store services featuring aircraft, boats; video stores; wholesale store featuring aircraft, boats; wholesale
stores featuring clothing, toys, jewelry; distributorships featuring general consumer merchandise; wholesale store
featuring general consumer merchandise; publicity agents; clearing [*41] houses for radio and television programs;
independent sales representative in the field of boats, ships, sport boats, yachts, air craft, airplanes, jets; franchise
services, namely, offering technical and business management assistance in the establishment and operation of specialty
stores; retail grocery stores; supermarkets; retail pharmacy services; retail stores featuring health food; retail gift stores
featuring air craft, water craft; retail consignment stores featuring home furnishings, clothing, toys, electronics; discount
stores in the field of women's clothing sporting goods, and cameras; shop at home parties featuring air craft, water craft;
foreign trade information and consultation; industrial management assistance; accounting services; advertising agencies,
namely, promoting goods and services of others; advertising services, namely, creating corporate logo identity for
others; agencies for advertising time and space; conducting business conferences; art galleries; dealerships featuring
boats, and aircraft; business appraisals; business evaluation of business matters; intellectual property business
management planning; business management supervision; business marketing [*42] and direct mail consulting
services; business merchandising display services; business networking; business organizational consultation; business
planning; business relocation; business research; providing facilities for business meetings; business succession
planning; business supervision; buying clubs; commercial and industrial management assistance, commercial
information agencies; computerized on line ordering featuring general merchandise and general consumer goods;
concession stands featuring toys, food, and souvenirs; on-line trade show in the field of aircraft, land craft; employee
relations information services; consumer research; customer services in the field of air craft, water craft; direct
marketing advertising for others; developing promotional campaigns for business; dissemination of advertising for
others on the Internet; dissemination of advertising material; electronic billboard advertising; promoting the economic
development in USA, UK and Saudi Arabia by preparing and placing advertisements in an electronic magazine;
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promoting the goods and services of others through infomercial played on customer point of purchase television
monitors in retail stores; incentive [¥*43] award programs to promote the sale of products and services of others;
administrative processing of purchase orders within the framework of services provided by mail-order companies;
arranging of contractual trade services with third parties; toys, electronics, and cosmetics; providing home shopping
services in the field of air craft, by means of television; retail services by direct solicitation by sales agents in the field
of air craft and water craft

Class 40: Manufacturing services for others in the field of aircraft, and boats.
Legal Topics:

For related research and practice materials, see the following legal topics:

Trademark LawLikelihood of ConfusionConsumer ConfusionCircuit Court FactorsFederal Circuit CourtTrademark
LawProtection of RightsGeneral OverviewTrademark LawU.S. Trademark Trial & Appeal Board
ProceedingsOppositionsGrounds
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PRIOR HISTORY:
SaddleSprings, Inc. v. Mad Croc Brands, Inc., 2012 TTAB LEXIS 378 (Trademark Trial ~ App. Bd., Sept. 25, 2012)

JUDGES: [*1]

Before Kuhlke, Cataldo and Greenbaum, Administrative Judges.

OPINION:

THIS DECISION IS NOT A PRECEDENT OF THE TTAB

By the Board:

This case now comes before the Board for consideration of (1) petitioner's motion for leave to amend its pleading to
assert a claim of fraud, (2) petitioner's motion for summary judgment on its asserted claim of abandonment through
nonuse, and (3) respondent's cross-motion nl for summary judgment on petitioner's claim of abandonment. The motions
are fully briefed.

nl The Board notes that respondent should have filed its cross-motion for summary judgment concurrently with
its response to petitioner's motion for summary judgment rather than a month after petitioner's motion for
summary judgment was fully briefed. However, since petitioner does not contest the timeliness of respondent's
cross-motion for summary judgment, the Board, in its discretion, has entertained respondent's cross-motion for
summary judgment.



Page 2
2014 TTAB LEXIS 161, *1

Background

Respondent is the owner of the registration [*2] for the mark CROC-TAIL and design, as displayed below, for
alcoholic beverages, namely, wine, distilled spirits, ready to drink mixed alcoholic drinks; alcoholic extracts; alcoholic
beverages containing more than one and two-tenth % of alcohol by volume, namely, ready to drink mixed drinks based
on wine and distilled spirits in International Class 33. n2

n2 Registration No. 3211610, registered on February 20, 2007, under Section 66(a) of the Trademark Act, based
on International Registration No. 0872639, registered on September 23, 2005. The registration was originally
issued to an entity identified as Voima Ltd., a Liechtenstein corporation, and was subsequently assigned to
respondent on May 18, 2007 and recorded with the Office's Assignment Branch on June 22, 2007. See
Reel/Frame 3568/0001. A Section 71 Declaration of Use filed by respondent was accepted on February 15,
2013.

On April 12, 2012, petitioner filed a petition to cancel respondent's mark on the ground [*3] of abandonment
through nonuse. In its answer to the petition to cancel, respondent denies the salient allegations therein.

Parties Cross-Motions For Summary Judgment On The Claim Of Abandonment

We first turn to the parties' cross-motions for summary judgment on petitioner's claim of abandonment through
nonuse.

In support of its motion for summary judgment, petitioner contends that respondent has failed to use its subject
CROC-TAIL and design mark in interstate commerce in connection with the goods identified in the subject registration
for a period of three consecutive years, and has, therefore, abandoned its mark. Specifically, petitioner contends that
respondent is in the business of selling energy drinks and that respondent has admitted that it has never sold alcoholic
beverages under its CROC-TAIL and design mark, and has not produced any evidence of any plan to do so. Petitioner
further maintains that during respondent's 30(b)(6) discovery deposition, respondent's CEO, Robert Tamcsin, testified
that he did not believe respondent sold any alcoholic beverages using respondent's registered CROC-TAIL and design
mark. Additionally, petitioner maintains that Mr. Tamcsin [*4] testified that the sale of energy drinks was all that
respondent could currently handle, and making plans such as acquiring permits so that respondent could sell alcoholic
beverages was not something that respondent was currently pursuing.

Petitioner also contends that respondent has not produced any documentary evidence evidencing a plan to sell
alcoholic beverages. In response to petitioner's requests for admissions, petitioner states that respondent admitted that it
has never applied for certification to sell alcoholic beverages. Even if respondent had sold the goods identified in its
registration under its CROC-TAIL and design mark, petitioner argues that since respondent has never obtained any
federal or state licenses which would permit respondent to sell its alcoholic beverages, any alleged use would be
unlawful. Lastly, petitioner argues that even if respondent has sold its identified goods under its subject mark, such sales
are limited to the state of Florida and, therefore, respondent has failed to use its subject mark in interstate commerce.

In support of its motion for summary judgment, petitioner submitted the declaration of its attorney, Michael J.
Moffatt, which included, [*5] infer alia, the following exhibits: (1) excerpts from the deposition of respondent's CEO,
Robert Tamecsin, (2) selected pages from respondent's website, (3) copy of respondent's Rule 71 declaration and
attached specimens, (4) a copy of respondent's drink recipes, and (5) a copy of respondent's responses to petitioner's
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requests for admissions.

Furthermore, in his declaration, Mr. Moffatt avers that, following a review of respondent's responses to petitioner's
discovery requests, (1) respondent failed to produce any discovery that evidences a plan to sell alcoholic beverages in
the future, Id., P 13, (2) respondent failed to produce a single document in discovery evidencing a sale of an alcoholic
beverage in the United States in interstate commerce using the CROC-TAIL trademark, /d., P 18, (3) respondent failed
to produce a single document in discovery evidencing a license or the terms of any license of the CROC-TAIL
trademark, /d., P 21, (4) respondent failed to produce any documents evidencing either a degree of control or control
exercised by respondent over any third-party regarding use of its subject mark, /d., P 24, and (5) respondent failed to
produce any [*6] documents evidencing a use of its subject mark in commerce in connection with the alcoholic
beverages listed in the subject registration in the United States and outside of the state of Florida. /d., P 26.

In response to petitioner's motion for summary judgment and in support of its cross-motion for summary judgment,
respondent maintains that it acquired the subject mark in May 2007 and even before the acquisition was finalized,
respondent began marketing its CROC-TAIL brand alcoholic beverages. Specifically, respondent contends that it
advertised a Croc Tail Hour which was scheduled to take place on April 29, 2007 at the Vintage Spirits & Grill in
Madison, Wisconsin. Respondent states that the invitation for the event provides that the purpose of the event was to
discover the wild bite of a new energy drink. Sample our latest concoctions of Croc Tails that will make your customers
go wild. Respondent also maintains that at the April 29, 2007 event respondent exhibited counter cards displaying
drink recipes for its CROC-TAIL alcoholic beverages and which displayed respondent's CROC-TAIL and design mark.

Also in 2007, respondent contends that it was involved in a boat cruise [*7] which included special Croc-Tail
stations and that CROC-TAIL brand tent cards and recipe guides were used on the boat cruise.

Moreover, respondent maintains that it has distributed samples of canned alcoholic beverages bearing respondent's
subject mark through a distributor, even though respondent admits that it has never sold such canned alcoholic
beverages to the consuming public. Respondent further maintains that in July and September 2011, respondent prepared
invoices reflecting the proposed price of the can of its CROC-TAIL branded product and although the invoices may
have not been delivered to its distributor, respondent nonetheless discussed the invoices with its distributor.

Respondent also maintains that it has promoted its alcoholic beverages in bars, where alcoholic beverages are
commonly sold, and sales of respondent's branded alcoholic beverages were made by those bars according to
respondent's guidance and instructions by way of verbal agreements. Additionally, respondent contends that it has hired
brand representatives to visit bars and promote the CROC-TAIL brand alcoholic beverages, as well as provide
instruction to bartenders on how to mix the CROC-TAIL brand [*8] alcoholic beverage. Moreover, respondent
maintains that it provides point of sale materials, i.e., posters, tent cards, drink coasters, buttons and recipe guides, all of
which bear respondent's subject mark, to its distributors who then distribute the items to the individual bars. Respondent
states that the aforementioned point of sale materials are designed to catch the attention of purchasers and prospective
purchasers as an inducement to make a sale of respondent's CROC-TAIL brand alcoholic beverages.

Respondent also argues that because it does not sell alcoholic beverages itself, there is no requirement that it obtain
government permits to make those sales. Instead, respondent contends that the sales are made by its licensees, i.e., bars
who prepare the CROC-TAIL brand alcoholic drink, pursuant to verbal agreements with the licensees.

In support of its response to petitioner's motion for summary judgment, respondent submitted the declaration of its
counsel, Alejandro Menchaca, which introduces the following exhibits: (1) a copy of the transcript of the discovery
deposition of respondent's CEO and President, Mr. Robert Tamcsin, taken on March 12, 2013, (2) a copy of the
assignment [*9] of the subject registration from Voima Ltd. to respondent, and (3) a copy of respondent's Rule 71
declaration of Use and attached specimens.

Additionally, in support of its cross-motion for summary judgment, respondent submitted the declaration of its
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President and CEO, Robert Tamcsin, which introduces the following exhibits: (1) an invitation for a Croc Tail Hour
that was scheduled to take place on April 29, 2007 in Madison, Wisconsin which states that the purpose of the event is
to discover the wild bite of a new energy drink. Sample our latest concoctions of Croc Tails that will make your
customers go wild, (2) invoices dated May 31, 2007 related to the April 29, 2007 Kick-Off Parties which was
scheduled to be held in Madison, Wisconsin, (3) invoices for the printing of the CROC-TAIL brand tent cards and
recipe books that were used on a boat cruise in 2007, (4) photographs of tent cards and coasters displaying respondent's
CROC-TAIL and design mark in close approximation to a prepared alcoholic beverage, (5) photographs of a poster
displaying the CROC-TAIL and design mark displayed at an undisclosed bar, (6) a photograph of a case of cans of
CROC-TAIL brand alcoholic beverages, [*10] and (7) copies of recipe books for CROC-TAIL brand alcoholic drinks.

Furthermore, in his declaration, Mr. Tamcsin avers, among other things, the following: (1) respondent's point of
sale marketing tools have been used by respondent constantly from 2007 to the present, (2) respondent often hires brand
representatives to visit bars and promote the CROC-TAIL brand alcoholic beverages, as well as provide instruction to
bartenders on how to mix the CROC-TAIL brand alcoholic beverage, (3) the CROC-TAIL brand alcoholic beverage is
made with respondent's MAD-CROC brand energy drink and has been sold and is currently sold in thirteen states; (4)
respondent has not sold any of the CROC-TAIL brand alcoholic beverages in a can but respondent nonetheless has
provided samples of the CROC-TAIL brand alcoholic beverage in a can to a former distributor of respondent, with the
instruction that the distributor would give the samples to some of its clients to evaluate interest in the product, and (5)
respondent relies upon the consistent and continuous monitoring by the bars, i.e., respondent's alleged licensees, and
bartenders to insure the quality of the CROC-TAIL brand drinks served and customer satisfaction. [*11]

A party is entitled to summary judgment when it has demonstrated that there are no genuine disputes as to any
material facts, and that it is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a). The evidence must be viewed
in a light favorable to the nonmoving party, and all justifiable inferences are to be drawn in the nonmovant's favor.
Opryland USA Inc. v. The Great American Music Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992).

When the moving party has supported its motion with sufficient evidence which, if unopposed, indicates there is no
genuine dispute of material fact, the burden then shifts to the non-moving party to demonstrate the existence of a
genuine dispute of material fact to be resolved at trial. Enbridge, Inc. v. Excelerate Energy LP, 92 USPQ2d 1537, 1540
(TTAB 2009). Further, merely because both parties have moved for summary judgment does not necessarily mean that
there are no genuine disputes of material fact, and does not dictate that judgment should be entered. See University Book
Store v. University of Wisconsin Board of Regents, 33 USPQ2d 1385, 1389 (TTAB 1994).

Upon careful consideration [*12] of the arguments and evidence presented by the parties, and drawing all
inferences with respect to each motion in favor of each nonmoving party, we find that neither petitioner nor respondent
has demonstrated the absence of a genuine dispute of material fact for trial and that it is entitled to judgment under
applicable law.

Based upon the present record, we find, at a minimum, a genuine dispute of material exists as to whether
proprietors in respondent's field of trade, as well as their respective customers, would perceive respondent's goods, i.e.,
CROC-TAIL brand cocktails prepared by bars via a verbal agreement, as goods in trade pursuant to the provisions of
the Trademark Act.

Accordingly, petitioner's motion for partial summary judgment on its asserted abandonment claim and respondent's
cross-motion for summary judgment on the same claim are DENIED. n3

n3 The parties should note that the evidence submitted in connection with their cross-motions is of record only
for consideration of those motions. To be considered at final hearing, any such evidence must be properly
introduced in evidence during the appropriate trial period. See Levi Strauss ~ Co. v. R. Josephs Sportswear Inc.,



Page 5
2014 TTAB LEXIS 161, *12

28 USPQ2d 1464 (TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB (1983). Furthermore, the fact that we
have identified a particlar genuine dispute as to material fact sufficient to deny the parties' cross-motions should
not be construed as a finding that this is necessarily the only dispute which remains for trial.

[*13]

At trial, the parties are urged to focus on the totality and character of respondent's activities in connection with the
alleged use of its subject CROC-TAIL and design mark and whether they constitute bona fide use of respondent's
subject mark in connection with goods in trade in interstate commerce since 2007.

Petitioner s Motion For Leave To Amend The Pleadings

We next turn to petitioner's motion for leave to amend the petition for cancellation to add a cause of action for
fraud. By way of its motion, petitioner seeks to add the following paragraph to its original pleading:

On February 20, 2013, REGISTRANT filed with the United States Patent and Trademark Office a
Declaration pursuant to Section 71, attesting to REGISTRANT'S continued use of the mark CROC-TAIL
in commerce in connection with goods in International Class 33, namely, wines and alcoholic extracts,
among others. This Declaration was filed [with] knowledge of its falsity, with intent to mislead the
Trademark Office, as evidenced by statements of the REGISTRANT'S CEO Robert Tamcsin on March
12, 2013. The filing of the declaration was fraudulent, and the Registered mark is properly canceled
[*14] in view of the fraud.

In support of its motion, petitioner argues that during discovery in this action, it has become apparent that
respondent has not only abandoned its rights to the registered mark, it has also committed fraud by filing a false
declaration under Section 71 of the Trademark Act. Petitioner argues that the facts concerning respondent's fraudulent
Section 71 declaration have only recently come to light in respondent's responses to petitioner's requests for documents,
as well as the testimony provided by respondent's CEO, Robert Tamcsin, during his discovery deposition. Specifically,
petitioner maintains that respondent has failed to produce any documents that specifically evidence use of respondent's
mark in connection with wine or alcoholic abstracts (two of the goods identified in respondent's registration).
Additionally, petitioner contends that during the discovery deposition of respondent's CEO, Robert Tamcsin, Mr.
Tamcsin testified that (1) respondent has never sold wine in the United States using respondent's CROC-TAIL and
design mark, and (2) respondent does not have any written business plan for selling wine under its subject mark in the
future. Petitioner [*15] further maintains that Mr. Tamcsin testified that (1) respondent has not marketed any alcoholic
extracts under respondent's subject mark, and (2) respondent has never filed for a permit to sell alcoholic beverages with
the Alcoholic and Tobacco Tax and Trade Bureau. In view of the foregoing, petitioner maintains that it should be
permitted to amend the petition for cancellation to include the claim of fraud.

Respondent has opposed the motion, arguing that petitioner failed to set forth a proper claim of fraud with the
requisite particularity and, even assuming arguendo that petitioner has set forth a proper claim of fraud, the proposed
claim is nonetheless futile.

Inasmuch as respondent filed its answer herein more than twenty one days ago, petitioner may amend its petition to
cancel only by written consent of respondent or by leave of the Board. See Fed. Civ. P. 15(a); TBMP § 507.02(a) (3d
ed. rev. 2 2013).

In deciding whether to grant leave to amend, a tribunal may consider undue delay, prejudice to the opposing party,
bad faith or dilatory motive, futility of the amendment, and whether the party has previously amended its pleadings. See
Foman v. Davis, 371 U.S. 178, 182, 83 8. Ct. 227, 9 L. Ed. 2d 222 (1962). [*16]

In this instance, the Board, based upon the record, does not find any evidence of bad faith or dilatory motive on the
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part of petitioner in seeking to amend its pleading. Moreover, the Board does not find undue delay on the part of
petitioner in seeking to add a fraud claim inasmuch as petitioner acquired information to formulate a basis for its
proposed claim upon recently receiving respondent's responses to petitioner's written discovery and by taking the
discovery deposition of respondent's 30(b)(6) deponent, namely, respondent's CEO, Robert Tamcsin The concept of

undue delay is inextricably linked with the concept of prejudice to the non-moving party, see Marshall Field — Co. v.
Mprs. Field Cookies, 11 USPQ2d 1355, 1359 (TTAB 1989) and, in this case, we find no such prejudice since there is no
need for respondent to conduct discovery on this claim since any evidence regarding petitioner's proposed fraud claim
would be in respondent's own possession, custody and control. Furthermore, we note that petitioner has not abused its
right to amend its pleading since this is the first instance where petitioner has sought to do so.

Notwithstanding the foregoing and following [*17] a careful review of the allegations petitioner seeks to add to its
pleading, we find that the allegations do not set forth a claim of fraud with sufficient particularity, as required by Fed.
R. Civ. P. 9(b). Specifically, the new allegations do not sufficiently specify which statements made by respondent in its
Section 71 declaration were false or which allegedly false statements were material. Additionally, we note that
petitioner merely avers that the Section 71 declaration was filed with knowledge of its falsity, with an intent to deceive
the Office, as evidenced by the statements made by respondent's CEO Robert Tamcsin on March 12, 2013, but fails to
state what those statements were. In view of the foregoing, we find that petitioner has not sufficiently set forth a proper
claim of fraud. n4

n4 Although we recognize that petitioner's motion to amend provides a basis for its proposed fraud claim, the
allegations which petitioner seeks to add to its pleading nonetheless do not state a proper claim of fraud for the
reasons discussed above. We further note that respondent's contention that petitioner's fraud claim is futile is
predicated upon respondent's responses to petitioner's written discovery, as well as the testimony of its CEO,
Robert Tamcsin. However, these discovery responses and testimony go to the merits of petitioner's proposed
fraud claim and not whether petitioner's proposed claim is futile and, therefore, do not affect our determination
herein.

[*18]

However, because the Board liberally grants leave to amend pleadings at any state of a proceeding when justice so
requires, petitioner's motion for leave to amend its petition for cancellation is GRANTED to the extent that petitioner is
allowed until twenty (20) days from the mailing date of this order in which to file and serve an amended petition to
cancel which sets forth a claim of fraud with sufficient particularity pursuant to the guidelines provided above, failing
which petitioner's claim of fraud will be given no further consideration. In turn, respondent is allowed until twenty (20)
days from the date indicated on the certificate of service of petitioner's amended pleading in which to file and serve its
answer to the amended petition to cancel.

Trial Schedule

Proceedings are resumed. Discovery is closed. n5 Remaining trial dates are reset as follows:

Plaintiff's Pretrial Disclosures Due 6/1/2014
Plaintiff's 30-day Trial Period Ends 7/16/2014
Defendant's Pretrial Disclosures Due 7/31/2014
Defendant's 30-day Trial Period Ends 9/14/2014
Plaintiff's Rebuttal Disclosures Due 9/29/2014
Plaintiff's 15-day Rebuttal Period Ends 10/29/2014

[*19]
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n5 The Board finds that, if petitioner files an amended pleading which properly sets forth a claim of fraud,
discovery need not be reopened for respondent on this new claim since, as noted above, any information
regarding the fraud claim would already be in respondent's possession, custody and control.

In each instance, a copy of the transcript of testimony, together with copies of documentary exhibits, must be
served on the adverse party within thirty days after completion of the taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademarks Rules 2.128(a) and (b). An oral hearing will be set only upon
request filed as provided by Trademark Rule 2.129.
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