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THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration Nos. 3,821,201 and 3,723,315

For the mark: GRANGE INSURANCE and GRANGE INSURANCE and Design

GRANGE INSURANCE ASSOCIATION

Petitioner,

v.

GRANGE MUTUAL CASUALTY

COMPANY,

Registrant.

Cancellation No. 92059301

MOTION TO AMEND THE ANSWER

In the course of investigating Petitioner’s claims in this matter, Registrant, Grange

Mutual Casualty Co. (“Grange Mutual”) has discovered that many years ago, this Board ruled

against Petitioner on a central claim at issue in the instant proceeding: that four of Registrant’s

prior GRANGE INSURANCE-formative marks barred Petitioner’s application for a GRANGE

INSURANCE-formative mark. Accordingly, Grange Mutual respectfully requests, pursuant to

Trademark Trial and Appeal Board Manual of Procedure 315 and Federal Rules of Civil

Procedure 15(a)(1)(2) that the Board grant it leave to amend its Answer in the above-captioned

matter to plead the additional affirmative defenses of res judicata, collateral estoppel, and lack of

standing. A proposed Amended Answer redlined for the Board’s convenience is attached to this

Motion as Exhibit A. A signed copy of the Amended Answer is attached as Exhibit B.

FACTS

On October 2, 2013, Petitioner filed application Serial No. 86/080,560 for the mark

GRANGE INSURANCE ASSOCIATION and Design. See TSDR record attached hereto as

Exhibit C. The Examiner refused registration based on a likelihood of confusion with eleven

GRANGE-formative registrations owned by Registrant. See Office Action dated December 9,
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2013, p. 2, attached hereto as Exhibit D (office action exhibits excluded). Among these were

incontestable Reg. No. 1,535,724 for G GRANGE INSURANCE YOUR PARTNER IN

PROTECTION and ten other GRANGE-formative trademarks, one of which is also

incontestable. Id. TSDR records for Reg. No. 1,535,724 are attached hereto as Exhibit E.

On May 29, 2014, Petitioner filed a petition to cancel two of Registrant’s marks cited in

the Office Action, Reg. Nos. 3,821,201 and 3,723,315 for GRANGE INSURANCE and

GRANGE INSURANCE and Design (the “Challenged Marks”), alleging, among other things,

that Petitioner’s rights in the mark GRANGE INSURANCE arose prior to Registrant’s. See

Petition to Cancel (“Petition”) ¶¶ 3 and 10, attached hereto as Exhibit F. Petitioner has not,

however, alleged priority in the mark GRANGE standing alone. On July 11, 2014, Grange

Mutual filed its Answer, pleading the affirmative defenses of priority, prior registration, estoppel,

laches, acquiescence, and waiver. See Answer, ¶¶ 21-26, attached hereto as Exhibit G,

After answering, Grange Mutual conducted further research into Petitioner’s claim of

priority in the mark that is the subject of the Challenged Registrations. In the course of that

investigation, Registrant learned from file histories in the U.S.P.T.O. that on June 18, 2001,

nearly 14 years ago, Petitioner filed to register the mark THE DAWNING OF A NEW

GRANGE GRANGE INSURANCE GROUP (Serial Number 76/272,754) covering “property

and casualty insurance underwriting services,” in Class 36. See TSDR record attached hereto as

Exhibit H.

The trademark examiner refused registration of this mark based on a likelihood of

confusion with several prior registrations belonging to Registrant, including Reg. No. 1,535,724

for
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covering “insurance underwriting services, namely, property, casualty, life, accident, and health

insurance underwriting services” in Class 36. See In re Grange Ins. Ass'n, 2003 TTAB LEXIS

555 (Trademark Trial & App. Bd. Nov. 25, 2003) *1-3 (the “Board Decision”), attached hereto

as Exhibit I. The Board, reviewing the examiner’s refusal, ruled that “it is clear that the term

GRANGE is the dominant literal and source identifying element in each of the respective

marks.” Id. at 6 (emphasis added). The Board found that the disclaimed terms “INSURANCE

GROUP” were generic and not a contributor to the overall mark, and that GRANGE “dominates

each of registrant’s marks and primarily creates the commercial impression generated by each

of them.” Id. (emphasis added). Of the cited marks, Reg. No. 1,535,724 for G GRANGE

INSURANCE YOUR PARTNER IN PROTECTION is still registered and incontestable.

Petitioner did not appeal the 2003 decision.

ARGUMENT

Petitioner should be permitted to amend the Answer because the Board Decision clearly

supports the defenses of res judicata, collateral estoppel (issue preclusion), and lack of standing.

An amendment to the Answer is justified to address these after-acquired facts, and justice is best

served by such an amendment.

Rule 15(a)(1)(2) of the Federal Rules of Civil Procedure provides that a party may amend

its pleading with the court’s leave and that the court should “freely give leave when justice so

requires.” Fed.R.Civ.P. 15(a)(1)(2); 37 C.F.R. §2.115. The Board regularly grants motions for

leave to amend the pleadings when information is learned during discovery and the proceeding is

still in the pre-trial stages. See, e.g., PRL USA Holdings, Inc. v. Young, 2013 TTAB LEXIS 548

(Trademark Trial & App. Bd. Oct. 16, 2013); SaddleSprings, Inc. v. Mad Croc Brands, Inc.,

2014 TTAB LEXIS 161 (Trademark Trial & App. Bd. Mar. 31, 2014); Diageo N. Am., Inc. v.

Captain Russell Corp., 2013 TTAB LEXIS 324 (Trademark Trial & App. Bd. June 12, 2013).
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Where a prior final ruling involves the same mark in terms of commercial impression as

the mark in the cancellation proceeding, and the marks contain nearly identical recitations of

services, the defense of res judicata may lie. See Polaroid Corp. v. C & E Vision Services Inc.,

52 U.S.P.Q.2d 1954, 1957 (T.T.A.B. 1999). Here, the Board has previously ruled that

Registrant’s prior registrations incorporating GRANGE bar registration of Petitioner’s GRANGE

INSURANCE ASSOCIATION for the same services involved in the prior proceeding. These

facts, representing a prior ruling on the entire matter at issue in the instant proceeding, support

the defense of res judicata.

Collateral estoppel, or issue preclusion, is established when issues “which are actually

and necessarily determined by a court of competent jurisdiction are normally conclusive in a

subsequent suit.” Because collateral estoppel “like the related doctrine of res judicata, has the

dual purpose of protecting litigants from the burden of relitigating an identical issue with the

same party […] and of promoting judicial economy by preventing needless litigation,”

a court has broad discretion to decide whether any particular case is appropriate for application

of the doctrine. See In re Anderson, 2012 TTAB LEXIS 42 (Trademark Trial & App. Bd. Feb.

17, 2012). This means that a party to an inter partes dispute may be estopped from a certain

argument on the basis that the issue was settled in any prior final ruling, even if that prior

decision was ex parte or vice-versa. See In re Freeman, 30 F.3d 1459, 1467, 31 U.S.P.Q.2d

1444 (Fed. Cir. 1994). Because the Board ruled in 2003 that the relevant portion of the mark for

confusion purposes is GRANGE, and Grange Mutual possesses evidence that it was the first to

adopt the mark GRANGE, Grange Mutual may answer that Petitioner is collaterally estopped

from claiming that Grange Mutual’s prior registrations for GRANGE are not a 2(d) bar to

registration.
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Standing is a jurisdictional requirement for bringing a cancellation action.
1

Because the

Board has ruled that (i) the mark at issue is GRANGE and not GRANGE INSURANCE, and (ii)

GRANGE is the dominant portion of two incontestable marks also cited against Petitioner’s

current GRANGE INSURANCE-formative application, Grange Mutual may defend on the basis

that Petitioner lacks standing to petition to cancel the Challenged Registrations. Petitioner

cannot be injured by the Challenged Registrations, because it was already refused based on an

incontestable registration for what the Board found was the same mark, and that incontestable

mark will still stand as a bar to registration of this application, even should Petitioner succeed in

the Cancellation.

As Registrant discovered these facts after Petitioner filed the Petition and the proceeding

is still in the pre-trial phase, Registrant respectfully requests that the Board grant leave to amend

the Answer to add the defenses of res judicata, collateral estoppel, and lack of standing.

Granting this Motion for Leave to Amend the Answer does not prejudice the Petitioner because

this Motion for Leave is being filed when the proceeding is still in the pre-trial phase. United

States Olympic Committee v. O-M Bread Inc., 26 U.S.P.Q.2d 1221, 1222 (T.T.A.B. 1993)

(applicant not prejudiced because proceeding still in pre-trial phase). Denying it, however,

would prejudice Registrant as it would be barred from presenting defenses to the Board clearly

supported by evidence obtained after the Answer was filed. Finally, because a party may not

obtain summary judgment on an issue that has not been pleaded (See Fed. R. Civ. P. 56(a) and

56(b)), the facts newly discovered may support grounds for a motion for summary judgment

once discovery is completed.

1
It is not obligatory to assert lack of standing as a defense in order to argue it on summary judgment, however, it is

certainly appropriate to amend the pleadings to assert it if new facts so warrant.
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CONCLUSION

For these reasons, Petitioner requests that the Board enter an order to allow Registrant to

amend its Answer to plead the additional affirmative defenses of res judicata, collateral estoppel

and lack of standing.

Date: March 6, 2015 William H. Oldach III

Cory M. Amron

Laura T. Geyer

Vorys, Sater, Seymour and Pease LLP

1909 K Street, NW, 9th Floor

Washington, DC 20006

Telephone: 202.467.8800

Facsimile: 202.533.9099

E-Mail: iplaw@vorys.com

Attorneys for Registrant
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CERTIFICATE OF SERVICE

I certify that a true and correct copy of the foregoing Motion to Amend the Answer was

served on March 6, by email, on:

John Crosetto

Garvey, Schubert & Barer

1191 Second Ave. Ste 1800

Seattle, WA 98101

jcrosetto@gsblaw.com

Laura T. Geyer
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration Nos. 3,821,201 and 3,723,315

For the mark: GRANGE INSURANCE and GRANGE INSURANCE and Design

GRANGE INSURANCE ASSOCIATION

Petitioner,

v.

GRANGE MUTUAL CASUALTY

COMPANY,

Registrant.

Cancellation No. 92059301

AMENDED ANSWER

Registrant, Grange Mutual Casualty Company answers the Petition to Cancel

Registration Nos. 3,821,201 and 3,723,315 (the “Registrations”) filed by Petitioner, Grange

Insurance Association, as follows:

1. Registrant has insufficient knowledge and information to form a belief as to the

truth of the allegations in paragraph 1 of the Petition and therefore denies them.

2. Registrant admits that it owns the registrations enumerated in paragraph 2, that

they were filed on the dates set forth, and that the identification of services listed by Petitioner is

correct. Registrant states that “claims priority as of…” is ambiguous and accordingly denies the

allegations in the second sentence of paragraph 2.

3. Registrant has insufficient knowledge and information to form a belief as to the

truth of the allegations in paragraph 3 of the Petition and therefore denies them.

4. Registrant has no knowledge of what Petitioner was aware of starting in 1963

with respect to Petitioner or Registrant’s participation in any organizations or as to Registrant’s
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activities. Registrant denies that it is a member of the “National Federation of Grange Mutual

Insurance Companies”. On reasonable investigation, Registrant has not been a member of the

“National Federation of Grange Mutual Insurance Companies” since 1963. Registrant admits

that it has been aware that Petitioner has been operating a business offering insurance services in

the Pacific northwest for some time, and that it is currently using GRANGE in connection with

insurance services in that region, but otherwise denies the allegations in paragraph 4.

5. Registrant admits that records for Petitioner’s Application exist in the United

States Patent and Trademark Office’s online database, but otherwise has insufficient knowledge

and information to form a belief as to the truth of the allegations in paragraph 5 of the Petition

and therefore denies them.

6. Registrant admits that the United States Patent and Trademark Office’s online

database records, which speak for themselves, reflect that the examiner refused registration of

Petitioner’s Application.

7. Registrant repeats its responses to paragraphs 1-6 above.

8. Registrant has insufficient knowledge and information to form a belief as to what

Petitioner believes. Registrant denies that Petitioner has prior rights in the marks GRANGE and

GRANGE INSURANCE ASSOCIATION, and all other remaining allegations of paragraph 8 are

denied.

9. Registrant has insufficient knowledge and information to form a belief as to the

truth of the allegations in paragraph 9 of the Petition and therefore denies them.

10. Registrant has insufficient knowledge of what Petitioner means by “alleged

priority date” and accordingly denies the allegation in the first sentence of paragraph 10.

Registrant denies that Petitioner has priority in the GRANGE INSURANCE ASSOCIATION

mark and therefore denies the second sentence of paragraph 10. Registrant states that Registrant
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and/or its predecessor-in-interest has used the mark GRANGE since at least 1933 and

accordingly, denies the remaining allegations in paragraph 10.

11. Registrant states that paragraph 11 is ambiguous in that Registrant has two

registrations at issue, one of which includes a design. As it understands them, Registrant admits

the allegations of the second sentence and that both of Registrant’s GRANGE INSURANCE

marks are similar to Petitioner’s GRANGE INSURANCE ASSOCIATION application, but

otherwise denies the allegations of paragraph 11.

12. Admitted.

13. Registrant states that, at present, there is no geographic overlap between

Registrant’s and Petitioner’s services. Accordingly, Registrant denies all allegations in

paragraph 13.

14. Registrant has insufficient knowledge and information to form a belief as to the

truth of the allegations in paragraph 14 of the Petition and therefore denies them.

15. Denied.

16. Registrant repeats its responses to paragraphs 1-15 above.

17. The regulations of the United States Patent and Trademark Office speak for

themselves. Registrant further states that under 37 C.F.R. 2.33(a)(2) an applicant must allege a

“verified statement” with content as specified therein. Since the language in paragraph 17 is

different from what is in 37 C.F.R. 2.33(a)(2), Registrant denies paragraph 17 to the extent that

Petitioner’s language varies from that language.

18. Registrant admits that it has been aware that Petitioner has been operating a

business offering insurance services in the Pacific northwest for some time, and that it is

currently using GRANGE in connection with insurance services in that region, but otherwise

denies the allegations in paragraph 18.



-4-

19. Registrant has no knowledge about what Petitioner believes and denies all

allegations in paragraph 19.

20. Denied.

AFFIRMATIVE DEFENSES

First Affirmative Defense – Priority

21. 21. Registrant is the senior user of the mark GRANGE INSURANCE.

Second Affirmative Defense – Res Judicata

22. The Petition is barred by the doctrine of res judicata.

Third Affirmative Defense – Collateral Estoppel

23. The Petition is barred by collateral estoppel.

Fourth Affirmative Defense – Lack of Standing

24. Petitioner lacks standing to bring this Petition to Cancel.

Fifth Affirmative Defense – Prior Registration

2225. The Petition is barred because Registrant is the owner of prior incontestable

Registration No. 1,535,724 for GRANGE INSURANCE YOUR PARTNER IN PROTECTION

and Design, and accordingly, Petitioner cannot be injured by the registration Registrant’s later-

filed registrations for GRANGE INSURANCE.

ThirdSixth Affirmative Defense – Estoppel

2326. The Petition is barred by estoppel.

FourthSeventh Affirmative Defense – Laches

2427. The Petition is barred by the doctrine of laches.

FifthEighth Affirmative Defense – Acquiescence

2528. The Petition is barred by Petitioner’s acquiescence.

Sixth
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Ninth Affirmative Defense – Waiver

2629. The Petition is barred by the doctrine of waiver.
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THEREFORE, Registrant prays that the Board dismiss this Petition to Cancel.

Respectfully submitted,

Date: July 11, 2014March 6, 2015 ________________________

Cory M. Amron

William H. Oldach III

Laura T. Geyer

Vorys, Sater, Seymour & Pease LLP

1909 K Street, NW, 9th Floor

Washington, DC 20006

Telephone: 202.467.8800

Facsimile: 202.533.9099

E-Mail: iplaw@vorys.com

Attorneys for Registrant

GRANGE MUTUAL CASUALTY COMPANY
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CERTIFICATE OF SERVICE

I certify that a true and correct copy of the foregoing Amended Answer was served on

July 11, 2014March 6, 2015, by first-class United States Mail, postage prepaidemail, on:

John Crosetto

Garvey, Schubert & Barer

1191 Second Ave. Ste 1800

Seattle, WA 98101

jcrosetto@gsblaw.com

______________________

Laura T. Geyer
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration Nos. 3,821,201 and 3,723,315

For the mark: GRANGE INSURANCE and GRANGE INSURANCE and Design

GRANGE INSURANCE ASSOCIATION

Petitioner,

v.

GRANGE MUTUAL CASUALTY

COMPANY,

Registrant.

Cancellation No. 92059301

AMENDED ANSWER

Registrant, Grange Mutual Casualty Company answers the Petition to Cancel

Registration Nos. 3,821,201 and 3,723,315 (the “Registrations”) filed by Petitioner, Grange

Insurance Association, as follows:

1. Registrant has insufficient knowledge and information to form a belief as to the

truth of the allegations in paragraph 1 of the Petition and therefore denies them.

2. Registrant admits that it owns the registrations enumerated in paragraph 2, that

they were filed on the dates set forth, and that the identification of services listed by Petitioner is

correct. Registrant states that “claims priority as of…” is ambiguous and accordingly denies the

allegations in the second sentence of paragraph 2.

3. Registrant has insufficient knowledge and information to form a belief as to the

truth of the allegations in paragraph 3 of the Petition and therefore denies them.

4. Registrant has no knowledge of what Petitioner was aware of starting in 1963

with respect to Petitioner or Registrant’s participation in any organizations or as to Registrant’s
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activities. Registrant denies that it is a member of the “National Federation of Grange Mutual

Insurance Companies”. On reasonable investigation, Registrant has not been a member of the

“National Federation of Grange Mutual Insurance Companies” since 1963. Registrant admits

that it has been aware that Petitioner has been operating a business offering insurance services in

the Pacific northwest for some time, and that it is currently using GRANGE in connection with

insurance services in that region, but otherwise denies the allegations in paragraph 4.

5. Registrant admits that records for Petitioner’s Application exist in the United

States Patent and Trademark Office’s online database, but otherwise has insufficient knowledge

and information to form a belief as to the truth of the allegations in paragraph 5 of the Petition

and therefore denies them.

6. Registrant admits that the United States Patent and Trademark Office’s online

database records, which speak for themselves, reflect that the examiner refused registration of

Petitioner’s Application.

7. Registrant repeats its responses to paragraphs 1-6 above.

8. Registrant has insufficient knowledge and information to form a belief as to what

Petitioner believes. Registrant denies that Petitioner has prior rights in the marks GRANGE and

GRANGE INSURANCE ASSOCIATION, and all other remaining allegations of paragraph 8 are

denied.

9. Registrant has insufficient knowledge and information to form a belief as to the

truth of the allegations in paragraph 9 of the Petition and therefore denies them.

10. Registrant has insufficient knowledge of what Petitioner means by “alleged

priority date” and accordingly denies the allegation in the first sentence of paragraph 10.

Registrant denies that Petitioner has priority in the GRANGE INSURANCE ASSOCIATION

mark and therefore denies the second sentence of paragraph 10. Registrant states that Registrant
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and/or its predecessor-in-interest has used the mark GRANGE since at least 1933 and

accordingly, denies the remaining allegations in paragraph 10.

11. Registrant states that paragraph 11 is ambiguous in that Registrant has two

registrations at issue, one of which includes a design. As it understands them, Registrant admits

the allegations of the second sentence and that both of Registrant’s GRANGE INSURANCE

marks are similar to Petitioner’s GRANGE INSURANCE ASSOCIATION application, but

otherwise denies the allegations of paragraph 11.

12. Admitted.

13. Registrant states that, at present, there is no geographic overlap between

Registrant’s and Petitioner’s services. Accordingly, Registrant denies all allegations in

paragraph 13.

14. Registrant has insufficient knowledge and information to form a belief as to the

truth of the allegations in paragraph 14 of the Petition and therefore denies them.

15. Denied.

16. Registrant repeats its responses to paragraphs 1-15 above.

17. The regulations of the United States Patent and Trademark Office speak for

themselves. Registrant further states that under 37 C.F.R. 2.33(a)(2) an applicant must allege a

“verified statement” with content as specified therein. Since the language in paragraph 17 is

different from what is in 37 C.F.R. 2.33(a)(2), Registrant denies paragraph 17 to the extent that

Petitioner’s language varies from that language.

18. Registrant admits that it has been aware that Petitioner has been operating a

business offering insurance services in the Pacific northwest for some time, and that it is

currently using GRANGE in connection with insurance services in that region, but otherwise

denies the allegations in paragraph 18.
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19. Registrant has no knowledge about what Petitioner believes and denies all

allegations in paragraph 19.

20. Denied.

AFFIRMATIVE DEFENSES

First Affirmative Defense – Priority

21. Registrant is the senior user of the mark GRANGE INSURANCE.

Second Affirmative Defense – Res Judicata

22. The Petition is barred by the doctrine of res judicata.

Third Affirmative Defense – Collateral Estoppel

23. The Petition is barred by collateral estoppel.

Fourth Affirmative Defense – Lack of Standing

24. Petitioner lacks standing to bring this Petition to Cancel.

Fifth Affirmative Defense – Prior Registration

25. The Petition is barred because Registrant is the owner of prior incontestable

Registration No. 1,535,724 for GRANGE INSURANCE YOUR PARTNER IN PROTECTION

and Design, and accordingly, Petitioner cannot be injured by the registration Registrant’s later-

filed registrations for GRANGE INSURANCE.

Sixth Affirmative Defense – Estoppel

26. The Petition is barred by estoppel.

Seventh Affirmative Defense – Laches

27. The Petition is barred by the doctrine of laches.

Eighth Affirmative Defense – Acquiescence

28. The Petition is barred by Petitioner’s acquiescence.
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Ninth Affirmative Defense – Waiver

29. The Petition is barred by the doctrine of waiver.

THEREFORE, Registrant prays that the Board dismiss this Petition to Cancel.

Respectfully submitted,

Date: March 6, 2015 ________________________

Cory M. Amron

William H. Oldach III

Laura T. Geyer

Vorys, Sater, Seymour & Pease LLP

1909 K Street, NW, 9th Floor

Washington, DC 20006

Telephone: 202.467.8800

Facsimile: 202.533.9099

E-Mail: iplaw@vorys.com

Attorneys for Registrant

GRANGE MUTUAL CASUALTY COMPANY
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CERTIFICATE OF SERVICE

I certify that a true and correct copy of the foregoing Amended Answer was served on

March 6, 2015, by email, on:

John Crosetto

Garvey, Schubert & Barer

1191 Second Ave. Ste 1800

Seattle, WA 98101

jcrosetto@gsblaw.com

______________________

Laura T. Geyer
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STATUS DOCUMENTS Back to Search Print

Generated on: This page was generated by TSDR on 2015-03-06 13:40:10 EST

Mark: GRANGE INSURANCE ASSOCIATION

US Serial Number: 86080560 Application Filing Date: Oct. 02, 2013

Register: Principal

Mark Type: Service Mark

Status: An Office action suspending further action on the application has been sent (issued) to the applicant. To view all documents i

click on the Trademark Document Retrieval link at the top of this page.

Status Date: Feb. 03, 2015

Mark Information

Goods and Services

Basis Information (Case Level)

Mark Literal Elements: GRANGE INSURANCE ASSOCIATION

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the words "GRANGE INSURANCE" above the word "ASSOCIATION". Over the words is an arch which

be divided into two sections.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "INSURANCE ASSOCIATION"

Design Search Code(s): 07.09.06 - Arches

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:

� Brackets [..] indicate deleted goods/services;

� Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

� Asterisks *..* identify additional (new) wording in the goods/services.

For: Insurance services, namely, writing property and casualty insurance; Insurance services, namely, property and casualty insu

underwriting

International Class(es): 036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(b)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Page 1 of 3Trademark Status & Document Retrieval

3/6/2015http://tsdr.uspto.gov/



Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

Filed No Basis: No Currently No Basis: No

Owner Name: Grange Insurance Association

Owner Address: 200 Cedar Street

Seattle, WASHINGTON 98121

UNITED STATES

Legal Entity Type: CORPORATION State or Country Where

Organized:

WASHINGTON

Attorney of Record

Attorney Name: Claire F. Hawkins Docket Number: 09208-62003

Attorney Primary Email

Address:

trademarks@gsblaw.com Attorney Email Authorized: Yes

Correspondent

Correspondent

Name/Address:

CLAIRE F. HAWKINS

GARVEY SCHUBERT BARER

1191 2ND AVE STE 1800

SEATTLE, WASHINGTON 98101-2939

UNITED STATES

Phone: 206-464-3939 Fax: 206-464-0125

Correspondent e-mail: trademarks@gsblaw.com Correspondent e-mail

Authorized:

Yes

Domestic Representative - Not Found

Date Description Proceeding Number

Feb. 03, 2015 NOTIFICATION OF LETTER OF SUSPENSION E-

MAILED

6332

Feb. 03, 2015 LETTER OF SUSPENSION E-MAILED 6332

Feb. 03, 2015 SUSPENSION LETTER WRITTEN 83704

Jan. 14, 2015 LIE CHECKED SUSP - TO ATTY FOR ACTION 74221

Jan. 13, 2015 ASSIGNED TO LIE 74221

Jun. 22, 2014 NOTIFICATION OF LETTER OF SUSPENSION E-

MAILED

6332

Jun. 22, 2014 LETTER OF SUSPENSION E-MAILED 6332

Jun. 22, 2014 SUSPENSION LETTER WRITTEN 83704

May 30, 2014 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

May 29, 2014 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

May 29, 2014 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 09, 2013 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 09, 2013 NON-FINAL ACTION E-MAILED 6325

Dec. 09, 2013 NON-FINAL ACTION WRITTEN 83704

Dec. 09, 2013 ASSIGNED TO EXAMINER 83704

Oct. 10, 2013 NOTICE OF DESIGN SEARCH CODE E-MAILED

Page 2 of 3Trademark Status & Document Retrieval

3/6/2015http://tsdr.uspto.gov/



TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Oct. 09, 2013 NEW APPLICATION OFFICE SUPPLIED DATA

ENTERED IN TRAM

Oct. 05, 2013 NEW APPLICATION ENTERED IN TRAM

TM Staff Information

TM Attorney: BERNS, LEE ANNE Law Office Assigned: LAW OFFICE 105

File Location

Current Location: TMEG LAW OFFICE 105 - EXAMINING

ATTORNEY ASSIGNED

Date in Location: Feb. 03, 2015

Proceedings - Click to Load
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EXHIBIT D



To: Grange Insurance Association (trademarks@gsblaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 86080560 - GRANGE
INSURANCE ASSOCIATION - 09208-62003

Sent: 12/9/2013 1:45:06 PM

Sent As: ECOM105@USPTO.GOV
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    U.S. APPLICATION SERIAL NO. 86080560
 
    MARK: GRANGE INSURANCE ASSOCIATION
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    CORRESPONDENT ADDRESS:
          CLAIRE F. HAWKINS
          GARVEY SCHUBERT BARER
          1191 2ND AVE STE 1800
          SEATTLE, WA 98101-2939
          

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT: Grange Insurance Association
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          09208-62003
    CORRESPONDENT E-MAIL ADDRESS: 
          trademarks@gsblaw.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 12/9/2013
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
SUMMARY OF IS SUES that applicant must address:

Section 2(d) likelihood of confusion refusal
Disclaimer requirement
Identification of services

 
SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION

Registration of the applied-for mark is refused because of a likelihood of confusion with the marks in U.S.
Registration Nos. 1535724, 3337639, 3723315, 3723316, 3723315, 3723460, 3723459, 3773249,
3821201, 3821202, and 3984652.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP
§§1207.01 et seq.  See the enclosed registrations.
 
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely that a potential consumer would be confused, mistaken, or deceived as to the source of the
goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d).  In the seminal decision In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), the court listed the
principal factors to be considered when determining whether there is a likelihood of confusion under
Section 2(d).  See TMEP §1207.01.  However, not all the factors are necessarily relevant or of equal
weight, and any one of the factors may control in a given case, depending upon the evidence of record. 
Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1355, 98 USPQ2d 1253, 1260 (Fed. Cir.
2011); In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In
re E. I. du Pont de Nemours & Co., 476 F.2d at 1361-62, 177 USPQ at 567.
 

http://www.uspto.gov/trademarks/teas/response_forms.jsp


In this case, the following factors are the most relevant:  similarity of the marks, similarity and nature of
the goods and/or services, and similarity of the trade channels of the goods and/or services.  See In re
Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s
Miniatures Inc., 59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.01 et seq.
 
Similarity of the Marks
 
In a likelihood of confusion determination, the marks in their entireties are compared for similarities in
appearance, sound, connotation, and commercial impression.  In re E. I. du Pont de Nemours & Co., 476
F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973); TMEP §1207.01(b)-(b)(v). 
 
In the present case, applicant’s mark is “GRANGE INSURANCE ASSOCIATION”, plus design. The
registrant’s marks are: ( i) “GRANGE INSURANCE YOUR PARTNER IN PROTECTION” plus design;
(ii) “GRANGE MUTUAL”, (iii) “GRANGE LIFE INSURANCE”; (iv) “GRANGE INSURANCE”; (v)
“GRANGE LIFE INSURANCE”, plus design element; (vi) “GRANGE INSURANCE” plus design
element; (vii) “GRANGE EODB”;(viii) GRANGE EODB, plus design; (ix) GRANGE EASE OF
DOING BUSINESS; (x) “GRANGE EASE OF DOING BUSINESS” plus design; and (xi) “GRANGE
ONE”.
 
The applicant’s mark and registrant’s marks are confusingly similar because they both contain the
identical first term “GRANGE” and thus are similar in sound, impression and appearance. Marks may be
confusingly similar in appearance where there are similar terms or phrases or similar parts of terms or
phrases appearing in both applicant’s and registrant’s mark.  See Crocker Nat’l Bank v. Canadian
Imperial Bank of Commerce, 228 USPQ 689 (TTAB 1986), aff’d  sub nom. Canadian Imperial Bank of
Commerce v. Wells Fargo Bank, Nat’l Ass’n, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987)
(COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB 1986)
(21 CLUB and “21” CLUB (stylized)); In re Corning Glass Works, 229 USPQ 65 (TTAB 1985)
(CONFIRM and CONFIRMCELLS); In re Collegian Sportswear Inc., 224 USPQ 174 (TTAB 1984)
(COLLEGIAN OF CALIFORNIA and COLLEGIENNE); In re Pellerin Milnor Corp., 221 USPQ 558
(TTAB 1983) (MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424 (TTAB 1975)
(LUTEXAL and LUTEX); TMEP §1207.01(b)(ii)-(iii).
 
The term “GRANGE” is the dominant first term in the respective marks and thus is more likely to be
focused upon and recalled by consumers than the additional wording in the respective marks. Consumers
are generally more inclined to focus on the first word, prefix or syllable in any trademark or service mark. 
See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F. 3d 1369, 1372, 73
USPQ2d 1689, 1692 (Fed. Cir. 2005); see also Mattel Inc. v. Funline Merch. Co., 81 USPQ2d 1372,
1374-75 (TTAB 2006); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988)
(“it is often the first part of a mark which is most likely to be impressed upon the mind of a purchaser and
remembered” when making purchasing decisions).
 
Further, the additional wording in applicant’s mark, “INSURANCE ASSOCIATION” is descriptive and
thus provides little distinctive value when comparing the marks for likelihood of confusion purposes.
Applicant is required to disclaim this wording in accordance with the disclaimer requirement below.
Although marks are compared in their entireties, one feature of a mark may be more significant or
dominant in creating a commercial impression.  See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d
1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir.
1985); TMEP §1207.01(b)(viii), (c)(ii).  Descriptive or generic matter is typically less significant or less
dominant in relation to other wording in a mark.  See In re Chatam Int’l Inc., 380 F.3d 1340, 1342-43, 71
USPQ2d 1944, 1946 (Fed. Cir. 2004); In re Binion, 93 USPQ2d 1531, 1534 (TTAB 2009). Similarly, the



registrant has disclaimed the descriptive wording such as “MUTUAL”, “LIFE INSURANCE” and
“INSURANCE” in its marks.
 
While applicant’s mark does also feature a design element, please note that for a composite mark
containing both words and a design, the word portion may be more likely to be impressed upon a
purchaser’s memory and to be used when requesting the goods and/or services.  In re Dakin’s
Miniatures, Inc., 59 USPQ2d 1593, 1596 (TTAB 1999); TMEP §1207.01(c)(ii); see In re Viterra Inc., 671
F.3d 1358, 1362, 101 USPQ2d 1905, 1908, 1911 (Fed. Cir. 2012) (citing CBS Inc. v. Morrow, 708 F. 2d
1579, 1581-82, 218 USPQ 198, 200 (Fed. Cir 1983)).  Thus, although such marks must be compared in
their entireties, the word portion is often considered the dominant feature and is accorded greater weight in
determining whether marks are confusingly similar, even where the word portion has been disclaimed.  In
re Viterra Inc., 671 F.3d at 1366, 101 USPQ2d at 1911 (Fed. Cir. 2012) (citing Giant Food, Inc. v.
Nation’s Foodservice, Inc., 710 F.2d 1565, 1570-71, 218 USPQ2d 390, 395 (Fed. Cir. 1983)).  In the
instant case, although the registrant’s marks and applicant’s marks feature design elements, the wording
is the dominant feature of the marks and therefore, is accorded more weight and consumers will use the
word portion of the marks when calling for the goods/services.
 
Therefore, because the marks share the identical dominant first term, “GRANGE” consumers viewing the
applied-for mark would likely erroneously assume that applicant is commercially associated with the
registrant and part of its insurance services line.
 
Therefore, the marks are confusingly similar.
 
Relatedness of the Goods/Services
 
The goods and/or services of the parties need not be identical or even competitive to find a likelihood of
confusion.  See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475
(Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000)
(“[E] ven if the goods in question are different from, and thus not related to, one another in kind, the same
goods can be related in the mind of the consuming public as to the origin of the goods.”); TMEP
§1207.01(a)(i). 
 
The respective goods and/or services need only be “related in some manner and/or if the circumstances
surrounding their marketing [be] such that they could give rise to the mistaken belief that [the goods
and/or services] emanate from the same source.”   Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d
1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d
1715, 1724 (TTAB 2007)); Gen. Mills Inc. v. Fage Dairy Processing Indus. SA, 100 USPQ2d 1584, 1597
(TTAB 2011); TMEP §1207.01(a)(i).
 
Applicant’s services specified in the application are “property and casualty insurance services”. The
registrant also provides insurance services such as life insurance, property and casualty underwriting.
Therefore applicant’s and registrant’s services are closely related insurance services.   
 
The trademark examining attorney has attached evidence from the USPTO’s X-Search database
consisting of a number of third-party marks registered for use in connection with the same or similar
services as those of both applicant and registrant in this case.  This evidence shows that the services listed
therein, namely property and casualty insurance and insurance underwriting are of a kind that may
emanate from a single source under a single mark.  See In re Davey Prods. Pty Ltd., 92 USPQ2d 1198,
1203 (TTAB 2009); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In re



Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP §1207.01(d)(iii).
 
Accordingly, as applicant’s and registrant’s marks contain the identical term “GRANGE” and the
services are closely related insurance services, consumers would likely be confused as to the source of the
applicant’s and registrant’s services. Therefore, the applicant’s mark is refused registration under
Section 2(d) of the Trademark Act.
 
Although applicant’s mark has been refused registration, applicant may respond to the refusal by
submitting evidence and arguments in support of registration.
 
Applicant must also respond to the requirements set forth below.
 
DISCLAIMER
 
Applicant must disclaim the descriptive wording “INSURANCE ASSOCIATION” apart from the mark
as shown, because it merely describes a quality, characteristic or feature of applicant or its services.  See
15 U.S.C. §§1052(e)(1), 1056(a); DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., ___ F.3d ___,
103 USPQ2d 1753, 1755 (Fed. Cir. 2012) (quoting In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173,
71 USPQ2d 1370, 1371 (Fed. Cir. 2004)); In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d
1420, 1421 (Fed. Cir. 2005). 
 
Specifically, the attached dictionary evidence shows the wording “INSURANCE” means “coverage by a
contract binding a party to indemnify another against specified loss in return for premiums paid.” See
definition. The term “ASSOCIATION” means “an organized body of people who have an interest,
activity, or purpose in common”. See definition. Applicant’s services are specified in the application as
property and casualty insurance services.  Therefore, the wording “INSURANCE ASSOCIATION”
merely describes that applicant is an organized group or body that provides insurance services.
 
An applicant may not claim exclusive rights to terms or designs that others may need to use to describe or
show their goods or services in the marketplace.  See Dena Corp. v. Belvedere Int’l, Inc., 950 F.2d 1555,
1560, 21 USPQ2d 1047, 1051 (Fed. Cir. 1991); In re Aug. Storck KG, 218 USPQ 823, 825 (TTAB 1983). 
A disclaimer does not affect the appearance of the mark; that is, a disclaimer does not physically remove
the disclaimed matter from the mark.  TMEP §§1213, 1213.10. 
 
If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark. 
See In re Stereotaxis Inc., 429 F.3d 1039, 1041, 77 USPQ2d 1087, 1089 (Fed. Cir. 2005); TMEP
§1213.01(b).
 
Applicant should submit a disclaimer in the following standardized format:
 

No claim is made to the exclusive right to use “INSURANCE ASSOCIATION” apart from
the mark as shown.

 
For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement using the
Trademark Electronic Application System (TEAS) form, please go to
http://www.uspto.gov/trademarks/law/disclaimer.jsp.
 
IDENTIFICATION OF SERVICES
 
The wording in the identification of services must be clarified because it is too broad.  See TMEP

http://www.uspto.gov/trademarks/law/disclaimer.jsp


§§1402.01, 1402.03.  Applicant must further clarify the type of insurance services, such as “writing
property and casualty insurance”. Applicant may substitute the following wording, if accurate: 
 
International Class 036: “ Insurance services, namely, writing property and casualty insurance”.
 
An applicant may amend an identification of goods and services only to clarify or limit the goods and
services; adding to or broadening the scope of the goods and/or services is not permitted.  37 C.F.R.
§2.71(a); see TMEP §§1402.06 et seq., 1402.07 et seq.
 
For assistance with identifying and classifying goods and/or services in trademark applications, please see
the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual at
http://tess2.uspto.gov/netahtml/tidm.html.  See TMEP §1402.04.
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05. 
Further, although the trademark examining attorney may provide additional explanation pertaining to the
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not provide
legal advice or statements about applicant’s rights.  See TMEP §§705.02, 709.06.
 
 
 

/Lee-Anne Berns/
Examining Attorney
Law Office 105
571-272-8982
lee-anne.berns@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

http://tess2.uspto.gov/netahtml/tidm.html
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/


 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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EXHIBIT E



STATUS DOCUMENTS Back to Search Print

Generated on: This page was generated by TSDR on 2015-03-06 13:50:04 EST

Mark: G GRANGE INSURANCE YOUR PARTNER IN PROTECTION

US Serial Number: 73705697 Application Filing Date: Jan. 15, 1988

US Registration Number: 1535724 Registration Date: Apr. 18, 1989

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Jan. 28, 2009

Publication Date: Jan. 24, 1989

Mark Information

Goods and Services

Basis Information (Case Level)

Mark Literal Elements: G GRANGE INSURANCE YOUR PARTNER IN PROTECTION

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Lining and Stippling

Statement:

THE LINING SHOWN IN THE DRAWING IS A FEATURE OF THE MARK AND NOT INTENDED TO INDICATE COLOR.

Disclaimer: "INSURANCE"

Design Search Code(s): 24.09.01 - Flags, rectangular or square, excluding American flag or checkered flag

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:

� Brackets [..] indicate deleted goods/services;

� Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

� Asterisks *..* identify additional (new) wording in the goods/services.

For: INSURANCE UNDERWRITING SERVICES, NAMELY, PROPERTY, CASUALTY, LIFE, ACCIDENT, AND HEALTH INSURA

UNDERWRITING SERVICES

International Class(es): 036 - Primary Class U.S Class(es): 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 07, 1988 Use in Commerce: Jan. 07, 1988

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Page 1 of 3Status Search RN 1535724
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Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

Owner Name: GRANGE MUTUAL CASUALTY COMPANY

Owner Address: 650 SOUTH FRONT STREET

COLUMBUS, OHIO 43206

UNITED STATES

Legal Entity Type: CORPORATION State or Country Where

Organized:

OHIO

Attorney of Record

Attorney Name: Cory M. Amron Docket Number: 06307-19

Attorney Primary Email

Address:

iplaw@vorys.com Attorney Email Authorized: Yes

Correspondent

Correspondent

Name/Address:

Cory M. Amron

VORYS, SATER, SEYMOUR AND PEASE

1828 L Street, NW

11th Floor

Washington, DISTRICT OF COLUMBIA 20036

UNITED STATES

Phone: 202-467-8810 Fax: 202-533-9099

Correspondent e-mail: iplaw@vorys.com Correspondent e-mail

Authorized:

Yes

Domestic Representative - Not Found

Date Description Proceeding Number

Jan. 28, 2009 REGISTERED AND RENEWED (FIRST RENEWAL -

10 YRS)

60234

Jan. 28, 2009 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9

GRANTED

Jan. 22, 2009 ASSIGNED TO PARALEGAL 60234

Jan. 15, 2009 REGISTERED - COMBINED SECTION 8 (10-YR) &

SEC. 9 FILED

Jan. 15, 2009 TEAS SECTION 8 & 9 RECEIVED

Aug. 04, 2008 CASE FILE IN TICRS

Mar. 05, 1995 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15

ACK.

Oct. 03, 1994 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Apr. 18, 1989 REGISTERED-PRINCIPAL REGISTER

Jan. 24, 1989 PUBLISHED FOR OPPOSITION

Dec. 27, 1988 NOTICE OF PUBLICATION

Dec. 24, 1988 NOTICE OF PUBLICATION

Oct. 03, 1988 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 05, 1988 CORRESPONDENCE RECEIVED IN LAW OFFICE

Apr. 15, 1988 NON-FINAL ACTION MAILED

Page 2 of 3Status Search RN 1535724
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Maintenance Filings or Post Registration Information

TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Mar. 29, 1988 ASSIGNED TO EXAMINER 61751

Affidavit of Continued Use: Section 8 - Accepted

Affidavit of Incontestability: Section 15 - Accepted

Renewal Date: Apr. 18, 2009

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Jan. 28, 2009

Proceedings - Click to Load

Page 3 of 3Status Search RN 1535724
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EXHIBIT F



Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA607051
Filing date: 05/29/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Grange Insurance Association

Entity Corporation Citizenship Washington

Address 200 Cedar Street
Seattle, WA 98121
UNITED STATES

Correspondence
information

John Crosetto
Garvey Schubert Barer
1191 Second Avenue Suite 1800
Seattle, WA 98101
UNITED STATES
trademarks@gsblaw.com Phone:206-464-3939

Registrations Subject to Cancellation

Registration No 3821201 Registration date 07/20/2010

Registrant Grange Mutual Casualty Company
650 South Front Street
Columbus, OH 43206
UNITED STATES

Goods/Services Subject to Cancellation

Class 036. First Use: 1987/12/00 First Use In Commerce: 1987/12/00
All goods and services in the class are cancelled, namely: Insurance services, namely, insurance un-
derwriting in the field of auto, home, farm, business, life, property, casualty, accident, health, disabil-
ity, annuities

Grounds for Cancellation

False suggestion of a connection Trademark Act section 2(a)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Priority and likelihood of confusion Trademark Act section 2(d)

Registration No 3723315 Registration date 12/08/2009

Registrant Grange Mutual Casualty Company
650 South Front Street
Columbus, OH 43206
UNITED STATES

Goods/Services Subject to Cancellation

Class 036. First Use: 2009/02/23 First Use In Commerce: 2009/02/23
All goods and services in the class are cancelled, namely: Insurance services, namely, insurance un-
derwriting in the field of auto, home, farm, business, life, property, casualty, accident, health, disabil-

http://estta.uspto.gov


ity, annuities

Grounds for Cancellation

False suggestion of a connection Trademark Act section 2(a)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Priority and likelihood of confusion Trademark Act section 2(d)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application
No.

86080560 Application Date 10/02/2013

Registration Date NONE Foreign Priority
Date

NONE

Word Mark GRANGE INSURANCE ASSOCIATION

Design Mark

Description of
Mark

The mark consists of the words GRANGE INSURANCE above the word ASSO-
CIATION. Over the words is an arch which appears to be divided into two sec-
tions.

Goods/Services Class 036. First use: First Use: 0 First Use In Commerce: 0
Property and casualty insurance services

Attachments 86080560#TMSN.jpeg( bytes )
Signed Cancellation Actionre GRANGE Trademark.pdf(464340 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /John Crosetto/

Name John Crosetto

Date 05/29/2014



IN THE UNITED STATES PATENT AND
TRADEMARK OFFICE BEFORE THE TRADEMARK

TRIAL AND APPEAL BOARD

Grange Insurance Association,

Petitioner,

vs.

Grange Mutual Casualty Company,

Respondent.

PETITION FOR CANCELLATION

Cancellation No.

Petitioner, Grange Insurance Association, a Washington corporation located and

doing business at 200 Cedar Street, Seattle, Washington 98121 believes that it is or will be

damaged by Registration Number 3821201 for the mark GRANGE INSURANCE and

Registration Number 3723315 for the mark GRANGE INSURANCE and Design, both in

Class 36. Petitioner hereby petitions to cancel said registrations.

The grounds for this Petition are as follows:

Grounds for Cancellation

1. Petitioner, Grange Insurance Association, is a Washington corporation,

located and doing business at 200 Cedar Street, Seattle, Washington 98121.

2. Applications for Registration Number 3821201 for the mark GRANGE

INSURANCE and Registration Number 3723315 for the mark GRANGE INSURANCE

and Design, claiming "Insurance services, namely, insurance underwriting in the field of

auto, home, farm, business, life, property, casualty, accident, health, disability,

annuities," in International Class 36, were filed on 3 December 2009 and 6 August 2008,

SEA DOCS:1148261.1



respectively, by Grange Mutual Casualty Company ("Respondent"). Registration Number

3821201 for the mark GRANGE INSURANCE claims priority as of 31 December 1987,

and Registration Number 3723315 for the mark GRANGE INSURANCE and Design

claims priority as of 23 February 2009.

3. Since at least as early as 1936, Petitioner has adopted and used the mark

GRANGE (with variations in additional wording or designs) in connection with

insurance services in the US, and since at least as early as 1943, Petitioner has adopted

and used the mark GRANGE INSURANCE ASSOCIATION in connection with

insurance services in the US. Petitioner has US common law rights in the GRANGE and

GRANGE INSURANCE ASSOCIATION marks based on such use.

4. For many years, starting in 1963, both Respondent and Petitioner have

participated in the National Federation of Grange Mutual Insurance Companies and have

been aware of the respective uses and rights of the other in the GRANGE mark in

connection with insurance services.

5. Petitioner has also, on October 2, 2013, filed trademark application Serial

No. 86/080560 for the mark GRANGE INSURANCE ASSOCIATION and Design based

upon a bona fide intent -to -use, seeking registration in connection with "property and

casualty insurance services" in Class 36.

6. On December 9, 2013, the Trademark Examining Attorney in Petitioner's

above -noted GRANGE INSURANCE ASSOCIATION application, Serial No.

86/080560, issued an Office Action refusing registration to Petitioner under Section 2(d)

of the Trademark Act based upon Registration No. 3821201, Registration No. 3723315,

and others (all owned by Respondent).
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below.

Priority and Likelihood of Confusion

7. Petitioner hereby restates allegations 1 through 6 as if made fully herein

8. On information and belief, Petitioner believes that Application Serial No.

86/060560 should not be refused based on Respondent's marks as Petitioner has priority

of rights in the GRANGE INSURANCE ASSOCIATION mark based upon long-standing

common law use of the GRANGE and GRANGE INSURANCE ASSOCIATION marks

(and variations) in connection with insurance services in the US.

9. Petitioner has expended considerable time, effort, and expense in

promoting, advertising, and offering the insurance services under its GRANGE and

GRANGE INSURANCE ASSOCIATION marks, and has developed and enjoys a

favorable reputation and valuable goodwill in its marks, which identify, distinguish, and

indicate the source of Petitioner's insurance services.

10. Petitioner has used the GRANGE INSURANCE ASSOCIATION mark

for more than 43 years prior to the alleged priority date based on Respondent's

registrations. Consequently, Petitioner's common law rights have priority over

Respondent's registrations as a result of Petitioner's earlier continuous use of its

GRANGE INSURANCE ASSOCIATION mark.

11. Respondent's GRANGE INSURANCE marks are highly similar to

Petitioner's GRANGE INSURANCE ASSOCIATION mark. Both marks begin with the

distinctive word GRANGE and are followed by the word INSURANCE.
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12. Respondent's claimed services are identical to and/or overlap with

Petitioner's services, and are offered to identical and/or overlapping customer types and

market segments.

13. The net effect of these similarities in marks, services, and customer types

is that the marks appear and sound confusingly similar, especially when encountered in

the marketplace, and are offered in the same channels of trade.

14. The clear visual and phonetic similarities between the marks in question,

as well as the close similarities between the services and customers offered and targeted

by the respective marks has resulted in the relevant public mistakenly believing that

Respondent's services under the GRANGE INSURANCE marks are sponsored,

endorsed, or approved by Petitioner, or are in some way affiliated, connected, or

associated with Petitioner all to the detriment of Petitioner.

15. By virtue of the foregoing, Respondent's registrations should be cancelled

under Section 2(d) of the Lanham Act, 15 USCA Section 1052(d), given Petitioner's

seniority of use and priority of rights in the GRANGE INSURANCE ASSOCIATION

mark. If Respondent retains such rights as conferred under the Principal Register of the

Trademark Act of 1946, Petitioner will be subject to great and irreparable damage in that

it will be unable to federally register its GRANGE INSURANCE ASSOCIATION mark,

and Respondent will enjoy an advantage to which it is not entitled under the Trademark

Act of 1946.

Knowingly False Statement in Applications

16. Petitioner hereby restates allegations 1 through 15 as if made fully herein

below.
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17. The US Trademark Office requires trademark applicants to declare that "to

the best of his/her knowledge and belief no other person, firm, corporation, or association

has the right to use the mark in commerce, either in the identical form thereof or in such

near resemblance thereto as to be likely, when used on or in connection with the

goods/services of such other person, to cause confusion, or to cause mistake, or to

deceive."

18. Since at least as early as 1943, the name under which Petitioner has

offered its insurance services has been Grange Insurance Association, and on information

and belief, since at least as early as 1963, Respondent has been aware of Petitioner's use

of its GRANGE and GRANGE INSURANCE ASSOCIATION marks.

19. On information and belief, Petitioner believes that Registration No.

3821201 and Registration No. 3723315 should be cancelled as Respondent made a

material, fraudulent declaration despite knowing and having known, that it does not have,

and has not had, exclusive or a priority of rights in the GRANGE INSURANCE mark

throughout the United States, and that as of the date of filing of applications for

Registration Nos. 3821201 and 3723315, Respondent was aware that it was not the only

entity entitled to usa or have rights in such mark in commerce in the US in connection

with insurance services and that Petitioner had prior rights.

20. By virtue of the foregoing, if Respondent retains such rights as conferred

under the Principal Register of the Trademark Act of 1946, Petitioner will be subject to

great and irreparable damage in that it will be unable to federally register its GRANGE

INSURANCE ASSOCIATION mark, and Respondent will enjoy an advantage in scope

of rights to which it is not entitled under the Trademark Act of 1946.
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Prayer for Relief

WHEREFORE, the Petitioner, Grange Insurance Association, believes and avers

that it is being damaged and will continue to be damaged by the continued registration of

the subject GRANGE INSURANCE and GRANGE INSURANCE and Design

trademarks, Registrations No. 3821201 and 3723315, as aforesaid, and prays that the

Trademark Trial and Appeal Board:

and

(a) Sustain the petition for cancellation and render judgment for Petitioner;

(b) Order that Registrations No. 3821201 and 3723315 be cancelled forthwith;

(c) For such other and further relief as is deemed appropriate.

Respectfully submitted,

GARVEY, SCHUBERT &BARER

Attorneys for Petitioner
1191 Second Avenue, Suite 1800
Seattle, Washington 98101
(206) 46~ =3939
trad~m~frk cs~, sb~aw.com

John Crosetto

Dated: May 29, 2014
Ref: 09208-65000
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing Petition for Cancellation was served via
first class mail, postage prepaid, upon Respondent's Attorney of Record:

Cory M. Amron
VORYS, SATER, SEYMOUR AND PEASE LLP
P. O. Box 2255
Columbus, Ohio 43216-2255

This 29th day of May, 2014

~~~~~~~, ~ /l/~-
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA615062
Filing date: 07/11/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92059301

Party Defendant
Grange Mutual Casualty Company

Correspondence
Address

GRANGE MUTUAL CASUALTY COMPANY
650 S FRONT ST
COLUMBUS, OH 43206
UNITED STATES

Submission Answer

Filer's Name Laura Geyer

Filer's e-mail ltgeyer@vorys.com

Signature /Laura Geyer/

Date 07/11/2014

Attachments Answer to Cancellation 92059301.pdf(184704 bytes )

http://estta.uspto.gov














EXHIBIT H



STATUS DOCUMENTS Back to Search Print

Generated on: This page was generated by TSDR on 2015-03-06 14:08:14 EST

Mark: THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP

US Serial Number: 76272754 Application Filing Date: Jun. 18, 2001

Register: Principal

Mark Type: Service Mark

Status: Abandoned after an appeal of the examining attorney's final refusal. For further information, see TTABVUE on the Trademark

Appeal Board web page.

Status Date: Nov. 25, 2003

Date Abandoned: Nov. 25, 2003

Mark Information

Goods and Services

Basis Information (Case Level)

Current Owner(s) Information

Mark Literal Elements: THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: "INSURANCE GROUP"

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:

� Brackets [..] indicate deleted goods/services;

� Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

� Asterisks *..* identify additional (new) wording in the goods/services.

For: Property and casualty insurance underwriting services

International Class(es): 036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Apr. 2001 Use in Commerce: Apr. 2001

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Owner Name: Grange Insurance Association

Page 1 of 3Status Search SN 76/272,754
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Attorney/Correspondence Information

Prosecution History

TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Owner Address: 200 Cedar Street

Seattle, WASHINGTON 98121

UNITED STATES

Legal Entity Type: CORPORATION State or Country Where

Organized:

WASHINGTON

Attorney of Record

Attorney Name: Faye L. Tomlinson Docket Number: GRIG226757

Correspondent

Correspondent

Name/Address:

FAYE L TOMLINSON

CHRISTENSEN O'CONNOR JOHNSON KINDNESS

1420 5TH AVE STE 2800

SEATTLE, WASHINGTON 98101-2347

UNITED STATES

Phone: 206.695.1717

Domestic Representative - Not Found

Date Description Proceeding Number

Nov. 25, 2003 ABANDONMENT - AFTER EX PARTE APPEAL 76873

Mar. 31, 2004 CASE FILE IN TICRS

Feb. 25, 2004 EXPARTE APPEAL TERMINATED 272754

Feb. 25, 2004 EXPARTE APPEAL TERMINATED 272754

Nov. 25, 2003 EX PARTE APPEAL-REFUSAL AFFIRMED 272754

May 20, 2003 EXAMINERS STATEMENT MAILED

Feb. 19, 2003 PAPER RECEIVED

Jan. 15, 2003 EX PARTE APPEAL-INSTITUTED 272754

Jan. 06, 2003 EXPARTE APPEAL RECEIVED AT TTAB

Jul. 02, 2002 FINAL REFUSAL MAILED

Feb. 08, 2002 REINSTATED

Feb. 08, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE

May 23, 2002 PAPER RECEIVED

May 02, 2002 ABANDONMENT - FAILURE TO RESPOND OR LATE

RESPONSE

Aug. 14, 2001 NON-FINAL ACTION MAILED

Aug. 09, 2001 ASSIGNED TO EXAMINER 76613

TM Staff Information

TM Attorney: MARTIN, EUGENIA K Law Office Assigned: LAW OFFICE 114

File Location

Current Location: FILE REPOSITORY (FRANCONIA) Date in Location: Apr. 09, 2004
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Proceedings - Click to Load
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In re Grange Insurance Association

Serial No. 76272754

Trademark Trial and Appeal Board

2003 TTAB LEXIS 555

November 25, 2003, Decided

DISPOSITION:

[*1]

Decision: The refusal to register under Section 2(d) is affirmed.

COUNSEL:

Faye L. Tomlinson of Christensen O'Connor Johnson Kindness for Grange Insurance Association.

Eugenia K. Martin, Trademark Examining Attorney, Law Office 114 (K. Margaret Le, Managing Attorney).

JUDGES: Before Hohein, Hairston and Bucher, Administrative Trademark Judges

OPINION BY: Hairston, Paula T.

OPINION:

THIS DISPOSITION IS NOT CITABLE AS PRECEDENT OF THE TTAB

Opinion by Hairston, Administrative Trademark Judge:

An application has been filed by Grange Insurance Association to register the mark "THE DAWNING OF A NEW

GRANGE GRANGE INSURANCE GROUP" for "property and casualty insurance underwriting services." n1

n1 Serial No. 76272754, filed June 18, 2001, alleging first use anywhere and first use in commerce in April

2001. The term INSURANCE GROUP is disclaimed apart from the mark as shown.

The Trademark Examining Attorney has refused registration under Section 2(d) of the Trademark Act, 15 U.S.C. §

1052(d), on the ground that applicant's mark, when used in connection with the identified services, so resembles the

previously registered marks, shown below, as to be likely to cause confusion: [*2]

Link to Image

Registration No. 1,535,724 issued April 18, 1989; Section 8 affidavit accepted; Section 15 affidavit received. The regis-

tration is for "insurance underwriting services, namely, property, casualty, life, accident, and health underwriting ser-

vices." The word "INSURANCE" is disclaimed apart from the mark as shown.
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Link to Image

Registration No. 1,604,932 issued July 3, 1990; renewed. The registration is for "life insurance underwriting services."

The words LIFE INSURANCE are disclaimed apart from the mark as shown.

Link to Image

Registration No. 1,663,622 issued November 5, 1991; renewed. The registration is for "insurance underwriting services

in the field of property, casualty, life, accident and health." The word INSURANCE is disclaimed apart from the mark

as shown.

Link to Image

Registration No. 1,636,326 issued February 26, 1991; renewed. The registration is for "life insurance underwriting ser-

vices." The words LIFE INSURANCE are disclaimed apart from the mark as shown. n2

n2 Registration Nos. 1,535,724 and 1,663,622 are owned by Grange Mutual Casualty Company; and Regis-

tration Nos. 1,604,932 and 1,636,326 are owned by Grange Life Insurance Company. It appears that the compa-

nies are related since PTO records show that they have the same address.

[*3]

When the refusal was made final, applicant appealed. Applicant and the Examining Attorney have filed briefs on

the case. An oral hearing was not requested.

In determining whether there is a likelihood of confusion between two marks, we must consider all relevant factors

as set forth in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood of

confusion analysis under Section 2(d), two of the most important considerations are the similarities or dissimilarities

between the marks and the similarities or dissimilarities between the services. Federated Foods, Inc. v. Fort Howard

Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

Turning first to the services, applicant does not dispute that its services (property and casualty insurance underwrit-

ing services) and the services in the cited registrations (property, casualty, life, accident, and health insurance under-

writing services) are identical and otherwise closely related. Thus, if the same or substantially similar marks are used in

connection with these services, confusion as to source or sponsorship is likely to occur.

We turn our attention then to the [*4] marks. It is the Examining Attorney's position that the dominant portion of

applicant's mark and each of the cited marks is the term GRANGE and because the marks share this term, they are very

similar.

Applicant, in urging reversal of the refusal to register, argues that:

In view of the highly descriptive nature of the term "Insurance," the fact that as a licensee of the National

Grange, Appellant has a right to use the term "Grange" in its trademark and because the remaining por-

tions of applicant's and registrant's marks are not confusingly similar, Appellant respectfully submits that

Registrant's marks should not be a bar to registration of Appellant's mark.



Page 3

2003 TTAB LEXIS 555, *

(February 8, 2002 Response, p. 2).

Applicant has made of record an excerpt from the American Heritage College Dictionary, (Third Edition) wherein the

word "grange" is defined as "an association of farmers founded in the United States in 1867." Also, applicant has sub-

mitted a copy of a license agreement between it and an entity named The National Grange of The Order of Patrons of

Husbandry (National Grange). The agreement provides in pertinent part that:

NATIONAL GRANGE hereby agrees to [Grange [*5] Insurance Association's] use of the name

"Grange" which is recognized by [Grange Insurance Association] as a registered trademark of NA-

TIONAL GRANGE.

Finally, applicant argues that there has been a long period of contemporaneous use without any actual confusion having

occurred between applicant's mark and the cited marks.

In this case, we agree with the Examining Attorney that when applicant's mark and the cited marks are each con-

sidered as a whole, they are highly similar in commercial impression since the dominant literal and source-identifying

element of each mark is the term GRANGE. While applicant's and registrant's marks must be considered in their entire-

ties, including any disclaimed or otherwise descriptive matter, since that is how the marks appear when they are used in

the marketplace, it is nevertheless appropriate for rational reasons to regard certain features of the marks as being more

dominant or otherwise significant, and therefore to give those features greater force and effect. Disclaimed or otherwise

descriptive matter is generally viewed as a less dominant or significant feature of a mark. See In re National Data

Corp., 753 F.2d 1056, 224 USPQ 749, 751-52 (Fed. Cir. 1985). [*6]

Applying such principles to the marks at issue in this case, it is clear that the term GRANGE is the dominant literal

and source-identifying element in each of the respective marks. The disclaimed term INSURANCE GROUP in appli-

cant's mark is the generic name for applicant's services and, as such, has little impact on the overall commercial impres-

sion created by the mark THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP.

Similarly, the disclaimed words INSURANCE and LIFE INSURANCE are the generic names for registrants' re-

spective services and, as such, have little impact on the overall commercial impression created by registrants' marks.

Also, the flag design in each of registrants' marks and the phrase YOUR PARTNER IN PROTECTION in two of the

marks are subordinate matter. Again, it is the term GRANGE which dominates each of registrants' marks and primarily

creates the commercial impression generated by each of them. Thus, each of the cited marks is highly similar in com-

mercial impression to applicant's mark.

With respect to applicant's contention that it has a right to register its mark in view of the licensing agreement, as

noted by the Examining Attorney, this agreement is between [*7] applicant and a third party. Moreover, the agreement

provides only that applicant may use the name Grange. This is different from a consent wherein a registrant consents to

registration of an applicant's mark. While a consent between applicant and the owners of the cited registrations would

be entitled to weight in our likelihood of confusion determination, the licensing agreement between applicant and a third

party has no bearing on our determination.

Further, according to applicant, there have been no instances of actual confusion between applicant's mark and the

marks in the cited registrations. However, there is no evidence of applicant's and registrants' geographic areas of sales,

or the amount of sales under the respective marks. Further, there is no information from the registrants. In any event, the

test is likelihood of confusion, not actual confusion. See Weiss Associates Inc. v. HRL Associates Inc., 902 F.2d 1546,

14 USPQ2d 1840 (Fed. Cir. 1990); and In re Kangaroos U.S.A., 223 USPQ 1025 (TTAB 1984).

We conclude that purchasers and prospective consumers familiar with each of the registrants' GRANGE INSUR-

ANCE/LIFE INSURANCE (YOUR PARTNER [*8] IN PROTECTION) and design marks for property, casualty, life,

accident, and health insurance underwriting services, would be likely to believe, upon encountering applicant's substan-

tially similar mark THE DAWNING OF A NEW GRANGE GRANGE INSURANCE GROUP for property and casu-

alty insurance underwriting services, that the respective services emanate from or associated with or sponsored by the

same source.

Legal Topics:
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For related research and practice materials, see the following legal topics:

Trademark LawConveyancesLicensesTrademark LawLikelihood of ConfusionSimilarityAppearance, Meaning &

SoundGeneral OverviewTrademark LawProtection of RightsRegistrationDegree of Protection

GRAPHIC:

Illustrations 1 through 4, no caption
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