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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 4,233,433
Mark: BLACK CLOUDS
Issued: October 30, 2012

DANIEL P. MATTHEWS

Petitioner,

Cancellation No. 92058978
v.

BLACK CLOUDS LIMITED LIABILITY
COMPANY

Registrant.

|
1
|
»
|
i
|
i
i
'
|
'
|
'
|
'
|
’
|
'
|
.
]
'
|
i
|
‘
I
'
I
'
|
|
.
]

DANIEL P. MATTHEWS MOTION FOR SUMMARY JUDGMENT AND
MEMORANDUM OF LAW IN SUPPORT THEROF

Pursuant to 37 C.F.R. § 2.127 and Fed. R. Civ. P. 56, Petitioner Daniel P. Matthews
(“Petitioner”) by his attorneys, Giordano, Halleran & Ciesla, P.C., hereby moves for summary
judgment granting the petition to cancel Registrant Black Clouds Limited Liability Company’s
registration for the mark BLACK CLOUDS in class 009 (the “Registered Mark™), United States
Trademark Registration No. 4,233,433 (the “Registration”).

As set forth herein, and in the accompanying Declaration of Daniel P. Matthews with
Exhibits (“Matthews Decl.”), there are no material facts in dispute and as a matter of law, and the

Registration should be cancelled.



PRELIMINARY STATEMENT

Since at least as early as 2005, Petitioner has been continuously using the mark “THE
BLACK CLOUDS?” (the “Mark”) throughout the United States on and in connection with its
production and sale of sound recordings.

Petitioner distributes his sound recordings primarily through the CD Baby distribution
company, which he has used since at least as early as 2005. Registrant also distributes sound
recordings through the same CD Baby distribution company, but only started doing so
admittedly on November 20, 2011. Despite these facts, Registrant applied for and obtained a
registration with the United States Patent and Trademark Office (Registration No. 4,233,433) for
the mark “BLACK CLOUDS?” (the “Infringing Mark™) in connection with identical goods to
those offered by Petitioner under the Mark. Petitioner now seeks cancellation of Registration
4,233,433 in light of his clear priority of use.

As the evidence submitted herewith demonstrates, there is a strong likelihood of
confusion between the Infringing Mark and Petitioner’s Mark, in that (1) the Infringing Mark is
identical to Petitioner’s Mark; (2) Registrant’s identified goods are identical to those sold by
Petitioner under the Mark; and (3) Registrant sells those identical goods in identical channels of
trade to an identical class of consumers as Petitioner. Therefore, a likelihood of confusion exists
between the Infringing Mark and the Mark.

Petitioner has unambiguously established that no genuine issue of material fact exists
regarding his priority over the Mark and therefore moves for summary judgment in the above-

captioned cancellation action.



STATEMENT OF UNDISPUTED FACTS

Petitioner is a singer, songwriter, producer and musician, who has been continuously
offering for sale sound recordings featuring his music and artistic performances under the Mark
since at least 2005. Matthews Decl., § 1. Specifically, Petitioner uses the Mark in commerce
throughout the United States on and in connection with the marketing, distribution, offering for
sale, and sale of his sound recordings via digital download, on hard media including compact
discs, and through online and wireless streaming. Matthews Decl., § 3.

Petitioner’s first album of sound recordings offered under the Mark, titled “Dead
Flowers,” was released in 2005. Matthews Decl., ] 8; Ex. B. At that time, Petitioner began
marketing, offering for sale, and selling the sound recordings on the “Dead Flowers” album on
compact disc to consumers throughout the United States through the independent music
distribution company, CDBaby.com. Matthews Decl., § 8. In 2006, also using CDBaby’s
services, Petitioner offered for sale the sound recordings on the “Dead Flowers” album under the
Mark as direct digital downloads and through over 95 online streaming and download services
using such online retail outlets as Amazon.com, iTunes.Apple.com, and CDBaby.com. /d.; Ex.
C. Since 2005, Petitioner has continually offered for sale and sold the sound recordings on the
“Dead Flowers” album via these channels under the Mark. Matthews Decl., { 8.

In 2008, Petitioner released a second album under the Mark, which is entitled “Wishing
Well.” Matthews Decl., §9. Similar to “Dead Flowers,” Petitioner offered the sound recordings
on “Wishing Well” for sale under the Mark on compact disc, as direct digital downloads, and
through over 95 online streaming and download services using such online retail outlets as
Amazon.com, iTunes.Apple.com, and CDBaby.com. /d.; Ex. C. Since 2008, Petitioner has
continuously offered for sale and sold throughout the United States the sound recordings on the

“Wishing Well” album via these channels under the Mark. Matthews Decl., § 9.
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In 2009, Petitioner embarked on a nationwide tour, performing live under the Mark to
promote the sound recordings on “Dead Flowers” and “Wishing Well.” Matthews Decl., 7 10;
Ex. A. In 2010, Petitioner embarked on an East Coast tour, which included live performances
under the Mark in Austin, Texas during the South by Southwest Festival, to further promote the
sound recordings on the two previously released albums and in advance of a third album to be
released under the Mark. Matthews Decl., § 11; Ex. A.

In 2012, Petitioner released a third album under the Mark, which is entitled “Better
Days.” Matthews Decl., § 12. Petitioner, again using CDBaby’s services, offered the sound
recordings on “Better Days” for sale under the Mark on compact disc, as direct digital
downloads, and through over 95 online steaming and download services including Amazon.com,
iTunes.Apple.com and CDBaby.com. /d.; Ex. C. Since 2012, Petitioner has continuously
offered for sale throughout the United States the sound recordings on the “Better Days” album
via these channels under the Mark. Matthews Decl., 4 12.

In 2014, Petitioner again embarked on a nationwide tour, performing live under the Mark
to promote the sound recordings on the three previously released albums. Matthews Decl., § 13;
Ex. A.

During every live performance under the Mark, Petitioner offered for sale and did sell the
then-available sound recordings under the Mark. Matthews Decl., § 16. Petitioner has expended
significant sums of money promoting his sound recordings under the Mark by way of his touring
activities and other promotional efforts, which included the making and distribution of
promotional merchandise including t-shirts, stickers, lighters, and show posters all bearing the

Mark. Matthews Decl., § 17.



On August 14, 2012, Registrant obtained a registration with the U.S.P.T.O for the

identical Infringing Mark. Matthews Decl., § 18; see Registrant’s BLACK CLOUDS,
August 14, 2012, Registration, 4,233,433 (the “Registration”). Registrant identifies its date of
first use in commerce of the Infringing Mark as November 20, 2011. See the Registration. The
following goods and services:

Audio and video recordings featuring music and artistic

performances; Audio recordings featuring music; Compact discs

featuring music; Digital music downloadable from the Internet;

Downloadable music files; Downloadable musical sound

recordings; Downloadable music via the internet and wireless

devices; Musical recordings; Musical sound recordings; Musical

video recordings; Sound recordings featuring music; and Video
recordings featuring music.

See Id. Registrant does not identify any limitations on the channels of trade or class of
consumers in its description. /d. In fact, Registrant offers for sale its sound recordings under the
Infringing Mark through the exact same online retail outlets using the same distributor:
CDBaby.com. /d.; Ex. D and E. Visitors to the CDBaby.com website who search for the terms
“black clouds” are directed to sound recordings of both Petitioner and Registrant. Matthews
Decl., 1 19; Ex. H. On other websites, such as Myspace.com, Registrant’s sound recordings
appear as part of Petitioner’s catalogue of sound recordings. Matthews Decl., § 20; Ex. L.

As set forth herein, this case is ripe for summary adjudication because there are no
material issues of fact in dispute and the undisputed facts show that, as a matter of well-settled
law: (1) Petitioner’s mark THE BLACK CLOUDS and Registrant’s mark BLACK CLOUDS
are confusingly similar; (2) Petitioner has priority of right over Registrant; and (3) there is a
strong likelihood of confusion between the Petitioner’s Mark and Registrant’s Infringing Mark.

Accordingly, the Board should grant summary judgment in favor of Petitioner and

cancel Registrant’s registration of the mark BLACK CLOUDS.



L

ARGUMENT

The Standard For Summary Judgment

Summary judgment is proper where “there is no genuine dispute as to any material fact
and the movant is entitled to judgment as a matter of law.” Fed. R. Civ. P. 56(c); see also
T.B.M.P. § 528.01. To overcome a Rule 56 motion for summary judgment, the non-moving
party must proffer evidence sufficient to demonstrate the existence of a genuine dispute as to a
material fact. Fed. R. Civ. P. 56(c). In other words, the non-moving party must demonstrate that
on the entirety of the record, a reasonable jury could resolve a factual matter in favor of the non-
movant. See Sweats Fashions, Inc. v. Pannill Knitting Co., 833 F.2d 1560, 1562 (Fed. Cir.
1987).

The purpose of a summary judgment motion is to promote judicial economy; namely, to
avoid an unnecessary trial where, as here, more evidence than already is available could not
reasonably be expected to change the result in the case. See University Book Store v. University
of Wisc. Bd. of Regents, 33 U.S.P.Q.2d 1385 (T.T.A.B. 1994); see also T.B.M.P. § 528.01.
Thus, as a general rule, the resolution of Board proceedings by means of summary judgment is to
be encouraged (/d., see also Sweats Fashions, 833 F.2d at 1562 (“summary judgment may no
longer be regarded as a disfavored procedural shortcut™)), and the Board should grant summary
judgment where a full trial is “unnecessary because the essential facts necessary to decision of
the issue can be adequately developed by less costly procedures, as contemplated by the FRCP
rules here involved, with a net benefit to society.” Exxon Corp. v. National Foodline Corp., 579
F.2d 1244, 1246 (C.C.P.A. 1978) (quoted in Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 739 F.2d
624, 262 (Fed. Cir. 1984)).

In order to sustain this cancellation action under section 2(d) of the Lanham Act,

Petitioner must show that Registrant’s Infringing Mark:
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Consists of or comprises a mark which so resembles a mark
registered in the Patent and Trademark Office, or a mark or trade
name previously used in the United States by another and not
abandoned, as to be likely, when used on or in connection with the
goods of the applicant, to cause confusion, or to cause mistake, or
to deceive[.]
15 U.S.C. § 1052(2)(d). Simply put, in order to prevail on this summary judgment
motion, Petitioner must show that no genuine issue of material fact exists with respect to
(1) Petitioner’s priority over Registrant in the Infringing Mark as a prior user and (2) the
likelihood of confusion between the Mark and the Infringing Mark.

Petitioner is entitled to summary judgment, as a matter of law, because there is no
genuine issue of material fact before the Board with respect to Petitioner’s priority over the
Infringing Mark. First, Petitioner has conclusively established prior use of THE BLACK
CLOUDS without abandonment. Second, a likelihood of confusion clearly exists between
Petitioner’s Mark and Registrant’s Infringing Mark, as it is unquestionable that: (1) the two
marks are identical in appearance, sound, connotation, and commercial impression; (2) the two
marks are affixed to identical goods; and (3) the channels of trade are identical. Therefore,
summary judgment is appropriate in Petitioner’s favor and the Board should sustain cancellation

of the Registration.

I1. There is No Genuine Issue of Material Fact Regarding Petitioner’s Priority Over
Registrant’s Infringing Mark

Petitioner has priority of right over Registrant. Petitioner’s continuous commercial use of
the Mark since at least five years prior to Registrant’s admitted date of first use of the Infringing
Mark unequivocally establishes that no genuine issue of material fact exists with respect to
Petitioner’s priority over the Infringing Mark as a prior user in commerce. Indeed, Registrant

has not proffered, and cannot proffer, any evidence to refute this assertion.



a. The Mark is Inherently Distinctive and Deserving of the Utmost Protection

The strength of a mark is identified based on its placement in one of four categories:
arbitrary or fanciful; suggestive; descriptive; or generic. See Abercrombie & Fitch Co. v. Hunting
World, Inc., 537 F.2d 4, 9 (2d Cir. 1976), modified on other gds., 189 US.S.P.Q. 769 (2d Cir.
1976), overruled on other gds. by, New York Racing Ass 'n v. Perlmutter Publ 'g, 959 F. Supp.
578 (N.D.N.Y. 1997). Arbitrary, fanciful and suggestive marks are inherently distinctive and
thus are protectable upon commercial use without a showing of secondary meaning. See Two
Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768 (1992).

Petitioner’s THE BLACK CLOUDS mark is, by its very nature, afforded the highest
degree of protection from infringement because it is an arbitrary word mark. Accuride
International, Inc. v. Accuride Corp., 871 F.2d 1531, 1536 (9lh Cir. Cal. 1989) (“The
strength of a trademark [...] is largely determined by its position on a continuum
stretching from arbitrary marks to descriptive marks. Arbitrary and fanciful marks are
strong, while suggestive and descriptive marks are weak.” (internal citations omitted)).
An arbitrary mark is a mark "that does not directly describe the qualities of a product to
which it applies..." Clinique Labs., Inc. v. Dep Corp., 945 F. Supp. 547, 551 (S.D.N.Y. 1996)
(finding CLINIQUIE to be an arbitrary mark with regard to cosmetics). Here, THE BLACK
CLOUDS is undeniably arbitrary as it does not directly describe the qualities of the sound
recordings produced by Petitioner and has no connection to sound recordings or any musical

goods whatsoever. Therefore, the Mark is properly classified as an arbitrary mark.



b. Petitioner Has Established Priority Over the Infringing Mark

Petitioner has produced an abundance of incontrovertible evidence that clearly establishes
his proprietary rights in the Mark. Petitioner began using the mark THE BLACK CLOUDS on
and in connection with the sale of his sound recordings in 2005. See Matthews Decl. § 7; Ex. C.
Petitioner has proffered considerable evidence clearly demonstrating his continuous use of the
Mark on such goods including: (1) sales reports of Petitioner’s continued sales throughout the
country and online of sound recordings bearing the Mark; and (2) evidence of various online
retail outlets selling his sound recordings under the Mark. See Matthews Decl., Exs. C, F and G.
This, along with Petitioner’s testimonial evidence in his Declaration, illustrates Petitioner’s
continuous commercial use of the Mark since at least as early as 2005. See Matthews Decl. ] 1,
8,9, 12, and 14.

This, coupled with Petitioner’s promotion of his sound recordings under the Mark
through extensive touring and distribution of promotional merchandise at concert venues
throughout the United States, demonstrates Petitioner’s steadfast and extensive efforts which
have resulted in the accumulation of substantial goodwill in the Mark and have created the strong
association in the minds of the purchasing public between THE BLACK CLOUDS mark and the
goods offered by Petitioner since at least 2005.

It is irrefutable that Registrant’s continuous and unabandoned use demonstrates priority
of right over Registrant which admittedly did not first use the Infringing Mark in commerce until
November 20, 2011. See the Registration. Therefore, no genuine issue of material fact exists

with regard to the issue of Petitioner’s priority.



IL.

There is a Clear Likelihood of Confusion Between the Mark and the Infringing Mark

Petitioner has unequivocally met his burden of proving that there is a likelihood of
confusion between THE BLACK CLOUDS and BLACK CLOUDS, and that no genuine issue of
material fact exists with regard thereto.

The applicable test for likelihood of confusion was articulated in the case In re E.I du
Pont de Nemours & Co., 476 F.2d 1357 (C.C.P.A. 1973). Although there is no mechanical test
for determining the likelihood of confusion between two marks, the du Pont decision provides a
host of factors to be weighed and considered in testing for likelihood of confusion. Id. at 1361.
While none of these factors are more important than the other in the likelihood of confusion
determination; from case to case, each factor may play a dominant role. /d. at 1361-62; see also,
In re Majestic Distilling Company, Inc., 315 F.3d 1311, 1315 (Fed. Cir. 2003). In this
cancellation action, an analysis of the du Pont factors compels the conclusion that there is a
likelihood of confusion between THE BLACK CLOUDS and BLACK CLOUDS.

The du Pont factors, to be weighed and considered in a likelihood of confusion analysis
under Section 2(d) of the Lanham Act, are:

1. The similarity or dissimilarity of the marks in their entireties as
to appearance, sound, connotation and commercial impression.

2. The similarity or dissimilarity and nature of the goods or
services as described in an application or registration or in
connection with which a prior mark is in use.

3. The similarity or dissimilarity of established, likely-to-continue
trade channels.

4. The conditions under which and buyers to whom sales are
made, i.e. “impulse” vs. careful, sophisticated purchasing.

5. The fame of the prior mark (sales, advertising, length of use).

6. The number and nature of similar marks in use or similar
goods.

7. The nature and extent of any actual confusion.

8. The length of time during and conditions under which there has
been concurrent use without evidence of actual confusion.

9. The variety of goods on which a mark is or is not used (house
mark, “family” mark, product mark).
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10. The market interface between applicant and the owner of a
prior mark.

11. The extent to which applicant has a right to exclude others
from use of its mark on its goods.

12. The extent of potential confusion, i.e., whether de minimis or
substantial.

13. Any other established fact probative of the effect of use.

du Pont, 476 F.2d at 1361.

This Board should assign the most weight to the first three du Pont factors due to the
identical nature of the goods, channels of trade, class of consumers, and marks used by the
Petitioner and Registrant. Here, it is clear that a likelihood of confusion exists between the two

marks.

a. The Marks Are Identical.

The first du Pont factor requires the Board to analyze whether THE BLACK CLOUDS
and BLACK CLOUDS are similar in appearance, sound, connotation, and commercial meaning.
Petitioner’s Mark and the Registrant’s Infringing Mark are undeniably identical in appearance,
sound, connotation, and commercial impression. The inclusion of the word “THE” in
Petitioner’s Mark is an inconsequential distinction. The addition of the word "THE" at the
beginning of the Mark does not have any trademark significance as "the" is a definite article. See
In re Narwood Productions, Inc., 223 USPQ 1034 (TTAB 1984) (noting the insignificance of the
word "the" in comparison of THE MUSIC MAKERS and MUSICMAKERS). See also In re
Universal Package Corporation, 222 USPQ 344, 345 (TTAB 1984); Conde Nast Publications
Inc. v. Redbook Publishing Company, 217 USPQ 356, 357 (TTAB 1983). Thus, there is nothing
to distinguish Petitioner’s Mark, THE BLACK CLOUDS from Registrant’s Infringing Mark,
BLACK CLOUDS. Since the two marks are identical under this du Pont factor, this factor
should control the Board’s analysis and provide sufficient justification for the proposition that

the Mark and the Infringing Mark are confusingly similar.
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b. Petitioner’s and Registrant’s Goods Are Identical.

The second du Pont factor weighs decidedly in favor of the Board finding a likelihood of
confusion in that Petitioner and Registrant offer identical goods under the marks. As a matter of
law, the analysis of the similarity of the parties’ goods is confined to the four corners of their

respective applications and registrations.

The authority is legion that the question of registrability of an
applicant’s mark must be decided on the basis of the identification
of goods set forth in the application regardless of what the record
may reveal as to the particular nature of an applicant’s goods, the
particular channels of trade, or the class of purchasers to which
sales of goods are directed.

Octocom Sys., Inc. v. Houston Computers Servs., Inc., 918 F.2d 937, 942 (Fed. Cir. 1990).
Moreover, alleged differences in the design of the goods cannot be considered unless they are
inherent in the nature of the goods themselves or are expressly set forth in Registrant’s
application. Tuxedo Monopoly, Inc. v. General Mills Fun Group, 648 F.2d 1335, 1337 (C.C.P.A.
1981). The description in the registration also must be construed most favorably to Petitioner as
the prior user. Tuxedo Monopoly, Inc., 648 F.2d at 1337.

Registrant’s registration identifies its goods as “Audio and video recordings featuring
music and artistic performances; Audio recordings featuring music; Compact discs featuring
music; Digital music downloadable from the Internet; Downloadable music files; Downloadable
musical sound recordings; Downloadable music via the internet and wireless devices; Musical
recordings; Musical sound recordings; Musical video recordings; Sound recordings featuring
music; and Video recordings featuring music.” Petitioner has been in continuous use of the mark
THE BLACK CLOUDS in commerce throughout the United States on and in connection with
the marketing, distribution, offering for sale, and sale of his sound recordings via digital

download, on hard media including compact discs, and through online and wireless streaming
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since at least as early as 2005. See Matthews Decl. § 2. This situation presents an instance where
the parties’ goods compete directly with one another in the exact same category with identical
marks — factors which show, with little proof, that consumer confusion is likely. See Banff Ltd.
v. Federated Dep’t Stores, 841 F.2d 486, 492 (2d Cir. 1988) (“To establish likelihood of
confusion, competing goods require less proof ... than noncompetitive items.”). Because
Registrant’s stated goods are of the exact type as those sold by Petitioner under its mark THE
BLACK CLOUDS, the potential for confusion is high.

Based on the Registration and Registrant’s description of goods therein, Petitioner and
Registrant’s goods are identical. Both offer sound recordings (or audio recordings) for sale
under the marks. Accordingly, there is no dispute that the second du Pont factor weighs heavily
in Petitioner’s favor.

c. Petitioner’s and Registrant’s Goods Are Offered For Sale And Sold In
Identical Channels of Trade.

The evidence on record demonstrates that the third du Pont factor weights heavily in
Petitioner’s favor as the channels of trade are again identical.

The third du Pont factor requires the Board to analyze whether Petitioner and Registrant
use similar channels of trade for the sale of their respective audio recordings. To the extent that
the goods claimed by the parties are the same, it is presumed that the parties’ goods will be sold
in the same channels of trade and to the same relevant purchasers. See Genesco, Inc. v. Martz,
66 U.S.P.Q.2d 1260, 1268 (T.T.A.B. 2003); In re Smith and Mehaffey, 31 U.S.P.Q.2d 1526
(T.T.A.B. 1994). Where, as here, the Petitioner’s and Registrant’s goods are legally identical,
the Board is entitled to presume that the channels of trade and classes of consumers are also
identical. In re Yawata Iron & Steel Co., 159 USPQ 721, 723 (CCPA 1968) (where there are

legally identical goods, the channels of trade and classes of consumers are considered identical);
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see also American Lebanese Syrian Associated Charities Inc. v. Child Health Research Institute,
101 USPQ2d 1022, 1028 (TTAB 2011); In re Viterra Inc., 101 USPQ2d 1905, 1908 (Fed. Cir.
2012).

Moreover, as a matter of established fact, the trade channels used to distribute the musical
works of Petitioner and Registrant actually are identical. Both use the distributor “CD Baby” to
distribute their musical works on hard media as well as through online streaming services and
download marketplaces. See Matthews Decl. § 17. Therefore, no real question exists with
respect to whether Petitioner and Registrant deal in identical and similar channels of trade.

Analysis of these three determining du Pont factors is so compelling that no genuine
issue of material fact exists with respect to the likelihood of confusion between THE BLACK

CLOUDS and BLACK CLOUDS.
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CONCLUSION

Based on the evidence in the record, there is no question that Petitioner has priority of
right in the Mark based on his unabandoned and prior continuous use in commerce on this sound
recordings. Additionally, there is no dispute that a likelihood of confusion exists between the
parties’ marks. Because of this, no reasonable fact-finder could resolve this matter in favor of
Registrant. Thus, Petitioner is entitled to summary judgment as a matter of law.

For the foregoing reasons, it is submitted that good grounds exist for granting

Petitioner’s motion for summary judgment, and such action is hereby requested.

Respectfully submitted,
GIORDANO, HALLERAN & CIESLA

A Professional Corporation
Attorneys for Petition Daniel P. Matthews

By:m*

Christopher-L._Marino, Exq.
125 Half Mile Road, Suite 300
Red Bank, NJ 07701-6777
(732) 741-3900
cmarino@ghclaw.com

Dated: JanuaryZé_ , 2015

Docs #1791405-v1
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 4,233,433
Mark: BLACK CLOUDS
Issued: October 30, 2012

"DANIEL P. MATTHEWS

Petitioner,
Cancellation No. 92058978

V.

Declaration of Daniel P. Matthews
BLACK CLOUDS LIMITED LIABILITY

COMPANY

Registrant.

[, Daniel P. Matthews, hereby declare as follows:

1. [ am a singer, songwriter, producer and musician. Since at least 2005, 1 have been
offering for sale under the mark THE BLACK CLOUDS sound recordings featuring music and
artistic performances. 1 have personal knowledge of all the facts and circumstances contained
herein, and 1 submit this declaration in support of my Motion for Summary Judgment seeking to
cancel the registration of the mark BLACK CLOUDS owned by Registrant, Black Clouds, LLC
(“Registrant™).

Preliminary Statement

2. I have brought this Cancellation Proceeding (the “Cancellation™) in order to cancel
Registrant’s registration of the mark BLACK CLOUDS for “Audio and video recordings
featuring music and artistic performances; Audio recordings featuring music; Compact discs
featuring music; Digital music downloadable from the Internet; Downloadable music files;

Downloadable musical sound recordings; Downioadable music via the internet and wireless



devices; Musical recordings; Musical sound recordings; Musical video recordings; Sound
recordings featuring music; and Video recordings featuring music.”

3. Tlhave been in continuous usc of the mark THE BLACK CLOUDS in commerce
throughout the United States on and in connection with the marketing, distribution, offering for
sale, and sale of my sound recordings via digital download, on hard media including compact
discs, and through online and wireless streaming since at least as early as 2005. Additionally, |
have continuously used the mark THE BLACK CLOUDS in commerce in connection with my
live entertainment services, namely in the form of live music performances, since at least 2009.

4. Registrant’s mark, BLACK CLOUDS, is the same mark as THE BLACK CLOUDS.

5. Despite my prior and paramount rights in and to the mark THE BLACK CLOUDS,
Registrant was granted federal registration of the mark BLACK CLOUDS in connection with
identical goods to many of the goods I have been marketing under the mark THE BLACK
CLOUDS. I believe that Registrant is capitalizing on the brand identity and goodwill that | have
accumulated under the mark THE BLACK CLOUDS by distributing identical goods and
services through the same and similar channels of trade, to the same class of consumers, at
similar price points.

6. Accordingly, I respectfully request that this Cancellation be sustained and that
Registrant’s Federal registration of the mark BLACK CLOUDS (Reg. No. 4233433) be
cancelled by the USPTO.

Background
7. Since at least 2005, I have been writing, performing and recording music under the mark

THE BLACK CLOUDS.



8. The first album of sound recordings I released under the mark THE BLACK CLOUDS is
entitled “Dead Flowers.” In 2005, I began marketing, offering for sale, and selling the sound
recordings on this album through the independent music distribution company, CDBaby.com.
At that time, using CDBaby’s services, | offered the sound recordings for sale on compact disc.
In 2006, I also used CDBaby’s services to offer for sale the sound recordings on the “Dead
Flowers” album under the mark THE BLACK CLOUDS as digital downloads and for online
streaming available through over 95 online retail partners including Amazon.com,
iTunes.Apple.com, and CDBaby.com. Since such times, | have continuously offered for sale
throughout the United States the sound recordings on the “Dead Flowers™ album via these
channels.

9. In 2008, I released a second album under the mark THE BLACK CLOUDS, which is
entitled “Wishing Well.” Similar to “Dead Flowers,” I offered the sound recordings on
“Wishing Well” for sale under the mark THE BLACK CLOUDS on compact disc, and as digital
downloads and for online streaming available through over 95 online retail partners including
Amazon.com, iTunes.Apple.com, and CDBaby.com. Since such time, I have continuously
offered for sale throughout the United States the sound recordings on the “Wishing Well” album
via these channels.

10. In 2009, [ embarked on a U.S. tour, performing live under the mark THE BLACK
CLOUDS, to promote the sound recordings on the two previously released albums, In so doing,
I'brought the music to the attention of a diverse audience in many states. Exhibit A is a true and
accurate copy of fuel logs for various THE BLACK CLOUDS tours from 2009 to 2014, which |

made and kept in the ordinary course of business. As part of my business, | routinely updated




these fuel logs at or near the time of refueling based upon my personal knowledge of all the
details recorded therein.

11.In 2010, I embarked on an East Coast tour, which included performances in Austin,
Texas during the South by Southwest Festival, performing live under the mark THE BLACK
CLOUDS, to promote the sound recordings on the two previously released albums and in
advance of a third album I would be releasing under THE BLACK CLOUDS mark. In so doing,
I further promoted my sound recording and generated goodwill in THE BLACK CLOUDS mark.
See Exhibit A 2010 fuel logs.

12.In 2012, I released a third album under the mark THE BLACK CLOUDS, which is
entitled “Better Days.” Similar to “Dead Flowers” and “Wishing Well,” I offered the sound
recordings on “Better Days” for sale under the mark THE BLACK CLOUDS on compact disc,
and as as digital downloads and for online streaming available through over 95 online retail
partners including Spotify.com, Pandora.com, Amazon.com, iTunes.Apple.com, and
CDBaby.com. Since such time, | have continuously offered for sale throughout the United
States the sound recordings on the “Better Days” album via these channels.

13. In 2014. [ embarked on another U.S. tour, performing live under the mark THE BLACK
CLOUDS, to promote the sound recordings on “Better Days,” along with those on the two
previously released albums. In so doing, 1 further promoted my sound recording and generated
goodwill in THE BLACK CLOUDS mark. See Exhibit A 2014 fuel logs.

14. As explained above, | market, promote, offer for sale and sell my sound recordings in
various formats and through various retail locations, both over the internet and through brick-
and-mortar locations using the independent music distribution company CDBaby.com. To

demonstrate these sales, | have attached as Exhibit B a true and accurate copy of a report that |




receive from CDBaby.com, detailing the direct-to-consumer sales of compact discs containing
my sound recordings, as well as digital downloads and credit card (“swiper™) sales of my sound
recordings, all under THE BLACK CLOUDS mark. As this demonstrates, | have offered for
sale throughout the United States and actually sold in numerous states my sound recordings
under THE BLACK CLOUDS mark, beginning with the first sale on November 20, 2005 and
continuing through the present. Exhibit B is a report that 1 obtain and keep in the ordinary
course of my business. ! run and obtain this report from CDBaby.com regularly, and have
personal knowledge of the sales reflected in the report.

15. To further demonstrate the sales in commerce of my sound recordings under THE
BLACK CLOUDS mark, I have also attached as Exhibit C a true and accurate copy of a report
that I receive from CDBaby.com, detailing the digital distribution sales via streaming and
download of my sound recordings offered under THE BLACK CLOUDS mark through various
CDBaby.com partner websites since at least April 23, 2006. These partner websites include
including but not limited to, Beats Music, Pandora, Rhapsody, Apple iTunes, Spotify, and the
Google Music Store. I have personal knowledge of the availability of these musical works for
digital streaming and download on all of these partner websites, which make my sound
recordings offered under THE BLACK CLOUDS mark available online nationwide. Exhibit C
is a report that I obtain and keep in the ordinary course of my business. I run and obtain this
report [rom CDBaby.com regularly, and have personal knowledge of the sales reflecied in the
report.

16. Additionally, at each of my live performances on the above-referenced tours, 1 offered for
sale and sold at venues throughout the county my then released sound recordings under THE

BLACK CLOUDS mark.




17. Over the years, by way of my touring activities and other promotional efforts, which
included the making and distribution of promotional merchandise including t-shirts, stickers,
lighters, and show posters all bearing THE BLACK CLOUDS mark, I have expended significant
sums of money promoting and advertising my sound recordings offered under the mark.
Through these efforts, I have generated a significant interest and goodwill in THE BLACK
CLOUDS mark such that THE BLACK CLOUDS mark has come to identify solely the sound
recordings offered by me.

Registrant’s Mark is Confusingly Similar to THE BLACK CLOUDS Mark

I8. Registrant offers for sale its sound recordings under the mark BLACK CLOUDS through
the exact same online retail outlets using the same independent music distribution company
CDBaby.com. Attached as Exhibit D is a true and accurate copy of Registrant’s CDBaby.com

webpage located at http://www.cdbaby.com/Artist/BlackClouds. Attached as Exhibit E arc true

and accurate copies of Amazon.com, iTunes.Apple.com, and CDBaby.com webpages offering

for sale Registrant’s sound recordings. Similarly, attached as Exhibit F is a true and accurate

copy of my CDBaby.com webpage located at http://www.cdbaby.com/Artist/TheBlackClouds.
Attached as Exhibit G are true and accurate copies of Amazon.com, iTunes.Apple.com, and
CDBaby.com webpages offering for sale my sound recordings under THE BLACK CLOUDS
mark.

19. When | ran a search for the terms “black clouds” on the C DBaby.com website, the result
page reveals Registrant’s sound recordings alongside the sound recordings that | market,
promote, offer for sale, and sell under THE BLACK CLOUDS mark. Attached as Exhibit His a
true and accurate copy of the CDBaby.com scarch results page that I ran for the terms “black

clouds.”




20. Similarly, this problem is further compounded by the fact that Registrant’s sound
recordings now appear as part of my catalog of sound recordings offered on certain music
streaming sites. For example, attached as Exhibit | is a true and correct copy of a screen shot |
obtained from my exclusive THE BLACK CLOUDS Myspace.com music page offering my
sound recordings for streaming. As demonstrated on Exhibit 1, the Myspace.com website has
mistakenly included on my page Registrant’s sound recordings [rom the album “Everything Is
Not Going to Be OK” released under the confusingly similar mark BLACK CLOUDS mark.
Consumers of my sound recordings therefore are likely to be confused by Registrant’s continued
use of the identical BLACK CLOUDS mark. This is an example of the type of confusion that
now exists in the marketplace as a result.

21. Consumers have come to expect that sound recordings sold under the mark THE BLACK
CLOUDS originate with me. Registrant’s BLACK CLOUDS mark will create a likelihood of
confusion because (1) Registrant’s BLACK CLOUDS mark is identical to THE BLACK
CLOUDS mark in the sound, look, and commercial impression; (2) registrant’s BLACK
CL.OUDS mark is being used in connection with the exact same goods as the goods that I offer
under THE BACK CLOUDS mark; and (3) Registrant’s goods sold under the BLACK CLOUDS
mark is being sold through the same distribution and online retail channels as my goods sold
under THE BLACK CLOUDS mark to overlapping consumers with the same or similar price
points.

22. Based upon the foregoing facts and for all of the foregoing reasons, | respectiully request
that this Board grant my motion for summary judgment in ali respects, and cancel Registrant’s
trademark registration for the mark BLACK CLOUDS based on my prior rights in and to the

mark THE BLACK CLOUDS.



The undersigned being warned that willful false statements and the like are punishable by
fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements and
the like may jeopardize the validity of the application or document or any registration resulting
therefrom, declares that all statements made of his/her own knowledge are true; and all

statements made on information and belief are believed to be true.

h
EXECUTED this_ 1i day of Defluety . 2015.

Daniel P. Matthews -
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CO Baby Members | Accounting | CD Baby Sates (CDs) 722114 1223 PM

i o L]
ACCOUNT DASHBOARD  NEWBIFORUMS  FAQ  CONTACTUS
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CD Baby Members | Accounting | CD Baby Sales (Digital)

ACCOUNT DASHBOARD

NEWSIFORUME FAQ  CONTACT VS

7122114 12:24 PM
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CD BABY SALES (Digital)
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DATE ARTIST ALBUM SONG EMAIL qaTy. PRICE PAYABLE
A 14,2014 Thw Black Clouds Batter Days Banpostrygoplonitne.nat 1 { 00 000
Sl 3, 2014 The Black Clauds Betier Days henme18gyshoo.com 1 { 000 so00
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€O Baby Members | Accounting | CD Baby Sales (Digital)

ACCOUNT DASHBOARD

NEWSIFORUMS
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7122114 1224 PM
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Flll-al-'yeun!lu :

CD BABY SALES (Digital) ———
DATE ARTIST ALBUM SONG EMAIL QaTy, PRICE PAYABLE
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Sl 31, 2008 TheBuchCouds | WabigWel | en\Iu0T Gmctalcom i so00 300
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