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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

J. GARY KORTZ,

Petitioner, Opposition No. 92058956
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PETITIONER’S RESPONSE TO MOTION TO SUSPEND

V.

578539 B.C. Ltd.

Petitioner Gary Kortz respectfully submits this response to Respondent 578539 B.C.
Ltd.’s Motion to Suspend. Respondent falsely states that the issues of this proceeding will be
resolved in the civil action and therefore this Motion should be denied.

Respondent filed the civil action alleging infringement after the commencement of this
proceeding and did so with the intent to suspend this cancellation proceeding. In its Motion to
Suspend, Respondent alleges that the civil action will decide the issues of ownership Petitioner
raised. However, Petitioner is not contesting ownership. Respondent also alleges that Petitioner’s
claims in this proceeding will be compulsory counterclaims in the civil action. Petitioner has not
responded to Respondent’s complaint in the civil action and thus no compulsory counterclaims
have been made. Therefore, the matters of this proceeding are not currently before the Federal
Court.

Petitioner filed this cancellation proceeding on the grounds that Respondent’s use of the
mark is deceptive, suggests a false connection, constitutes fraud and is generic. The original
Maico brand was established by a German motorcycle manufacturer, Maicowerk, in 1926. The
motorcycles and parts have since become very valuable and are readily available through
resellers across the United States. Respondent sought to capitalize on the goodwill of the Maico
brand and registered the abandoned mark as its own in 2012. Respondent is misleading the
public into believing that they are the original Maicowerk manufacturer by selling original
Maico motorcycles using the original Maircowerk logo. Respondent’s use of the mark
contradicts the essential purpose of trademark law which isto prevent others from copying a
source identifying mark. The Lanham Act prohibits registration of a trademark that consists of
deceptive matter and matter that falsely suggests a connection with persons or institutions. (See
also Baldwin Piano, Inc. v. Deutsche Wurlitzer GMBH (2004) 392 F.3d 881).

TBMP § 510.02(a) statesthat the Board may suspend proceedings if the parties are
involved in acivil action that may affect the proceeding before the Board. The civil action will



determine whether the Petitioner is infringing on Respondent’s registered mark but will not
necessarily determine whether Respondent’s registration was improper because itS use is
deceptive and falsely suggests a connection. It istoo early in the District Court proceeding to
know whether that issue will be determined. Therefore, Petitioner respectfully requests that this
Board deny Respondent’s Motion to Suspend.

Dated: June 20, 2014
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