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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In Re Registration Number 4,156,487
Opposition Filing Date : March 4, 2015
Opposition Number : 92/058956
Registered Marks : MAICO DESIGN MARK
}
J. GARY KORTZ }
}
Petitioner, } PETITIONERS OPPOSITION TO
} RESPONDENT’'S MOTION FOR
V. } JUDGMENT ON THE
} PLEADINGS
}
578539 B.C. LTD, }
}
Respondent, }
}
}
BACKGROUND

Petitioner has been forced to file this oppositaanthe Respondent has been granted a

Federally Registered Trademark for a Mark that basn in continuous use since 1926 by

various owners and myriads of other people, andsed by the Petitioner, prior to use

the

claimed use by Respondent. Respondent’s actioasnhatr only detrimental and potentially

devastating to those like the Petitioner who hawié B business around the MAICO motorcy

name and Marks but to the MAICO motorcycle partkstry as a whole.

cle

Respondent is attempting to persuade this Boataih allegedly abandoned trademark

can be registered by the Respondent even thougioRet and others have superior rights based

on use.

Petitioner filed the initial opposition in pro peith the basic understanding that one

not register a Trademark that one does not ownage Isuperior rights thereto. The OrigJ
Petition was not in proper form but rather thamdjla Motion to Dismiss, the Respondent

an answer. Though the Petition may have some redgks, we urge the Board to underg

PETITIONER’'S RESPONSE TO RESPONDENT’'S MOTION FOR JUDGMENT ON THE
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the legal naivety and see that the Petitioner Brihg elements necessary for this cancellatitlon to

move into the discovery phase where proper legsitipas can be ferreted out and the tru
the matter ascertained.
LEGAL STANDARDS
Any person who believes that he would be damageth® registration of a mark m
file an opposition thereto under Section 12(a)ef Act 15 USC 1062(a). The Opposer mug
forth a short and plain statement showing why tipp@er believes he or she or it woulg
damaged by the Mark, state the grounds for theadiation under 37 CFR 2.112(a).

Any person who believes he or she is or will be @ged by registration of a mark,

show a "real interest" in the proceeding, and hasasonable basis for its belief of damage]
standing to file an opposition or cancellation meding. Ritchie v. Simpson, 170 F.3d 1
1095, 50 USPQ2d 1023, 1025 (Fed. Cir. 1999) antbhipndustries, Inc. v. Ralston Purina {
670 F.2d 1024, 1028, 213 USPQ 185, 189 (CCPA 198#)ham Act Sections 13 and 14
U.S.C. 881063 and 1064, and TBMP §303(b).

Furthermore, Petitioner has the right to use thetested Mark as he has establi

rights based on prior use. Section 7(c) of the Ufademark (Lanham) Act, 15 U.S.C.

1057(c), defines that which is “contingent on tagistration of a mark on the principal regi
provided by this chapter, the filing of the applioa to register such mark shall consti

constructive use of the mark, conferring a rightpoiority, nationwide in effect, on or

h of
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5t set
1 be

shed
8§
ster
tute
in

rson

connection with the goods or services specifiedh@ registration_against any other pe

exceptfor a person whose mark has not been abandonedtsmdorior to such filinghas use

the mark”

Furthermore, Section 2(d) of the Act 15 USC 1052(djes that grounds for cancellation

is valid when the Mark so resembles a Mark or Tiddee previously used in the United St
by another and not abandoned, as to be likely, wised on or in connection with the good
services of the defendant, to cause confusion catse mistake, or to decei@pryland US
Inc v The Great American Music Show Inc, 970 F.2d,33 USPQ2d 1471,1473(Fed Cir199

Additionally, the opposer has the right to contixst Mark of the respondent, when
Respondent has falsely claimed that he was thefuigbwner of the Mark. (General Food
Corp. v Ito Yokado CO. Ltd 219 USPQ 822, 825 (TI8&3)).

PETITIONER’'S RESPONSE TO RESPONDENT’'S MOTION FOR JUDGMENT ON THE
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ISSUES TO BE DECIDED

1) What Issues can be brought before this Board?

2) Does the Respondent have the right to registerrk Mat is allegedly abandoned with
large amounts of goodwill associated therewith autireserve?
3) Is Respondent’s Mark Deceptive causing a likelihobdonfusion?
4) Has the Respondent perpetrated a fraud upon thee@fy registering a Mark in which
he does not possess ownership rights?
1) WHAT ISSUES CAN BE BROUGHT BEFORE THIS BOARD
Respondent’'s moving papers tend to attempt to bHaseBoard act in a vacuum with

the opportunity to see the real world in claimihgttthe Board can only cancel a registratio
the limited grounds of section 17, 18, 20 and 2thefLantham Act. (Motion, Pg 6 Ln 23- P
Ln 1) Contrary to this view, the Lantham act in 8@t 14 clearly defines the scope (
cancellation petition. If within five years fronhe date of registration of the Mark,
cancellation can be filed by any person who beBawat he is or will be damaged including
result of dilution under section 43(c).

For marks that have been registered less thanyiaes, a petitioner may base the
Petition for Cancellation on essentially all of th&tutory grounds found in the Lanhg
Act, including, descriptiveness, functionality, elgtiveness, genericness, that
respondent's mark is primarily merely a surnamet tiespondent is not the owner of
reqgistered mark, that there was no bona fide ugesgondent's mark in commerce to
support the original registration, that the markuss dilution and/or that the
registration was obtained and/or maintained throdgiud. TBMP 8309.03(c).

Petitioner will show through discovery of invoiceshipping receipts and ot
documents and through disposition testimony, thetg®ndent is not the owner of the Mark
that he knew of others prior use of the Mark. Ramnore, surveys will be done to show thaf
consumer will be mislead and deceived to beliew goods bearing the Mark are assoc
solely with the Respondent and that Respondentglg@re inferior to those expected tq
bearing the MAICO Mark.

Respondent stresses that the Board has no jursdict consider use claims (Motion
6 line 20 — Pg 7 line 17) and that Petitioner igirgy over spilled milk. Priority of rights a
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likelihood of confusion under Lanham Act Sectiord)2(15 U.S.C. 81052(d), are the most

PETITIONER’'S RESPONSE TO RESPONDENT’'S MOTION FOR JUDGMENT ON THE
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common statutory ground presented to the Boar@pposition or cancellation. In In re E. I.
Pont de Nemours & Co., 476 F.2d 1357, 1361, 177Q563, 567 (C.C.P.A. 1973),

the Court of Customs and Patent Appeals discussetbtiowing factors relevant

to a determination of likelihood of confusion: thienilarity or dissimilarity of the mar
in their entireties; the similarity or dissimilagitof and nature of the goods or servi
the similarity or dissimilarity of established, dily-to-continue trade channels;

du

KS
Ces;
the
ark

conditions under which and buyers to whom salesnaade;_the fame of the prior m
(sales, advertising, length of use); the number aature of similar marks in use

on

similar goods; the nature and extent of any act@tfusion; the length of time dur
and conditions under which there has been conctiruse without evidence of act

confusion; the variety of goods on which a markriss not used (house mark, "fampy"

mark, product mark); the market interface betwelea &pplicant and the owner o

ng
ual

a

prior mark; the extent to which applicant has ahigo exclude others from use of

its

mark on its goods; the extent of potential confusioe., whether de minimis
substantial; any other established fact probativéhe effect of use.

This Board does have the jurisdiction to cance thgistration based on many of the
DuPont Factors which include several of the conmpgaliodged by the Petitioner in his origing
pleading including right to exclude by prior usayie of prior mark and consumer confusion
to source and quality of goods bearing the Mark.

2) DOES THE RESPONDENT HAVE THE RIGHT TO REGISTER A MA RK
THAT IS ALLEGEDLY ABANDONED WITH LARGE AMOUNTS OF
CURRENT USE AND GOODWILL ASSOCIATED THEREWITH WITHO UT
RESERVE?

Respondent believes that simply once a Mark is édyaed, it is available for adoption
a third party without any reserve (Motion, Pg 7né.i20-23). And corollary to that line
thought is that Respondent should be able to trguben the goodwill that exists today, {
goodwill only existing through the use of the Makd its famous brand by others. Respor]
relies on General Motor Case to show abandonn@enéral Motors Corp. v. Aristide & C
Antiquaire de Marques, 87 USPQ2d 1179 (TTAB 2008 this reliance is misplaced as Ger

Motors was attempting to assert ownership overMaek as the original owner over a th

party, where in this case at hand, is the exacbsippmatter. The LaSalle Mark in the GM ¢

was not constantly used in commerce and the otigwaer is currently in business and

decided not to continue to use the Mark. In theenircase, the MAICO Mark has been |

PETITIONER’'S RESPONSE TO RESPONDENT’'S MOTION FOR JUDGMENT ON THE
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continually in commerce in parts, accessories, spoasorship, and promotional materials 9

1926 where LaSalle was discontinued three ye&es ihfvas introduced.

Case Law provides that this statement is not areflection of the current law and tha
is simply not a cut and dry case upon which a Motior Judgment on the Pleadings
premature without discovery to support the complashdrafted.

US trademark practice presumes that marks anedabad if they are not used fd

period of time ; this period being three years.isTgresumption of nonuse is rebuttable and

since

it it

is

\°ZJ

ra

may

be countered with contrary evidence. As in theresur matter, most commonly "spe

circumstances” cases involve products that arengelr in active manufacture, but continu
be present in the marketplace. The Court andBbexrd weighs that the marks' owners ¢
point to several facts to support the lasting gatldw the marks, in addition to simple |
lasting public fame, and these facts were deeméitisat by the courts to warrant findings
nonabandonmentSeidelmann Yachts, Inc. v. Pace Yacht Corp., 14PU&2d 1497 (D. M
1989), aff'd, 898 F.2d 147 (4th Cir. 1990). StegliBrewers, Inc. v. Schenley Indus., Inc.,
F.2d 675 (C.C.P.A. 1971).

FERRARI is the case that is directly on point witte MAICO Motorcycle Mark

(Ferrari S.p.A. Esercizio Fabbriche Automobili e €erv. Mc Burnie, 11 U.S.P.Q.2d 1843 (B.

Cal. 1989) as the case details where the trademark ownelupeal no evidence of intenf
resume manufacturing the auto body design at idguehe district court nevertheless foung
mark had not been abandoned. The court cited tlmviag facts to support its view: Ferrari g

others continued to manufacture and sell partshfercar;_Ferrari's cars continued to be dj

Cial
e to
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put
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d.
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extensively, thus keeping the trademark in the ipubje:; and resales of the cars continued

and

received much publicity.

Another case directly on point is the RAMBLER cag&merican Motors Corp.
Action-Age, Inc., 178 U.S.P.Q. 377 (T.T.A.B. 197®&})ere continued reservoir of goodwill
RAMBLER evidenced by the large number of cars siil the road, plaintiff’s continuing

V.
for

to

supply parts, dealers continuing to use RAMBLERheir trade names, and dealers continuing

to post signs with RAMBLER on it.
MAICO Motorcycles and thus the MAICO Marks exist tine public eye continua
since 1926. A simple google search brings up nioae 1,880,000 hits on the term MAI

PETITIONER’'S RESPONSE TO RESPONDENT’'S MOTION FOR JUDGMENT ON THE
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with countless resellers of parts, services aneéssmries, with Petitioner (SoCal MAICO) bg
one of them, who sell products under the MAICO n&®eping the MAICO name in the pul
eye since 1926.

Under the Case Law dbeidlemann Yachts, Sterling Brewers, Ferrari andeAcar

ing
lic

Motors, continual use in the streams of commerce presladinding of abandonment of Mjrks

for products not production but independently sufggbby other. Respondent can not tra
others goodwill and reputation into gaining a M#r&t does not belong to him nor has not
abandoned. . Monopolization of an existing Markl wligstroy the Petitioner's business a
with countless others.

3) RESPONDENT'S USE OF ANOTHER'S FAMILIAR MARK IS DECE PTIVE
AND THUS CAUSES A LIKELIHOOD OF CONFUSION

e on
peen

ong

Adopting a fondly remembered mark from the pastmavide a marketing boost, giving

a sizable advantage over those with competing mtsdBut if the original owner of the m{
remains in the streams of commerce, an unrelatety'pantroduction of the old prody
identified by the old mark can create the very sértonsumer confusion—indeed deceptig
that trademark law aims to prevent. Where goodwdfter 80 years of continuous preseng
the marketplace remains, consumers' familiarityhwhte mark may well lead them to connec
new product to the original, not the current, praetuY et because the original manufacturer
no connection to the new product and no controk @égequality, consumers cannot rely on
new mark as a symbol of goodwileemingly familiar in its current incarnatione thew produ

bears no connection to its past, raising the poggilof consumer _confusion, if not outrig

ark
ict
N—
te in
[ the
has
the
Ct
ht

deception. Loss of control is the very essencerreparable harm.J{ Thomas McCarth
McCarthy on Trademarks and Unfair Competition, B&0B[a], at 17-17 (3d ed. 1993,J
Canfield Co. v. Vess Beverage, Inc., 796 F.2d 9a3 Cir. 1986); Church of Scientology Int'
Elmira Mission of the Church of Scientology, 792d-38, 43 (2d Cir. 1986)).

Respondent’s use of the familiar MAICO Mark is clgaleceptive. A case in point
the Twiggy Jeans Caskesley Hornby a/k/a Lesley Lawson a/k/a TwiggyJX Tompanie
Inc., 87 USPQ2d 1411 (TTAB 2Q0&here a famous Mark, that is not currently usgcs
owner, can not be suddenly “owned” by another gynifplhe Mark has been abandoned ag

Board found that the consumer would be confusdad #w source of the goods.

PETITIONER’'S RESPONSE TO RESPONDENT’'S MOTION FOR JUDGMENT ON THE
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Case law is replete with cases not allowing for“thenership” of a Mark solely becad
the original owner has allegedly abandoned the M&&spondent can not trade on the goo
that has built up by the 80 years of continual uséhe stream of commerce of the MAI
Mark. Respondent has not argued the merits ofrtfaiter. Petitioner has clearly present
case for consumer confusion and deceptive useebRé@spondent, as supported by case la
TTAB decisions. Respondent mere misplaced statemhan he had the right to register
Mark is not sufficient grounds for a Motion for irdent on the Pleadings.

a) Petitioner has also pled the elements of the Biigedeceptiveness test.

The test to determine whether a mark consists oboprises deceptive matter:

1) Is the term misdescriptive of a character, giyaliunction, composition, or U
of the goods?;

2) Are prospective purchasers likely to believet the misdescription applies
the goods?; and

3) Is the misdescription likely to affect a sigraft portion of the relevant

consumers’ decision to purchase the goods?

In re Budge Mfg. Co. Inc., 857 F.2d 773, 775, 8 Q3& 1259, 1260 (Fed. Cir. 1988), aff’
USPQ2d 1790 (TTAB 1987The first prong of the Budge test is met if thgredient/attribute

ise
dwill
CO
ed a
v and
the

se

to

8
at

issue is not or will not be present in the applicagoods. Respondent’s currently manufactured

parts are inferior in quality and discovery willré@ Respondent to produce his qu

ality

manufactured parts as evidence of a continuingtguae of the Mark, which he will be unaple

to do. Evidence that the ingredient/attribute igialty available in the marketplace satisfieq
second prong by showing that consumers would likellyeve that the goods contain the
ingredient/attribute, if it is part of the markMAICO parts have been continually in the str
of commerce since 1926 using the Respondent’s Mahe third prong is generally met thro
evidence that a significant portion of the relevemisumers believe that the ingredient/attri
is a significant enough characteristic to affecitipurchasing decision. Surveys of MAI
buyers will show that the use of the MAICO Markedglby the Respondent will show that a
bearing the Mark has a perceived quality and value.

Petitioner is ready to produce the evidence amptsuthe Board to let the discoV
process continue to prove the elements of decem@ssand consumer confusioA. plaintiff
may plead likelihood of confusion directly or hypetically. Fed. R. Civ. P. 8(d)(2)

PETITIONER’'S RESPONSE TO RESPONDENT’'S MOTION FOR JUDGMENT ON THE
PLEADINGS -7
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hypothetical pleading may consist of assertions ifhas the trademark examining attorney
the defendant) contends, plaintiffs mark so redemblefendant’'s mark as to be likely, W

applied to the goods and/or services of the pRint cause confusion, then plaintiff will

damaged by the registration of defendant’s madahiy T. Clark Co. v. Colgate-Palmolive ¢

176 USPQ 93 (TTAB 1972)

Petitioner will lose a majority of his businessnis longer allowed to use the MAI(
Mark. The Petitioner has used the same Mark on decalds @nd accessories prior
Respondents use of the Markurthermore, discovery will show that Petitioaed others ha
actually sold that parts to the Respondent, whergs ltlaiming actual used of the Mark! TH
will be many others financially effected by notirige allows to use the MAICO Mark as t
have freely done in the past.

Of course, in order to state a claim upon whiclefetan be granted, a hypothet
pleading of likelihood of confusion must be coupleith a pleading of one or more grounds
opposition or cancellation, such as, that plaintiffs priority of use (here, the hypothe
pleading of likelihood of confusion serves bothagsdeading of plaintiff’'s standing and as pa
the pleading of a ground under Trademark Act §,2(8)U.S.C. § 1052(d) ) (TTAB 309.03(c

4) HAS THE RESPONDENT PERPETRATED A FRAUD UPON THE OFFICE
BY REGISTERING A MARK IN WHICH HE DOES NOT POSSESS
OWNERSHIP RIGHTS?

Petitioner asks this Board to deny that the appdoafiled by the Respondent, sig
under the penalty of perjury, where he misrepresktitat he was the owner of the Mark and
he had superior rights to use and register the Mark Respondent materially misled the Of
into believing the he was 1) the owner of the Mamki 2) that he did not know of any other [

use of the Mark by others. Petitioner and othengluding Eric Cook, mentioned

Respondent’s moving papers, haa@d accessories to the Respondent bearing the ,Msark

proving willfulness through his conduct will be strothrough discovery. Discovery will sh
the myriad of invoice for parts that Respondentchased from the Petitioner and others
contain the Mark showing that Respondent had dkaowledge that the Mark was in usg

others.

PETITIONER’'S RESPONSE TO RESPONDENT’'S MOTION FOR JUDGMENT ON THE
PLEADINGS - 8

(or
hen
be

ere

ey

cal
for
ical

rt of

ned
that
fice
rior

in

bw
that

by




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

Petitioner understands that the bar is set vegh o prove fraud after In Re Bq
Corporation standard of willful, not merely neglgedeception for fraud to be proven with ¢
and convincing evidence. Petitioner furthermoreulgh the action of discovery and dispos
will lay out a clear path whereby the Respondemvkngly made false statements to the O
in order to obtain registration. Evidence of Rexgent purchasing parts, accessories and ¢
from the Petitioner and others will be presented disposition testimony will show tH
Respondent was fully knowledgeable of the MAICO rkéaand that he does not possess
rights superior to anyone else. Willfulness wid bhown by conduct if not through his ¢
words. Though the Federal Circuit has yet to defihis new willfulness, as the Carng
Mellon, Halo and Stryker cases will be heard ldkés quarter, Federal Jury instructions
that willfulness can be found through actions @ciions.

“The jury may be told that it may find or is peremtto find (or to draw an inference)
that the defendant had the required state of miowh fcertain evidence presented at tf
but it must be clear that this is permissive arat the jury is not required to make tha|
finding or draw that inference. See, e.g., Samstv. Montana, 42 U.S. 510 (1979);
United States v. United States Gypsum Co., 43842%5.446 (1978). ., United Statq
v. Mendez—Zamora, 296 F.3d 1013, 1018 (10th Ci2200To suggest that a person's
state of mind can be inferred from his omissiorsswall as his acts) is merely to utter
common sense.

Petitioner has a burden but a Motion on the Plegddoes not allow for the Petitioner

meet and exceed that burden. The Motion shoultebsated on this ground alone.

CONCLUSION
As Respondent stated “In order to survive Resparglemotion, Petitioner must sh
that there is at least one valid ground for camgglthe RegistratiorfYoung v AGB Corp., 1
F.3d 1377 (Fed Cir 1998)) Resp. Motion Pg 3 Ln13-14
Petitioner/Opposer has plead sufficient factshtmasthat 1) Opposer has used the N
in commerce , 2) Opposer has shown that Respdeddiark is deceptive as it is the eX
same Mark that is used by the Opposer and manysotbemore than 70 continuous yeal
the industry prior to Respondent’s alleged firstedaf use 3) Opposer has shown
Respondent is attempting to trade in on the estaddi goodwill of a continually M3
attempting to confuse and deceive the public dse¢@wnership and quality of the Mark an

PETITIONER’'S RESPONSE TO RESPONDENT’'S MOTION FOR JUDGMENT ON THE
PLEADINGS -9
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Respondent is attempting to deceive the publicdryraying that he is the “owner” of the M
and thus can try to extract royalty and licensiegsffrom those who have been using the
prior to Respondent’s first date of use!

Furthermore, Petitioner can show through discotieay Respondent is trying to tradg
the goodwill of an established Mark which has neérb abandoned. Additionally, Petitig
will show through discovery that Respondent willjumisled the Trademark Office in
statements under perjury to the Office.

Respondent’s Motions claims that relief is onlyitalde to the Petitioner if the Mark
question is connected with the Petitioner ( Motipg3 In 23 — pg 4 line 1) and that any f
claim must be relate to Plaintiffs Mark. This qggition is not true, as _“Any person V
believes that he would be damaged by the registratf a mark may file an opposition
cancellation thereto under Section 12(a) of thel&cUSC 1062(a).Ritchie Ibid etal.

It is not Petitioner's Markthat will be damaged, but it is the deception aodfusion g

the MAICO Mark that Petitioner and others for 80 years have usiéidbe damaged
Respondent is allowed to obtain a Mark through drau in the alternative, a Mark that
should never have received as it was never abaddaned he was never the owner of

MAICO marks. One cannot trade on the goodwill thfess and receive ill-gotten gains.

THEREFORE, Petitioner respectfully requests thasg®adents Motion for Judgm
on the Pleadings be denied or in the alternatfegitioner requests that he be permittq
Amend the Petition in accordance with proper forarad alleged facts sufficient to permit

matter to continue.

Respectfully submitted,
/Ken Dallara/

Ken Dallara, Esq, Dated : January 11, 2016
Attorney for Petitioner, J. Gary Kortz

Law Office of Ken Dallara

2775 Tapo Street, Suite 202

Simi Valley, California 93063

805-297-4510 661-310-0449 Fax kdallara@dabavalom
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CERTIFICATE OF SERVICE

1) | hereby certify that a copy of the PETITIONERPOSITION TO RESPONDENT’'S
MOTION FOR JUDGMENT ON THE PLEADINGS was causedwtransmitted to the
Trademark Trial and Appeal Board via the ESTTA &tauc filing system on 1/11/2015

2) | hereby certify that a copy of the PETITIONERBOSITION TO RESPONDENT’'S
MOTION TO DISMISS was served upon aftmentioned c&liby depositing it with the Unite
States Post Office, postage prepaid, on 1/11/20&6-irst Class Malil to the following
recipient:

Law Office of Paul W. Reidl
1?Bagle Trace Drive

Half Moon Bay, California 94019
.630.560.8530 (office)
.009.613.1916 (cell)
ub@reidllaw.com

By : /Ken Dallara/
Ken Dallara, Esq - Attorney for Petitiode Gary Kortz
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