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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the matter of Registration No. 4294114 ) 

• 
For the mark ......._______----"  ) 
Registered February 26, 2013 ) 

) 
BRIAN STEVEN GLUCKSTEIN, an individual, ) 

) 
Petitioner, ) Cancellation No. 92058861 

) 
vs. ) 

) 
GLUCKSTEINHOME INC., ) 

a Canadian corporation, ) 
) 

Respondent. ) 
) 

RESPONSE TO MOTION  

Respondent, GlucksteinHome Inc., herewith responds to Petitioner's Motion For 

Reconsideration On Board Decision suspending the instant proceeding. Respondent filed a 

motion to suspend the instant proceeding under 37 C.F.R. § 2.117(a), pending a final 

determination of the actions between the parties now pending in the Ontario Superior Court of 

Justice ("Ontario Action") and in the Federal Court of Canada (collectively "the Canadian Civil 

Actions"), on April 25, 2014. The Board suspended the proceeding on April 28,2014, on the 

grounds that the Canadian Civil Actions "may be dispositive of or have a bearing on the Board 

case. See Trademark Rule 2.117(a)". Petitioner has moved the Board to reconsider the 

suspension on the ground that the dispositions of the proceedings in Canada allegedly have no 

bearing on the determination of trademark ownership rights in the U.S. 
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It is clear that such rulings "may have a bearing" on the instant case, and thus suspension 

pursuant to Trademark Rule 2.117(a) is warranted. Thus, for the facts and reasons set forth 

below, Respondent submits that the Board's suspension is proper under applicable law and 

should not be lifted until the final determination of the Canadian Civil Actions. 

I.  The decision to suspend a proceeding in view of pending civil litigation is within 
the discretion of the Board. 

The decision to suspend a proceeding in view of pending civil litigation is solely within 

the discretion of the Board. Trademark Board Manual of Procedure § 510.02(a). The Board's 

inherent power to schedule disposi tion of the cases on its docket is the power to stay proceedings, 

which may be exercised by the Board upon its own initiative, upon motion, or upon stipulation of 

the parties approved by the Board. 37 C.F.R.§ 2.117. 

Ordinarily, the Board will suspend proceedings in the case before it if the final 

determination of the other proceeding may have a bearing on the issues before the Board. 37 CFR 

§ 2.117(a). See, e.g., NY-Exotics, Inc. v. Exotics. com, Inc., 2004 WL 950921 (TTAB 2004)("civil 

action may well have a bearing on the cancellation proceeding, specifically with respect to the 

issue of ownership of the . .. mark"); New Orleans Louisiana Saints LLC v. Who Dat? Inc. , 99 

USPQ2d 1550, 1552 (TT AB 2011 ) (civil action need not be dispositive of Board proceeding, but 

Chapter 500 - 64 pending civil action only needs to have a bearing on issues before the Board); 

General Motors Corp v. Cadillac Club Fashions, Inc. , 22 USPQ2d 1933, 1936-37 (TTAB 1992) 

(relief sought in federal district court included an order directing Office to cancel registration 

involved in cancellation proceeding); Other Telephone Co. v. Connecticut National Telephone 

Co., 181 USPQ 125, 126-27 (TTAB 1974) (decision in civil action for infringement and unfair 

competition would have bearing on outcome of Trademark Act § 2(d) claim before Board), pet. 

denied, 181 USPQ 779 (Comm'r 1974). See also Tokaido v. Honda Associates Inc., 179 USPQ 
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861, 862 (TTAB 1973); Whopper-Burger, Inc. v. Burger King Corp., 171 USPQ 805, 806-07 

(ITAB 1971); Martin Beverage Co. v. Colita Beverage Corp., 169 USPQ 568, 570 (ITAB 

1971 ). 

II . The Salient Facts underlying the Petition for Cancellation have a locus in Canada. 

The Board's suspension of the instant cancellation proceeding is proper since the 

Canadian Civil Actions may be dispositive of or have a bearing on the Board case under 

Trademark Rule 2.117(a). Here there is dispute between the Petitioner, a resident of Canada who 

is one of the shareholders and directors of the Respondent and the Respondent, a Canadian 

corporation, regarding the ownership of certain registered trademarks such that salient facts 

underlying the dispute between the parties are all located in Canada. Illustratively, both parties 

are Canadian, Petitioner is a Canadian citizen, Respondent, a Canadian corporation. Both the 

Petitioner and Respondent have their physical offices in Canada. The registration sought to be 

cancelled is based on a Canadian registration under section 44( e). The name use agreement by 

which the Petitioner originally permitted the Respondent to use his name as part of its business 

name and trademarks and required the Respondent to register the Respondent's 

GLUCKSTEINHOME trademarks in Canada, the United States and all other jurisdictions in 

which its products or services are sold or performed was entered into in Canada (the "Name Use 

Agreeent"). The alleged facts regarding the alleged termination of the Name Use Agreement and 

implied license all occurred in Canada. 

III.  Canadian law has a bearing on the interpretation of the Name Use Agreement and 
course of dealings between the Parties. 

The alleged facts and legal issues at the crux of the Canadian Civil Actions involve the 

determination of ownership of all marks used and lor registered by the Respondent, including the 

GLUCKENSTEINHOME mark that Petitioner seeks to cancel in the instant proceeding. The 
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issue of ownership of every GLUCKENSTEINHOME mark registered by Respondent will likely 

be impacted by the construction of the Name Use Agreement. The legal significance of the Name 

Use Agreement and the course of dealings between the Parties is at issue before the Canadian 

courts and will be determined under Canadian law. Thus, it is clear that the determinations of the 

Canadian courts in the Canadian Civil Actions will, at a minimum, "have a bearing" on, and may 

well be dispositive of, the issues raised in the instant cancellation proceeding. 

IV.  Canadian Corporate law and the Canadian common law has a bearing on the 
ownership of the trademarks. 

Canadian Corporate law and the Canadian common law regarding the duties of officers 

and directors to a corporation and the doctrine of estoppel have a bearing on the ownership of the 

trademarks and the capacity of the Petitioner to challenge the Respondent's ownership of the 

GLUCKSTEINHOME trademark. Several issues regarding the Petitioner's duties and conduct 

will be determined under Canadian law. The determinations of the Canadian courts on these 

issues in the Canadian Civil Actions will, at a minimum, "have a bearing" on, and may well be 

dispositive of, the issues raised in the instant cancellation proceeding. 

V.  Petitioner places at issue in its Petition for Cancellation a myriad of alleged facts 
arising in Canada and reliant upon their significance under Canadian law. 

Petitioner himself sets forth the foundational facts upon which he relies in asserting his 

superior rights in the mark sought to be cancelled, notably all of which occurred entirely, if not 

primarily, in Canada. To be sure, his alleged reputation and fame is predicated on his activities 

and recognition primarily in Canada, Petitioner's alleged rights in his own name and the mark 

GLUCKSTEINDESIGN arise primarily from his of the mark use in Canada; the April 7, 2000 

Name Use Agreement and its alleged termination occurred in Canada, and the legality and 

effectiveness of same is subject to determination under Canadian law, the existence of an 

implied license, likewise is determined under Canadian law and are at issue before the Canadian 
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courts, and such determinations " may have a bearing" on the issue raised in the instant 

cancellation proceeding . . See ｾｾ＠ 1 -7,and 9 of the Petition for Cancellation. 

VI.  Petitioner seeks relief in the Ontario Action that impacts on Respondent's rights 
in the US registration sought to be cancelled. 

Paragraph 10 of the Petition for Cancellation asserts that Petitioner filed the civil action 

in the Ontario Superior Court of Justice Commercial List seeking assignment to Petitioner of all 

trademarks and registrations used, held by, or in the name of Respondent; this includes the 

instant US Registration. Petitioner further asserts in the same action that those marks were 

allegedly obtained by Respondent in trust for Petitioner, the existence of which is another issue 

subject to Canadian law. Petitioner asserts in the Ontario Action and further that Respondent 

never had any authority to use, register or apply for any trademarks involving Petitioner's name 

in any jurisdictions, which includes the US, and that any filings made (including in the US) were 

in trust for Petitioner. See Exhibit C of the Petition for Cancellation at 4 and 11 annexed hereto 

as Exhibit A. 

VII.  If the relief Petitioner seeks in the Ontario Action is granted, the Petition for 
Cancellation may be moot. 

Petitioner states in paragraph 10 of the Petition for Cancellation that he filed legal 

proceedings in the Ontario Superior Court requesting that the instant registration be assigned to 

Petitioner. If the Ontario court grants the requested relief, and Petitioner seeks to have the US 

GLUCKSTEINHOME registration transferred to himself based on such ruling, the Board will 

need to consider if it will give effect to such ruling. If it does, then it will not need to consider the 

merits of this cancellation petition, which would at that point be terminated. Clearly, the relief 

Petitioner has asked the Canadian court to grant in the Ontario Action " may have a bearing" on 

the Board case, and he did not consider the Ontario court's ruling to be irrelevant to the 

determination of his rights in above-referenced US registration when such relief was requested. 
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Petitioner should not be permitted to have it both ways, as it suits his alternating theories of the 

case. 

VIII.  Respondent has also sought relief in the Canadian Civil Actions that may bear on 
the instant cancellation proceeding. 

Respondent's Counter-Application, that it filed in the Ontario Court, submitted in support 

of its Motion for Suspension of the instant proceeding, seeks declarations concerning the 

ownership of the trademarks at issue, in particular injunctive relief against Brian Gluckstein 

restraining him from taking steps to initiate or pursue administrative, legal, judicial or other 

proceedings in the U.S. seeking to expunge, strike out, abandon, challenge in any way or 

invalidate any registered trademark or trademark application belonging, registered to or filed by 

Respondent. That counter-application for relief is now also pending before the Ontario Superior 

Court. The disposition of such request for relief under Canadian law, may have a bearing on the 

instant proceeding. 

WHEREFORE, Respondent respectfully requests Petitioner's motion be denied, and the 

suspension maintained. 

Respectfully submitted, 

GLUCKSTEfNHOME fNC. 

Date: May 30, 2014  By: 
Susan B. Flohr, Esq. 
BLANK ROME LLP 
600 New Hampshire Ave., NW 
Washington D.C. 20037 
(202) 772 5870 
Attorneys for Respondent 
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--- -- -

CERTIFICATE OF SERVICE 

I hereby certify that a copy of the foregoing RESPONDENT'S RESPONSE TO 
MOTION was served on May 30, 2014, by first class mail, postage prepaid upon counsel for 
Opposer Brian Gluckstein, Susan Heller and Candice E. Kim and Greenberg Traurig, LLP, 1840 
Century Park East, Suite 1900, Los Angeles, California 90067, by first-class U.S. Mail , postage 
prepaid. 

By:  Susan B. Flohr, Esq. 
BLANK ROME LLP 
600 New Hampshire Ave., NW 
Washington D.C. 20037 
(202) 772 5870 
Attorneys for Respondent 
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