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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

LE REVE VENTURES, LLC,
a Texas limited liability company,

' Cancellation No. 92058839
Petitioner

Registration No. 4,283,391
v.

WINE DIVE, LLC,
a Florida limited liability company,

i Registrant.

REGISTRANT’S ANSWER TO PETITION FOR CANCELLATION
AND AFFIRMATIVE DEFENSES

Wine Dive, LLC, by and through its undersigned attorneys, serves its Answer to the
Petition for Cancellation filed by Petitioner, Le Reve Ventures, LLC, and asserts its Affirmative

Defenses, and further states:

1. Admitted
2. Admitted
3. Admitted
4. Registrant is without knowledge and therefore denies same.
5. Registrant admits that the ownership information and filing and registration

particulars asserted in Paragraph 5 of the Petition for Cancellation reflects that
which is disclosed on U.S. Trademark Reg. No. 3,309,972 but Registrant is
without knowledge as to the validity of that information.

6. Registrant admits that the ownership information and filing particulars asserted in

Paragraph 6 of the Petition for Cancellation reflects that which is disclosed on




10.

I

12.

13.

14.

U.S. Trademark Application Serial Number 86/112,718 but Registrant is without
knowledge as to the validity of that information. |

Registrant admits that the ownership information and filing particulars asserted in
Paragraph 7 of the Petition for Cancéllation reflects that which is disclosed on
U.S. Trademark Application Serial Number 85/164,124. but Registrant is without
knowledge as to the validity of that information.

Registrant is without knowledge as to Petitioner’s endorsements or sponsorships
and Registrant denies that any authorization was required for Registrant to use
Registrant’s mark, “SNOOTY’S WINE DIVE.”

DENIED. | |

DENIED.

DENIED. Petitioner is damaged, (if at ail), by its own overreachng in attempting
to register as a trademark, a “subset” portion, (“WINE DIVE”), of its full
registered trademark, (“MAX’S WINE DIVE”).

DENIED

ADMITTED.

REGISTRANT’S AFFIRMATIVE DEFENSES

Petitioner is not entitled to the relief sought in the Petition for Cancellation

because it has filed this action (and the trademark application, Serial No. 85/164,124), in bad

faith.

a).

Firstly, the Petitioner operates a business under the full name “MAX’S WINE

DIVE.” There is no evidence provided in the record to the contrary. In fact, supporting

Registrant’s claim of bad faith is Petitioner’s own specimen of record, purported to demonstrate




actual use of Petitioner’s applied-for mark in issue, “WINE DIVE.” (See attached as Exhibit
“A”). The specimen of record on Petitioner’s ‘124 application is apparently Petitioner’s menu,
which clearly emphasizes the “MAX’S” portion of the Petitioner’s business name, and de-
emphasizes the “WINE DIVE” portion of the mark. Note on the specimen identified as Exhibit
“A” that each of the specialty categories is referred to as “MAX’S.” (i.e. “Max’s Meal Deals”;
“MaX’s Classics”; even the curb marker for take-out food is marked “MAX’S 15 minute
parking”). It demonstrates Petitioner’s bad faith that it would claim priority in rights over
«“WINE DIVE” as a stand-alone trademark, having fraudulently claimed to the Trademark Office
actual use of “WINE DIVE” as a stand-alone trademark, when factually that is not the case.

b). Petitioner apparently operates 8 restaurants throughout Texas; in Houston,. Ft.
Worth, Dallas, and in San Antonio; Austin; and one in Atlanta and one in Chicago. All 8
restaurants operate under the full name “MAX’S WINE DIVE.” Successfully operating 8
restaurants indicates a fairly large enterprise which would require a degree of uniformity in
policy. If Peﬁtioner factually operates these facilities under the stand-alone mark “WINE DIVE”
as it claimed in its statement of actual use in the ‘124 trademark application record, one could
logically conclude that its employees and staff would be uniformly alerted at each facility to use
the “WINE DIVE” name at one each of the restaurants. However this is apparently not the case.
When answering the telephone at one of the facilities, the receptionist or employee authorized to
answer the phone at each simply says “MAX’S” to the caller, never even mentioning the phrase
«WINE DIVE.” Others announce “Max’s Wine Dive.” Indeed, even the pre-recorded outgoing
greeting on the answering machines at several of the locations identify the establishment as,
“The Original Max’s Wine Dive.” (See Sworn Affidavit of Abby Cox attached as Exhibit “B”).

It demonstrates Petitioner’s bad faith that it would claim priority in rights over “WINE DIVE” as




a stand-alone trademark, having fraudulently claimed to the Trademark Office actual use of
“WINE DIVE” as a stand-alone trademark, whenvfactually that is not the case.

c). Petitioner filed this Petition in bad faith solely because it was refused a
registration for a mark it is neither using in the manner applied-for, nor for which it has priority
in right to use, despite its claim to the contrary. It is noteworthy that Petitioner holds several
federal registratibns for the mark it does indeed use, “MAX’S WINE DIVE.” Accordingly,
Petitioner is not harmed in any manner, contrary to its claim otherwise in the Petition, and
Petitioner is not being deprived of the ability to protect the trademark under which it operates its
business — “MAX’S WINE DIVE.”

d).‘ Petitioner filed the applied-for ‘124 trademark “WINE DIVE” in bad faith as a
pseudo “ghost mark.” The sole purpése Petitioner filed to register “WINE DIVE”, having
already used and registered “MAX’S WINE DIVE” for a reported approximate 14 years, was
solely because Registrant’s “SNOOTY’S WINE DIVE” was allowed to register.' Petitioner
knew, or should have known that the phrase “WINE DIVE” was, and is increasingly being used
as names for numerous restaurants (see attached composite Exhibit “C”), and Petitioner desired
in bad faith to prevent third parties and competitors from using the phrase, despite the fact that
Petitioner does not use the stand-alone phrase “WINE DIVE” as a trademark.

e). Petitioner filed the applied-for ‘124 trademark “WINE DIVE” in bad faith in an
atterﬁpt to inappropriately prevent various third-parties from using the suffix “WINE DIVE”

despite the fact that various third-parties have already established rights in marks using that same

! There is no explanation as to the reason why, and it is puzzling that the Petitioner elected not to file an
Opposition against Registrant when the mark sought to be cancelled in these proceedings was published for
opposition. Registrant views the failure of Petitioner to not oppose the mark when it was ehgnble to do so as
further evidence of its bad faith. Petitioner’s objection to Registrant’s mark is ‘merely a “25" hour,” ad hoc
objection based solely on Petitioner’s inability to register a mark it has no real intention to use commercially as a
trademark but rather is designed only to prevent third parties and competitors from using it.




suffix. “LOUIE’S WINE DIVE” has establishments in Des Moines, Iowa; Kansas City,

Missouri; Minneapolis, Minnesota; Omaha, Nebraska; Waukee, Iowa. In Wichita, Kansas, there

exists “MIKE’S WINE DIVE.” (See, again, attached composite Exhibit “C”). Upon learning of

Registrant’s mark, “SNOOTY’S WINE DIVE” being approved for registration by the Trademark
Office, Petitioner realized that there are many uses of the common “ WINE DIVE”
trademark configuration in the United States, and then set about attempting to misuse the
trademark cancellation process in a bad faith attempt to secure rights in an abbreviation of its
own registered mark, in which it truly can claim no rights. Petitioner’s mark is merely the
Registrant’s mark, (and all of the other third-party unregistered marks), with the prefix name
deleted. The mere'deletion of wording from an existing mark is not sufficient to create a new
dissimilar mark. Petitioner’s mark does not create a distinct commercial impression because it
contains the same common wording as Registranf’s mark, (and the same common wording as the
various third-party unregistered marks), without the necessary added wording which would

distinguish it from other marks. See In re Mighty Leaf Tea, 601 F.3d 1342, 94 USPQ2d 1257

(Fed. Cir. 2010); In re Optica Int’l, 196 USPQ 775, 778 (ITAB 1977); TMEP §1207.01(b)(i0)-

(iii). Accordingly, Petitioner is attempting to abuse the trademark cancellation process in order to
gain rights to which it is not entitled under the Lanham Act.
15. Peﬁtioner is not entitled to the relief sought in the Petition for Cancellation
because it comes before the Board with unclean hands.
a). Paragraph 4 of the Petition states,
“Continuéusly and without interruption since long prior to any

date upon which Registrant can rely, Petitioner has used the marks
WINE DIVE and MAX'S WINE DIVE for restaurant services.”




That is factually an untrue statement. The only fark that VPetitioner apparently uses, (and has
apparently used), is MAX’S WINE DIVE. Petitioner’s false statements to this Board in the
Petition and to the Trademark Office in the ‘124 application demonstrate that Petitioner comes
before this Board with unclean hands. |

b). Petitioner committed fraud on the Trademark Office by claiming use of the phrase
“WINE DIVE” and disclosing a date of first use of 12-15-2006, the same date it claimed as a
date of first use of “MAX’S WINE DIVE” and used an improper specimen promoting only the
full phrase “MAX’S WINE DIVE” (not just “WINE DIVE”), although it has factually never
used the applied for “WINE DIVE” as a stand alone trademark.

| C). Petitioner has engaged in trademark marking misuse under 15 U.S.C. § 1111. In

the specimen submittedrin support of the ‘124 épplication for “WINE DIVE”, Petitioner displays
“WINE DIVE” with the ® symbol in commercial advertising or promotion. Petitioner does
nothing to differentiate between its registered mark “MAX’S WINE DIVE” and the unregistered
term it seeks to register, “WINE DIVE.” Therefore, Petitionér has falsely misrepresented the
nature, characteristics or qualitiés of its goods, services or commercial activities in violation of
15 US.C. § 1111. Petitioner’s actions in this regard demonstrates its intention to deceive the
purchasing public into believing that the term “WINE DIVE” is a registered trademark, which
materially affects the Registrant’s goodwill associated With Regiétrant’s “SNOOTY’S WINE
DIVE” trademark and restaurant establishment. | |

d). Petitioner obtained its “MAX’S WINE DIVE” trademark registration
fraudulently, (the ‘972 Registration), and Petitioner committed fraud on the Trademark Office in
its applicatién to register “WINE DIVE’; (the 124 application), insofar as it lacked actual use of

the applied-for trademark in interstate commerce at the time it obtained its registration and at the




time it filed the ‘124 application. Presently, and at the time of application for the “MAX’S
WINE DIVE” and the “WINE DIVE” marks, Petitioner operated restaurants only within the state
of Texas. (Petitioner’s proposed Chicago and Atlanta locations are not yet open). Insofar as it is
logistically and practically impossible to provide re;;taurant s\ervices either by mail-order or
through the internet, Petitioner lacked the required “interstate commerce” necessary to support a
federal trademark registration at the. time it alleged it did. Petitioner’s restaurants are “land-
locked” in the state of Téxas aﬁd those geographic areas are not highly transient resort
destinations. Therefore, Petitioner likely cannot demonstrate that a sufficient portion of its

clientele are from out of state as would be required. (See Harmon Pictures Corp v. Williams

Restaurant Corp, 929 F.2d 662; (Fed. Cir. 1991)).

e). Petitioner obtained its “MAX’S WINE DIVE” trademark registration

fraudulently, (the ‘972 Registration), and Petitioner committed fraud on the Trademark Office in

-

its application to register “WINE DIVE” (the ‘124 application), insofar as it submitted with its
trademark applications a declaration in which the Petitioner declared that it believed itself to be
" entitled to use the mark in commerce and to the best of its knowledge and belief no other person,
firm, corporation or association has the right to use the mark in commerce. Petitioner submitted
this declaration to the U.S. Trademark Office despite its knowledgé of other persons entitled to

use the suffix “WINE DIVE” as part of a trademark.

Carl J. Spagnuc(k{

McHALE & SLAVIN, P. A.

2855 PGA Boulevard

Palm Beach Gardens, Florida 33410

V: (561) 625-6575 F: (561) 625-6572
E-mail: cspagnuolo@mchaleslavin.com
Attorneys for Registrant




CERTIFICATE OF FILING AND SERVICE
I HEREBY CERTIFY that the foregoing Response to Petition for Cancellation was filed

electronically with the Trademark Trial and Appeal Board using the ESTTA filing system, on

May 16, 2014. Notice of this filing will be sent to counsel for all parties by email and U.S. Mail-

to the following Address:

Sheila Fox Morrison

Davis, Wright, Tremaine, LLP
1300 SW Fifth Avenue, Suite 2400
Portland, Oregon 97201
sheilafoxmorrison@dwt.com

/M

Carl J. Spagnuofe/
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max's wine vive _ rage 1 01 2

"Fried chicken and Champagne? ... Why the hell not?!” It's not
just a slogan - it's what defines us. MAX's Wine Dive features
incredible "gourmet comfort food" and spectacular wines from
around the world. Inspired by dive bars we love, MAX's provides
a unigue, "wine dive" atmosphere where you can try hand-picked
wines at midnight and rock out to killer tunes on the jukebox.
Experience it once and you'll understand...

"The ensuing food orgy will be something you remember for the
rest of your life." -- TEXAS MONTHLY, Aug. 2009

{(HOUSTON J(SAN ANTONTO) %
'max's W'inT?xD;;?) (;-j,ouslon 4720 Washinglon Avenue. . Max ,; Wme I';ve‘ éan A '?lf.’"i.c; N ’ Max's Wine Divt
P 8806737 340 Edsi Basse Rd., Suile 101 Phone
one: F1SEE , San AiMonio, Téxas, 76209 '
Site design and development by e-woiks media, inc
10/25/2010

http://www.maxswinedive.com/index.php
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

LE REVE VENTURES, LLC, a Texas limited

. liability company,

Cancellation No. 920528839
Petitioner
Registration No. 4,283,391
V.

WINE DIVE, LLC, a Florida limited liability

Registrant.

SWORN AFFIDAVIT OF ABBY COX

I, ABBY A. COX, swear and affirm as follows:

1. That I am a Legal Assistant at the firm of McHale & Slavin, P.A. The firm is
counsel for Registrant, WINE DIVE, LLC in the above-styled action. I make this Declaration in
connection with the above-styled cancellation action filed by Petitioner, LE REVE VENTURES,
LLC. |

2. I am a citizen of the State: of Florida, Vresiding and domiciled in Palm Beach
County, Florida. I am over the age of 18 years.

3. On May 14, 2014, I telephoned each of the eight (8) locations of Max’s Wine

Dive listed on the company’s website at www.maxswinedive.com.

4. Due to the time difference, two. of the six locations, the Washington Street

" Jocation in Houston, Texas, and the McKinney Avenue location in Dallas, Texas were closed and

I received a recorded message stating that I had reached “Max’s Wine Dive”.
5. Two of the locations, one in Chicago, Illinois and one in Atlanta, Georgia, have
apparently not yet opened, however, a telephone call to the telephone numbers listed for each of

those locations is answered by a recording that states I had reached “Max’s Wine Dive”.




6. When I telephoned the E. Basse Road location in San Antonio, Texas, the person
who answered the telephone stated “Max’s Wine Dive”. |

7.~ When I telephoned the Fairview Street location in Houston, Texas, the person
who answered the telephone stated “Max’s and Muﬁchies”. |

8. When I telephoned the W. 7™ Street location in Fort Worth, Texas, the person
who answered the telephone stated “‘Max’s Wine Dive”.

9. When I telephoned the San Jacinto Blvd. location in Austin, Texas, the person

who answered the telephone stated “Max’s”.

I swear or affirm that the above and foregoing representations are true and correct to the

best of my information, knowledge and belief.

Dated: May 16, 2014 KG//%, Q éz/

ABBY A. C

STATE OF FLORIDA )
) ss
COUNTY OF PALM BEACH )

I, the undersigned Notary Public, do hereby affirm that Abby A. Cox personally appeared before
me on this 16" day of May, 2014, and signed the above Affidavit as her free and voluntary act and deed.

NOTARY PUBLICZ/
State of Florida

My Commission Expires:

ST, CAROL JENNINGS
R . MY COMMISSION # EE 207350
" EXPIRES: July 7, 2016
> Bonded Thru Budget Nolary Services
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Media Contact:
Corey Gonzalez
cgonzalez@louieswinedive.com

913-940-6212

LOUIE’S
WINE DIVE

LOVIE'S WINE DIVE PRESS RELEASE

#Louie's Coming to Waukee!

Waukee, IA (March 5™, 2014) - Louie is at it again, however this time, the
homegrown award winning restaurant Louie's Wine Dive will be opening in
Waukee this spring! Louie's Wine Dive is under construction at William's Point,
a new upscale lifestyle center being marketed by Ferguson Commercial Real
Estate Services. Louie's Wine Dive owners Whitney VinZant and Chef Co-
Founder Jason Kapela, and LWD Fore Right L.C. have created a joint venture to
serve the people of Waukee. In a statement from VinZant, "We are very
excited about the opportunity to serve the people in and around Waukee, an
area which is already home to many of our most loyal guests who unfortunately
live too far from our location in Des Moines. We want to provide these guests
our unique product closer to their home.” Updates of progress will be regularly
provided on www.louieswinedive.com and twitter via #louiescoming

Luie's Wine Dive Waukee Construction - Address 1352 E. Hickman Rd. Waukee, 1A

For more information on Louie’s Wine Dive..............

Louie's Wine Dive was first launched in May 2012 in Des Moines, [A. The inspiration
behind the restaurant is to provide a unique dining experience for our guests that centers
upon providing honest, made from scratch food paired with an award winning wine menu
served in an energetic atmosphere. Un-Screw it, Lets Drink! Louie’s Wine Dive is taking
the all too common pompous, la-di-da perception of wine and replacmg it with a fun and

" refreshingly down to earth approach.

www.louieswinedive.com




