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WESTERN IP LAW 
136 E SOUTH TEMPLE 
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UNITED STATES  
 
 
Veronica P. White, Paralegal Specialist: 
 
A petition to cancel the above-identified registration and notice of the 
related civil action1 between the parties are noted.  A service copy of 
the petition for cancellation was forwarded to registrant (defendant) by 
the petitioner (plaintiff).  An electronic version of the petition for 
cancellation is viewable in the electronic file for this proceeding via 
the Board's TTABVUE system: http://ttabvue.uspto.gov/ttabvue/. 
 
The Board acknowledges that petitioner included proof that it forwarded 
a service copy of its petition to registrant.  However, the proof of 
service indicates that petitioner sent that service copy to an attorney 
for registrant, rather than to registrant.  As provided in amended 
Trademark Rule 2.111(a), a petitioner must include "proof of service on 
the owner of record for the registration, or the owner's domestic 
representative of record, at the correspondence address of record."  The 
rule does not direct a petitioner to serve an attorney, though an 
attorney should be served if the attorney is the registrant's designated 
domestic representative.  The reference in the rule to correspondence 
address is a reference to the address for the owner of the registration 
or the domestic representative, if one has been appointed.  While 
                     
1 Civil Action No. 2:12-cv-01156-GMS, filed in the United States District Court 
for the District of Arizona. 
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petitioner's proof of service is a reasonable attempt to effect service, 
petitioner is directed to forward an additional copy of its petition to 
the owner of record for the registration, at its address of record.  In 
addition, any future filing must be served directly on the owner of the 
registration.  If an attorney files an answer or other paper for 
registrant, thereby entering an appearance, petitioner may thereafter 
forward service copies to that attorney rather than registrant. 
Proceedings will be conducted in accordance with the Trademark Rules of 
Practice, set forth in Title 37, part 2, of the Code of Federal 
Regulations ("Trademark Rules").  These rules may be viewed at the 
USPTO's trademarks page:  http://www.uspto.gov/trademarks/index.jsp.  The Board's 
main webpage (http://www.uspto.gov/trademarks/process/appeal/index.jsp) includes 
information on amendments to the Trademark Rules applicable to Board 
proceedings, on Alternative Dispute Resolution (ADR), Frequently Asked 
Questions about Board proceedings, and a web link to the Board's manual 
of procedure (the TBMP). 
 
Plaintiff must notify the Board when service has been ineffective, 
within 10 days of the date of receipt of a returned service copy or the 
date on which plaintiff learns that service has been ineffective.  
Plaintiff has no subsequent duty to investigate the defendant's 
whereabouts, but if plaintiff by its own voluntary investigation or 
through any other means discovers a newer correspondence address for the 
defendant, then such address must be provided to the Board.  Likewise, 
if by voluntary investigation or other means the plaintiff discovers 
information indicating that a different party may have an interest in 
defending the case, such information must be provided to the Board.  The 
Board will then effect service, by publication in the Official Gazette 
if necessary.  See Trademark Rule 2.118.  In circumstances involving 
ineffective service or return of defendant's copy of the Board's 
institution order, the Board may issue an order noting the proper 
defendant and address to be used for serving that party.  
 
 
The Board's Standard Protective Order is applicable to this case, but 
the parties may agree to supplement that standard order or substitute a 
protective agreement of their choosing, subject to approval by the 
Board.  The standard order is available for viewing at:  
http://www.uspto.gov/trademarks/process/appeal/guidelines/stndagmnt.jsp.  Any party 
without access to the web may request a hard copy of the standard order 
from the Board.  The standard order does not automatically protect a 
party's confidential information and its provisions must be utilized as 
needed by the parties.  See Trademark Rule 2.116(g). 
 
In view of the civil action between the parties, the Board exercises its 
discretion to suspend proceedings when the parties are involved in a 
civil action, which may be dispositive of or have a bearing on the Board 
case.  See Trademark Rule 2.117(a).  
   
Accordingly, proceedings are instituted but are suspended pending final 
disposition of the civil action between the parties.  Within twenty days 
after the final determination of the civil action, the parties shall so 
notify the Board and call this case up for any appropriate action 
(including setting respondent’s time in which to file an answer, if 
appropriate).  During the suspension period, the parties shall notify 
the Board of any address changes for the parties or their attorneys. 
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ESTTA NOTE:  For faster handling of all papers the parties need to file 
with the Board, the Board strongly encourages use of electronic filing 
through the Electronic System for Trademark Trials and Appeals (ESTTA).  
Various electronic filing forms, some of which may be used as is, and 
others which may require attachments, are available at http://estta.uspto.gov. 
 


