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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 4,363,680
Date of Issue: July 9, 2013

Mark: MEDASTIX

)
BAYER HEALTHCARE LLC, )
)
Petitioner, ) Cancellation No. 92058061
V. )
)
FRED DELISIO, an individual, )
)
Registrant. )
)
TO THE COMMISSIONER FOR TRADEMARKS
Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451
Alexandria, VA 22313-1451
ANSWER OF FRED DELISIO

Fred DeLisio (“Registrant”) answers the Petition for Cancellation as follows:
PREAMBLE
Registrant objects to any factual allegations contained in the preamble of the Petition for
Cancellation on the grounds that Petitioner has not set forth the allegations contained therein in
numbered paragraphs as required by the Federal Rules of Civil Procedure. Without waiving this

objection, Registrant alleges that he legally owns the MEDASTIX mark (or “the Mark™) and

denies the remaining allegations in the preamble.



1. Registrant does not have sufficient knowledge or information concerning the
allegations in paragraph 1 and therefore denies the allegations in paragraph 1.

2. Registrant does not have sufficient knowledge or information concerning the
allegations in paragraph 2 and therefore denies the allegations in paragraph 2.

3. Registrant admits that the registration numbers and dates referenced in paragraph
3 match the marks identified therein and denies the remainder of the allegations in paragraph 3.

4. Registrant does not have sufficient knowledge or information concerning the
allegations in paragraph 4 and therefore denies the allegations in paragraph 4.

5. Registrant admits that the Mark is registered with the United States Patent and
Trademark Office, alleges that Registrant is the owner of the Mark and its registration and denies
the remainder of the allegations in paragraph 5.

6. Registrant denies the allegations in paragraph 6.

7. Registrant admits that his use and registration of the Mark is without Petitioner’s
consent or permission, alleges that such consent or permission was not, or is not, required and
denies the remainder of the allegations in paragraph 7.

AFFIRMATIVE DEFENSES
1. As a first Affirmative Defense, Registrant alleges that the Petition for

Cancellation, and each claim or allegation made therein, fails to state a claim upon which relief

can be granted.

2. As a second Affirmative Defense, Registrant alleges that there is no reasonable
likelihood of confusion or mistake between the use of the marks identified in the Petition for

Cancellation and the Mark.
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3. As a third Affirmative Defense, Registrant alleges that there has been no actual
confusion between the marks identified in the Petition for Cancellation and the Mark.

4. As a fourth Affirmative Defense, Registrant alleges that the Petitioner will not be
harmed by Registrant’s use of the Mark.

5. As a fifth Affirmative Defense, Registrant alleges that the goods identified for the
marks identified in the Petition for Cancellation and the goods identified for the Mark are clearly

and easily distinguishable and are not sufficiently similar or related to be likely to be confused as

to source.

6. As a sixth Affirmative Defense, Registrant alleges that the relevant markets in
which goods bearing the marks identified in the Petition for Cancellation and the Mark are
sufficiently different to prevent any likelihood of confusion.

7. As a seventh Affirmative Defense, Registrant alleges that customers of the marks
identified in the Petition for Cancellation and the Mark are sufficiently sophisticated such that no
likelihood of confusion is possible.

8. As an eighth Affirmative Defense, Registrant alleges that Petitioner has not used
the Mark in connection with any of its goods.

9. As a ninth Affirmative Defense, Registrant alleges that the Petitioner’s word
marks are presented on packages that are different in imagery, color and format from those in

which the Mark is marketed and sold.

10.  As a tenth Affirmative Defense, Registrant alleges that the clarity of labeling in
packaging of the goods associated with the marks identified in the Petition for Cancellation
precludes any possibility of a likelihood of confusion between those marks and the Mark; the

usage of Petitioner’s marks is shown below, illustrating prominent supplemental language, a
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house mark and/or design elements that are placed in close proximity to each of the Petitioner’s

marks on its packaging:

2191

5%

Albustix’

Reagent Stri
for Urlualyslsps

Excerpt of specimen filed with Petitioner’s
August 29, 2007 Application for Renewal from
TESS database; a complete copy of the

specimen is attached hereto as Exhibit A.

Azostix®

Excerpt of specimen filed with Petitioner’s
August 3, 2004 Application for Renewal from
TESS database; a complete copy of the

specimen is attached hereto as Exhibit B.

P o
(01818778)

Chek-Stix® Positive
Control Strips for Urinalysis

ok Blood

Proten Nitrite
Glucose Urobilinogen
Ketone 5™  Leukocytes

For In Vitro
25 Strips Diagnostic Use

Excerpt of specimen filed with Petitioner’s
September 2, 2008 Application for Renewal
from TESS database; a complete copy of the

specimen is attached hereto as Exhibit C.
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Clinistix®
Reagent Strips
!pr Urlpalyils

LHUICOse

Excerpt of specimen filed with Petitioner’s
November 11, 2005 Application for Renewal
from TESS database; a complete copy of the
specimen is attached hereto as Exhibit D.
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P

Combistix®

Reagent Strips
for Urinalysis
pH

Glucose

Protsin

Excerpt of specimen filed with Petitioner’s
August 13, 2008 Application for Renewal from
TESS database; a complete copy of the

specimen is attached hereto as Exhibit E.
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Diastix’

Reagent Strips
for Urinalysis

Glucose

Excerpt of specimen filed with Petitioner’s
January 5, 2009 Application for Renewal from
TESS database; a complete copy of the

specimen is attached hereto as Exhibit F.

Excerpt of specimen filed with Petitioner’s
December 11, 2007 Application for Renewal
from TESS database; a complete copy of the

specimen is attached hereto as Exhibit G.
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B

Hema-Combistix’
R t Strips
for Urinalysis

Bood

Excerpt of specimen filed with Petitioner’s
October 22, 2003 Application for Renewal
from TESS database; a complete copy of the

specimen is attached hereto as Exhibit H.
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Hemastix

Reagent Strips
for Urinalysis

Blood

Excerpt of specimen filed with Petitioner’s
December 11, 2007 Application for Renewal
from TESS database; a complete copy of the

specimen is attached hereto as Exhibit I.

2883
@ o Excerpt of specimen filed with Petitioner’s
. —— March 7, 2012 Application for Renewal from
AR TS SRS SR AT
Keto-Diastix® TESS database, a complete copy of the
:)m::ms specimen is attached hereto as Exhibit J.
th—‘m):i;ncn. S5yt
2881
@ Excerpt of specimen filed with Petitioner’s
—— November 20, 2007 Application for Renewal
Ketostix from TESS database; a complete copy of the
Reagent Stri i i ibi
for ll'lnalysisps specimen is attached hereto as Exhibit K.
e
2181

Labstix®
Reagent Strips
for Usinalysis

Protein
Glucose

Excerpt of specimen filed with Petitioner’s
September 2, 2008 Application for Renewal
from TESS database; a complete copy of the
specimen is attached hereto as Exhibit L.
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Microstix-3

Reagent Strips
for Urinalysis

Test For Nitrite

With Miniaturized Culture
Tests For Total Bacterial
And Gram Negative
Bacterial Counts In Urine

Excerpt of specimen filed with Petitioner’s
August 29, 2003 Application for Renewal from
TESS database, a complete copy of the

specimen is attached hereto as Exhibit M.

Excerpt of website screen shot from
http://www.amazon.co.uk/Bayer-Multistix-

Urine-Reagent-Strips/dp/BO00C4MEFT; a
complete copy of the screen shot is attached

hereto as Exhibit N.

217¢

Excerpt of specimen filed with Petitioner’s
April 4, 2006 Application for Renewal from
TESS database; a complete copy of the
specimen is attached hereto as Exhibit O.

wr 1554
SIEMENS

2 =
SRUNS  10LS
Ghicose
Protein-

Pratein-Low
(oS — A
Creatmre

Excerpt of specimen filed with Petitioner’s
May 17, 2011 Application for Renewal from
TESS database; a complete copy of the
specimen is attached hereto as Exhibit P.
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whereas the Registrant’s Mark appears in the marketplace as follows:

Registrant’s Mark shown on bulk product
packaging.

Registrant’s Mark shown on product.
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11. As an eleventh Affirmative Defense, Registrant alleges that the Petition for
Cancellation, and each claim or allegation made therein, is barred on the grounds of
acquiescence in view of Petitioner’s apparent active consent to the Registrant’s use and
registration of the Mark which has resulted in a loss of Petitioner’s rights, if any, as against the
Registrant in view of Petitioner’s failure to file a Notice of Opposition upon publication of the
Mark, which opposition was considered by Petitioner and then abandoned to the detriment of the
Registrant.

12, As a twelfth Affirmative Defense, Registrant alleges that the Petition for
Cancellation, and each claim or allegation made therein, is barred by estoppel.

13. As a thirteenth Affirmative Defense, Registrant alleges that the Petition for
Cancellation, and each claim and allegation made therein, is barred by waiver.

14, As a fourteenth Affirmative Defense, Registrant alleges that the Petition for
Cancellation, and each claim and allegation made therein, is barred by laches.

15. As a fifteenth Affirmative Defense, Registrant alleges that the only common
element between the marks claimed by Petitioner and the Mark is the term “stix” or its phonetic
equivalent “sticks” and that, due to the extensive use of such term alone or in combination with
other words, letters or characters for a product that (i) is a long slender piece or part of anything,
or stick-like in appearance, or (ii) is physically attachable to something by adhesion or other
tractive force, as evidenced by the TESS database of the United States Patent and Trademark
Office, the term is not distinctive of Petitioner or its goods and products, thus undermining
Petitioner’s suggestion that its asserted “family of STIX trademarks” forecloses use of that term

to the exclusion of all such other marks, including the Mark of the Registrant.
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WHEREFORE, Registrant demands that the Petition for Cancellation of the MEDASTIX

mark be denied.

Dated: November 3-_7 , 2013.

eys for Fred DeLisio

#Seph S. Heino, Esq.

111 East Kilbourn Avenue, Suite 1400
Milwaukee, WI 53202

414-225-1452 (direct dial)
414-278-3652 (direct fax)
jheino@dkattorneys.com

Patrick M. Bergin, Esq.

111 East Kilbourn Avenue, Suite 1400
Milwaukee, WI 53202

414-225-7563 (direct dial)
414-278-3763 (direct fax)
pbergin@dkattorneys.com
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CERTIFICATE OF MAILING

The undersigned certifies that the foregoing Answer of Fred DeLisio was mailed First
Class Mail on November ;%, 2013 to:

Phillip Barengolts

Elizabeth K. O’Neill

Pattishall, McAuliffe, Newbury, Hilliard &
Geraldson LLP

200 South Wacker Drive

Chicago, IL 60606

pb@pattishall.com

eo(@pattishall.com

Jarte M. Riehle

11 of 11
N:ADOCS\85052100001\1 1665881



|

NDC 0193-2191-21

‘dx3

401

xnsnqyy

L6le

2191 NDC 0193-2191-21

% %

SEEEE— e R——

e

2191

D

Reagents:

(Based on dry weight &l the ime of
Iimgregnation]

0.3% wiw lotrabromphenol biue;

97.3% wiw buffer; 2.4% wiw norveactive
Ingrediants,

U.5. Patent No.:
301,116

Intended for use in the U.S.A.

>—U _._—m_ﬂmxs Shgsucoms or Comments o

Reagent Strips Important: .
for Urinalysis oo e b

Replace cap immediately and tightly,
Protein i il
Read enclosed directions caselully.
Do not use after expiration date.

Use only if tamper evident seals on
this carton are intact.

Reagent made in U.SA ; further processed
and packaged in UK.

For . :
In Vitro Bayer ¢
Diagnostic Use m———
100 Strips adipin N

AKOSG16D
usa
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Reagent Strips
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Protein

For
in Vitro

| Diagnostic Use
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Read product insert before use. Use within 60 days after first
opening. Do not use product (opened or unopened) after expiration
date. Date first openad; -
important:. Do not touch test aroa of siap, Store at wemperatiites
belween 157-30°C (59°-86°F) and out of dinngt sunfight. Remove only
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tightly. Intended for use inthe U.S A,
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Diastix’

Reagent Strips
for Urinalysis

Glucose

For
In Vitro
Diagnostic Use

100 Strips
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NDC 0193-2802-21

Reagents:

2.2% wiw Oxidase
E"nicmbialislu;

1.0% wiw
radlm&aoulu;

8.1% wiw polassium lodide

69.8% wiw buffar

18.9% wiw nonreactive i ingredients

U.S. Patent No.:
4,460,684
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Hema-Combistix
Reagent Strips
for Urinalysis

For
In Vitra
Dragnostic Use

100 Strips

Intended for use in the U.S.A.
‘Questionm or Commants call

D2 negt reemiowe eScCart from DOl

Rens enciowed deections carshuly

Do nof use ofler axperabion date.

Use only if tamper avident seals on
this carton are intact.
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and packaged in UK
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Bayer Corporation, Elkhar, IN 48515 USA
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Store at temperatures
between 15°30°C (59>86°F).
Do not refrigerate. Read
enclosed directions carefully.

Reactive Ingredients:
Nitrite: 1.4% wiw p-arsanilic acid:
1.3% wiw 1,2.3 4-tetrahydro-
benzo(h)quinolin-3-ol; 10.8% wiw
buffer; 86.5% w/w nonreaclive
ingredients.

Total Bacterial Count: 76% w/w
bovine brain heart infusion;

0.3% wiw triphenyltetrazolium
chioride; 23.7% w/w nonreactive
ingredients.

Gram Negative Bacterial Count:
74.2% wjw bovine brain heart
infusion; 0.3% wiw lriphenyltetra-
zolium chloride; 2.3% wiw sodium
desoxycholate; 23.2% wiw
nonreactive ingredients.

Licensed under LS, Patent No. 3,712,863

Microstix®3 Heagent Strips assembled in
the UK. of US and Canadian materiais.

62-600£-€6L0 OAN
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600¢€

Microstix-3
Reagent Strips
for Urinalysis

Test For Nitrite

With Miniaturized Culture
Tests For Total Bacterial
And Gram Negative
Bacterial Counts In Urine

For In Vitro
Diagnostic Use

25 Tests
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