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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

CLOCKWORK IP, LLC

CancellationNo. 92057941
Reg. No. 3,618,331

)

)

Petitioner, )

)

V. )
)

BARNABY HEATING & AIR, and )
McAFEE HEATING AND AIR )
CONDITIONING CO., INC. )

Respondents. )

PETITIONER'S OPPOSITION TO RESPONDENT'S MOTION TO REOPEN OR TO
WITHDRAW OR AMEND PETITIONER'S RE QUESTS FOR ADMISSION NOS. 36-45

Petitioner Clockwork IP, LLC (“ClockworR; by counsel, states the following as its
Opposition to Respondent’s Motion to ReopenoowWithdraw or Amend Petitioner’s Requests
for Admission Nos. 36-45:

INTRODUCTION

In an attempt to obtain relief to which itnst entitled, RespondéBarnaby Heating &
Air (“Barnaby”) has contrived an absolutely fastical (and sanctionablsfory that it was never
served with Requests for Adssion (“RFAs”) Nos. 36 to 45 ova year ago. Without even
bothering to think through thed€ts” in support of this stolpng enough to make sure that it
consistently represents them, that the “facts’caresistent with one another, or that the “facts”
are even believable, Barnaby dumps a myriagkpfanations and blame-shifting excuses at the
Board's feet, claiming that “justice” requires thiatot be held to its admissions under Rule

36(a). But Barnaby's tale falls to pieces wioee digs even slightly beneath the surface since

! The title of Barnaby’s motion is confuag in that Barnaby is not seekingof can it) to
withdraw or amend the RFAs themselves, buieadtis seeking to reopé¢he time to respond to,
or withdraw and amend its failure to respaadthose RFAs. To avoid changing Barnaby’s
choice of words, however, Clockwovkll use Barnaby’s confusing title.



the story is revealed as impddsijust by looking at the RFARemselves. Thus, as set forth
below, Barnaby has failed to show that it is i to relief from its failure to respond to RFA
Nos. 36 to 45 under either Federal Rule ofilRrocedure (“Rule”6(b)(2) or 36(b), and
therefore the matters covered by those RFAsare admitted and conclusively established.
BACKGROUND

On June 4, 2014, Clockwork served its Firdt @eRequests for Production, First Set of
Interrogatories, and First Set of Requests fomi&dion (collectively, thédiscovery requests”)
on Barnaby by sending those documents to Barsatpunsel of record &iFirst Class mail.
(SeeDecl. of Purvi Patel Albers (“Patel AlbersBl.”) § 3.) Clockwork’s discovery requests —
including but not limited to a eoplete set of Clockwork’s 4BFAs — were therefore timely
served on Barnaby in this caséSeePatel Albers Decl. 1 2—-4XEL to Patel Albers Decl.
(containing a true and accuratepy of Ex. C to Clockwork’s Motto Compel [Dkt. # 13], which
is also a true copy of the as-served RFAS); [BK22] Ex. 8 to DeFord Decl. (containing a true
and accurate copy of the as-served RFAS).)

After receiving the discovery requests, Batip requested a brief extension of time to

respond, and Clockwork consented. Barnaby #egwed its first responses to the discovery

2 Barnaby'’s continued refusal &eknowledge that the discovery requests were timely served is
baffling. (SegDkt. # 29] Resp’t Mem. at 6 (“Though tiparties hotly contest when Petitioner’s
discovery requests were actualrved . . . .”).) Not only diit waive any objection based on
timeliness over a year ago, Barnaby has neverauffany evidence in suppaf that argument.
Although Barnaby claims that it did not receive the discovery requests until June 30, 2014, any
alleged delay in receipt was not the resulaté service, but rather, as Barnaby’s counsel
explained via email that day, the people in chafgde mail in her builehg allegedly “delivered
[Clockwork’s requests] to another mailbox holder in my suite . . . [tlhrough no fault of your
client’s, or mine.” (Ex. 2 to Patel Albers Ded\preover, in any case, service is not completed
upon receipt of discovery requests; it@npleted upon mailing and the Trademark Rules
explicitly state that sgice is timely when completed on tlast day of the discovery period. 37
C.F.R. 8 2.119(c), 2.120(a)(3); TBMP § 403.03. Barnabgnstant attempts tehash this point

is just another example of Barnaby refusing t@teof any excuse in ihmatter, regardless of
whether the current excuse conflievith its prior excuses.
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requests on July 15, 2014, but it did aaswer RFA Nos. 36 to 45S€eDkt. # 22] Ex. 9 to
DeFord Decl.) As a result, under the Rulespfaduly 15, 2014, Barnaby is deemed to have
admitted RFA Nos. 36 to 45 and the matter contained in those RFAs was, and remains,
conclusively establishedSeeFed. R. Civ. P. 36(a).

Now, almost exactly a year after Babbydailed to respond to RFA Nos. 36 to 45,
Barnaby seeks relief from its admission of #n&3-As by claiming for the first time that there
was a missing page and that Clockwork therefieneer served Barnaby with RFA Nos. 36 to 45.
(See generallyDkt. # 29] Resp’t’'s Mem. in Supp. of Rg't's Mot. to Reopen or Withdraw or
Amend Pet'r's Requests for Admission Nos. 36 tq*®esp’'t Mem.”).) That contention is not
grounded in fact and is refutedt only by Clockwork’s prior @érney’s sworn declaration and
other evidence that it served 48 RFAs on Barnaby on June 4, 20B&dPatel Albers Decl.

19 2—4;see alsdEx. 1 to Patel Albers Decl.; [Dkt. # 2E)x. 8 to DeFord Decl.), but also by
Barnaby’s own “evidence” in support of its clairAs explained below, RFA No. 35 starts on
the bottom of one page and continues on thegaf the next—the same page on which RFAs
36 to 45 are found. As Barnaby’s counsel re-ped RFA No. 35 in its entirety to answer it,
Barnaby’s excuse is literally impossible.

ARGUMENT

It is undisputed that Barnaby has faileddspond to RFA Nos. 36 45 within the time
prescribed by the RulesSé€gDkt. # 29] Resp’t Mem.; [Dkt. # 22] Ex. 9 to DeFord Decl.).
Barnaby has therefore admitted those RFAs and the matter contained in them was, and remains,
conclusively established. Fed. R. Civ. P. 36(8arnaby seeks relifom those admissions
pursuant to Rule 6(b)(2), or alternatively, unBeite 36(b). But Barnaby has failed to establish

that it is entitled taelief under either Rule.



The Board should deny the Motion to Reopn under Rule 6(b)(2) because Barnaby’s
failure to respond to RFA Nos. 36 to 45 wanot the product of excusable neglect.

Rule 6(b)(2) provides that that Board “ydor good cause, extend the time” to act “on
motion made after the time has expired if theyptailed to act because of excusable neglect.”
Fed. R. Civ. P. 6(b)(2). Whether excusatglect exists is “at bottom an equitable
[determination], taking into aoaint . . . all relevant circustances surrounding the party’s
omission.” Pumpkin Ltd. v. The Seed Corg8 U.S.P.Q.2d (BNA) 1582, 1586 (T.T.A.B. 1997)
(quotingPioneer Inv. Servs. Co. v. Brunswick Assocs. Ltd. P'8§ltip U.S. 380 (1993)). The
Board generally balances the following four fasiaet forth by the Supreme Court of the United
States irPioneer Investment Services CoBwnswick Associates Ltd. Partnershighen
deciding whether that standardmet and whether to reopen adito act: “(1) the danger of
prejudice to the non-moving pari{2) the length of delay and ifp®tential impact on judicial
proceedings, (3) the reason for the delay, includihgther it was within the reasonable control
of the moving party, and (4) whetheetmoving party had acted in good faithDC Comics &
Marvel Characters, Inc. \Margo, 68 U.S.P.Q.2d (BNA) 1319, 1319 (T.T.A.B. 20G®e also
Jodi Kristopher Inc. v. Int'l Seaway Trading Corp8 U.S.P.Q.2d (BNA) 1798, 1799 (T.T.A.B.
2008);Pumpkin 43 U.S.P.Q.2d (BNA) at 1586. AlthougletBoard should consider all four
factors, it is almost universally accepted ttineg third factor is the most important oSee Jodi
Kristopher, 88 U.S.P.Q.2d (BNA) at 1799C Comics68 U.S.P.Q.2d (BNA) at 1328ee also
Primavera Life GMBH v. Amorepacific CorfNo. 91196106, 2012 WL 9509389, at *2
(T.T.A.B. Mar. 26, 2012)Giersch v. Scripps Network, In&5 U.S.P.Q.2d (BNA) 1306, 1307
(T.T.A.B. 2007);Envirotech Corp. v. Compagnie Des Lam@E®9 U.S.P.Q. (BNA) 448, 448

(T.T.A.B. 1979).



Applying thePioneerstandard here, Barnaby has nanhdestrated that its failure to
respond to RFA Nos. 36 to 45 was the product otisable neglect. In lieu of addressing each
factor, it summarily argues that it is entitleo relief because “any failure by Respondent to
timely respond was caused by Petitioner, and squarely demonstrates excusable neglect” because
“Petitioner failed to serve Nos. 3645 when Petitioner served Nos. 1 —3%[Dkt. # 29]

Resp’t's Mot. to Reopen or Withdraw or Amd Pet’r's Requests for Admission Nos. 36-45
(“Resp’t’'s Mot.”) at 1), and that it did not intentionally féal respond to those RFAS, ([Dkt.

# 29] Resp’t Mem. at 8.) But Barnaby'’s atteérngoshift blame for its failure to Clockwork does
not withstand scrutiny, and a fimgj that it did not intentionallfail to respond is not sufficient
standing alone to establish excusable neglect.

Clockwork’s First Set of Requests for Admissiuas, at all timesncluded a total of 45
RFAs. (Patel Albers Decl. 11 2-gke alsdx. 1 to Patel Albers Degl[Dkt. # 22] Ex. 8 to
DeFord Decl.). On June 4, 2014, Clockwork served all 45 RFAs on Barnaby by sending the
complete, 10 page document containing those RE#Birst Class mail to Barnaby’s counsel of
record. (Patel Albers Decl.  &e alsdx. 1 to Patel Albers DeclDkt. # 22] Ex. 8 to DeFord
Decl.) The as-served RFAs — which list RFA N8&.to 45 on page 8 of 10 — were attached to
Clockwork’s Motion to Conpel as Exhibit C,geeEx. 1 to Patel AlberBecl.), and Clockwork’s

Motion for Summary Judgent as Exhibit 8 see[Dkt. # 22] Ex. 8 to DeFord Decl.), and they

3 Barnaby neglects to make arguments with respeitte other two factors in this case, relying
principally on the third and fourth factor. Bas the Board should neteeless consider those
factors, Clockwork submits thttey do not weigh in favor dinding excusable neglect (or are
at best neutral in light of Barnaby’s inability $bow that its failuréo respond was outside its
reasonable control) because, as explained fdyebelow, Clockwork will be prejudiced by
reopening the time to respond, the delay causdgblogaby’s failure to comply with its
discovery obligations has already negativelpatted the proceedings, and further excusing
Barnaby’s failure under the circumstances heteghly likely to result in future delays by
perpetuating Barnaby’s sense that it does ne¢ @ take care now because it can excuse itself
from any negative consequences lat&eq infraat 15-16.)
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are again attached to this Opjpios as Exhibit 3 to the declation of Purvi Patel Alberssée
Ex. 3 to Patel Albers Decl.) Thus, the recehdws that, at all timegduring this proceeding,
Clockwork intended to — and did — seavéotal of 45 requests for admission.

Barnaby’s claim to the contrary is unfounded. start, to the extent that Barnaby intends
to imply or suggest that Clockwiodid not intend to include RFA Nos. 36 to 45 as part of the
First Set of Requests for Admission at theeti@ockwork served them on June 4, 2014, that
argument is devoid of any support and is conttadi by Barnaby’s own “evidence.” Barnaby
never once objected to the authenticity of theemgexl RFAs that were attached as Exhibit C to
the motion to compel and as Exhibit 8 te thotion for summary judgment, and it cannot go

back and make those objections rfowMoreover, Barnaby attached as Exhibit 10 to its

* Barnaby tries to claim that Clockwork’s priongwel affirmatively represented that there were
only 35 RFAs in this caseSée, e.g[Dkt. # 29] Resp’'t Mem. at 7-8; [Dkt. # 29] Celum Decl.
19 9-10; [Dkt. # 29] Ex. 8-9 to Celum Decl.) Bukaiew of the two staiments in the context

in which they were made reveals that Barnabyischaracterizing thogepresentations and that
Clockwork’s prior counsel waserely looking at and refemeing Barnaby’s responses.
Specifically, Barnaby first tries to claim thaetetatement by Clockwork’prior counsel in the
deficiency letter “that all 35 of Petitioner's Rexstis for Admission have been objected to in the
same manner” somehow shows that there were only 35 RIS&g[Dkt. # 29] Ex. 8 to Celum
Decl.) That reasoning is fault The deficiency letter raisessues with the responses that
Barnaby actually served, which included responses to only 35 RS&s. i¢. Patel Albers Decl.

1 6.) As a failure to respond to an RFA is aatiscovery deficiency but a deemed admission
under Rule 36(a), there was no need for Clockvitormention that failre in its letter.SeeFed.

R. Civ. P. 36(a)(3) (noting that a matter isrgitled unless respondedl, tand that “[a] matter
admitted under this rule is conclusively éditshed unless the court, on motion, permits the
admission to be withdrawn or amendedThus, the only inference to be drawn from
Clockwork’s statement in thestiovery letter is thaill 35 responses that Barnaby actually
bothered to providerere deficient.

For the same reason, Barnaby cannot rely ostditement of prior counsel in the motion to
compel to claim there were only 35 RFAs in ttése. Not only were the RFAs not at issue in
the motion to compelsée[Dkt. # 29] Ex. 9 to Celum Decl.any reference in the motion to
compel of 35 RFAs or 151 requests total waaragneant to refer only to deficient responses
that Barnaby actually pwided, not as some coession that Clockworgervedonly 35 RFAs.
(See idat 6. 15; Patel Albers Ded 7.) In fact, it is nonseital to argue that Clockwork
conceded that it served only 35 RFAs in itdiototo compel because Clockwork attached the
as-served RFAs to its motion as Exhibit C, whiontained all 45 RFAs, (RatAlbers Decl. | 7;
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memorandum what its counsel declared to beue ‘@nd accurate copy tfe original .PDF of
Petitioner’s requests for admissions, as scanrnedaonunsel’s] office database and as saved,
and from which [counsel] created and drafRabpondent’s objections and responses to
Petitioner’s discovery request.'S¢e[Dkt. # 29] Celum Decl. I 12Dkt. # 29] Ex. 10 to Celum
Decl.) That document is identical to the assedrRFAs that Clockwork attached to its prior
motions and to this Opposition, except that Baris exhibit is missing two pages: pages 2 and
8 of the 10 page documeht.

As a result, in order for Barnaby'’s “lack service” argument to hold any water, the
Board must buy Barnaby'’s storyathClockwork inadvertently feout page 8 (and therefore
RFA Nos. 36 to 45) when it served the RFAs on Barnaby on June 4, 2014 (the “Missing Page
story”). But even putting aside how unliketyvould be that Clockwork would inadvertently
leave out a page from the middle of a documnite including the pagebefore and after it,
Barnaby — in its own desperation to convinceBbard that such an unkky event occurred — all
but proves that the Missirlgage story is fabricated.

First, Barnaby cannot conteabfat it answered RFA No. 35 all of its prior discovery
responses, and that it included ar@vfor-word transcription, reyped or copied and pasted by
Barnaby’s counsel, of RFA No. 35 with its answer each tirBegDkt. # 22] Ex. 5, 9-10 to
DeFord Decl.) Barnaby also admits that RRé. 35 is split between pages 7 and 8 of the 10
page document, such that part of RFA No. 3%eajps on the same page as RFA Nos. 36 to 45.

([Dkt. # 29] Celum Decl. § 15.) Yet, althoughrBaby now asks the Board to believe that it

Ex. 1 to Patel Albers Decl.), a point which Baloy conveniently fails taonention in its opening
brief.

® The fact that Barnaby’s exhibit showing the pogedly served RFAs is also missing page 2 is
telling as Barnaby does not claim that pagea® not served. And although it may be the case
that Barnaby continues to misplace pages relatéite RFAS, that is not Barnaby'’s claim, nor
would that be excusableeglect a year later.



never received page 8, Barnaby offers no exilan in its memorandumr declaration how it
nevertheless knew every word of RFA No. 3gg generally id [Dkt. # 29] Resp’t Mem.), and
the Board would be justified in treating any aflee-fact explanatioproffered in Barnaby’s
reply with extreme skepticisfh.

Second, Barnaby relies on Exhibit 10 asidewnce” that the seise copy of the RFAs
was missing page 8 (and therefdFA Nos. 36 to 45), statingahthe document attached as
Exhibit 10 is “a true and accurate copy o thriginal .PDF of Petitioner’s requests for
admissionsas scanned into my office database and as sdx@d which | created and drafted
Respondent’s objections and resportseRetitioner’s discovery geiests.” ([Dkt. # 29] Celum
Decl. 12 (emphasis added); [Dkt. # 29] Ex. 10 ttu@eDecl.) Also attackd with Exhibit 10 is
a print out of “[tjhe metadat@aom the scanned .PDF show][ing] a file create date of June 30,
2014.” ([Dkt. # 29] Celum Decl. § 11; [Dkt. # 2Bk. 10 to Celum Decl.) But viewing those
documents together demonstrates that Barisadipry does not add up. The “true and accurate
copy” of the RFASs, as scanned into my office database and savkdlt is attached in Exhibit
10 is missing both page 2 and page 8 of thpald® document and is therefore 8 pages long.
(SedDkt. # 29] Ex. 10 to Celum Decl.) But the metadata for the file “Clockwork RFAs.pdf”
that Barnaby contends corresponds to that “anaaccurate copy” of the RFAs it received is
only 7 pages longSee id. No matter how that discrepay in page count occurred, the

documents suggest that Barnaby — not Clockwadkmisplacing (and then finding) pages of its

® Although it is not entirely impossible that Baby’s counsel would have guessed, word-for-
word, what the remainder of RAX0. 35 said, it is telling thd@arnaby did not think to mention
that explanation in its opening brief, givemtiClockwork’s counsel rsed that issue with
Barnaby’s story before Barbg filed its opening brief,dee[Dkt. # 29] Ex. 7 to Celum Decl.),
and in light of the fact that Baaby took the time to try andgain, albeit insufficiently, why it
did not reach out to Clockwork’s counsel redjag the missing portion of RFP No. 35 and to
claim that itsomehowdid not notice the missing page evbkaugh it noticed that part of the RFP
was missing,gee[Dkt. # 29] Celum Decl. { 15.)
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documents. In actuality, all that is clear iattBarnaby is not vergood at hiding the tracks of
its fabrication.

Third, as Barnaby admits, it first raised‘itack of service” claim with Clockwork on
June 15, 2015 — three weeks after Clockwork fitednotion for summary judgment, which rests
in part on Barnaby’s admissions in RFA Nos.t8@5 — in an email sent to Clockwork’s
counsel. ([Dkt. # 29] Resp’'t Mem. at 9; [Dkt29] Celum Decl. | 8; [Kt. # 29] EX. 7 to Celum
Decl.) In that email Barnaby’s counsel statéBarnaby was never served with RFA Nos. 36-
45. | have a copy of thariginal documentas it was receivetly my office on June 30th and
page 9of 10 is missing, which coincides with a totél35 RFAs.” ([Dkt. # 29] Ex. 7 to Celum
Decl. (emphasis added).) But a quick reference to the “true and accurate copy” of the “original
document” that Barnaby submitted (as well as the as-served RFAs attached to this motion),
shows that page 9 is a signature page; the allegedly missing RFAs are found on gage 8. (
[Dkt. # 29] Ex. 10 to Celum Decl.) It was nottiiafter Clockwork’s counsel pointed this out to
Barnaby that Barnaby all of a sudden begaiming that it never received page &egDkt.

# 29] Ex. 7 to Celum Decl.)

And fourth, Barnaby itself does not evawpaar to believe its claim that Clockwork
failed to serve RFA Nos. 36 to 45. Not only ddtdet its doubt showhrough later in its
memorandum,gee[Dkt. # 29] Resp’t Mem. at 12 (“[Alhough applicant cannot be excused for
failing to respond within the time allowed for sugsponse . . . .”), but Barnaby chose to file a
motion to reopen or to withdraw and amend, anatotion to strike untimely filed RFAs.
Combining all of these points together, Barnahg not only failed tshow excusable neglect,

but actually provides affirmative evidence thatthte extent Barnaby’s Missing Page story is not



a complete fabricatiohany failure to see and respond to RFA Nos. 36 to 45 was Barnaby’s
fault.

But even if the Board believes that RR&s. 36 to 45 were missing from the document
Clockwork served on Barnaby, the thiPdbneerfactor would still weighsgainst a finding of
excusable neglect. That factor takes etoount whether thailure to respond wagasonably
within the control othe moving party, nowholly in its control. Here, acceptiragyguendothat
Clockwork inadvertently left out page 8 from the service copy®RRAs, Barnaby was the
only party in a position to know & such error occued prior to the timés deadline to respond
elapsed. In fact, Barnaby’'s counsel admits shat“did see that a portion of Petitioner’s Request
No. 35 was missing” but claims that she did matice that one of the clearly numbered pages
was missing. ([Dkt. # 29] Celulecl.  15.) Barnaby’s counsgbes on to explain that she did
not reach out to Clockwork’s counsel regagithe missing half of RFP No. 35 — or even
presumably look down at the bottom of the page to check the page ndontzeygar— because
she just “assumed that Petitioner’s counsel made a typographical dd9r.Tljus, even
acceptingarguendathat Barnaby’s Missing Page storyldt®any weight — which it does not —
Barnaby cannot claim that its failure to resp@ras not reasonably withits control when it

noticed an issue with the RFAs, and insteagrofecting itself by reaching out to Clockwork’s

’ Clockwork’s counsel would normally not be sodak to allege that seething is an outright
fabrication, but in light of the ktory of this case, Barnaby’s rerkable ability to come up with
after-the-fact, blame-shift excuses for why itdui@ to meet deadlines was beyond its control,
that Barnaby’s most recent Missing Pageyssamply does not add up, and Barnaby’s blatant
dishonest misrepresentation of the allegatiorteerPetition in support of its pleading deficiency
argument, gee[Dkt.# 30 and 32]), Clockwork has cle@ason for making such statements.

10



counsel for, at a minimum, clarification of wHaFA No. 35 said, it decided to assume that it
knew what happenéd.

Barnaby cannot excuse its failure to respmBFA Nos. 36 to 45 by claiming that it did
not intentionally fail to respond or thatditd not know it had failed to respond until Clockwork
filed its motion for summary judgment. ([Dkt. # 29] Resp’t Mem. at 8; [Dkt. # 29] Celum Decl.
1 14.) As the facts describsdpraestablish, bad faith is clear in this case and has been
exacerbated by Barnaby’s implausible story reigarthe supposed missing pages. However.
even if the Board were to credit both Barnalstatements regarding its lack of intent — which
the Board would be justified in declining do given Barnaby’s conduct throughout this
proceeding, not to mention in connection with this motieeg( e.g.Ex. 2, 4 to Patel Albers
Decl. (evidencing Barnaby’s fluctuating and incotesig positions with respect to service of the
discovery requests); [Dkt. # 21] Pet.’s Sancfibot. at 1-6 (providing aoverview of Barnaby’s
refusal to abide by its discoveopligations and demonstratihgw several of the responses
provided are clearly false or intentionally evasive); [Dkt. # 27] Pet.’s Sanction Reply at 7-8
(describing Barnaby'’s bad faith conduct) kiD# 32] Pet.’s SJ Reply at 4-5 (discussing
Barnaby’s blatantly dishonest pleading deficieacgument)) — “good faith” is just one prong in
the four factor test and is not enough to wareafimding of excusable neggt where, as here, the

reason for the failure to respond was witthe reasonable atrol of Barnaby.See, e.q.

8 In its brief, Barnaby asserts that: “Respondent has served multiple sets of supplemental or
amended objections and responseRdttioner’s discovery in this sa. It makes little sense that
Respondent would respond to 80qant of Petitioner’s requestsrfadmissions and intentionally
disregard the rest.” ([Dkt. # 29] Resp’t Mem8at But no part of Barnaby’s story makes sense.
For example, it makes no sense that Barnatwldvanswer RFA No. 35 without confirming first
what it said or that it would not reach out tm€{work’s counsel when it noticed half the RFA
was missing to cover its bases, but Barnaby admittedly did so in this case. ([DkCetif]

Decl. 1 15.)
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Giersch 85 U.S.P.Q.2d (BNA) at 1307 (finding noceisable neglect even though there was no
evidence of bad faith by the moving parly).

Essentially, no matter how the &al looks at it, Barnaby héailed to establish excusable
neglect. Its sole explanatienthat it never received RFA Nos. 36 to 45 — is clearly false and
made in desperation. Viewed as a wholanBhy’s explanation and “evidence” in support of
that explanation not only fails support its lack of service amissing Page stories, but actually
swings so far in the other direction that, whembmed with Clockwork’s evidence of service, it
is clear that Clockwork served all 45 RF&s Barnaby on June 4, 2014. At best, Barnaby’s
failure to respond was the result of its own nmaspiment of page 8. At worst, Barnaby realized
its error too late and made the whole storyUither way, Barnaby has not established that its
failure to respond to RFA Nos. 36 to 45 was pinoduct of excusableeglect, and the Board
should deny the motion to reopparsuant to Rule 6(b)(2).

Il. The Board should deny the Motionto Withdraw and Amend Barnaby'’s
admissions of RFA Nos. 36 to 45.

The Board should not permit Barnaby to esdhpeconsequences of its failure to act

under Rule 36(b). Rule 36(pjovides that “the [Boardhaypermit withdrawal or amendment

® Similarly, Barnaby cannot patthe holes in its story by corgining that, on “September 10,
2014, Petitioner’s counselpeesented in writing tit it served Respondent with 35 requests for
admission,” ([Dkt. # 29] Resp’t Mem. at 7), tvat, “[o]n November 6, 2014, Petitioner affirmed
that it served 35 requests for admissiond’; see also idat 8, 12; [Dkt. # 29] Celum Decl. 1 9-
10; [Dkt. # 29] Ex. 8-9 to Celum Decl.) EverBiérnaby was accurately representing the nature
of those statements by pricounsel — which it is nosee supran.4 — those statements were
madeafter Barnaby’s deadline to respond to the RF#ssed. Barnaby therefore cannot justify
its failure to respond to RFA Nos. 36 to 45éd on those statements because the unanswered
RFAs had already been admitted and conclusigstgblished under the Rules by the time they
were made. Fed. R. Civ. P. 36(a).

19 Curiously, despite proffering evidence in sugmdrthis motion to “show” that Barnaby did
not receive the discovergquests until June 30, 2014eé[Dkt. # 29] Ex. 10 to Celum Decl.),
Barnaby nevertheless complainedlhof its prior discovery rgmnses that it did not receive
those requests until July 2, 2018e€[Dkt. # 22] Ex. 5, 9-10 to DeFord Decl.)
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[of admitted RFAS] if it would promote the presentation of the merits of the action and if the
court is not persuaded thatibuld prejudice the requestingrpain maintaining or defending
the action on the merits.” Fed. R. Civ. P. 36(b) (emphasis added). Although both prongs of the
test must be met in order for the Boarg&ymit withdrawal and amendment of deemed
admissions, once those prongs are met, Rule 88(b3 the Board “substantial discretion in
deciding whether to all@ [that] withdrawal.”See Sarl Corexco v. Webid Consulting L 1d.0
U.S.P.Q.2d (BNA) 1587, 1589 (T.T.AB. 201@iersch 85 U.S.P.Q.2d (BNA) at 1308 (noting
that, “[c]onsistent with the languagentained in [Rule 36(b),] ‘whidrawal is at the discretion of
the court.” (ciation omitted)).

At least four circuits have held that the Bibanay decline to exercigbat discretion even
if the two prongs are met, where other facterscluding but not limitedo “whether the moving
party can show good cause for the delay” or ‘thbethe moving party appears to have a strong
case on the meritsConlon v. United Stated74 F.3d 616, 625 (9th Cir. 2007) — indicate that
withdrawal or amendment should not be allowsae Williams v. Wells Fargo Bank, N.B60 F.
App’x 233, 244 (5th Cir. Mar. 19, 2014kwynn v. City of Philadelphj&19 F.3d 295, 298 (3d
Cir. 2013);SEC v. Global Express Capital &d=state Investment Fund, I, LL289 F. App’x
183, 191 (9th Cir. Aug. 7, 2008ponovan v. Carls Drug Cp703 F.2d 650, 651-52 (2d Cir.
1983),rejected on other grounds BcLaughlin v. Richland Shoe Cd86 U.S. 128 (1988}.

Here, Barnaby again puts forth minimal effortim attempt to establish that it is entitled
to relief under Rule 36(b). With respect te first of the two mandatory prongs, Barnaby makes

a blanket statement thall of the deemed admissions “gpthe necessary elements of

1 Because a motion under Rule 36(b) amounts t@danission that moving party failed to timely
respond to the RFAs, a party that obtains reiiefer this Rule must submit amended responses
without objections on the merit&nvirotech Corp.219 U.S.P.Q. (BNA) at 448ge also
Conopco, Inc. v. Huf004 WL 1799922, at *{T.T.A.B. Aug. 10, 2004).
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Petitioner’s claims of fraud arikelihood of confusion.” ([Dkt. # 29] Resp’'t Mem. at 11.) But
at least RFA Nos. 37, 38, 40, 41, and 42, (adngtthat Clockwork has standing in this
cancellation proceeding, that Clockwork used ianmbntinuing to use COMFORTCLUB, that
Clockwork’s COMFORTCLUB Mark is distinctivend is distinctive as applied to Clockwork’s
services, and that the COMFORTCLUB Mark is idistive as applied tBarnaby’s services), do
not admit core facts related to Clockwork’s filanr likelihood of confision claims, or they
admit something that Barnabgudd not otherwise properly den§. Permitting withdrawal and
amendment of Barnaby’s admission of these RWAsld therefore not serve the merits, and the
Board must deny Barnaby’s Rule 36(b) motion wehpect to those RFAs for that reason alone.
SeefFed. R. Civ. P. 36(b}ee also Williams60 F. App’x at 244Global Express289 F. App’x
at 191.

With respect to RFA Nos. 36, 39, 43, 44, and@b¢ckwork is certainly prejudiced by a
withdrawal and amendment dfdse RFAs almost 15 months after they were admitted, after
Clockwork relied on them in support of its matifor summary judgment, and on the eve of the

start of Clockwork’s pretrial peod. However, the Board shoul@dine to exercise its discretion

12 Barnaby’s claim that Clockworllacks standing to bring this tan is baseless. The public
record establishes that Clockwork filagplication Ser. No. 85/880,911 for the mark
COMFORTCLUB on March 20, 2013, for use in cention with, among othehings, “prepaid
services for heating, ventilag and air conditioning systemsd that its application was
refused based on Barnaby’s registration for that m&eg[Dkt. # 22] Ex. 1, 3—4 to DeFord
Decl.) Clockwork therefore has stangito bring this cancellation actio®ee Farah v. Pramil
S.R.L, 300 F. App’x 915, 917-18 (Fed. Cir. 200Btrilife Int’l, Inc. v. Andrew Bert FotiNo.
92056801, 2014 WL 2174327, at *3 (T.T.A.B. May 14, 20(t8)janding can be established if a
petitioner proves that it filed an applicatiand that a rejection was made because of a
respondent’s registration.”3reat Seats, Ltd. v. Great Seats, 182t U.S.P.Q.2d (BNA) 1235,
(T.T.A.B. 2007) (same). Similarly, althoughfaby may contest when Clockwork’s use of
COMFORTCLUEB first bega, it cannot deny that Clockwork $iased, and currently is using,
the COMFORTCLUB Mark, for several reasomsluding but not limited to the fact that
Barnaby previously sent Clockwork a cease arsistiéetter, demanding that Clockwork stop use
of COMFORTCLUB. ([Dkt. #32] Ex. 1 to Newberg Decl.)
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under Rule 36(b) regardless of whether thatualiep is deemed substantial or not given the
surrounding circumstances of this case.

As described above, many courts have prelyodesclined to exercise their discretion
and refused to allow a party to withdraw amdend admitted RFAs under Rule 36(b) where the
failure to respond was the product of gamesmigns¥here the moving pardid not appear to
have a strong case on the merits, or where thiaeation for the failure to respond, even if not
evidence of gamesmanship, nevertheless itetichat relief undeiRule 36(b) was not
warranted.Global Express289 F. App’x at 191Conlon 474 F.3d at 616EC v. Dynasty
Fund, Ltd, 121 F. App’x 410, 411-12 (2d Cir. 200®pnovan 722 F.2d at 652. All three of
those situations are present here.

As demonstrated in Clockwork’s motiorr feanctions and accompanying briefs, the
record in this case is wroughith evidence that, since Clockwoserved its discovery on June
4, 2014, Barnaby has stonewalled and used dseti¢ to avoid sasifying its discovery
obligations in this case.Sée generalljDkt. # 21] Pet.’s Sanctiollot.; [Dkt. # 27] Pet.’s
Sanction Replysee alsqDkt. # 32] Pet’'s SJ Reply dt-5 (discussing Barnaby'’s blatantly
dishonest pleading deficiency argument).) Néaeed for the first time with meaningful
consequences for its continued refusal to thleematter seriously, Barnaby tries to sell the
Board a flimsy story that iti&ilure to respond to RFA No86 to 45 was Clockwork’s fault
because Barnaby never received the page comggihose RFAs. But as demonstrated above,
that story falls apart when one digs even shgheneath the surfacen@, at the very least,
Barnaby cannot dispute that it dedrately chose to not raise asue that its counsel noticed in

the RFAs over 15 months ago. ([Dkt. # 29] Celum Decl. { 15.)

15



In light of the circumstances surrounding Bayy's failure to respond to RFA Nos. 36 to
45, permitting Barnaby to withdraw and amendREAs under these circumstances is not in the
“clear . . . interest[] of justice” as Barnaby clain{§Dkt. # 29] Resp’'t Mem. at 12.) Instead, it
would reward Barnaby’s cavalier attitude andssndeadlines, and generate excuses later”
approach to this proceeding, thus signaling to Blayrthat it need not take even a basic level of
care. Moreover, permitting withdrawal and amherent would prejudice Clockwork by putting it
in the untenable position of never knowing whethean rely on any representation or action
taken by Barnaby because Clockwork will always have to wonder whether, when faced with
consequences for its representations or act®asiaby will miraculously come up with another
fanciful reason for why it shouldot be held accountableSde, e.g[Dkt. # 24] Resp’'t's Opp’'n
to Pet.’s Sanction Mot. at 2, 4, 6—7 (blamingfadure to comply with the Board ordered
discovery deadline on a calendar snafu and onk@loik); [Dkt. # 27] Pet.’s Sanction Reply at
5 (identifying the parade of calamities Barnaby claims to have been a victim of in order to
excuse its failure to meet deadlines, sucthasalendar snafu and the mailbox mix-up).) The
Board would therefore be justified declining to exercise its stiretion to granthe permissive,
equitable relief provided for in Rule 36(b%ee Dynasty Fund, Ltdl21 F. App’x at 411-12
(affirming the district court’s fesal to excuse admissions unéule 36(b) after finding that,
contrary to the moving party’s claim, the mogiparty was in fact served with the RFAs)e
also Global Expres289 F. App’x at 191 (noting that, evidrihe moving pay “had satisfied
both prongs of the 36(b) te$the court] would affirm the distrt court’s denial of her motion to
withdraw” because, in part, thestlict court found “that her delay was part of her manipulative

approach to the litigation”).
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The Board would also be justified in decfigito exercise its discretion because Barnaby
has conceded that it does not haw&rong case on the meritSee Donovan/03 F.2d at 652.
As demonstrated more fully in Clockworkisemoranda filed in support of its motion for
sanctions and motion for summary judgment, Bays discovery responses in this case are
deficient, evasive, and demonstrate that Bayneot only will be unabléo refute Clockwork’s
affirmative evidence in support of its clainisit that the minimal documents Barnaby has
produced actually support Clockwork’s claim§&egDkt. # 21] Pet.’s Sanction Mem.; [Dkt.
# 22] Pet.’s SJ Mem. at 11-14; [Dkt. # 27] Peb&nction Reply; [Dkt. # 32] Pet.’s SJ Reply.)
At a minimum, Barnaby has conceded prior to the trial phase in this matter that it passesses
physical evidence and cannot provatey details in support its unsubstiated claim that it
created the COMFORTCLUB Mardut of wholecloth despite being surrounded by at least 7
OHAC franchisees (and competitors ofrBaby’s) that were using Clockwork’s
COMFORTCLUB Mark. See, e.g[Dkt. # 22] Yohn Decl. § 9Dkt. # 22] Ex. 2 to Yohn
Decl.; [Dkt. # 32] Pet.’s SJ Repat 7-8.) It is also apparenttBarnaby will be unable to offer
anything other than self-servistatements to show thatcibuld honestly believe its sworn
declarations to the Board in March 20&x&/or August 2008 that Barnaby owned the
COMFORTCLUB Mark and/or belieed that no other person, firmntity, or association with
rights to use an identical or confusingly simiaark despite the factdlh Barnaby was not only
surrounded by Clockwork’s francleiss that were using the rRabut also by March 2008 had a
non-exclusive license to Clework’s intellectual property- including the COMFORTCLUB
Mark — based on Barnaby’s AirTime500 mensbaép and had expressly acknowledged that
Barnaby received no ownership rights im€kwork’s intellectuaproperty by signing the

Nighthawk AirTime Membership AgreementSde, e.q[Dkt. # 22] Pet.’'s SJ Mem. at 12-13;

17



[Dkt. # 22] Ex. 2 to DeFord Decl.; [Dkt. # 22] EXto Yohn Decl.; [Dkt. # 32] Pet.’s SJ Reply at
7-8.) And Clockwork has demonstratedtgopposition to Barnaby’s cross-motion for
summary judgment that at le&sbf Barnaby’s affirmative defses are inapplicable to the
claims in this case or are without meriSe@Dkt. # 34] Pet.’s Opp. to Cross-Mot.)

Finally, the Board would be gtified in declining to exercise its discretion under Rule
36(b) because Barnaby cannot show good causts fiailure to respond to RFA Nos. 36 to 45
or for the subsequent 15 month delay betweanfthlure to respond and Barnaby’s motion to
withdraw and amend the RFASee Global Expres289 F. App’x at 191 (noting that, even if
the moving party “had satisfied both prongs of theoB&st, [the court] wuld affirm the district
court’s denial of her motion to withdraw” besa in part, the district court found the moving
party “did not have gabcause for delay”)Conlon 474 F.3d at 624—-2%s explained above,
even if the Board were to accept Barnaby’s @dvgtory that the service copy of Clockwork’s
RFAs was missing page 8 (and therefore RFA 18640 45), Barnaby'’s failure to reach out to
Clockwork’s counsel when it admittedly notictiht part of RFA No. 35 was missing is
inexcusable. Barnaby was the only party poaition to know, prior tavhen its deadline to
respond elapsed, that it supposedly did not recem@mplete copy of Clockwork’s RFAs. But
in lieu of picking up the phone or sending a simgieail to Clockwork’s ounsel just to be safe,
Barnaby decided instead to “assume” the indetepRFA was “a typograptal error.” ([Dkt.
# 29] Celum Decl. 1 15.) Perhaps even more telling, Barnaby appatiehtigt even bother to
glance down at the page nuemb to verify its “typographical error” assumptiond.Y As a
result, Barnaby cannot show good cause for itsriatio respond to RFA Nos. 36 to 45 within

the prescribed deadline or jiigtthe 15 month delay in filing this motion by claiming that it did
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not learn of this failure until after Clockworkdd its motion for summary judgment in reliance
on those admissioris.

Simply put, by viewing the case in its entyras well as the specific facts linked to
Barnaby’s Rule 36(b) motion, the inescapablectasion is that relief under Rule 36(b) is
inappropriate. Thus, Clockworkspectfully requests that the Board decline to exercise its
discretion under Rule 36(b) and deny Barnalyttion. Alternatively, tadhe extent that the
Board finds relief appropriate under Rule 36@ockwork requests that the Board not accept
Barnaby’s proposed objections and responses to RFA Nos. 36 to 45, ([Dkt. # 29] Ex. 1 to Resp't
Mem.), and instead set a specific time by whBaninaby must serve on Clockwork’s counsel of
record its amended responses to RFA 18640 45 without objections on the mergsge
Envirotech Corp.219 U.S.P.Q. (BNA) at 448ge also Conopco, In@2004 WL 1799922, at *7.

CONCLUSION
For the reasons stated aboketitioner Clockwork IP, LLC pectfully requests that the
Board deny Respondent’s MotionR&open or to Withdraw or Amend Petitioner’'s Requests for
Admission Nos. 36-45, and enter an Order Bequests for Admission Nos. 36 to 45 are
admitted and conclusively established.
Respectfully submitted,
CLOCKWORK IP, LLC

Filed via ESTTA: July 24, 2015 By: _ /Brad R. Newberg/
Brad R. Newberg
bnewberg@mcguirewoods.com
McGuireWoods LLP
1750 Tysons Boulevard
Suite 1800

Tysons Corner, VA 22102-4215
(703) 712-5061

13 Again, for the reasons set forth in footnote 4;r&y cannot rely on it®rtured interpretation
of prior statements by Clockwork’s former counsgee supra.4.
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record:

(703) 712-5187 (fax)

Amanda L. DeFord

adeford@mcguirewoods.com

McGuireWoods LLP
One James Center
901 East Cary Street
Richmond, Virginia 23219
(804) 775-7787
(804) 698-2248 (fax)

Attorneys for Petitioner Clockwork IP, LLC

CERTIFICATE OF SERVICE

On July 24, 2015, this document was sent by first class mail to the following counsel of

JulieCelumGarrigue
CelumLaw Firm PLLC
11700PrestorRd
Suite 660 Pmb 560
Dallas,TX 75230

Counsel for Respondent Barnaby
Heating& Air

MelissaReplogle
Replogle Law Office LLC
2661CommonsBlvd.
Suitel42
BeavercreekDH 45431

Counsel for Assignee McAfee Heating
& Air Conditioning Co., Inc.

[Amandd.. DeFord/

Amanda L. DeFord
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CLOCKWORK IP, LLC )
)
Petitioner, )
)
V. ) CancellationNo. 92057941
) Reg. No. 3,618,331
BARNABY HEATING & AIR, and )
McAFEE HEATING AND AIR )
CONDITIONING CO.,INC. )
)
Respondents. )

DECLARATION OF PURVI PATEL ALBERS

I, Purvi Patel Albers, declare and state as follows:

1. | am a partner at the law firm HaynesdaBoone, LLP, former counsel for Petitioner
Clockwork IP, LLC (“Clockwork”). I make this declaration in pport of Clockwork’s Opposition to
Respondent’'s Motion to Reopen\iithdraw or Amend Petitioner’'s Requests for Admission Nos. 36 to
45. The following facts are within my knowledge and, if called and sworn as a witness, | could and
would testify competently thereto. The matters refto in this declaration are based upon my personal
knowledge, and/or when referencing documents, such documents were reviewed by me and where
applicable, were obtained and compiled at my instruction by other attorneys employed by Haynes and
Boone, LLP, and if called as a witness | codstify and would testify competently thereto.

2. When | served as counsel for Clockwork in tmatter, | drafted, or had drafted at my
direction, a total of forty-fiv€45) Requests for Admissions for this case to be, and which were, served as
one set of requests.

3. On June 4, 2014, along with Clockwork’sstiSets of Interrogatories and Requests for
Production, | served Clockwork’s First Set of Regsidst Admission — which consisted of a total of
forty-five (45) Requests for Admission — on Barnaby by sending a copy of the First Set of Requests for

Admission to Barnaby’s counsel of record, Julie Celum Garrigue, via First Class mail.



4, At all times, | intended to serve — and digtve — forty-five (45) Requests for Admission
on Barnaby in the above-captioned matter. At no tirdd diver concede to Barnaby or Ms. Garrigue that
Clockwork served only thirtfive (35) Requests for Admission in this case.

5. Ms. Garrigue never contacted me regardirmurported missing page or pages in the
service copy of the First Set of Requests for Admission. Ms. Garrigue also never claimed that half of
Request for Admission No. 35 was allegedly missing from the service copy she received.

6. Ms. Garrigue’s characterizations of the statements made in the deficiency letter | sent to
Ms. Garrigue on September 10, 2014, are inaccuratg.reference to thirty-five (35) Requests for
Admission was not a concession that Clockwork served only thirty-five (35) Requests for Admission, but
instead was the product of me referencing, andriefeonly to, the Requests for Admission that Barnaby
actually answered.

7. Ms. Garrigue’s characterizations of the statements made in the motion to compel are also
inaccurate. | have reviewed that motion and statahy reference to thirty-five (35) Requests for
Admission or a total of 151 discovery requests was similarly not a concessi@lidbkwork served only
thirty-five (35) Requests for Admission, but insteeas again the product of me referencing, or referring
only to, the Requests for Admission that Barnaby actaalgwered when preparing that motion. In fact,
| attachedas Exhibit C to the Motion to Compel true and accurate copy of the as-served First Set of
Requests for Admission, which demonstrate that they contained a total of forty-five (45) Requests for
Admission. Attached hereto Bxhibit 1 is a true and accurate coplyExhibit C to the Motion to
Compel.

8. Attached hereto a@sxhibit 2 is a true and accurate copy of an email | received from Julie
Celum Garrigue, Esquire, counsel of record for Redpat Barnaby Heating & Air, on June 30, 2014. In
that email, Ms. Garrigue claimed that she had just received Clockwork’s discovery requests because,
through no fault of Clockwork or Barnaby, theuests had been delivered to the wrong mailbox in her
office suite. Ms. Garrigue did not, however, statd the discovery was served late or that any pages

were missing.



9. Attached hereto as Exhibit 3 is a true and accurate copy of the First Set of Requests for
Admission that T served on Ms. Garrigue via First Class mail on June 4, 2014. As one can see, Request
No. 35 starts on the bottom of page 7 and continueé on page 8 where Request Nos. 36-45 can be found. It
would therefore be impossible for a recibient of the Requests for Admission to re-type in full and answer
Request No. 35 without also seeing Request Nos. 36-45.

10. Attached hereto as Exhibit 4 is a true and accurate copy of an email I received from Ms.
Garrigue on September 10, 2014.

The undersigned being warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false statements and the like may
jeopardize the validity of the application or document or any registration resulting therefrom, declares that
all statements made of his/her own knowledge are true; and all statements made on information and belief
are true.

..y, : -
Executed this d_g’day of July 2015 at Lf 3 Srpw

A
%rvl Datel / Albers“g/ )

Haynes and Boone, LLP
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Clockwork IP, LLC § Mark: COMFORT CLUB
§
Petitioner, §
§
V. § Cancellation No. 92057941
§ In re Registration No, 3618331
Barnaby Heating & Air §
§
§
Respondent. §

PETITIONER'’S FIRST SET OF REQUESTS FOR ADMISSIONS TO RESPONDENT

Pursuant to Rule 36 of the Federal Rules of Civil Procedure and Rules 2.116 and 2.120 of the
Trademark Rules of Practice, Petitioner Clockwork 1P, LLC requests that Respondent Barnaby Heating &
Alir serve sworn answers to Petitioner’s First Set of Requests for Admissions at the offices of Petitioner’s
counsel, Purvi J. Patel, Haynes and Boone, L.L.P., 2323 Victory Avenue, Suite 700, Dallas, Texas 75219,
within thirty-five (35) days after service,

DEFINITIONS

The following definitions apply to, and are deemed to be incorporated into, each of the Requests
for Admissions herein.

A. “SGI” refers to Success Group International, an entity that was related to Petitioner but
was recently sold. SGI includes a family of organizations including AirTime 500, Plumbers’ Success
International, Electricians’ Success International, and Roofers’ Success International.

B. “AirTime 500" or “AirTime” refers to an SGI entity that is dedicated to helping
independent HVAC contractors succeed by providing a comprehensive set of operational and knowledge
tools, including pricing systems, rebates, incentive systems, and training and networking opportunities.

C. “Success Day” and “Success Academy” refers to a periodic events, training seminars, and

workshops for AirTime 500 Contractors. CONGRESS franchise events, SGI EXPO events, BRAND
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Clockwork IP, LLC v. Barnaby Heating & Air



DOMINANCE events, and Senior Tech events refer to periodic events, training seminars, and workshops

sponsored and/or held by Petitioner or its affiliates.

D. “Person” is defined as any natural person or any business, legal, or governmental entity
or association.
E. “Commerce” signifies commerce that the U.S. Congress may lawfully regulate. The

phrase “use in commerce” is defined in Section 45 of the Trademark Act, 15 U.S.C. § 1127, to mean that
a mark shall be deemed to be in use in commerce “(1) on goods when — (A) it is placed in any manner on
the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto,
or if the nature of the goods makes such placement impracticable, then on documents associated with the
goods or their sale, and (B) the goods are sold or transported in commerce, and (2) on services when it is
used or displayed in the sale or advertising of services and the services are rendered in commerce, or the
services are rendered in more than one State or in the United States and a foreign country and the person
rendering the services is engaged in commerce in connection with the services.”

F. “Date of first use” refers to the date of first use in the United States unless otherwise
stated.

G. The term “goods”™ and the term “services,” in the singular or plural form, mean both
“goods and services.”

H. ““Respondent’s Mark” means the alleged mark COMFORTCLUB as shown in
Respondent’s U.S. Registration No. 3,618,331, unless otherwise stated. “Respondent’s services” means
the services identified in Respondent’s U.S. Registration No. 3,618,331, unless otherwise stated.

L. “Petitioner’s Mark™ means the COMFORTCLUB mark, used by Petitioner at least as
early as 2006, in connection with electrical services, plumbing, and heating and air conditioning services,
and later covered by U.S. Application Serial No. 85/880,911. Unless otherwise stated. “Petitioner’s
services” means the services identified in Respondent’s U.S. Application Serial No. 85/880,911.

J. The terms “all” and “each” shall be constructed as all and each.
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K. The connectives “and” and “or™ shall be construed either disjunctively or conjunctively
as necessary to bring within the scope of the discovery request all responses that might otherwise be
construed to be outside its scope.

L. The use of the singular form of any word shall include within its meaning the plural form
of the word, and vice versa.

M. The use of the masculine form of a pronoun shall include also within its meaning the
feminine form of the pronoun so used, and vice versa.

N. The use of any tense of any verb shall include also within its meaning all other tenses of
the verb so used.

INSTRUCTIONS

Applicant is hereby advised that a failure to specifically deny any request will be taken as an
admission of the truth requested.
REQUESTS FOR ADMISSIONS
REQUEST FOR ADMISSION NO. 1:

Respondent has no valid rights in the mark COMFORTCLUB or any variation thereof. At no time was
Respondent the owner of COMFORTCLUB.

REQUEST FOR ADMISSION NO. 2:

Petitioner is the rightful owner of the COMFORTCLUB Mark as used for Petitioner’s services and
Respondent’s services in the U.S.

REQUEST FOR ADMISSION NO. 3:

At no time was Respondent the owner of COMFORTCLUB.

REQUEST FOR ADMISSION NO. 4:

Petitioner’s Mark has been in use in interstate commerce by Petitioner and/or licensees of Petitioner since

at least as early as 2006.

REQUEST FOR ADMISSION NO. 5:

Respondent has been an AirTime 500 member and licensee of Petitioner since August 21, 2007. In
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signing the AirTime Member Agreement, Respondent agreed that “AirTime wholly owns and/or has
protectable legal rights in and to the AirTime Resources whether ...(b) the AirTime Resources are subject
to copyright, trademark, tradename, and/or patent rights of AirTime ...” In the Member Agreement,
Respondent agreed “[n]ot to use any or all of the AirTime Resources for any purpose other than your
valid participation in the AirTime Program...[and N]othing in this Agreement shall be construed as
conveying to you ...(ii) any license to use, sell, exploit, copy or further develop any such AirTime
Resources.” Petitioner’s Mark falls under the umbrelia of the term “AirTime Resources™ as described in
said Member Agreement.

REQUEST FOR ADMISSION NO. 6:

Respondent attended an SGI “Senior Tech” course in March, 2008. Petitioner’s COMFORTCLUB Mark
and Petitioner’s services were discussed and promoted to Airtime members and licensees at the SGI
“Senior Tech™ course in March, 2008.

REQUEST FOR ADMISSION NO. 7:

Respondent, without the authorization of Petitioner, filed Application No. 77/420,784 for
COMFORTCLUB after attending an SGI course covering Petitioner’s services rendered under
Petitioner’s Mark.

REQUEST FOR ADMISSION NO. 8:

At all relevant times, Respondent’s use of COMFORTCLUB was only as a licensee of Petitioner pursuant
to Respondent’s AirTime Member Agreement. Respondent was never an owner of the COMFORTCLUB
mark.

REQUEST FOR ADMISSION NO. 9:

Respondent’s Application No. 77/420,784 for Respondent’s Mark was filed fraudulently. Respondent’s
Mark is thus void.

REQUEST FOR ADMISSION NO. 10:

Petitioner used the mark COMFORTCLUB in U.S. commerce before any use of the mark

COMFORTCLUB in U.S. commerce by Respondent commenced.
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REQUEST FOR ADMISSION NO. 11;
Prior to March 13, 2008, the filing of Application No. 77/420,784, Respondent was aware of Petitioner’s

senior and prior right in Petitioner’s Mark for both Petitioner’s services and Respondent’s services.

REQUEST FOR ADMISSION NO. 12;

Respondent’s Mark is identical to Petitioner’s Mark.

REQUEST FOR ADMISSION NO. 13:

Respondent’s Mark is confusingly similar to Petitioner’s Mark.

REQUEST FOR ADMISSION NO. 14:

Respondent’s services are the same as Petitioner’s services.

REQUEST FOR ADMISSION NO. 15:

Respondent’s services are sold through the same channels of trade as Petitioner’s services and directed to
the same consumers.

REQUEST FOR ADMISSION NO. 16:

Respondent is no longer an AirTime Member and is using the COMFORTCLUB mark without
authorization from Petitioner.

REQUEST FOR ADMISSION NO. 17:

Respondent’s Mark so closely resembles Petitioner’s Mark such as to cause confusion, mistake, or
deception, and/or to cause the consuming public to believe that Respondent’s services marketed or sold in
connection with Respondent’s Mark originate with or are sponsored, endorsed, licensed, authorized
and/or affiliated or connected with Petitioner and/or Petitioner’s services in violation of Section 2(d) of
the Lanham Act.

REQUEST FOR ADMISSION NO. 18:

Petitioner is and will be damaged by registration of Respondent’s Mark.

REQUEST FOR ADMISSION NO. 19:

Petitioner’s rights in Petitioner’s Mark predate any use by Respondent of Respondent’s Mark in U.S.

commerce.
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REQUEST FOR ADMISSION NO. 20:

All use of the COMFORTCLUB mark by Respondent inured to the benefit of Petitioner, the rightful
owner of the COMFORTCLUB mark in the U.S.

REQUEST FOR ADMISSION NO. 21:

On March 13, 2008, Respondent’s Owner and Principle Partner, Mr. Charles Barnaby, was aware of
Petitioner’s senior rights in COMFORTCLUB but signed a fraudulent declaration in support of
Respondent’s Application No. 77/420,784, with an intent to deceive the U.S. Trademark Office into
granting registration of Respondent’s Mark.

REQUEST FOR ADMISSION NO. 22:

On March 13, 2008, Respondent’s Owner and Principle Partner, Mr. Charles Barnaby, was aware of that
it was not the rightful owner of the COMFORTCLUB Mark and Application No. 77/420,784, but signed
a fraudulent declaration in support of Respondent’s application for registration of Respondent’s Mark,
with an intent to deceive the U.S. Trademark Office into granting registration of Respondent’s Mark.
REQUEST FOR ADMISSION NO. 23:

Respondent’s Declaration in Application No. 77/420,784 stating that “to the best of his/her knowledge
and belief no other person, firm, corporation, or association has the right to use the mark in commerce,
either in the identical form thereof or in such near resemblance thereto as to be likely, when used on or in
connection with the goods/services of such other person, to cause confusion, or to cause mistake, or to
deceive....” is false.

REQUEST FOR ADMISSION NO. 24:

Petitioner established rights in the United States in its COMFORTCLUB Mark prior to 2008.

REQUEST FOR ADMISSION No. 25:

Since as early as 2006, Petitioner has established extensive, common-law rights in COMFORTCLUB
Mark.

REQUEST FOR ADMISSION NO. 26:

Petitioner’s rights in COMFORTCLUB date from prior to the filing date of Respondent’s Mark or
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Respondent’s alleged use in United States commerce of Respondent’s Mark.

REQUEST FOR ADMISSION NO. 27:

Respondent’s Mark is not entitled to continued registration pursuant to Section 2(d) of the Trademark
Act, 15 U.S.C. § 1125(d) because it is likely to cause confusion with the Petitioner’s Mark.

REQUEST FOR ADMISSION NO. 28:

Applicant committed fraud on the U.S. Patent and Trademark Office.

REQUEST FOR ADMISSION NO. 29:

Respondent’s First Affirmative Defense in paragraph 41 of its Answer to Petitioner’s Petition to Cancel is
without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 30:

Respondent’s Second Affirmative Defense in paragraph 42 of its Answer to Petitioner’s Petition to
Cancel is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO, 31;

Respondent’s Third Affirmative Defense in paragraph 43 of its Answer to Petitioner’s Petition to Cancel
is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 32:

Respondent’s Fourth Affirmative Defense in paragraph 44 of its Answer to Petitioner’s Petition to Cancel
is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 33:

Respondent’s Fifth Affirmative Defense in paragraph 45 of its Answer to Petitioner’s Petition to Cancel is
without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 34:

Respondent’s Sixth Affirmative Defense in paragraph 46 of its Answer to Petitioner’s Petition to Cancel

is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 35:

Respondent’s Seventh Affirmative Defense in paragraph 47 of its Answer to Petitioner’s Petition to
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Cancel is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 36:

Respondent’s Eighth Affirmative Defense in paragraph 48 of its Answer to Petitioner’s Petition to Cancel
is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 37:

Respondent’s Ninth Affirmative Defense in paragraph 49 of its Answer to Petitioner’s Petition to Cancel
is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 38:

Respondent’s Tenth Affirmative Defense in paragraph 50 of its Answer to Petitioner’s Petition to Cancel
is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 39:

Respondent’s Eleventh Affirmative Defense in paragraph 51 of its Answer to Petitioner’s Petition to
Cancel is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 40:

Petitioner’s Mark is distinctive.

REQUEST FOR ADMISSION NO. 41:

COMFORTCLUB is distinctive as applied to Respondent’s services.

REQUEST FOR ADMISSION NO. 42:

The COMFORTCLUB mark is distinctive as applied to Petitioner’s services.

REQUEST FOR ADMISSION NO. 43:

Respondent adopted Respondent’s Mark after leamning of Petitioner’s use of Petitioner’s Mark.
REQUEST FOR ADMISSION NO. 44:
Respondent’s Mark should be cancelled.

REQUEST FOR ADMISSION NO. 45:

This Petition to Cancel should be granted on the basis of a likelihood of confusion and fraud on the

Trademark Office.
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Respectfully submitted,

CLOCKWORKIP, LLC

Date: June 4, 2014 = = <
/ﬁurw] PateWﬁ)r Peli

Haynes and Boone, LLP
2323 Victory Avenue, Suite 700
Dallas, TX 75219
Phone: 214-651-5917
Facsimile: 214-200-0812
patelp@haynesboone.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Clockwork IP, LLC § Mark: COMFORT CLUB
§
Petitioner, §
§
V. § Cancellation No. 92057941
§ In re Registration No, 3618331
Barnaby Heating & Air §
§
§
Respondent. §
CERTIFICATE OF SERVICE

The undersigned hereby certifies that on this 4™ day of June, 2014, a copy of the foregoing
Petitioner's Requests for Admissions to Respondent was served via first class mail, postage prepaid, on
the following:

Julie Celum Garrigue, Esq.
Celum Law Firm, PLLC
11700 Preston Rd.,
Suite 660, PMB 560
Dallas, TX 75230

, =
/{xrvi J. Pat/ =
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From: Julie Celum Garrigue [mailto:jcelum@celumlaw.com]
Sent: Monday, June 30, 2014 10:28 AM

To: Julie Celum Garrigue

Cc: Patel, Purvi J.

Subject: Re: Clockwork IP, LLC v. Barnaby Heating & Air, LLC

Purvi,

Also, just to add to that set forth below. | am leaving today for vacation and will be
returning, Monday, July 7, 2014. The best way to reach me during this period is via email,
as | will traveling out of the country.

If you are unwilling or unable to grant the requested continuance, | intend on moving for a
continuance by operation of accident or mistake not on the part of my client.

Kind regards,

Julie Celum Garrigue

Celum Law Firm, PLLC
11700 Preston Rd.

Suite 660, PMB 560
Dallas, TX 75230

P: 214-334-6065
F: 214-504-2289

E: jcelum@celumlaw.com

This electronic message contains information from the CELUM LAW FIRM, PLLC that may be privileged and
confidential attorney work product or attorney/client communication. The information is intended to be for the use
of the addressee only. If you are not the addressee, note that any disclosure, copying, distribution or use of

the contents of this message is prohibited. If you received this message in error, please notify the sender
immediately.

On Jun 30, 2014, at 9:07 AM, Julie Celum Garrigimkim@celumlaw.com wrote:

Purvi,

This morning | was handed an envelope containing your June 4, 2014 discovery requests.
Through no fault of your client’s, or mine, the envelope was delivered to another mailbox

holder in my suite.

I will work on providing objections and responses as expeditiously as possible, but | am
writing to ask for a July 30th deadline to serve responses?


mailto:Purvi.PatelAlbers@haynesboone.com
mailto:ADeFord@mcguirewoods.com
mailto:BNewberg@mcguirewoods.com
mailto:jcelum@celumlaw.com
mailto:jcelum@celumlaw.com

Please let me know whether your client will agree.

Kind regards,

Julie Celum Garrigue

Celum Law Firm, PLLC
11700 Preston Rd.

Suite 660, PMB 560
Dallas, TX 75230

P: 214-334-6065
F: 214-504-2289

E: jcelum@celumlaw.com

This electronic message contains information from the CELUM LAW FIRM, PLLC that may be privileged and
confidential attorney work product or attorney/client communication. The information is intended to be for the use
of the addressee only. If you are not the addressee, note that any disclosure, copying, distribution or use of

the contents of this message is prohibited. If you received this message in error, please notify the sender
immediately.

CONFIDENTIALITY NOTICE: This electronic mail transmission is confidential,
may be privileged and should be read or retained only by the intended
recipient. If you have received this transmission in error, please
immediately notify the sender and delete it from your system.


mailto:jcelum@celumlaw.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Clockwork IP, L1LC § Mark: COMFORT CLUB
§
Petitioner, §
§
v, § Cancellation No. 92057941
§ Inre Registration No. 3618331
Barnaby Heating & Air §
§
§
Respondent. &

PETITIONER’S FIRST SET OF REQUESTS FOR ADMISSIONS TO RESPONDENT

Pursuant to Rule 36 of the Federal Rules of Civil Procedure and Rules 2,116 and 2.120 of the
Tradémark Rules of Practice, Petitioner Clockwork 1P, LL.C requests that Respondent Barnaby Heating &
Air serve sworn answers to Petitioner’s First Set of Requests for Admissions at the offices of Petitioner’s
counsel, Purvi J. Patel, Haynes and Boone, L.L.P., 2323 Victory Avenue, Suite 700, Dallas, Texas 75219,
within thirty-five (35) days after service, |

DEFINITIONS
" The following definitions apply to, and are deemed to be incorporated into, each of the Requests
for Admissions herein.

A,  “SGI" refers to Success Group International, an entity that was related to Pefitioner but
was recenﬂy sold. SGI includes a family of organizations including AirTime 300, Plumbers’ Suceess
International, Eleciricians’ Success International, and Roofers’ Success International.

B. “AirTime 500" or “AirTime” refers to an SGI entity that is dedicated to helping
independent HVAC contractors suceeed by providing a comprehensive set of operétiona! and knowledge
tools, including pricing systems, rebates, incentive systems, and training and networking opportunities.

C. “Success Day” and “Success Academy” refers to a periadic eventé, training seminars, and

workshops for AifTime 500 Contractors. CONGRESS franchise events, SGI EXPO events, BRAND
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DOMINANCE events, and Senior Tech events refer to periodic events, training seminars, and workshops
sponsored and/or held by Petitioner or its affiliates,

D. “Person” is defined as any natural person or any business, ]ega]. or governmental entity
or association.

E. “Commerce” signifies commerce that the U.S. Congress may ]awfuﬂy. regulate. The
phrase “use in commerce” is defined in Section 45 of the Trademark Act, 15 U.5.C. § 1127, to mean that
a mark shall be deemed to be in use in commerce “(1) on goods when — (A) it is placed in any manncr on
the goods or their containers or the disp]ays associated therewith or on the iags or labels affixed thereto,
or if the nature of the goods makes such placement impracticable, then on documents associated with the
goods or their sale, and (B) the goods are sold or transported in commerce, and (2) on services when it is
used or displayed in the sale or advertising of services and the services are rendered in commerce, or the
services are rendered in more than one State or in the United States and a foreign country and the person
rendering the services is engaged in commerce in connection with the services.”

F. “Date of first use” refers to the daie of first use in the United States unless otherwise
stated.

G. The term “goods™ and the ferm “services,” in the singular or plural form, mean both
“goods and services.”

H. ““Respondent’s Mark” means the alleged mark COMFORTCLUB ‘as shown in
Respondent’s U.S. Registration No. 3,618,331, unless otherwise stated. “Respondent’s services” means
the services identified in Respondent’s U.S. Registration No. 3,618,331, unless otherwise stated.

L “Petitioner’s Mark™ means the COMFORTCLUB mark, used by Petitioner at least as
early as 2006, in connection with electrical services, plumbing, and heating and air conditioning services,
and later covered by U.S. Application Serial No. 85/880,911, Unless otherwise stated. “Petitioner’s
services” means the services identified in Respondent’s U.S. Application Serial No. §5/880,911.

). The terms “all” and “each” shall be constructed as all and each.
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K. The connectives “and” and *“or” shall be construed either disjunctively or conjunctively
as necessary to bring within the scope of the discovery request all responses that might otherwise be
construed to be outside its scope.

L. The use of the singular form of any word shall include within its meaning the plural form
of the word, and vice versa.

M. The use of the masculine form of a pronoun shall include also within its meaning the
feminine form of the pronoun so used, and vice versa,

N. The use of any tense of any verb shall include also within its meaning all other tenses of

the verb so used.

INSTRUCTIONS

Applicant is hereby advised that a failure to specifically deny any request will be taken as an
admission of the truth requested.

REQUESTS FOR ADMISSIONS

REQUEST FOR ADMISSION NO. 1:

Respondent has no valid rights in the mark COMFORTCLUB or any variation thereof. At no time was
Respondent the owner of COMFORTCLUB,

REQUEST FOR ADMISSION NO, 2;

Petitioner is the rightful owner of the COMFORTCLUB Mark as used for Petitioner’s services and
Respondent’s services in the U.5.

REQUEST FOR ADMISSION NO, 3;

At no time was Respondent the owner of COMFORTCLUB.

REQUEST FOR ADMISSION NO. 4:

Petitioner's Mark has been in use in interstate commerce by Petitioner and/or licensees of Petitioner since
at least as early as 2006,

REQUEST FOR ADMISSION NO. 5:

Respondent has been an AirTime 500 member and licenses of Petitioner since August 21, 2007. In
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signing the AirTime Member Agreement, Respondent agreed that “AirTime wholly owns and/or has
protectable legal rights in and fo thle AtrTime Resources whether ...(b) the AirTime Resources are subject
to copyright, trademark, tradename, and/or patent rights of AirTime ...” In the Member Agreement,
Respondent agreed “[n]ot to use any or all of the AfrTimer Resources for any purpose other than your
valid participation in the AirTime Program...[and Nlothing in this Agreement shall be construed as
conveying to you ...(if) any license fo use, sell, exploit, copy or Further develop any such AirTime
Resources,” Petitioner’s Mark falls under the umbrella of the term *Airtime Resources” as deseribed in
said Member Agrecment.

REQUEST FOR ADMISSION NO. 6:

Respondent attended an SGI “Senior Tech” course in March, 2008, Petitioner’'s COMFORTCLUB Mark
and Petitioner's services were discussed and promoted to Airtime members and licensees at the SGI
“Senior Tech” course in March, 2008.

REQUEST FOR ADMISSION NG. 7:

Respondent, without the authorization of Petitioner, filed Application No, 77/420,784 for
COMFORTCLURB after attending an SGI course covering Petitioner’s services rendered under
Petitioner’s Mark.

REQUEST FOR ADMISSION NO. 8

At all relevant times, Respondent’s use of COMFORTCLUB was only as a licensee of Petitioner pursvant

to Respondent’s AirTime Member Agreement. Respondent was never an owner of the COMFORTCLUB
mark.

REQUEST FOR ADMISSION NO, 9:

Respondent’s Application No, 77/420,784 for Respondent’s Mark was filed fraudulently. Respondent’s
Mark is thus void.

REQUEST FOR ADMISSION NO, 10;

Petitioner used the mark COMFORTCLUB in US. commerce before any use of the mark

COMFORTCLUB in U.S. commerce by Respondent commenced.
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REQUEST FOR ADMISSION NO. 11:

Prior to March 13, 2008, the filing of Application No, 77/420,784, Respondent was aware of Petitioner’s
senior and prior right in Petitioner’s Mark for both Petitioner’s services and Respondent’s services,
REQUEST FOR ADMISSION NO. 12:

Respondent’s Mark is identical to Petitioner’s Mark.

REQUEST FOR ADMISSION NO. 13:

Respondent's Mark is confusingly similar to Petitioner’s Mark.

REQUEST FOR ADMISSION NO. 14;

Respondent’s services are the same as Petitioner’s services.

REQUEST FOR ADMISSION NO. 15; |

Respondent’s services are sold through the same channels of trade as Petitioner's services and directed to
the same consumers,

REQUEST FOR ADMISSION NO. 16:

Respondent is no longer an AirTime Member and is using the COMFORTCLUE mark without
authorization from Petitioner,

REQUEST FOR ADMISSION NO, 17;

Respondent’s Mark so closely resembles Petitioner’s Mark such as to cause confusion, mistake, or
deception, and/or to cause the consuming public to believe that Respondent’s services marketed or seld in
connection with Respondent’s Mark originate with or are sponsored, endorsed, licensed, authorized
and/or affiliated or connected with Petitioner and/or Petitioner’s services in violation of Section 2(d) of
the Lanﬁam Aét. _

REQUEST FOR ADMISSION NO. 18

Petitioner i_s and wifl be damaged by registration of Respondent’s Mark.

REQUEST FYOR ADMISSION NO. 19:
Petitioner’s rights in Petitioner’s Mark predate any use by Reépondenl of Respondent’s Mark in U.S.

COMTISTCS.
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REQUEST FOR ADMISSION NO. 20:

All use of the COMFORTCLUB mark by Respondent inured to the benefit of Pefitioner, the righiful
owner of the COMFORTCLUB mark in the U.8.

REQUEST FOR ADMISSION NO, 21:

On March 13, 2008, Respondent’s Owner and Principle Partner, Mr, Charles Bamaby, was aware of
Petitioner’s senior rights in COMFORTCLUB but signed a fraudulent declaration in support of
Respondent’s Application No, 77/420,784, with an intent to deceive the U.8. Trademark Office into
granting registration of Respondent's Mark.

REQUEST FOR ADMISSION NO. 22;

On March 13, 2008, Respondent’s Owner and Principle Partner, Mr. Charles Barnaby, was aware of that
it was not the rightful owner of the COMFORTCLUB Mark and Application No. 77/420,784, but signed
a frandulent deélaratioﬁ in support of Respondent’s application for registration of Respondent’s Mark,
with an intent to deceive the 1.8, Trademark Office into granting registration of Respondent’s Mark,

REQUEST FOR ADMISSION NO, 23:

Respondent’s Declaration in Application No. 77/420,784 stating that “to the best of his/her knowledge
and belief no other person, firm, corporation, or association has the right to use the mark in commerce,
either in the identical form thereof or in such near resemblance thereto as to be [ikely. when used on or in
connection with the goods/services of such other person, to cause confusion, or to cause mistake, or to
deceive,...” is false.

REQUEST FOR ADMISSION NO, 24:

Petitioner established rights in the United States in its COMFORTCLUB Mark prior to 2008.

REQUEST FOR ADMISSFON No. 25;

Since as early as 2006, Petitioner has established extensive, common-law rights in COMFORTCLUB
Mark,

REQUEST FOR ADMISSION NO. 26:

Petitioner’s rights in COMFORTCLUB date from prior to the filing date of Respondent’s Mark or
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Respondent’s alleged use in United States commerce of Respondent’s Mark.

REGUEST FOR ADMISSION NO, 27:

Respondent’s Mark is not entitled to continued registration pursuant to Section 2(d) of the Trademark
Act, 15 U.8.C. § 1125(d) because it is likely to cause confuision with the Petitioner’s Mark.

REQUEST FOR ADMISSION NO. 28;

Applicant committed fraud on the U.S. Patent and Trademark Office.

REQUEST FOR ADMISSION NO. 29;

Respondent’s First Affirnative Defense in paragraph 41 of its Answer to Petitioner’s Petition to Cancel is
without merit and unsupported by evidence,

REQUEST FOR ADMISSION NO. 30:

Respondent’s Second Affirmative ljefense in’ paragraph 42 of its Answer to Petitioner’s Petition to
Cancel is without merit and unsupported by evidence. |

REQUEST FOR ADMISSION NO. 31;

Respondent’s Third Affirmative Defense in péragraph 43 of its Answer to Petitioner's Petition to Cancel
is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO., 32:

Respondent’s Fourth Affirmative Defense in paragraph 44 of its Answer to Petitioner’s Petition to Cancel
is without merit and unsupported by evidence,

REQUEST FOR ADMISSION NO. 33;

Respondent’s Fifth Affinnative Defense in paragraph 45 of its Answer to Petitioner’s Petition to Cancel is
without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 34;

Respondent’s Sixth Affirmative Defense in paragraph 46 of its Answer to Petitioner’s Petition ta Cancel
is without merit and unsupported by evidence,

REQUEST FOR ADMISSION NO, 35:

Respondent’s Seventh Affirmative Defense in paragraph 47 of its Answer to Petitioner’s Petition to
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Cancel is without merit and unsupportéd by evidence.

REQUEST FOR ADMISSION NO. 36:

Respondent’s Eighth Affirmative Defense in paragraph 48 of its Answer to Petitioner’s Petition to Cancel
is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 37:

Respondent’s Ninth Affirmative Defense in paragraph 49 of its Answer to Petitioner’s Petition to Cancel
is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 38:

Respondent’s Tenth Affirmative Defense in paragraph 50 of its Answer to Petitioner’s Petition to Cancel
is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NQ. 39:

Respondent’s Eleventh Aﬁ'lrmativ'e Defense in paragraph 51 of its Answer to Petitioner’s Petition fo
Cangcel is without merit and unsupported by evidence.

REQUEST FOR ADMISSION NO. 40:

Petitioner’s Mark is distinctive.
REQUEST FOR ADMISSION NO. 41:
COMFORTCLUB is distinctive as applied to Respondent’s services,

REQUEST FOR ADMISSION NO. 42:

The COMFORTCLUB mark is distinctive as applied to Petitioner’s services.

REQUEST FOR ADMISSION NO. 43:

Respondent adopted Respondent’s Mark after learning of Petitioner’s use of Petitioner’s Mark,

REQUEST FOR ADMISSION NO. 44:

Respondent’s Mark should be cancelled.

REQUEST FOR ADMISSION NO. 45:

This Petition to Cancel should be granted on the basis of a likelihood of confusion and fraud on the

Trademark Office.
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Respectfully submitted,

CLOCKWORK IP, LLC

Date: June 4, 2014 7/’- @/—
/ﬁurw] Pate%for!’en

Haynes and Boone, LLP

2323 Victory Avenue, Suite 700
Dallas, TX 75219

Phone: 214-651-5%17

Facsimile: 214-200-0812
patelp@haynesboone.com
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"IN'THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Clockwork 1P, LLC § Mark: COMFORT CLUB
§ .
Petitioner, §
§
V. 8 Cancellation No. 92057941
§ In re Registration No. 3618331
Barnaby Heating & Air §
§
§
Respondent. §
CERTIFICATE OF SERVICE

The undersigned hereby certifies that on this 4™ day of June, 2014, a copy of the foregoing
Petitioner's Requests for Admissions to Respondent was served via first class mail, postage prepaid, on
the following: :

Julie Celumn Garrigue, Esq.
Celum Law Fiem, PLLC
11700 Preston Rd.,
Suite 660, PMB 560
Dallas, TX 75230

REQUESTS FOR ADMISSIONS : Page 10 of 10
Clockwork 18, LLC v, Barnaby Heating & Air



EXHIBIT 4 TO PATEL
ALBERS DECLARATION



----- Original Message-----

From: jcelum@celumlaw.com [mailto:jcelum@celumlaw.com]

Sent: Wednesday, September 10, 2014 11:42 PM

To: Patel, Purvi J.

Subject: Re: ESTTA. Stipulated/Consent Motion. confirmation receipt I1D: ESTTA616417

Purvi,

And with all of this, do you pretend not to have received my correspondence relating to our discussions
regarding service via email and an extension of the discovery deadline in this case? | have not received
a response from you, or your office, regarding my written request, dated August 13, 2014.

Also, your client sent a cease & desist to a third-party on August 8, 2014, requesting they cease use of
the COMFORTCLUB mark. Thus, you have kept this information secret for over 1 month, and failed to
disclose your client's knowledge about this concurrent use to either my firm, or the Board.

Our position has not changed since you served discovery requests - !'14+ days outside the discovery
period!! - and you have not agreed to a reciprocal extension of the discovery deadline.

Do not threaten my client with sanctions, when your client conceals relevant facts and necessary a
parties, and my written communications to you and your firm go unanswered. It is you who has
procrastinated, failed to disclose relevant evidence and information, and caused further delay.

Your client has misrepresented its date of first use in its initial trademark application and its petition for
cancellation. We also have evidence that suggests that the documents you produced to my office last
month indicating a date of first use are not authentic.

Furthermore, there is very newly discovered evidence that your client has sent a written communication
to a third-party licensee of the COMFORTCLUB mark. Given these new developments and your lack of
communication to my written correspondence, we are moving for a continuance of all of the deadlines,
and will be filing a motion to join a necessary third-party immediately upon the recording of the
assighment.

Julie Celum Garrigue
214-334-6065

> On Sep 10, 2014, at 6:38 PM, "Patel, Purvi J." <Purvi.Patel@haynesboone.com> wrote:

>

> Correct - the extension | filed and that we agreed to was an extension of all deadlines with the TTAB
(chain attached). Discovery had already closed when we had our discussion, but Clockwork's discovery
requests were served within the period (as explained previously in our various communications, as well
as in detail in my formal correspondence to you earlier today). Your client's obligation to respond to
discovery served within the discovery period continued (the close of the discovery period does not
obviate that requirement. Moreover, Clockwork consented to a July 15, 2014 extension to Barnaby for
purposes of submitting responses and responsive documents. Your July 15th communication/objections
were not responsive -- and rather, Barnaby's discovery responses were woefully deficient and your
objections were without merit. In your July 18, 2014 email (attached), you indicated that you would


mailto:Purvi.PatelAlbers@haynesboone.com
mailto:ADeFord@mcguirewoods.com
mailto:BNewberg@mcguirewoods.com
mailto:jcelum@celumlaw.com

move forward with providing more substantive discovery responses, but we have not received any
additional information to date. Now, once again, we are coming upon the pretrial disclosure deadline
and we still do not have a single responsive document or response from you. In light of this, absent an
additional 30 day extension during which you properly reply to our discovery requests/make documents
and things available for our review, Clockwork is left with no choice but to proceed with a Motion to
Compel and for Sanctions. As you well know, the TTAB does not view a failure to respond to discovery
kindly, and would likely grant sanctions in this case. Since this proceeding does not seem to be moving
forward, and Clockwork has tried to amicably resolve this dispute while receiving wholesale refusals
from Barnaby, my client is seriously considering whether TTAB intervention or federal court involvement
makes more sense at this point.

>

> We will expect to hear from you regarding the extension of deadlines by early Friday AM. We will get
started on our Motion in the meantime. 1 look forward to our Friday afternoon call at 4:30 -- | will call
you.

>

\%

----- Original Message-----

From: jcelum@celumlaw.com [mailto:jcelum@celumlaw.com]
Sent: Wednesday, September 10, 2014 6:07 PM

To: Patel, Purvi J.
Subject: Re: ESTTA. Stipulated/Consent Motion. confirmation receipt
ID: ESTTA616417

Purvi,

The stipulation you filed only extended pretrial disclosures. It did not extend discovery.

VVVVVVYVYVYVYV

> Also, the letter your client sent was dated August 8th. | want to be clear that | did not receive the
letter until some time after. Wasn't sure if | made that clear when we spoke moments ago.

>
> Julie Celum Garrigue

> 214-334-6065

>

>

>

>> On Jul 18, 2014, at 11:17 AM, "Patel, Purvi J." <Purvi.Patel@haynesboone.com> wrote:

>>

>> Julie - Here is the 60 Day Stipulated Extension Request as filed with the PTO. | will be sending
your service copy by mail, per our agreement in the Discovery Conference. If you prefer to have email
service be an option, let me know. | am out of pocket for the rest of the day too, but look forward to
discussing next steps next week. Thanks.

>>

>> ----- Original Message-----

>> From: estta-server@uspto.gov [mailto:estta-server@uspto.gov]

>> Sent: Friday, July 18, 2014 11:15 AM

>> To: Patel, Purvi J.; IPDocketing; jcelum@celumlaw.com

>> Subject: ESTTA. Stipulated/Consent Motion. confirmation receipt 1D:

>> ESTTA616417

>>

>> Stipulated/Consent Motion.

>>

>> Tracking No: ESTTA616417

>>

>>

>>

>> ELECTRONIC SYSTEM FOR TRADEMARK TRIALS AND APPEALS Filing Receipt

>>

>> We have received your Stipulated/Consent Motion. submitted through the Trademark Trial and
Appeal Board's ESTTA electronic filing system. This is the only receipt which will be sent for this paper.
If the Board later determines that your submission is inappropriate and should not have been accepted
through ESTTA, you will receive notification and appropriate action will be taken.
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>>

>> Please note:

>>

>> Unless your submission fails to meet the minimum legal requirements for filing, the Board will not
cancel the filing or refund any fee paid.

>>

>> |f you have a technical question, comment or concern about your ESTTA submission, call 571-272-
8500 during business hours or e-mail at estta@uspto.gov.

>>

>> The status of any Board proceeding may be checked using TTABVUE which is available at
http://ttabvue.uspto.gov Complete information on Board proceedings is not available through the TESS
or TARR databases. Please allow a minimum of 2 business days for TTABVUE to be updated with
information on your submission.

>>

>> The Board will consider and take appropriate action on your filing in due course.

>>

>> Printable version of your request is attached to this e-mail

>>

>>

>> ----

>> ESTTA server at http://estta.uspto.gov

>>

>>

>> ESTTA Tracking number: ESTTA616417

>> Filing date: 07/18/2014

>>

>> |IN THE UNITED STATES PATENT AND TRADEMARK OFFI CE BEFORE THE TRADEMARK

>> TRIAL AND APPEAL BOARD

>>

>> Proceeding : 92057941

>> Applicant : Clockwork IP, LLC

>> Other Party:Defendant

>> Barnaby Heating &amp; Air

>>

>>

>> Motion for an Extension of Answer or Discovery or Trial Periods With

>> Consent

>>

>> The Close of Plaintiff's Trial Period is currently set to close on 09/02/2014. Clockwork IP, LLC
requests that such date be extended for 60 days, or until 11/01/2014, and that all subsequent dates be
reset accordingly.

>> Time to Answer :CLOSED

>> Deadline for Discovery Conference :CLOSED Discovery Opens :CLOSED

>> |nitial Disclosures Due :CLOSED Expert Disclosure Due :CLOSED

>> Discovery Closes :CLOSED Plaintiff's Pretrial Disclosures :09/17/2014

>> Plaintiff's 30-day Trial Period Ends :11/01/2014 Defendant's Pretrial

>> Disclosures :11/16/2014 Defendant's 30-day Trial Period Ends

>> :12/31/2014 Plaintiff's Rebuttal Disclosures :01/15/2015 Plaintiff's

>> 15-day Rebuttal Period Ends :02/14/2015

>>

>>

>> The grounds for this request are as follows:

>> Parties are unable to complete discovery/testimony during assigned

>> period Parties are engaged in settlement discussions

>>

>> Clockwork IP, LLC has secured the express consent of all parties to this proceeding for the extension
and resetting of dates requested herein.

>> Clockwork IP, LLC has provided an e-mail address herewith for itself and for the opposing party so
that any order on this motion may be issued electronically by the Board.

>>
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>> Certificate of Service

>>

>> The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their
address of record by First Class Mail on this date.

>>

>> Respectfully submitted,

>> [Purvi J. Patel/

>> Purvi J. Patel

>> patelp@haynesboone.com, ipdocketing@haynesboone.com

>> jcelum@celumlaw.com

>> (07/18/2014

>>

>>

>>

>>

>> CONFIDENTIALITY NOTICE: This electronic mail transmission is

>> confidential, may be privileged and should be read or retained only

>> by the intended recipient. If you have received this transmission in

>> error, please immediately notify the sender and delete it from your system.

\%

CONFIDENTIALITY NOTICE: This electronic mail transmission is
confidential, may be privileged and should be read or retained only by

the intended recipient. If you have received this transmission in

error, please immediately notify the sender and delete it from your system.
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CONFIDENTIALITY NOTICE: This electronic mail transmission is confidential,
may be privileged and should be read or retained only by the intended
recipient. If you have received this transmission in error, please
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