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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Trademark Registration No. 3,618,331 

Registration Date: May 12, 2009 

Mark: COMFORTCLUB 

__________________________________________________________ 

 

Clockwork IP, LLC     ) 

       ) 

  Petitioner    ) 

       ) 

v.       ) Cancellation No.  92057941 

       ) 

BARNABY HEATING & AIR, LLC   ) 

       ) 

  Respondent.    ) 

 

__________________________________________________________ 

 

RESPONDENT’S FIRST AMENDED OBJECTIONS AND RESPONSES 

TO PETITIONER’S FIRST SET OF INTERROGATORIES,  

FIRST REQUESTS FOR PRODUCTION, AND FIRST REQUESTS FOR ADMISSION 

 

TO: PETITIONER CLOCKWORK IP, LLC AND ITS COUNSEL OF RECORD: 

Pursuant to Rules 26 and 33 of the Federal Rules of Civil Procedure and TBMP § 403, et seq., Respondent 

Barnaby Heating & Air, LLC (“Barnaby”) serves its First Amended Objections and Answers to Petitioner’s 

First Set of Interrogatories, Petitioner’s First Requests for Production of Documents and Petitioner’s First 

Requests for Admission. 

GENERAL OBJECTIONS 

 Respondent objects to the Petitioner’s First Set of Interrogatories, Petitioner’s First Request for 

Production, and First Requests for Admission in their entirety given the date of actual delivery and service 

of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case closed on June 4, 

2014.  Petitioner’s discovery requests appear to be dated June 4, 2014, but Respondent did not receive 

Petitioner’s discovery requests until July 2, 2014.   
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Through no fault of Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days 

following the close of discovery in this case.  Given the delay in service, and the lack of a stipulation 

between the parties to extend the discovery period in this case, Respondent objects to Petitioner’s discovery 

requests in their entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests 

for production of documents and things, and requests for admission, are available for use only during the 

discovery period.  See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- 

Poulenc Industries v. Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to 

respond to an untimely request for discovery.  TBMP § 403.01.   

 

Respondent reurges its objection to the definitions and instructions preceding the Petitioner’s First Set of 

Interrogatories, Petitioner’s First Requests for Production and Petitioner’s First Requests for Admission to 

the extent they attempt to re-define commonly used words.  Respondent, in answering these interrogatories 

will afford the words contained therein their common, ordinary meaning, except as the Federal Rules of 

Civil Procedure may specifically define them. 

 

Respondent further objects to the definitions and instructions preceding the Petitioner’s First Set of 

Interrogatories, Petitioner’s First Requests for Production and Petitioner’s First Requests for Admission to 

the extent that the requests seek to impose additional or different obligations upon Respondent other than 

those obligations that are placed on Respondent by the Federal Rules of Civil Procedure, the TBMP and the 

Trademark Trial and Appeal Board.  Respondent will answer these interrogatories in accordance with the 

applicable rules. 

 

Respondent also objects to the extent these requests are propounded on behalf of entities that are not parties 

to this litigation, such as Clockwork “SGI”, “AirTime”, “AirTime 500”, “Success Day”, “Success 

Academy”, “CONGRESS”, “SGI EXPO”, “BRAND DOMINANCE”, and “Senior Tech.”  The pleadings in 

this matter do not indicate how these entities are related to this litigation and without more Respondent is 

unable to adequately respond to Petitioner’s discovery requests relating to these various entities.  

Respondent objects to any requests relating to these various entities because these requests cause 

Respondent to speculate.  Respondent also objects to each of the discovery requests made by, or on behalf 

of the entities named above, based upon their ambiguity and vagueness, given Respondent unfamiliarity 

with these entities.   

INTERROGATORIES 

INTERROGATORY NO. 1: 
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Describe in detail how Respondent's Mark was first conceived of by Respondent.   

 

ANSWER:   

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 date, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  Given 

the delay in service, and the lack of a stipulation between the parties to extend the discovery period in this 

case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery devices, namely, 

discovery depositions, interrogatories, requests for production of documents and things, and requests for 

admission, are available for use only during the discovery period.  See Smith International, Inc. v. Olin 

Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 UPSQ 372 

(TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  TBMP § 

403.01.   

 

Subject to the foregoing objections, and without waiving same, Respondent answers as follows: 

 

Respondent’s, Mr. Charlie Barnaby and his nephew, Shelby Cuellar, relying on their combined years of 

experience in the air conditioning and heating trade, and their ingenuity, met on multiple occasions at the 

offices of Respondent to discuss a new marketing concept and through those meetings, came up with the 

concept for membership sales to its existing customers and developed the Mark, COMFORTCLUB, as a 

means of marketing membership sales to its existing customers and to new customers throughout the 

Dallas-Fort Worth area.  The COMFORTCLUB Mark and the marketing materials were developed at the 

end of 2007, very beginning of 2008, in-house by Mr. Barnaby and Mr. Cuellar.  Neither Mr. Charlie 

Barnaby, nor Mr. Cuellar, relied upon any documents or materials allegedly produced or drafted by 

Petitioner, as these documents did not exist.  In fact, until Respondent began its first use of the 

COMFORTCLUB Mark, and its first use in commerce, and filed its federal trademark application for its 

COMFORTCLUB Mark, Petitioner did not use the COMFORTCLUB Mark.  

 

INTERROGATORY NO. 2: 

State in detail the reasons for Respondent's selection of COMFORTCLUB and the filing of U.S. 
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Registration No. 3,618,331 therefore, the date that Respondent's Mark was selected and cleared, and 

identify all persons involved in the selection and clearance of Respondent's Mark. 

 

ANSWER:   

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 date, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  Given 

the delay in service, and the lack of a stipulation between the parties to extend the discovery period in this 

case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery devices, namely, 

discovery depositions, interrogatories, requests for production of documents and things, and requests for 

admission, are available for use only during the discovery period.  See Smith International, Inc. v. Olin 

Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 UPSQ 372 

(TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  TBMP § 

403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own, given the existence of federal trademark application databases and 

records exists on the website, www.uspto.gov.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 

1572, 1580 (11th Cir. 1991).  Respondent also objects to the extent this request calls for speculation on the 

part of Respondent with respect to all individuals involved in the “clearance of the [COMFORTCLUB] 

mark.”   

Respondent has been using the COMFORTCLUB mark continuously since at least as early as January 2008, 

a full five (5) years prior to the filing of Petitioner’s Petition to Cancel.  Given the number of years between 

Respondent’s initial trademark application and today, Respondent would be forced to speculate about the 

identity of “all persons involved in the selection and clearance of Respondent’s Mark.”  Respondent relies 

on the documents published by the U.S. Trademark Office, and located on the www.uspto.gov website for 

identification of those individuals at the U.S. Trademark Office responsible for “the selection and clearance 

of Respondent’s Mark.”  Respondent also objects to the extent this request is vague, ambiguous and 

confusing and Respondent does not fully understand what is being requested when asked to “state in detail 

the reasons for Respondent’s selection of COMFORTCLUB and the filing of U.S. Registration No. 

3,618,331 therefore.”  Subject to the foregoing objections, and without waiving same, Respondent answers 
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as follows: 

 

As set forth in response to Interrogatory No. 1 above, Respondent’s, Mr. Charlie Barnaby, and his nephew, 

who was an employee of Respondent, developed the concept for marketing memberships to its clients and 

to new clients and devised of the COMFORTCLUB mark in-house.  Mr. Barnaby was the ultimate decision-

maker and decided to use the COMFORTCLUB Mark as a marketing phrase.  It was also Mr. Barnaby, 

along with his nephew, who decided on using the COMFORTCLUB mark in commerce, as shown in the 

documents produced in this case.  Respondent then filed for federal trademark protection of the Mark on its 

own, without the aid of an attorney or agent before the U.S. Trademark Office.   

 

INTERROGATORY  NO. 3:  

 

State Respondent's annual expenditures in developing and marketing COMFORTCLUB.  

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent also objects to the extent this request calls for speculation on the part of Respondent with 

respect to apportioning the amount of money spent developing and marketing Respondent’s business, versus 

developing and marketing the COMFORTCLUB Mark.  Respondent has used the COMFORTCLUB Mark 

continuously for over five (5) years and Respondent has not independently budgeted its development and 

marketing of the COMFORTCLUB Mark.  Respondent objects to the extent this request places an undue 
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burden on Respondent that outweighs its likely benefit.  FED. R. CIV. P. 26(b)(2)(C)(iii).  Subject to the 

foregoing objections and without waiving the same, in January 2008, Respondent initially ordered 5,000 

double-sided cards to distribute to its customers and its service area throughout Collin County, Tarrant 

County, Dallas County, and its surrounding area marketing the COMFORTCLUB mark.  Respondent paid 

approximately $10,000 on January 18, 2008 – January 25, 2008 for its initial marketing campaign and 

copies of some marketing materials.  Respondent also developed a new website and online business profile 

incorporating the COMFORTCLUB mark as a strategic marketing campaign.  Respondent estimates it has 

spent approximately $150,000 in developing and marketing the COMFORTCLUB Mark from January 2008 

through today’s date.   

 

INTERROGATORY NO. 4:  Describe all documents supporting or negating Respondent's priority and 

ownership of COMFORTCLUB.  

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to this request to the extent it is over broad and unduly burdensome.  Respondent 

declines to provide a narrative answer to this interrogatory because the interrogatory asks for information 

that is available from its business and electronically stored records.  Fed. R. Civ. P. 33(d).  

 

Subject to the foregoing objections, and without waiving same, Respondent will rely on (1) its business 

records, (2) any and all relevant documents that relate in any way to Petitioner’s claims and Respondent’s 
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defenses, (3) those documents that Petitioner and Respondent will include on their exhibit lists, (4) any and 

all documents identified by Petitioner and Respondent in their Rule 26(A)(1) Disclosures and in Petitioner’s 

most recent June 4, 2014 Supplemental Disclosures, (5) any and all documents on file with the U.S. Patent 

& Trademark Office, and the Trademark Trial and Appeal Board.  Respondent will rely on (6) documents 

acquired through Petitioner’s counsel, (7) documents located in Petitioner’s business materials and 

documents Petitioner has served upon other parties – even if they are not a party to this action; (8) 

Petitioner’s application to the U.S. Trademark Office, Application No. 85/880911, filed March 20, 2013; (9)  

 

Pursuant to Rule 26(a)(1)(B) of the Federal Rules of Civil Procedure, Barnaby provides the following 

description of categories of documents, electronically stored information, and tangible things that Barnaby 

has in its possession, custody, or control and may use to support its claims or defenses.  Unless otherwise 

noted, these documents, electronically stored information, and tangible things are located in Barnaby’s 

offices or in other locations owned and controlled by Barnaby and copies may be obtained from Barnaby’s 

counsel, Julie Celum Garrigue, Celum Law Firm, PLLC, 11700 Preston Rd., Suite 660, PMB 560, Dallas, 

Texas 75230. 

a. Documents pertaining to the historical use, sales and advertising of Barnaby’s services and 

Barnaby’s COMFORTCLUB mark. 

b. Advertisements and other documents pertaining to the continuous use of the “COMFORTCLUB” 

mark by Barnaby, from a date prior to the date of first use alleged by Clockwork in documents produced in 

this case and in documents filed with the U. S. Patent and Trademark Office, Application No. 85/880911 – 

COMFORTCLUB – by Petitioner. 

c. Internet printouts from Barnaby’s website at www.barnabyheatingandair.com.   

d. Documents pertaining to the subscription, development and history of the website 

www.barnabyheatingandair.com. 

e. Documents pertaining to the subscription, development and history of the website 

www.onehourheatandair.com. 

f. Documents and franchise materials from the One Hour Heating & Air. 

g. Petitioner’s U.S. federal trademark application, Application No. 85/880911 – COMFORTCLUB –

filed with the U.S. Trademark Office on March 20, 2013, signed under oath that Petitioner was filing its 

COMFORTCLUB trademark application based upon an “intent to use” the COMFORTCLUB Mark, and 

was not “actually using” the Mark in commerce.   
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Respondent expressly reserves the right to supplement this response. 

 

INTERROGATORY NO. 5: 

List and describe all Petitioner, SGI, or AirTime events, including without limitation, Success Day and 

Success Academy sessions, CONGRESS franchise events. SGI EXPO events, BRAND DOMINANCE 

events, Senior Tech events, and any similar events attended by Respondent since 2006. 

 

ANSWER:  

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  Respondent also objects to the extent this request calls for speculation on the part of 

Respondent with respect to the various entities named above.  See Respondent’s General Objections above.  

Subject to the foregoing objections and without waiving same, Respondent has attended an AirTime500 

seminar a year from 2008 through 2013.  At no time prior to Respondent’s registration of the Mark did any 

of the course materials that were provided to Respondent contain reference to COMFORTCLUB.     

 

INTERROGATORY NO.·6: 

Describe Respondent's relationship with Petitioner, SGI, and AirTime 500.   

 

ANSWER: 
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Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  Respondent also objects to the extent this request calls for speculation on the part of 

Respondent with respect to the various entities named above.  Respondent has no relationship with 

AirTime500.  Respondent is a former member of AirTime 500, and is no longer a member.   

 

INTERROGATORY NO. 7: 

Describe and list all agreements between Respondent and Petitioner, Respondent and SGI, Respondent and 

AirTime 500, including without limitation all Acknowledgements of Non-Solicitation Policy or 

Confidentiality Agreements executed by Respondent. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 
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and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  Respondent also objects to the extent this request calls for speculation on the part of 

Respondent with respect to the various entities named above.  Respondent is a former member of 

AirTime500.  Respondent is not affiliated with any other entity listed above.  Respondent was a paying 

member of AirTime 500 and has spent approximately $110,000 over the course of 6 years as a member.  

Respondent believes he has signed a total of two (2) agreements with AirTime500.  Respondent does not 

recall what those documents were called, but they were the initial membership document and an additional 

document relating to the extension of that initial membership.  Respondent believes these materials are in 

Petitioner’s possession.   

 

INTERROGATORY NO. 8: 

Describe all goods and services with which Respondent's Mark has been, is intended to be, or is currently 

used and, for each good or service identified: 

(a) state the date of first use anywhere and the date of first use in commerce and the nature of 

that first use in commerce; 

(b) describe any periods of non-use; 

(c) describe the distribution system for each such good or service including the channels of 

trade in which such good or service is or will be distributed; 

(d) describe the methods by which Respondent has advertised or promoted the sale of each 

good or service, including, without limitation, the types of media in which such advertising and promotion 

has been conducted; 

(e) identify and describe the geographic scope of any advertising and sales for each good or 

service provided;  

(f) identify all instances of use of Respondent's Mark by Respondent or Respondent's 

licensees, including use in marketing materials, internal materials, and Respondent's websites. 

 

ANSWER: 
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Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Subject to the foregoing objection and without waiving same, Respondent has used the COMFORTCLUB 

mark continuously since, at least as early as January 18, 2008, possibly earlier.  Respondent has used the 

COMFORTCLUB Mark in commerce since January 18, 2008.  Respondent has had no periods of non-use.  

Respondent has the used the Mark as described in the description on file with the U.S. Trademark Office.  

Respondent has used the Mark continuously in its printed promotional materials and its marketing materials.  

Respondent has used the Mark on its website since some time in January 2008.   

 

INTERROGATORY NO. 9: 

Describe all facts and identify all documents and things relating to and showing Respondent's use of 

Respondent's Mark in commerce before and after Mr. Charles Barnaby's execution of the Success Academy 

"Acknowledgement of Non-Solicitation Policy" dated March 17, 2008. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 
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devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Subject to the foregoing objections and without waiving the same, Respondent has used the 

COMFORTCLUB mark continuously and consistently since, at least as early as January 22, 2008.  See 

Respondent’s responses to Interrogatories Nos. 1, 2, 8, et seq.   

 

INTERROGATORY NO. 10: 

Identify and describe the types of customers to whom Respondent has provided or is providing COMFORT 

CLUB services and, for each type of customer: 

(a) indicate the approximate fractional or percentage dollar volume of sales to each type of 

customer; and 

(b) state the method by which Respondent has provided or is providing services identified 

with Respondent' s Mark, including without limitation, channels of trade utilized or being utilized by 

Respondent. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   
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Respondent also objects to the extent this request calls for speculation on the part of Respondent.  Subject to 

the foregoing objections and without waiving the same, Respondent has used the COMFORTCLUB mark 

continuously and consistently since, at least as early as January 22, 2008 and has sold membership 

agreements to residential and commercial air conditioning and heating clients. 

 

INTERROGATORY NO. 11: 

State the annual revenues generated in connection with Respondent's services offered under Respondent's 

Mark from the date of first use to present.   

 

ANSWER:  

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  

 

Respondent also objects to the extent this request calls for speculation on the part of Respondent.  Subject to 
the foregoing objections and without waiving the same, Respondent has used the COMFORTCLUB mark 

continuously and consistently since, at least as early as January 22, 2008.  Since 2008, Respondent has 

generated the following income solely from the sales of Comfort Clubs under its COMFORTCLUB Mark.  
(These amounts do not include revenue generated from maintenance performed in the course of maintaining 

the memberships.) 

 
2008  -   $601.00 

2009 -    $950.00 
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2010 - $1,897.00 

2011 - $5,354.00 
2012 - $7,289.00 

2013 – $9,773.00 

2014 - $5,075.00 

 

INTERROGATORY NO. 12: 

State whether any search, inquiry, investigation, or marketing survey has been or is being conducted relating 

to the availability, registrability, or enforceability of Respondent's Mark and, if so, for each identify all 

documents relating to the search or investigation including, but not limited to, each report referring to or 

reflecting the search or investigation. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  

 

Respondent also objects to the extent this request calls for speculation on the part of Respondent with 

respect to whether a “search, inquiry, investigation, or marketing survey has been or is being conducted 

relating to the availability, registrability, or enforceability of Respondent's Mark”.  Respondent’s 

COMFORTCLUB mark has been in use since at least as early as January 2008.  Prior to fully developing 
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marketing materials for Respondent’s mark, Respondent, through Charlie Barnaby and Shelby Cuellar 

searched the internet, the U.S. Patent & Trademark records, and generally conducted an online search to 

confirm that no one else was using the COMFORTCLUB Mark.  No other uses of the Mark were found.  

Respondent does not have documents related to these searches, but would refer Petitioner to Respondent’s 

U.S. federal trademark application.   

 

INTERROGATORY NO. 13: 

Describe in detail all instances in which Respondent has received objections or misdirected inquiries 

regarding its use and/or application for Respondent's Mark. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  

 

Respondent objects to this request to the extent it is vague, ambiguous and confusing.  Respondent does not 

understand the request as drafted.  Respondent also objects to the extent this request calls for speculation on 

the part of Respondent with respect to “instances in which Respondent has received objections or 

misdirected inquiries regarding its use and/or application for Respondent's Mark.”  Subject to the foregoing 

and without waiving same, Respondent is not aware of any objections or misdirected inquiries regarding its 
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use of its Mark.   

 

INTERROGATORY NO. 14: 

Describe in detail all facts and identify all documents and things relating to any alleged association between 

Petitioner and Respondent. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  

 

INTERROGATORY N0. 15: 

Identify any members of the public known to Respondent to have been or who may have been confused 

with respect to Respondent's Mark as a result of, or with respect to, the use by Petitioner of the mark 

COMFORT CLUB; and: 

(a) Describe each such instance of confusion; and 

(b) Identify any persons who can testify regarding each such instance.   

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 
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delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  

 

Respondent objects to this request to the extent it is vague, ambiguous and confusing.  Respondent does not 

understand the request as drafted.  Respondent also objects to the extent this request calls for speculation on 

the part of Respondent with respect to “any members of the public known to Respondent to have been or 

who may have been confused with respect to Respondent's Mark as a result of, or with respect to, the use by 

Petitioner of the mark COMFORT CLUB.”  Subject to the foregoing and without waiving same, 

Respondent is not aware of any members of the public to have been or who may have been confused with 

respect to Respondent’s Mark.  

 

INTERROGATORY NO. 16: 

Identify each person that was a potential customer of Respondent who would have received any advertising 

or marketing material displaying Respondent's Mark. 

 

ANSWER:  

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 
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Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  Respondent also objects to the extent this request calls for speculation on the part of 

Respondent with respect to “potential customers” of Barnaby’s regarding the advertising or marketing of 

Respondent’s Mark.  Respondent has been using the COMFORTCLUB mark continuously since 2008, a 

full five (5) years prior to Petitioner’s Petition for Cancellation.  Given number of years that Respondent has 

continuously used the COMFORTCLUB mark, Respondent would be forced to speculate in order to answer 

this request.  Respondent also objects to the extent this request places an undue burden on Respondent that 

outweighs its likely benefit.  FED. R. CIV. P. 26(b)(2)(C)(iii).  Respondent also objects to the extent this 

request is overly broad and it inquires into matters that go beyond what is relevant to the parties’ claims or 

defenses.  FED. R. CIV. P. 26(b)(1).  Respondent also objects to the extent this request is not relevant to the 

claims of Petitioner.  FED. R. CIV. P. 26(b)(1).   

 

INTERROGATORY NO. 17: 

Describe Respondent's present or future plans to market goods and/or services offered under Respondent's 

Mark beyond the scope of that which Respondent currently offers. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 
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period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  Respondent also objects to the extent this request calls for speculation on the part of 

Respondent with respect to “future plans” of Barnaby’s regarding the advertising or marketing of 

“Respondent’s Mark beyond the scope of that which Respondent currently offers.”  Respondent has been 

using the COMFORTCLUB mark continuously since, at least January 2008, a full five (5) years prior to 

Petitioner’s Petition for Cancellation.  Respondent has no present plans to change the way in which it uses 

its Mark.  Respondent has assigned its Mark to McAfee Heating & Air Conditioning, Inc. and is operating 

under a perpetual license from McAfee.   

 

INTERROGATORY NO. 18: 

State the date of, and describe in detail the circumstances of, when you first became aware of Petitioner's 

Mark. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  
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TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  Respondent also objects to the extent this request calls for speculation on the part of 

Respondent with respect to “Petitioner’s Mark”.  As set forth in Respondent’s Answer, Respondent denies 

Petitioner owns the COMFORTCLUB Mark. Respondent has been using the COMFORTCLUB mark 

continuously since, at least January 2008, a full five (5) years prior to Petitioner filing its Petition for 

Cancellation.  Subject to the foregoing objections, and without waiving same, Respondent first became 

aware of Petitioner’s infringement of Respondent’s trademark while conducting an online search some time 

in 2009.  

 

INTERROGATORY NO. 19: 

State all facts on which Respondent relies in support of the allegation in its application for U.S. Registration 

No. 3,618,331 that "to the best of his/her knowledge and belief no other person, firm, corporation, or 

association has the right to use the mark in commerce, either in the identical form thereof or in such near 

resemblance thereto as to be likely, when used on or in connection with the goods/services of such other 

person, to cause confusion, or to cause mistake, or to deceive...." 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   
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Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  Respondent also objects to the extent this request is vague, ambiguous and confusing as 

written.  Respondent also objects to the extent the request is misleading and is meant to mislead and confuse 

Respondent, in that the “allegation” as set forth above, is language set forth in the federal trademark 

registration materials and application, as adopted by the U.S. Patent and Trademark Office, and is not an 

independent assertion made by Respondent, absent Respondent’s acknowledgement at the time it filed for 

the registration of its Mark, that it was the entity entitled to the registration and use of the 

COMFORTCLUB mark.  Respondent developed the COMFORTCLUB Mark independent of Petitioner, as 

set forth in Interrogatory No. 1, Interrogatory No. 2, et seq. and as Mr. Barnaby would expound upon in a 

deposition in this case.   

 

INTERROGATORY NO. 20: 

State all facts on which Respondent relies in support of the allegation in its application for U.S. Registration 

No. 3,618,331 for COMFORTCLUB that Respondent was the rightful "owner of the trademark/service 

mark sought to be registered." 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 
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(11th Cir. 1991).  Respondent also objects to the extent this request is vague, ambiguous and confusing as 

written.  Respondent also objects to the extent the request is misleading and is meant to mislead and confuse 

Respondent, in that the “allegation” as set forth above, is language set forth in the federal trademark 

registration materials and application, as adopted by the U.S. Patent and Trademark Office, and is not an 

independent assertion made by Respondent, absent Respondent’s acknowledgement at the time it filed for 

the registration of its Mark, that it was the entity entitled to the registration and use of the 

COMFORTCLUB mark.  Respondent also objects to the extent this request places an undue burden on 

Respondent that outweighs its likely benefit.  FED. R. CIV. P. 26(b)(2)(C)(iii).  Respondent also objects to 

the extent this request is overly broad and it inquires into matters that go beyond what is relevant to the 

parties’ claims or defenses.  FED. R. CIV. P. 26(b)(1).  Respondent also objects to the extent this request is 

not relevant to Petitioner’s claims.  

 

INTERROGATORY NO. 21: 

Identify all interactions Respondent had with Petitioner or Petitioner's legal representatives prior to the 

filing of its application for U.S. Registration No. 3,618,331. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent objects to the extent this request asks for information that the requesting party has had ample 

opportunity to discover on its own.  FED. R. CIV. P. 26(b)(2)(C)(ii); Avirgan v. Hull, 932 F.2d 1572, 1580 

(11th Cir. 1991).  Respondent also objects to the extent this request is vague, ambiguous and confusing as 
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written.  Respondent also objects to the extent this request is overly broad and it inquires into matters that 

go beyond what is relevant to the parties’ claims or defenses.  FED. R. CIV. P. 26(b)(1).  Respondent also 

objects to the extent this request is not relevant to Petitioner’s claims.  

 

INTERROGATORY NO. 22: 

Describe all facts and identify all documents and things upon which Respondent bases its denials in 

Respondent's Answer to the Petition to Cancel in this proceeding.   

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 date, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  Given 

the delay in service, and the lack of a stipulation between the parties to extend the discovery period in this 

case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery devices, namely, 

discovery depositions, interrogatories, requests for production of documents and things, and requests for 

admission, are available for use only during the discovery period.  See Smith International, Inc. v. Olin 

Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 UPSQ 372 

(TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  TBMP § 

403.01.   

 

Respondent objects to this interrogatory because it asks for opinions and contentions and is premature until 

additional discovery is conducted, including, but not limited to, the service of business records affidavits or 

certified business records requests, depositions on written questions, and the depositions of known, or 

unknown, fact witnesses are conducted and/or completed.  Fed. R. Civ. P. 33(a)(2); see Kartman v. State 

Farm Mutl. Auto. Ins. Co., 247 F.R.D. 561, 566 (S.D. Ind. 2007); see also O2 Micro Int’l v. Monolithic 

Power Sys. 467 F. 3d 1355, 1365 (Fed. Cir. 2006).   

 

Respondent declines to provide a narrative answer to this interrogatory because the interrogatory asks for 

information that is available from its business and electronically stored records.  Fed. R. Civ. P. 33(d).  

 

Subject to the foregoing objections and without waiving same, in drafting Respondent’s Answer, 
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Respondent denied the facts and claims in the numbered paragraphs corresponding to Petitioner’s Petition to 

Cancel that were untrue and with which Respondent could not agree.   

 

Namely, in Paragraph’s 1-3, from Petitioner’s Petition to Cancel, Petitioner alleges that it owns the 

trademark COMFORTCLUB, Application No. Application No. 85/880911, filed March 20, 2013.  

Petitioner does not own the Mark and has since abandoned its U.S. Trademark application.  Petitioner also 

claims it owns the COMFORTCLUB mark, has been using it since 2006.  Respondent denied this paragraph 

because it is untrue.  It is untrue, because Petitioner has failed to produce any evidence that is has used the 

Mark since 2006, and Petitioner filed an application with the U.S. Trademark Office on March 20, 2013, 

alleging as its filing basis, an intent to use the COMFORTCLUB mark in commerce, rather than actual use, 

which indicates that as of March 20, 2013, Petitioner was not using the COMFORTCLUB Mark in 

commerce.  

 

Petitioner’s U.S. Trademark Application No. 85/880911 was abandoned by Petitioner.  Petitioner willfully 

made false statements knowing they were punishable by fine or imprisonment, or both, under 18 U.S.C. 

Section 1001.  Despite such knowledge, Petitioner willfully filed a federal trademark application, filed 

under 15 U.S.C. Section 1051(b), asserting that it believed it was entitled to use the Mark in commerce and 

that no other entity, including Respondent, had the right to use the Mark in commerce.  This was a willfully 

false statement made by Petitioner in March 2013, just shortly before filing its Petition to Cancel. 

 

Petitioner’s Petition to Cancel contradicts even the most basic representations made by Petitioner in the 

written proceedings and verbal discussions in this case, including it’s alleged date of first use in its Petition 

to Cancel of sometime in 2006, however the COMFORTCLUB mark was allegedly being used by 

Petitioner’s franchisee’s between 2003 to 2008 throughout the State of Texas.  See Petitioner’s Petition to 

Cancel, para. 7.   

 

Petitioner signed a sworn declaration before the U.S. Trademark Office, and was warned that willful false 

statements and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. Section 

1001.  Petitioner also declared under oath that under 15 U.S.C. Section 1051(b), (1) it believed it was 

entitled to use such mark in commerce; (2) that to the best of its knowledge and belief no other person, firm, 

corporation, or association has the right to use the mark in commerce, either in the identical form thereof or 

in such near resemblance thereto as to be likely, when used on or in connection with the goods/services of 

such other person, to cause confusion, or to cause mistake, or to deceive; and (3) that all statements made of 
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his/her own knowledge are true; and that all statements made on information and belief are believed to be 

true.  Not only did Petitioner abandon its federal trademark application, but it has failed to provide any 

evidence it used the COMFORTCLUB Mark in commerce since 2006, and there are zero documents 

attached as exhibits to Petitioner’s Petition to Cancel indicating any use by Petitioner of the 

COMFORTCLUB mark as early as 2003, or from 2003 to 2008. 

 

Additionally, According to documents produced by Petitioner in this case, Petitioner’s first date of use was 

approximately January 21, 2008, and its alleged use of the Mark on, or about January 21, 2008, appear in 

internal marketing materials that were never provided to Respondent.  Petitioner’s own documents directly 

contradict its claims in its Petition for Cancellation that it believes it used the Mark some time in 2006.   

 

Respondent also bases its affirmative defenses on the timing of Petitioner’s Petition for Cancellation, which 

was filed well over five (5) years after Respondent began using the COMFORTCLUB mark in commerce.  

 

Respondent was never a One Hour franchisee and never attended any meeting whereat One Hour marketing 

materials were distributed.   

 

Respondent’s date of first use of its COMFORTCLUB mark precedes the date of any applicable 

membership agreement entered into between Respondent and Petitioner.   

 

Respondent declines to provide a further narrative answer to this interrogatory because the interrogatory 

asks for information that is available from the Petition to Cancel and Answer and Affirmative Defenses, or 

is best addressed via a deposition.  Fed. R. Civ. P. 33(d).   

 

INTERROGATORY NO. 23: 

Describe all facts and identify all documents and things upon which Respondent bases its Affirmative 

Defenses in Respondent 's Answer to the Petition to Cancel in this proceeding. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 service date, but Respondent 

did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 
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Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.   

 

Respondent declines to provide a narrative answer to this interrogatory because the interrogatory asks for 

information that is available from its business and electronically stored records.  Fed. R. Civ. P. 33(d).  

Subject to this objection, see documents produced by Respondent in response to Requests for Production in 

this proceeding.   Respondent objects to this request to the extent it is over broad and unduly burdensome.  

Subject to the foregoing objections and without waiving the same, Respondent relies on: 

(1) its business records, (2) documents produced by Petitioner in this case, (3) conversations Respondent 

has had with Petitioner’s agents or employees, (4) representations made by Petitioner and its employees, (5) 

representations made by Petitioner’s attorneys during the pendency of this matter and prior to the initiation 

of this matter, (6) Respondent’s federal trademark application and registration materials, and (7) 

Respondent’s memory, (8) Petitioner’s federal trademark application and the corresponding file materials, 

(9) Petitioner’s abandonment of its federal trademark registration, (10) any and all documents that Petitioner 

may produce in this case, or identify in its Disclosures, discovery documents, pretrial disclosures, or other 

materials filed in this proceeding.  This interrogatory calls for a narrative from Respondent and to the extent 

Respondent has inadvertently failed to recall each and every single document, fact, or circumstance upon 

which it relies in defending against Petitioner’s baseless claims, Respondent specifically reserves the right 

to supplement and amend this response.   

 

INTERROGATORY NO. 24: 

Identify all persons having knowledge of the denials asserted in Respondent's Answer to the Petition to 

Cancel, and describe the substance of those persons' knowledge. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 
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closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 date, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  Given 

the delay in service, and the lack of a stipulation between the parties to extend the discovery period in this 

case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery devices, namely, 

discovery depositions, interrogatories, requests for production of documents and things, and requests for 

admission, are available for use only during the discovery period.  See Smith International, Inc. v. Olin 

Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 UPSQ 372 

(TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  TBMP § 

403.01.   

 

Respondent objects to this interrogatory because it asks for opinions and contentions and is premature until 

additional discovery is conducted, including, but not limited to, the service of business records affidavits or 

certified business records requests, depositions on written questions, and the depositions of known, or 

unknown, fact witnesses are conducted and/or completed.  Fed. R. Civ. P. 33(a)(2); see Kartman v. State 

Farm Mutl. Auto. Ins. Co., 247 F.R.D. 561, 566 (S.D. Ind. 2007); see also O2 Micro Int’l v. Monolithic 

Power Sys., 467 F.3d 1355, 1365 (Fed. Cir. 2006).   

 

Respondent declines to provide a narrative answer to this interrogatory because the interrogatory asks for 

information that is available from its business and electronically stored records.  Fed. R. Civ. P. 33(d).  

Respondent objects to this request to the extent it is over broad and unduly burdensome.  Respondent also 

objects to the extent this request calls for speculation by Respondent as to each and every individual who 

may have knowledge about Respondent’s prior use of the COMFORTCLUB mark.  Respondent would refer 

Petitioner to Respondent’s Rule 26(a)(1) disclosures for a list of those individuals Respondent believes have 

the most knowledge about the facts of this case.  Subject to the foregoing objections and without waiving 

the same, a complete response regarding each individual’s knowledge, is best addressed via a deposition of 

that individual by Petitioner, rather than a written interrogatory response from Respondent.  Given the 

speculative nature of this interrogatory, Respondent bases each of its responses below on information and 

belief, and in the interest of cooperation, responds as fully as it can, with the understanding that it reserves 

the right to supplement or amend this response and Respondent’s belief should in no way limit the sworn 

testimony of the individuals listed herein.    

John Paccuca, Blue Stream Services, Inc., 850 Vandalia Street, Suite 120, Collinsville, IL 62234.  It is 
believed that Mr. Paccuca has information and knowledge regarding Respondent’s priority of use over that 

of Petitioner.   
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Travis Barnaby, 4620 Industrial Street, Suite C, Rowlett, TX 75088, an employee of Barnaby Heating & Air 
and has worked in Respondent’s office and it is believed that Mr. Barnaby has information and knowledge 

regarding Respondent’s priority of use over that of Petitioner.   

 

Shelby Cuellar, 4800 Northway Drive, Apartment 2N, Dallas, TX 75206, the nephew of Respondent’s Mr. 
Charlie Barnaby, an employee of Barnaby Heating & Air and has worked in Respondent’s office and it is 

believed that Mr. Barnaby has information and knowledge regarding Respondent’s priority of use over that 

of Petitioner.  
 

Thomas Dougherty, 6305 Carrizo Drive, Granbury, TX 76049.  It is believed that Mr. Dougherty has 

information and knowledge regarding Respondent’s priority of use over that of Petitioner.   
  

Paul Riddle, Vice President of Operations for Clockwork Home Services.  Mr. Riddle has information 

regarding the history and use of the COMFORTCLUB mark by Barnaby, prior to use of the Mark by 

Petitioner.   
 

Randy Kelley, 1510 Stevens St., The On Time Experts, Dallas, Texas 75218.  Mr. Kelley is a former 
franchisee of Petitioner and it is believed that Mr. Kelley has information pertaining to Petitioner’s use of 

the “Comfort Club” mark.  Mr. Kelly is a former franchisee of Petitioner’s and has knowledge of 

Respondent’s priority of use of the COMFORTCLUB mark over that of Petitioner.   
 

Mr. Jay Rol, Rol Air, Plumbing and Heating, 7510 Lannon Avenue NE, Albertville, MN 55301.  Mr. Rol is 

a current user of the COMFORTCLUB mark under license from McAfee Heating & Air Conditioning, Inc. 

and has information pertaining to McAfee Heating & Air’s use of the COMFORTCLUB mark in 
commerce.    

 

Juli Cordray Barnaby Heating & Air LLC, 4620 Industrial Street, Suite C, Rowlett, TX 75088.  Ms. 
Cordray is an employee of Barnaby Heating & Air and was in the office during Mr. Barnaby’s telephone 

conversations with Petitioner’s employee, Mr. Paul Riddle. 

  

Greg McAfee, McAfee Heating & Air Conditioning, Inc., 4770 Hempstead Station Dr., Kettering, Ohio 
45429.  Mr. McAfee is the owner of McAfee Heating & Air Conditioning, Inc., the current assignee of the 

COMFORTCLUB mark from Respondent.  It is believed that Mr. McAfee has knowledge of McAfee’s 

priority over that of Petitioner, given McAfee’s use of the COMFORTCLUB mark in commerce since 1999.  
See the documents produced in response to various Requests for Production, submitted herewith.   

 

Charlie Barnaby owns and operates Barnaby Heating & Air and has intimate knowledge of the conception, 
development, marketing, and continuous use of the COMFORTCLUB mark by Respondent since January 

2007.   

 

INTERROGATORY  NO. 25: 

Identify all persons having knowledge of allegations and facts which you asserted in these interrogatory 

responses and describe the substance of those persons' knowledge. 

 

ANSWER: 
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Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 date, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  Given 

the delay in service, and the lack of a stipulation between the parties to extend the discovery period in this 

case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery devices, namely, 

discovery depositions, interrogatories, requests for production of documents and things, and requests for 

admission, are available for use only during the discovery period.  See Smith International, Inc. v. Olin 

Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 UPSQ 372 

(TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  TBMP § 

403.01.   

 

Respondent objects to this interrogatory because it asks for opinions and contentions and is premature until 

additional discovery is conducted, including, but not limited to, the service of business records affidavits or 

certified business records requests, depositions on written questions, and the depositions of known, or 

unknown, fact witnesses are conducted and/or completed.  Fed. R. Civ. P. 33(a)(2); see Kartman v. State 

Farm Mutl. Auto. Ins. Co., 247 F.R.D. 561, 566 (S.D. Ind. 2007); see also O2 Micro Int’l v. Monolithic 

Power Sys. 467 F.3d 1355, 1365 (Fed. Cir. 2006).   

 

Subject to the foregoing objections and without waiving same, see Respondent’s response to Interrogatory 

No. 25, above. 

 

INTERROGATORY NO. 26: 

Identify each person whom Respondent may call to testify on his behalf in this Cancellation.   

 

ANSWER: 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests include a June 4, 2014 date, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  Given 

the delay in service, and the lack of a stipulation between the parties to extend the discovery period in this 
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case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery devices, namely, 

discovery depositions, interrogatories, requests for production of documents and things, and requests for 

admission, are available for use only during the discovery period.  See Smith International, Inc. v. Olin 

Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 UPSQ 372 

(TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  TBMP § 

403.01.   

 

Respondent also objects to the extent this request calls for Respondent to marshal its trial witness list, or 

disclose its trial strategies.  Respondent also objects tot eh extent this request calls for speculation from 

Respondent as to whom Respondent may call to testify at the trial in this case.  Subject to the foregoing 

objections and without waiving same, Respondent may call any and all individuals with knowledge of 

Respondent’s first use of the COMFORTCLUB mark prior to use by Petitioner, and any and all individuals 

disclosed by Petitioner and/or Respondent in documents or discovery responses in this case.    

 

Subject to the foregoing objections and without waiving same, see Respondent’s response to Interrogatory 

No. 25, above.  Respondent specifically reserves the right to supplement this response as this proceeding 

progresses.   

 

INTERROGATORY  NO. 27: 

Describe all facts and identify all documents and things relating to and supporting Respondent's Affirmative 

Defenses in its Answer to Petitioner's Petition to Cancel. 

Identify all documents and things on which Respondent intends to rely in this Cancellation. 

 

ANSWER: 

 

Respondent objects to the Petitioner’s First Set of Interrogatories in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  

Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also dated June 4, 2014, on 

June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the morning of July 2, 

2014.   Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 
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period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.  

 

  Further, Respondent declines to provide a narrative answer to this interrogatory because the interrogatory 

asks for information that is available from its business and electronically stored records.  Fed. R. Civ. P. 

33(d).  

 

Subject to the foregoing objections, and without waiving same, Respondent will rely on any and all 

documents that tend to support its defenses in this case, including, but not limited to any and all documents 

identified in Interrogatories Nos. 1 – 26, above.  Respondent specifically reserves the right to supplement 

this response.   

 

RESPONDENT’S OBJECTIONS AND RESPONSES TO PETITIONER’S 

FIRST REQUESTS 

FOR THE PRODUCTION OF DOCUMENTS AND THINGS 

 

REQUEST FOR PRODUCTION NO. 1: 

All documents and things identified in Respondent's responses to Petitioner's First Set of Interrogatories to 

Respondent served in connection with this Cancellation. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 
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extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  

Subject to the foregoing objections, and without waiving same, see documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 2: 

 

All documents and things not identified in Respondent's responses to Petitioner's First Set of 

Interrogatories to Respondent which nonetheless were reviewed or relied upon by Respondent in preparing 

answers to said Interrogatories,  or which support Respondent's responses thereto. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Respondent objects to this request to the extent it is over broad and unduly burdensome.  Subject to the 

foregoing objections and without waiving same, see documents attached hereto. 
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REQUEST FOR PRODUCTION NO. 3: 

 

All documents and things relating to the following: 

 
(a) Respondent's creation, selection, development, clearance, approval, and adoption of 

Respondent's Mark, including all documents relating to any trademark searches which were conducted by 

or for Respondent in connection with Respondent's Mark, the results thereof, and samples of any marks or 

names considered and rejected. 

(b) The content or result of any meeting or discussion at which Respondent's consideration, 

acquisition, selection, approval, or adoption of Respondent's Mark were discussed; 

 
(c) Further investigations conducted by or on behalf of Respondent into the current status of 

any marks uncovered by trademark searches which were conducted by or for Respondent in connection 

with Respondent' s Mark; 

(d) Information, notice, or opinion(s) concerning conflict or potential conflict associated 

with your adoption, use, or registration of Respondent's Mark; 

(e) All communications in which a person has recommended or cautioned against 

Respondent's acquisition, selection, development, adoption , or use of Respondent' s Mark; and 

(f) All information, notices, or opinions concerning the availability of Respondent' s Mark for use or 

registration. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the date 

of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this 

case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  

Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also dated June 4, 2014, on June 
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5, 2014, but Respondent did not receive Petitioner’s discovery requests until the morning of July 2, 2014.  

Given the delay in service, and the lack of a stipulation between the parties to extend the discovery period in 

this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery devices, 

namely, discovery depositions, interrogatories, requests for production of documents and things, and requests 

for admission, are available for use only during the discovery period.  See Smith International, Inc. v. Olin 

Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 UPSQ 372 (TTAB 

1978).  Respondent has no obligation to respond to an untimely request for discovery.  TBMP § 403.01.  

Respondent is willing to enter into a reciprocal extension of the discovery deadline in this case, following a 

conference between the parties, or a hearing on this matter.   

 

Respondent objects to this request to the extent it is over broad and unduly burdensome.  Subject to the 

foregoing objections and without waiving same, see responsive documents attached hereto. 

REQUEST FOR PRODUCTION NO. 4: 

 

All documents and things  relating  to communications  issued  or  received  by  Respondent  relating  to 

Respondent's  Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 
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request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto. 

 

REQUEST FOR PRODUCTION NO. 5: 

 
All documents and things relating to communications issued or received by Respondent relating to 

Petitioner's Marks. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

  Had Petitioner served a timely request to obtain copies of these documents, Respondent may have been 

able to provide this material to Petitioner.  Because the burden of deriving the answer is substantially the 

same for both parties, and because Respondent has not been provided sufficient notice of Petitioner’s 

request for these documents, and because the discovery period is over, Respondent is under no obligation 

under the Federal Rules of Civil Procedure, or under TBMP § 403.01 to provide a response to Petitioner’s 

request.  Id.  If the parties can agree to a reciprocal extension of the discovery deadlines in this case, 

Respondent will provide assistance to Petitioner in retrieving electronically stored records.  
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Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 

 

 

REQUEST FOR PRODUCTION NO. 6: 

 

All documents and things relating to the first use anywhere and the first use in commerce of Respondent's 

Mark by or on behalf of Respondent. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto. 

 

REQUEST FOR PRODUCTION NO. 7: 

 

All documents and things relating to or identifying the nature of Respondent's business, including all 

products and services ever offered by Respondent. 

ANSWER: 
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Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

 ulate about what information Petitioner is seeking from Respondent via this particular request.  

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 

 

REQUEST FOR PRODUCTION NO. 8: 

 

Representative examples - such as products, labels, packaging, tags, brochures, advertisements, promotional 

items, point of sale displays, websites, informational literature, stationery, invoices, or business cards - 

showing each and every variation in the form of Respondent's Mark which Respondent (or other parties 

with Respondent's consent) has used, uses, or plans to use depicting Respondent's Mark.  

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 
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Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  

 

 Subject to the foregoing objections and without waiving same, see responsive documents attached hereto. 

 

 

REQUEST FOR PRODUCTION NO. 9: 

All documents and things relating to any plans which Respondent has to expand the types of goods or 

services currently offered under Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 
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discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, none.   

 

REQUEST FOR PRODUCTION NO. 10: 

 

All documents and things relating to the types of customers to whom Respondent has provided or is 

providing products or services identified by Respondent' s Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

  Subject to the foregoing objections and without waiving same, see responsive documents attached hereto. 

 

REQUEST FOR PRODUCTION NO. 11: 

 

All documents supporting or negating Respondent's priority and ownership of COMFORTCLUB, 

including all documents and things relating to the first use anywhere and the first use in commerce of 

Petitioner's Mark. 
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ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto. 

 

REQUEST FOR PRODUCTION NO. 12: 

 

All agreements and policies between Petitioner and Respondent, Respondent and SGI, and Respondent 

and AirTime 500. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 
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extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

 ulate about what information Petitioner is seeking from Respondent via this particular request.  

 

REQUEST FOR PRODUCTION NO. 13: 

 

All written communications between Petitioner and Respondent, Respondent and SGI, and Respondent 

and AirTime 500. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

REQUEST FOR PRODUCTION NO. 14: 
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All documents and things relating to Respondent's attendance of any Success Day or Success Academy 

events, CONGRESS franchise events, SGI EXPO events, BRAND DOMINANCE events, and Senior 

Tech events, including without limitation all 2008 events and sessions. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, Respondent did not attend the majority of 

the seminars listed above and Respondent is unfamiliar with many of the entities listed above.  See 

Respondent’s general objections to Petitioner’s definitions, as set forth above. Subject to the foregoing 
objections and without waiving same, see responsive documents attached hereto.   

 

REQUEST FOR PRODUCTION NO. 15: 

 

All documents and things relating to Respondent's past, present, and future marketing plans and methods 

 

for products or services identified by Respondent's Mark. 
 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  
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Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 16: 

 
All documents and things relating to your distribution of and trade channels for the services identified by 

 
Respondent' s Mark. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 
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Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 17: 

 

All documents and things relating to ·communications between Respondent and third parties concerning 

the advertisement or promotion of Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

REQUEST FOR PRODUCTION NO. 18: 

 

All documents and things relating to communications between Respondent and any third party, including 

consumers, concerning Respondent's Mark or Petitioner's Mark. 

ANSWER: 
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Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Respondent also objects to the extent this request is not narrowly tailored to a specific fact, or issue in this 

matter, and as such would require Respondent to speculate about what information Petitioner is seeking 

from Respondent via this particular request.  

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 19: 

 
All documents and things relating to expenses for advertisement or promotion of Respondent's Mark, 

including all documents that summarize or tabulate existing or projected advertising expenditures and 

expenses associated with Respondent's use of Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 
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Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Respondent objects to this request to the extent it is over broad and unduly burdensome.  Subject to the 

foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 20: 

 

All documents and things relating to communications between Respondent and any third party, including 

consumers and Petitioner franchisees, concerning products and services on which Respondent uses, or has 

used, the term COMFORTCLUB in commerce. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  
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See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 21: 

 
All documents and things relating to Petitioner 's Marks, including all documents and things relating to any 

search, inquiry, investigation, or marketing survey that has been, is being, or will be conducted relating  to 

Petitioner's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

  Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 22: 
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All documents and things relating to any possibility of confusion, mistake, or deception as to the source 

 

of original or sponsorship of any product or service arising out of use of Respondent's Mark. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Respondent objects to this request to the extent it is over broad and unduly burdensome.  Subject to the 

foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 23: 

 

All documents  and  things relating  to any  likelihood  of confusion,  deception  or  mistake  between 

 

Respondent's Mark and Petitioner's Marks, including Petitioner's Mark as used by licensee. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  



 
PAGE 49 OF 123 

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 24: 

 

All documents and things relating to any instances of actual confusion between Respondent's Mark and 

Petitioner's Marks, including but not limited to documents arid things relating to misdirected mail, e-mail, 

or telephone calls. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  
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See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 25: 

 

All documents and things relating to any instances of actual confusion regarding a connection between 

Petitioner or Petitioner's services and Respondent. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 26: 

 

All  documents and  things  relating to  Respondent's communications with  third  parties  regarding this 
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proceeding. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 27: 

 

All documents and things relating to any communications between Respondent and Petitioner concerning 

Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 
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morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Because the burden of deriving the answer is substantially the same for both parties, and because 

Respondent has not been provided sufficient notice of Petitioner’s request for these documents, and because 

the discovery period is over, Respondent is under no obligation under the Federal Rules of Civil Procedure, 

or under TBMP § 403.01 to provide a response to Petitioner’s request.  Id.  

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 

 

REQUEST FOR PRODUCTION NO. 28: 

 

All documents and things relating to any communications between Respondent and any other party who 

has used or owns any rights in any names or marks, including design marks, which are comprised of or 

include the words COMFORT or CLUB. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 
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documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 29: 

 

All documents and things relating to the strength or distinctiveness of Respondent's Mark or Petitioner 's 

Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 30: 
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All documents and things relating to any application(s) submitted by Respondent to register, maintain, or 

 
modify Respondent's Mark on any trademark register worldwide, and any registration(s) issued as a result 

 

thereof. 
 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 31: 

 

All documents and things identified in Respondent's Initial Disclosures. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 
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discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 32: 

 

All documents and things not identified in Respondent's Initial Disclosures which nonetheless were 

reviewed or relied upon in preparing Respondent's Initial Disclosures. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   
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Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 33: 

 

All documents showing or relating to Respondent's awareness of, and  first dates of awareness of 

Petitioner's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 34: 

 
All documents and things showing use of the term COMFORTCLUB in  commerce by Respondent  in 

connection with the sale, offer for sale, and/or distribution of any product or service at any time. 

ANSWER: 
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Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 35: 

 

All documents relating to or detailing Respondent's selection of Respondent's Mark and the decision to file 

a U.S. Trademark application for COMFORTCLUB. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 
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entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 36: 

 

All documents relating to the goods and services with which Respondent's Mark has been, is intended to 

be, or is currently used. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  
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REQUEST FOR PRODUCTION NO. 37: 

 
All documents and things upon which Respondent bases its denial of Petitioner's allegation in paragraph 8 

of Petitioner's Petition to Cancel in this proceeding that "Respondent, Barnaby Heating and Air, has been 

an AirTime member and licensee of Petitioner since August 21, 2007." 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 38: 

 
All documents and things upon which Respondent bases its denial of Petitioner's allegation in paragraph 

22 of Petitioner's Petition to Cancel in this proceeding that "Petitioner introduced its COMFORTCLUB 

mark at CONGRESS in 2006 ... and has come to be associated with the maintenance plans offered by 

franchisees and member affiliates for the performance and delivery of home heating, air conditioning and 

ventilation services." 
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ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 
REQUEST FOR PRODUCTION NO. 39: 

 

All documents and things upon which Respondent bases its denial of Petitioner' s allegation in paragraph 

23 of Petitioner's Petition to Cancel in this proceeding that "Petitioner has priority based upon its prior use 

and contractual ownership of Petitioner's 'COMFORTCLUB' Mark." 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 
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morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 40: 

 
All documents and things upon which Respondent bases its denial of Petitioner's allegation in paragraph 

23 of Petitioner's Petition to Cancel in this proceeding that Respondent's COMFORTCLUB mark is 

virtually identical to Petitioner's COMFORTCLUB in sound, appearance, connotation, and form. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   
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Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 41: 

 

All documents and things upon which Respondent bases its denial of Petitioner's allegation in paragraphs 

36 and 37 of Petitioner's Petition to Cancel in this proceeding. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 42: 

 

All documents and things upon which Respondent bases its other denials and admissions in. Respondent's 

Answer to the Petition to Cancel in this proceeding. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 
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date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

REQUEST FOR PRODUCTION NO. 43: 

 

All documents and things upon which Respondent bases its First Affirmative Defense in paragraph 41 - 

 

Failure to State a Claim. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  
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See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 44: 

 

All documents and things upon which Respondent bases its Second Affirmative Defense in paragraph 42- 
Priority. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 
REQUEST FOR PRODUCTION NO. 45: 

 

All documents and things upon which Respondent bases its Third Affirmative Defense in paragraph 43 - 

Fair Use. 
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ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 46: 

 

All documents and things upon which Respondent bases its Fourth Affirmative Defense in paragraph 44 - 
Statute of Limitations. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 
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entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 47: 

 
All documents and things upon which Respondent bases its Fifth Affirmative Defense in paragraph 45 - 

Estoppel. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 48: 
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All documents and things upon which Respondent bases its Sixth Affirmative Defense in paragraph 46 - 

Laches. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 49: 

 

All documents and things upon which Respondent bases its Seventh Affirmative Defense in paragraph 47 -
Acquiescence. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 
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morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 
REQUEST FOR PRODUCTION NO. 50: 

All documents and things upon which Respondent bases its Eighth Affirmative Defense in paragraph 48 - 

No Liability. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  
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REQUEST FOR PRODUCTION NO. 51: 

 

All documents and things upon which Respondent bases its Ninth Affirmative Defense in paragraph 49 - No 

Standing. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

Trial and Appeal Board.   

 

REQUEST FOR PRODUCTION NO. 52: 

 

All documents and things upon which Respondent bases its Tenth Affirmative Defense in paragraph 50 -  

Non-Use and Abandonment. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 
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Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 
REQUEST FOR PRODUCTION NO. 53: 

 

All documents and things upon which Respondent bases its Eleventh Affirmative Defense in paragraph 51. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 
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discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 54: 

 

All documents and things identified in Respondent's Answer to the Petition to Cancel in this proceeding. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 
REQUEST FOR PRODUCTION NO. 55: 

 

All documents referring  or relating  to Respondent' s uses of any term  comprised  of or containing 

"COMFORT " and/or "CLUB" including but not limited to use as the common commercial name for a type 

of product or service, to describe a feature or characteristic of any product or service, as a verb, or in 

lowercase letters. 
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ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

REQUEST FOR PRODUCTION NO. 56: 

 

All documents and things sufficient to identify the particular market or market segment in which 

Respondent's services compete, and all competitors. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 
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entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 57: 

 

Representative examples of advertising and promotional materials in each media used (e.g., print, 

television, radio, internet, direct mail, billboards) featuring, displaying, or containing Respondent's Mark  

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto.  
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REQUEST FOR PRODUCTION NO. 58: 

Representative samples of all websites, advertisements, catalogs, brochures, posters, flyers, and any other 

printed or online promotional materials that have ever been used by Respondent in connection with 

Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Respondent objects to this request to the extent it is over broad and unduly burdensome.  Subject to the 

foregoing objections and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 59: 

 

Documents sufficient to show all media (e.g., print, television, radio, internet, direct mail, billboards) in 

which Respondent has advertised or promoted Respondent's Mark, including but not limited to media 

schedules and advertising plans. 

ANSWER: 
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Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 

 

REQUEST FOR PRODUCTION NO. 60: 

 

Documents sufficient to show the type, identity, and geographic distribution of all media in which 

Respondent has advertised or intends to advertise goods and services using Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 
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entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 

 
 

REQUEST FOR PRODUCTION NO. 61: 

 
All press releases, articles, and clippings relating to or commenting upon Respondent's Mark or 

Respondent's services. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 
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REQUEST FOR PRODUCTION NO. 62: 

 

Documents sufficient to show all forms in which Respondent has depicted, displayed, or used 

Respondent's Mark, including but not limited to all designs, stylizations, and/or logos. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 

 

REQUEST FOR PRODUCTION NO. 63: 

 

To the extent not covered by other requests, all documents referring or relating to investigations, searches, 

research focus groups, reports, surveys, polls, studies, searches, and opinions conducted by or for 

Respondent relating or referring to Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 
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date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, none. 

 

REQUEST FOR PRODUCTION NO. 64: 

 
All documents referring or relating to any objections Respondent has received concerning his use and/or 

registration of Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 
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documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 

REQUEST FOR PRODUCTION NO. 65: 

 

Documents sufficient to identify the annual sales revenues in units from sales of goods and services by 

Respondent under Respondent's Mark.  

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

 ulate about what information Petitioner is seeking from Respondent via this particular request.  

 

REQUEST FOR PRODUCTION NO. 66: 

Documents sufficient to identify any advertising expenses incurred by Respondent in connection with use 
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of Respondent' s Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto. 

REQUEST FOR PRODUCTION NO. 67: 

 

Documents sufficient to identify the annual advertising and promotional expenditures for Respondent's 

Goods from the first use of Respondent's Mark to the present. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 
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extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 
Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto.   
 

REQUEST FOR PRODUCTION NO. 68: 

 

All documents referring or relating to Respondent's annual expenditures for developing and marketing 

Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto.  

 

REQUEST FOR PRODUCTION NO. 69: 
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All documents referring or relating to judicial or administrative proceedings in any forum referring or 

relating to Respondent' s Mark and/or Respondent's Goods, other than this proceeding. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see the materials found on the site, 

www.uspto.gov, relating to the application and registration of Respondent’s COMFORTCLUB mark, see 

also all responsive documents attached hereto.   

REQUEST FOR PRODUCTION NO. 70: 

 

All documents referring or relating to all adversarial proceedings to which Respondent has been a party , 

including domain name disputes, inter-party proceedings before the U.S. Trademark Trial & Appeal Board 

or other nation 's trademark offices, or lawsuits filed in a court anywhere in the world. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  
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Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, none. 

REQUEST FOR PRODUCTION NO. 71: 

 

All documents referring or relating to agreements Respondent has entered into (oral or written) relating to 

Respondent's Mark, including but not limited to development agreements, license agreements, co- 

branding agreements, consent agreements, coexistence agreements, assignments, settlement agreements, 

and advertising agreements. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 
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documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 

Respondent will make additional materials available to counsel for Petitioner for inspection and copying at 

Respondent’s office at a mutually agreeable date and time.   

 

REQUEST FOR PRODUCTION NO. 72: 

 

All documents and things sufficient to identify all uses of Respondent's Mark by Respondent or 

Respondent's licensees, including use in marketing materials, internal materials, and Respondent's 

websites. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   
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Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto. 

Respondent will make additional materials available to counsel for Petitioner for inspection and copying at 

Respondent’s office at a mutually agreeable date and time.   

 

REQUEST FOR PRODUCTION NO. 73: 

 

All documents and things sufficient to identify the meaning of Respondent's Mark and the messages that 

Respondent intends to convey to consumers with respect to Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Respondent also objects to the extent this request is not narrowly tailored to a specific fact, or issue in this 

matter, and as such would require Respondent to speculate about what information Petitioner is seeking 

from Respondent via this particular request.  

 

REQUEST FOR PRODUCTION NO. 74: 

 

All documents and things sufficient to identify the ways in which the type of consumer to whom 

Respondent has been marketing or will market its goods and services under Respondent's Mark is different 
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from the type of consumer to whom Respondent believes Petitioner is marketing its goods and services. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

 ulate about what information Petitioner is seeking from Respondent via this particular request.  

 

REQUEST FOR PRODUCTION NO. 75: 

 

All documents referring or relating to all known third-party uses of terms comprised of or containing 

"Comfort" and "Club" in connection with HVAC or any other goods or services offered by Respondent, or 

use of "comfortclub" as the common commercial name for a type of product or service, to describe a 

feature or characteristic of any product or service, as a verb, or in lowercase letters. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 
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Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto, 

Respondent will make additional materials available to counsel for Petitioner for inspection and copying at 

Respondent’s office at a mutually agreeable date and time.   

 

REQUEST FOR PRODUCTION NO. 76: 

 

All documents relied upon by Respondent to support the allegation in its application for U.S. Registration 

No. 3,618,331 that "to the best of his/her knowledge and belief no other person, firm, corporation, or 

association has the right to use the mark in commerce, either in the identical form thereof or in such near 

resemblance thereto as to be likely, when used on or in connection with the goods/services of such other 

person, to cause confusion, or to cause mistake, or to deceive." 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 
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morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto.   

 

REQUEST FOR PRODUCTION NO. 77: 

 

All documents relied upon by Respondent to support the allegation in its application for U.S. Registration 

No. 3,618,331 that Respondent was the rightful "owner of the trademark/service mark sought to be 

registered." 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   
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Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto, 

Respondent will make additional materials available to counsel for Petitioner for inspection and copying at 

Respondent’s office at a mutually agreeable date and time.   

 

REQUEST FOR PRODUCTION NO. 78:  

 
All documents  referring  or  relating  to  any  and  all  interactions  Respondent  had  with  Petitioner  or 

Petitioner's legal representatives prior to the filing of its application for U.S. Registration No. 3,618,331.   

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto.   

 

REQUEST FOR PRODUCTION NO. 79: 

All documents referring or relating to Respondent's reasons for selecting the mark "COMFORTCLUB" as a 

compounded or unitary mark. 

ANSWER: 
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Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto.   

REQUEST FOR PRODUCTION NO. 80: 

 

All documents referring or relating to the similarity of Respondent's COMFORTCLUB mark and 

Petitioner's COMFORTCLUB mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  
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See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto.   

REQUEST FOR PRODUCTION NO. 81: 

 

All documents referring or relating to the priority and seniority of Petitioner's COMFORTCLUB mark.  

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, see responsive documents attached hereto.   

 

REQUEST FOR PRODUCTION NO. 82: 

All documents referring or relating to the similarity in the services listed in the Respondent's Mark and the 

services marketed or sold by Petitioner under Petitioner's Mark. 
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ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objections, and without waiving same, Petitioner and Respondent are not similar 

entities, as Petitioner is not an actual provider of air conditioning and heating services, and thus, Petitioner’s 

application is further suspect and contains additional willful misstatements, and has been abandoned.  

 

REQUEST FOR PRODUCTION NO. 83: 

 

All documents and things relating to Respondent's  document  retention  and  destruction policies or 

guidelines, if any, which may relate to documents covered by any request herein. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 
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morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, none.   

 

REQUEST FOR PRODUCTION NO. 84: 

 

All documents Respondent intends to introduce into evidence in this proceeding. 

 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

  As written, Petitioner’s request would require Respondent to marshal its evidence, in direct contradiction 
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of the existing scheduling order and deadlines in this proceeding.  Respondent specifically reserves the right 

to supplement this response in accordance with the deadlines in this proceeding.   

REQUEST FOR PRODUCTION NO. 85: 

 
All documents on which Respondent intends to rely during the testimony period in support of 

Respondent's case and all other documents relating to such  documents. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

  As written, Petitioner’s request would require Respondent to marshal its evidence, in direct contradiction 

of the existing scheduling order and deadlines in this proceeding.  Respondent specifically reserves the right 

to supplement this response in accordance with the deadlines in this proceeding.   

 

REQUEST FOR PRODUCTION NO. 86: 

 

For each fact witness whom Respondent intends to call in this proceeding, please produce the following: 

 
(a) A resume or employment history; 

 

(b) A written report containing a complete statement of all of his or her opinions and 
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conclusions relevant to this case and the grounds therefor; and 

(c) Other information considered by the witness in forming his or her 

opinions.  

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

  As written, Petitioner’s request would require Respondent to marshal its evidence, in direct contradiction 

of the existing scheduling order and deadlines in this proceeding.  Respondent specifically reserves the right 

to supplement this response in accordance with the deadlines in this proceeding.   

 

REQUEST FOR PRODUCTION  NO. 87: 

All documents and things supporting cancellation of Respondent's Mark because Respondent perpetrated 

fraud on the USPTO. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  
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Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, none.   

 

REQUEST FOR PRODUCTION NO. 88: 

 

All documents and things supporting Respondent' s position that it did not perpetrate fraud on the USPTO 

with respect to Respondent's Mark. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  
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See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections and without waiving same, see responsive documents attached hereto. 

 

REQUEST FOR PRODUCTION NO. 89: 

 
All documents and things relating to each expert witness Respondent has engaged in connection with this 

proceeding, including but not limited to, resumes, curriculum vitae, references, promotions, matters, 

opinions, reports, exhibits, and communications concerning any issue presented or considered herein. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, none.  Respondent specifically reserves the 

right to supplement this response.   
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REQUEST FOR PRODUCTION NO. 90: 

 

Any written report, memorandum, opinion, or other written documents and things regarding either 

Respondent's Mark or Petitioner's Marks that was prepared by any expert witness, regardless of whether 

Respondent presently intends to call such expert witness in this proceeding. 

ANSWER: 

Respondent objects to the Petitioner’s First Request for Production of Documents in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objections, and without waiving same, none.  Respondent specifically reserves the 

right to supplement this response.   

 

 

RESPONDENT’S OBJECTIONS AND RESPONSES 

TO PETITIONER’S FIRST REQUESTS FOR ADMISSION 

 

REQUEST FOR ADMISSION NO.1: 

Respondent has no valid rights in the mark COMFORTCLUB or any variation thereof.   At no time was 

Respondent the owner of COMFORTCLUB.  



 
PAGE 99 OF 123 

Answer:   

Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  

Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also dated June 4, 2014, on 

June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the morning of July 2, 

2014.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the discovery deadline in this 

case, following a conference between the parties, or a hearing on this matter.   

 

 
Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 2: 

 

Petitioner  is the  rightful  owner  of  the COMFORTCLUB  Mark  as  used  for Petitioner's services  and 

Respondent's services in the U.S. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 
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extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 3: 

 
At no time was Respondent the owner of COMFORTCLUB.  

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION  NO.  4: 

Petitioner's Mark has been in use in interstate commerce by Petitioner and/or licensees of Petitioner since at 

least as early as 2006. 
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Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objection(s), denied.  

 
REQUEST FOR ADMISSION NO. 5: 

 

Respondent has been an AirTime 500 member and licensee of Petitioner since August 21, 2007, by signing 

the AirTime Member Agreement, Respondent agreed that "AirTime wholly owns and/or has protectable 

legal rights in and to the AirTime Resources whether ...(b) the AirTime Resources are subject to copyright, 

trademark ,tradename, and/or patent rights of AirTime ..."  In the Member Agreement, Respondent agreed 

"[n]ot to use any or all of the AirTime Resources for any purpose other than your valid participation in the 

AirTime Program . ..[and N]othing in this Agreement shall be construed as conveying to you ...(ii) any 

license to use, sell, exploit, .copy or further develop any such AirTime Resources." Petitioner's Mark falls 

under the umbrella of the term "AirTime Resources" as described in said Member Agreement. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 



 
PAGE 102 OF 123 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 6: 

 

Respondent attended an SGI "Senior Tech" course in March, 2008.  Petitioner's COMFORTCLUB Mark 

and Petitioner's services were discussed and promoted to Airtime members and licensees at the SGJ 

"Senior Tech" course in March, 2008. 

Answer:   

Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  

Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also dated June 4, 2014, on 

June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the morning of July 2, 

2014.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the discovery deadline in this 
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case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 7: 

 

Respondent, without the authorization of Petitioner, filed Application No. 77/420,784 for 

COMFORTCLUB after attending an SGI course covering Petitioner's services rendered under Petitioner's 

Mark. 

Answer:   

Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the date of actual 

delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in this case 

closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but Respondent did not 

receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, Respondent 

received Petitioner’s discovery requests nearly 30 days following the close of discovery in this case.  

Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also dated June 4, 2014, on 

June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the morning of July 2, 

2014.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the discovery deadline in this 

case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 8: 

 

At all relevant times, Respondent's use of COMFORTCLUB was only as a licensee of Petitioner pursuant 

to Respondent's AirTime Member Agreement. Respondent was never an owner of the COMFORTCLUB 
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mark. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 9: 

 

Respondent' s Application No. 77/420,784 for Respondent's Mark was filed fraudulently. Respondent' s 

Mark is thus void. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 
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documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 10: 

 

Petitioner used the mark COMFORTCLUB m U.S. commerce before any use of the mark 

COMFORTCLUB in U.S. commerce by Respondent commenced. 

 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objection(s), denied. 
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REQUEST FOR ADMISSION NO. 11: 

 

Prior to March 13, 2008, the filing of Application No. 77/420,784, Respondent was aware of Petitioner's 

senior and prior right in Petitioner's Mark for both Petitioner's services and Respondent's services. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 12: 

 
Respondent's Mark is identical to Petitioner's Mark.  

 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 
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dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 13: 

Respondent's Mark is confusingly similar to Petitioner's Mark.   

Answer: Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the date 

of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in 

this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but Respondent did 

not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also dated June 4, 2014, 

on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the morning of July 2, 

2014.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the discovery deadline in this 

case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  
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REQUEST FOR ADMISSION NO. 14: 

Respondent's services are the same as Petitioner's services.  

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 

Subject to the foregoing objection(s), denied.  

REQUEST FOR ADMISSION NO. 15: 

Respondent's services are sold through the same channels of trade as Petitioner's services and directed to the 

same consumers. 

Answer: Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the date 

of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in 

this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but Respondent did 

not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also dated June 4, 2014, 

on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the morning of July 2, 

2014.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 
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devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the discovery deadline in this 

case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 16: 

 

Respondent is no longer an AirTime Member and is using the COMFORTCLUB mark without 

authorization from Petitioner. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), as drafted, Respondent is unable to admit or deny this request.  

 

REQUEST FOR ADMISSION NO. 17: 

 

Respondent's Mark so closely resembles Petitioner's Mark such as to cause confusion, mistake, or 
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deception, and/or to cause the consuming public to believe that Respondent's services marketed or sold in 

connection with Respondent's Mark originate with or are sponsored, endorsed, licensed, authorized and/or 

affiliated or connected with Petitioner and/or Petitioner' s services in violation of Section 2(d) of 

the Lanham Act. 

 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

 

 

REQUEST FOR ADMISSION NO. 18: 

 

Petitioner is and will be damaged by registration of Respondent's Mark.  

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 
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morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 19: 

Petitioner's rights in Petitioner's Mark predate any use by Respondent of Respondent' s Mark in U.S. 

commerce. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

REQUEST FOR ADMISSION NO. 20: 
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All use of the COMFORTCLUB mark by Respondent inured to the benefit of Petitioner, the rightful 

owner of the COMFORTCLUB mark in the U.S.· 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 21: 

 

On March 13, 2008, Respondent's Owner and Principle Partner, Mr. Charles Barnaby, was aware of 

Petitioner's senior rights in COMFORTCLUB but signed a fraudulent declaration in support of 

Respondent's Application No. 77/420,784, with an intent to deceive. the U.S. Trademark Office into 

granting registration of Respondent's Mark. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 



 
PAGE 113 OF 123 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO.22: 

 

On March 13, 2008, Respondent's Owner and Principle Partner, Mr. Charles Barnaby, was aware of that it 

was not the rightful owner of the COMFORTCLUB Mark and Application No. 77/420,784, but signed a 

fraudulent declaration in support of Respondent's application for registration of Respondent's Mark, with 

an intent to deceive the U.S. Trademark Office into granting registration of Respondent's Mark. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   
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 Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 23: 

 
Respondent's Declaration in Application No. 77/420,784 stating that "to the best of his/her knowledge and 

belief no other person, firm, corporation, or association has the right to use the mark in commerce, either in 

the identical form thereof or in such near resemblance thereto as to be likely, when used on or in 

connection with the goods/services of such other person, to cause confusion, or to cause mistake, or to 

deceive...." is  false. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 24: 

 

Petitioner established rights in the United States in its COMFORTCLUB Mark prior to 2008.  

 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 
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date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

REQUEST FOR ADMISSION No. 25: 

Since as early as 2006, Petitioner has established extensive, common-law rights in COMFORTCLUB 

 
Mark. 

 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 
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discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

 
REQUEST FOR ADMISSION NO. 26: 

 

Petitioner's rights in COMFORTCLUB date from prior to the filing date of Respondent's Mark or 

Respondent' s alleged use in United States commerce of Respondent's Mark.  

 

Answer: Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the date 

of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  Discovery in 

this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but Respondent did 

not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of Respondent’s, 

Respondent received Petitioner’s discovery requests nearly 30 days following the close of discovery in this 

case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also dated June 4, 2014, 

on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the morning of July 2, 

2014.  Given the delay in service, and the lack of a stipulation between the parties to extend the discovery 

period in this case, Respondent objects to Petitioner’s discovery requests in their entirety.  The discovery 

devices, namely, discovery depositions, interrogatories, requests for production of documents and things, 

and requests for admission, are available for use only during the discovery period.  See Smith International, 

Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. Gulf Oil Corp., 198 

UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely request for discovery.  

TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the discovery deadline in this 

case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

REQUEST FOR ADMISSION NO. 27: 

Respondent' s Mark is not entitled to continued registration pursuant to Section 2(d) of the Trademark Act, 

15 U.S.C. § l 125(d) because it is likely to cause confusion with the Petitioner' s Mark. 

 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 
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Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

REQUEST FOR ADMISSION NO. 28: 

 

Applicant committed fraud on the U.S. Patent and Trademark Office.   

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  
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REQUEST FOR ADMISSION NO. 29: 

Respondent's First Affirmative Defense in paragraph 41 of its Answer to Petitioner's Petition to Cancel is 

without merit and unsupported by evidence. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

 Subject to the foregoing objection(s), denied.  

REQUEST FOR ADMISSION NO. 30: 

 

Respondent' s Second Affirmative Defense in paragraph 42 of its Answer to Petitioner's Petition to Cancel 

is without merit and unsupported by evidence. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 
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extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

REQUEST FOR ADMISSION NO. 31: 

 
Respondent' s Third Affirmative Defense in paragraph 43 of its Answer to Petitioner's Petition to Cancel is 

without merit and unsupported by evidence. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 32: 

 
Respondent' s Fourth Affirmative Defense in paragraph 44 of its Answer to Petitioner's Petition to Cancel 
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is without merit and unsupported by evidence. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 33: 

 

Respondent' s Fifth Affirmative Defense in paragraph 45 of its Answer to Petitioner' s Petition to Cancel is 

without merit and unsupported by evidence. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 
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documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 34: 

 

Respondent's Sixth Affirmative Defense in paragraph 46 of its Answer to Petitioner's Petition to Cancel is 

without merit and unsupported by evidence. 

Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied.  

 

REQUEST FOR ADMISSION NO. 35:  

 

Respondent' s Seventh Affirmative Defense in paragraph 47 of its Answer to Petitioner's Petition to Cancel 

is without merit and unsupported by evidence. 
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Answer:  Respondent objects to the Petitioner’s First Requests for Admission in their entirety given the 

date of actual delivery and service of the Petitioner’s discovery requests, which was July 2, 2014.  

Discovery in this case closed on June 4, 2014.  Petitioner’s discovery requests are dated June 4, 2014, but 

Respondent did not receive Petitioner’s discovery requests until July 2, 2014.  Through no fault of 

Respondent’s, Respondent received Petitioner’s discovery requests nearly 30 days following the close of 

discovery in this case.  Respondent did receive Petitioner’s Supplemental Rule 26(A)(1) Disclosures, also 

dated June 4, 2014, on June 5, 2014, but Respondent did not receive Petitioner’s discovery requests until the 

morning of July 2, 2014.  Given the delay in service, and the lack of a stipulation between the parties to 

extend the discovery period in this case, Respondent objects to Petitioner’s discovery requests in their 

entirety.  The discovery devices, namely, discovery depositions, interrogatories, requests for production of 

documents and things, and requests for admission, are available for use only during the discovery period.  

See Smith International, Inc. v. Olin Corp., 201 USPQ 250 (TTAB 1978), and Rhone- Poulenc Industries v. 

Gulf Oil Corp., 198 UPSQ 372 (TTAB 1978).  Respondent has no obligation to respond to an untimely 

request for discovery.  TBMP § 403.01.  Respondent is willing to enter into a reciprocal extension of the 

discovery deadline in this case, following a conference between the parties, or a hearing on this matter.   

Subject to the foregoing objection(s), denied. 



 

Dated:  September 25, 2014 

 

Respectfully, 

 Barnaby Heating & Air, LLC 
  

 
 

 

 
/s/ Julie Celum Garrigue 

  JULIE CELUM GARRIGUE 

Celum Law Firm, PLLC 
11700 Preston Rd. 

Suite 660, PMB 560 

Dallas, Texas 75230 

P: 214.334.6065 
F: 214.504.2289 

E: Jcelum@celumlaw.com 

 
  Attorney for Respondent 

Barnaby Heating & Air, LLC 

 

 

CERTIFICATE OF SERVICE 

 

I hereby certify that a true copy of the foregoing RESPONDENT’S FIRST AMENDED 

OBJECTIONS AND RESPONSES TO PETITIONER’S FIRST SET OF INTERROGATORIES, 

FIRST REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS, AND FIRST 

REQUEST FOR ADMISSION was served on counsel for Petitioner, this 24th day of September 
2014, by sending the same via Email to: 

 

 

Purvi J. Patel 
Purvi.Patel@haynesboone.com 

Haynes and Boone, LLP 

2323 Victory Avenue, Suite 700 
Dallas, Texas 75219 

 

 
 
 

       _____/s/ Julie Celum Garrigue________ 

      JULIE CELUM GARRIGUE 
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