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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Cancellation No. 92057939
Chrysler Group LLC,
Registration No. 3,912,705
Petitioner, (TM: MOAB INDUSTRIES)
VS.
Moab Industries, LLC,
Respondent.

MOAB INDUSTRIES, LLC'S ANSWER TO PETITION TO CANCEL

Respondent Moab Industries, LLC ("Moalr""Respondenj'now responds to the

Petition to Cancdiiled by Chrysler Group LLC ("Chrysler") as follows:

Chrysler and Its Marks

1. Chrysler is one of the nation's leading manufacturers of automotive vehicles and
producer of the famous Chrysler®, Dodge®, Jeep®, Wrangler®, and Ram® brand cars and
trucks. Respondent is causing damage to Chrysler and to its Jeep®, Wrangler®, and Ram®
brands in particular through the misuse of Respondent's registeredResr&ndent
intentionally identifies goods and services that it provides under its mark wiyisl@tsfamous
Jeep®, Wrangler®, and Ram® brands and has misrepresented that its NNDABBTRIES
brand services include building Jeep®, Wrangler®, and Ram® brand vehidlasough
registration and use of its mark, Respondent is, therefore, deceiving the paivlishing
Chrysler's brands, and preventing Chrysler from registering the M@®AB longassociated
with its Jeep® brand. Accordingly, Chrysler is petitioning to cancel Respondagissation in
order to stop Respondent from wrongfully using the regidtenark to causkirther harm.

RESPONSE:

Moab is without sufficient information to admit or deny the allegations of the first
sentence of Paragraph 1, arttereforedenies the same and tmemaining allegationsof
Paragraph .1

2. For more than 60 years, Chrysler and its predecessors in interest have
manufactured and sold the Jeep® brand vehicle to consumers. As the original sport utility
vehicle, first sold to the U.S. military for use during World War 1, the Jeeptcheand brand
have long beemell-known to the public. Today, Chrysler sells a full line of Jeep® syoity
vehicles, consisting of five primary models: Wrangler®, Cherokee®, Grand Cherokee®,
Patriot®, and Compass®.

RESPONSE:



Admitted.

3. Over the years, Chrysler has obtained numerous federal trademark regsstrat
for its Jeep® brand, including the following incontestable registrations: U.3$stiRR¢ign Nos.
526,175; 1,081,322; 1,129,553; 1,130,015; 1,128,972; 1,129,828; 1,134,153; 1,236,540;
2,461,861; 2,512,866; 2,586,284, 2,635,685; 2,681,201; 2,729,404, 2,800,213; and 2,849,309.

RESPONSE:

Admitted. Plainitff motes that the designation of goods and services for some of the

registrations listed in Paragraplare as follows:

REGISTRATION NUMBER

GOOD AND SERVICES

U.S. Registration No. 1,130,015

clothing-namely, trousers, jackets,[blazers], rai
wear, head wear,-3hirts, sweat suits, warop
suits, sweaters, coats, gloves, [hoods,] and
scarves.

U.S. Registration No. 1,128,972

[precious metals and their alloys,] jewelry,
[precious stones,] and horological instruments

U.S. Registration No. 1,129,828

hand tools and instruments, namely,
knives,[forks, and spoons].

U.S. Registration No. 1,134,153

small domestic utensils and containers (not of
precious metals,racoated therewith); [combs an
sponges; brushes (other than paint brushes);

instruments and material for cleaning purposes

glassware [,porcelain and earthenware, not
included in other classes].

d
]

D

U.S. Registration No. 1,236,540

toys, namely, model reiphs of land vehicles.

U.S. Registration No. 2,461,861

eyeglasses and sunglasses.

U.S. Registration No. 2,512,866

household containers, namely, mugs and
insulated containers for beverages.

U.S. Registration No. 2,586,284

vehicles namely infant and toddler strollers.

U.S. Registration No. 2,635,685

tents.

U.S. Registration No. 2,681,201

watches, clocks, and parts therefor.

U.S. Registration No. 2,729,404

sleeping bags and beds all for use when camp

U.S. Registration No. 2,800,213

sporting equipment, namely, all-terrain boards,

U.S. Registration No. 2,849,309

footwear, namely boots.




4. In addition, Chrysler owns incontestable federal trademark registrationss for it
Wrangler® brand, including U.S. Registration Nos. 2,602,935 and 1,557,843.

RESPONSE:

Admitted. Moab notes that the designation of goods and services for U.S. Registrat
No. 2,602,935 is vehicles, namely, infant and toddler strollers.

5. Chrysler also owns numerous incontestable registrations for the iconic sevenslot
grille design incorporated in its Jeep® brand vehicles, including the followingRédistration
Nos. 2,924,936; 2,823,099; 2,732,021; 2,161,779; 2,794,553; and 2,7§dodéd6tively, the
"Jeep® Grille Design Mark").

RESPONSE:

Admitted. Howeverthe USPTO rejectedChrysler's attempt to obtain a trademark for
"MOAB" due to Responad¢'s "MOAB" trademark.

6. Moreover, the Jeep® Wrangler® model bears a distinctive trade dress that
combines the sevesiot grille, flat front nose, round head lamps, trapezoidal wheel well
openings, removable top and doors, and flat back (collectively, the "Jeep® Wrangler® Trade
Dress"). It is intended to, and does, create the same comnrapmiession as the origindeep®
model and the long line of models in the Jeep® brand vehicle family. Due lemgistanding
exclusive use, the Jeep® Wrangler® Trade Dress is recognized throughbunitde States as
exclusively associated with the J&prand.

RESPONSE:

The existence and composition of any such "distinctive Trade Dress" isah leg
conclusion which Respondent denies.

7. For more than for 3 5 years, Chrysler and its predecessors in interest have
manufactured and sold the Ram® model vehicle to consumers. Today, Chrysler sellsa full |
of Ram® brand vehicles, including its extremely popular Ram® 1500 model truck.

RESPONSE:

Admitted.

8. Over the years, Chrysler has obtained numerous federal trademark regstrat
for its Ram®brand, including the following incontestable registrations: U.S. Registration Nos

1,169,189; 2,902,398; 3,236,959; 3,236,961, 3,599,223; and 3,806,969.

RESPONSE:



Admitted. However, the USPTO rejected Chrysler's attempt to obtain a tr&demar
"MOAB" due to Respondent's "MOAB" trademark..

9. Additionally, Chrysler owns multiple trademark registrations for the-lsbwn
Ram® CrossHair Grille Design Mark®, including the following: U.S. Registration Nos.
3,160,030 and 3,341,561.

RESPONSE:

Admitted. However, the USPTO rejected Chrysler's attempt to obtain a trademark for
"MOAB" due to Respondent's "MOAB" trademark.

10. For more than for 95 years, Chrysler and its predecessors in interest have also
manufactured and sold the Dodge® brand vehicle to consumers, and Chrysler also owns
numerous federal trademark registrations for its Dodge® brand, includingoliogving
incontestable registrations: U.S. Registration Nos. 364,669; 569,431; 1,189,233; 1,409,844;
3,032,735; and 3,262,239.

RESPONSE:

Denid that U.S. Registration Nos. 364,669 and 3,262,239 are incontestable. Admitted
that Chrsyler obtained U.S. Registration Nos. 364,669; 569,431; 1,189,233; 1,409,844
3,032,735; and 3,262,239, and that with the exception of U.S. Registration No. 364J669 an
3,262,239, the registrations are incontestable under 15 U.S.C. § R@6pondennotes that the
designation of goods and services for U.S. Registration No. 3,032,735 is toys, namely, model
replicas of land vehicles, and the mark that is the subject of that registsabmuge Super 8
Hemi. Respondent notes that the mark for U.S. Registration No. 3,262,239 is Dodge Nitro.

11. Chrysler and its predecessors have sold tens of millions of Jeep® and Ram®
brand vehicles. Chrysler and its predecessorgetb@r with the Jeep® and Ram® dealer
associations, have also spent over a billion dollars on advertising and other pronmaditemels
in connection with the Jeep® and Ram® brands, promoting Jeep® and Rach®ts in a wide
range of media, including television, radio, print and online.

RESPONSE:

Moab is without sufficient information to admit or deny the allegationBapfgraphll

and, therefore, denies the same.



12.  Chrysler routinely receives awards within the motor vehicle industrpmohof
the consistent high quality and performance of its Jeep® brand vehicles. Forexaej#gep®
Grand Cherokee® model is the most awarded SUV ever, and the Jeep® Wrangide®in
particular has repeatedly received awards and recognition fooaxffngcapabilities. In recent
months alone, Four Wheeler magazine named the Jeep® Wrangler® Rubiemn®VNheeler
of the Year" and named the Jeep® Wrangler® Rubicon® and Wranygleli@ited Rubicon®
the "Best 4X4 Vehicles of the Decade,"” and Autobytel narhedrangler® its 2012 SUV of
the year. The 2012 Jeep® Wrangler® also won the SpEgalpment Market Association
(SEMA) Hottest SUV Award, which honors those vehicles tlsgiecialtyequipment
manufacturers believe showcase the latest and most innovabidecfsand provide the best
platforms for accessorizing. And Petersen¥/Heel & OffRoad magazine named the Jeep®
Wrangler® Moab™ model the 2013 "4x4 of the Year."

RESPONSE:

Denied that the Jeep® brand vehicles are consistently of high quality dodraace.
Upon information and belief, Jeep® brand vehicles have been recalled repeatedlydias vari
defects, ranging from airbag to breaking issues. For example, in 2012, tbeaNatighway
Traffic Safety Administration (NHSTA) launched an investigiatinto the rear plastic gas tanks
used in models of Jeep Grand Cherokees, which resulted in reports of 172 fataldi@sta
deaths between 1992 and 2004. Moab is without sufficient information to admit or deny the
remaining allegations of paragrapld Bnd, therefore, denies the saméloreover, éep's
"Moab™ model" constitugean international infringement of Respondent's trademark which is

the subject oMoab Industries, LLCv. Chrysler Group LLC Case No. 3:12v-08247, now

pending inthe United States District Court for the DistrictArizona.

13. Chrysler also routinely receives awards within the motor vehicle igdagtonor
of the high quality and performance of its Ram® brand vehicles. This year aloriRari®
1500 model truck was named Motor Trend's 2013 Truck of the Year, the 2013 Rouakyain
Truck of the Year by the Rocky Mountain Automotive Press, the 2013 Narthrican
Truck/Utility of the Year, and the Truck of Texas 2013 by the Texas Auto Writeschsgion.

RESPONSE:
Respondent denies the first sentence and admits the second.
14.  As aresult of the longstanding use and widespread promotion of the Besep®

the Wrangler® brand, the Ram® brand, the Jeep® Grille Design Mark®, the Raos®Hair
Grille Design Mark®, and the Jeep® Wrangler® Trade Dress (collectively,"iharks"), the
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substantial sales made in connection with the Marks, and the high quatitgcafcts offered
under them, the Marks have garnered tremendous goodwill over the yedyscantk famous
among the consuming public throughout the country, who readily assiha@atevith Chrysler.

RESPONSE:

Denied. Moab disputes that the Jeep mark offers high quality products. Upon
information and belief, a number of Jeep® brand vehicles have been recalled for vaeotss def
ranging from airbag to breaking issues. For example, in 2012, the National Higmaffig
Safety Administration (NHSTA) launched an investigation into the reatiplges tanks used in
models of Jeep Grand Cherokees, which resulted in reports of 172 fatal fires and 254 deaths
between 1992 and 2004.

15. Jeep® brand vehicles have also long been associated by the public and the press
with the weltknown challenging, rugged efbading trails in and around Moab, Utah, with
Chrysler and its predecessors having participated in and sponsored mulép@ Beand
enthusiast events and press evéimse for decades. At the Moab Easter Jeep Safari offroading
event, a ninglay annual event, started in 1967 and attended by hundreds of enthestéists
year, Chrysler has, for years, conducted workshops, demonstrated Jeep® brandvebiciept
showcaed specially equipped Jeep® brand vehicles, and unveiled new Jeep@riudeld.

And since 1998, Chrysler's licensee has conducted the annual MOAB Jeep® Jawbbptea
threeday rockcrawling offroading event that has attracted thousands of Jeep®d bran
enthusiasts over the years.

RESPONSE:

Denied that the Jeep® brand vehicles have long been associated with the trails in and
around Moab, Utah.Chrysleris located and manufactures its Jeep® brand vehicles in Detroit,
Michigan. Moab is without suffient information to admit or deny the remaining allegations of
paragraph 13 and, therefore, denies the same.

16. The long and extensive association and identity of the Jeep® brand with the
offroadingtrails and events in and around Moab, Utah inevitably led to Chrysler's use of the
MOAB mark in connection with its Jeep® brand. For example, in addition to the licensed
MOAB Jeep® Jamboree, since 2003, Chrysler has sold a MOAB brand vehicle farhisl
Jeep® Wrangler® Rubicon® model, and in 2012, it dectdegktend use of MOAB to deep®

Wrangler® vehicle model name.

RESPONSE:



Denied. Chrysleris located and manufactures its Jeep® brand vehicles in Detroit,
Michigan. It was Chryslets knowledge of Responderg business, and the success of
Responders business, that le@hryslerto adopt the use of the mark MOAB with the intent to
trade onResponderd goodwill. Respondent denies that Chrysler labeled any model "Moab"
until 2012, Respondent further states that it sold such a Moab model after (1hdradvaiut
Respondent'sademark and (2) thdSPTO had rejected Chyrlser's effort to obtain a trademark
on "Moab" for a vehicle due to Respondent's trademark.

17. Thus, on June 13, 2012, Chrysler filed an inteaise based application, U.S.
Application Serial No. 85/650,654, with the United States Patent and Trademark Oféce (t
"USPTQO") for the trademark MOAB for use in connection with "[ m Jotor vehiahkesnely,
passenger automobiles, their structural parts, trim and badges."

RESPONSE:

Admitted that on June 13, 2012, Chrysler filed the intertise based application
described in paragraph 18 but denied as to Chrysler’s rights in the mark MOABApril 2,
2013, the USPTO issued a Final Office Action rejecting Chrysler's Apmitain the grouths
thatChryslets use of MOAB in connection with the goods described in the Application is likely
to cause confusion witResponderg Registration No. 3, 912, 705Ex. A, 4/2/13 Final Office
Action, Trademark Application No. 85650654).

18.  Since thatime, Chrysler has used the MOAB mark as an edition designation for
its famous Jeep® Wrangler® model, offering a Jeep® Wrangler® Moab™ edition and a Jeep®
Wrangler® Unlimited Moab™ edition.

RESPONSE:
Admitted that Chrysler is infringing on RespondeM®AB trademark.

19. Respondent is a corporation organized under the laws of the State of Arizona,
with a mailing address at 661 N. Bearclaw, Prescott, Arizona 86301.

RESPONSE:

Admitted.



20.  On information and belief, Respondent is in the businéssstalling specialty,
aftermarket offroading automotive equipment, primarily on Jeep® and Ram® brand vehicles,
and offering automotive conversion services. Respondent operates its business in #rtzona
has no location or business operations in or around Moab, Utah.

RESPONSE:

Respondent admits the first sentence and denies the seddodb has tested its
converted vehicles in and around Moab, Utah.

21. On October 9, 2008, Respondent filed a-lbiased application with the USPTO,
Application SerialNo. 77/589,936, to register the mark MOAB INDUSTRIES.

RESPONSE:
Admitted.

22.  On February I, 2011, Respondent obtained Registration No. 3,912,705 for the
mark MOAB INDUSTRIES for use in connection with "Automotive conversion sesyice
namely,installing specialty automotive equipment.”

RESPONSE:
Admitted.

23. Respondent intentionally selected and adopted the MOAB INDUSTRIES mark
for the very purpose of trading on the Jeep® brand's connection with Meabadiiig. And,
Respondent has buiits business by deliberately making prominent and repeated use of the
Jeep®, Wrangler®, and Ram® brands, the Jeep® Grille Design Mark®, the Ram@Harnss
Grille Design Mark®, and the Jeep® Wrangler® Trade Dress in its marketiagler to trade
on the Jeep® brand and its longstanding connection with the MOAB name. For example,
Respondent's website <www.moabindustries.com> and other marketing it regle and
dominated by, pictures and videos of, and references to, Chrysler's Jeep®, Wrangler®, and
Ram® brand vehicles. The website prominently and repeatedly displays ChryHkER,
WRANGLER, and RUBICON marks, as well as the iconic Jeep® Grille Desigk@®land
Jeep® Wrangler® Trade Dress. Respondent further misleads consumers thia¢ isasirce of
Chrysler's products by also featuring in its marketing Chrysler's DO&xs RAM marks,

Ram® brand trucks, and Chrysler's famous Ram® QrassGrille Design Mark®.

RESPONSE:
Denied.

24. Indeed, on its website promoting MOAB INDUSTRIES brand sesyice
Respondent made numerous affirmative misrepresentations respecting Jeep® agkkr@/ra
brand vehicles, as well as Chrysler's Dodge® and Ram® brand vehicles. Theestathave
misrepresented the source of MOAB INDUSTRIES brand goods and serviceshand t
statements have been intended to, and have, traded on Chrysler's goodwill and the gaglwill of
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famous brands. For example, Respondent made numerous misrepresentations ketitsgtar
the effect that it "builds" or "produces” Jeep® Wrangler® and Dodge® brandegimcluding
the following:

"[o]ur first and primary product that we produce is theep

Wrangler, of which we mostly build the Unlimited."Our

secondary build is the Dodge 2500 Cummins Turbo DieSal&

also build custom rock crawling [W]ranglers"; atia/]e build the

highest quality branded Jeep on the market" Harm to Chrvsler
RESPONSE:

Admitted that, as of December 13, 20Responderg website contained the above
guoted words along with other words omitted in Paragraph BPenied thatResponderd
website contains numerous misrepresentations that trade on Chrysler’'sligootve goodwill
of its allegedly famous brands. Denied that the quoted phrases suggest thiar €hdses or
sponsors Respondéntwebsite or servies. Any visitor to Moab’s website would understand
that “build” means conversion and is a common term of art in theatf market. To the extent
this Paragraph contains other allegations, they are debiediad the language thatppeared on
Respondent's website contained the aklmpu@edwords at the time this Petition to Cancel was
filed.

25. On September 3, 2012 and April2, 2013, the examining attorney issued office
actions refusing to register Chrysler's MOAB mark, Application Serial N&585354, citing
the mark covered by Registration No. 3,912,705 owned by Respondent.

RESPONSE:

Admitted.

26.  Further, based on U.S. Registration No. 3,912,705 and claimed use of the MOAB
INDUSTRIES mark, Respondent filed a lawsuit against Chrysler on Decemi2éx12, in the
United States District Court for the District of Arizona, Civil Action No. 3c¥208247HRH, to
prevent Chrysler from using its MOAB mark.

RESPONSE:

Admitted.

27.  Chrysler is suffering ongoing damage as a result of Registration No. 3,91&) 705:
it is being denied registration of its mark, b) Respondent is misusing the mark coyered b
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registration to misrepresent the source of Respondent's goods and services diydtheemti
with Chrysler's Jeep®, Wrangler®, and Ram® brands and theirkweln longstanding
association with the MOAB name, c) Respondent is tarnishing Chrysler's Jeepfyl&v®,
and Ram® brands by identifying its goods and services with them, and d) Respondent is
leveraging its misuse of the mark to toyprevent Chrysler from using the very name with which
it has long been associated.
RESPONSE:
Denied.
FIRST GROUND FOR CANCELLATION
Misrepresentation of the Source of Goods

28.  Chrysler repeats and incorporates by reference the allegations imettezlipg
paragraphs in this Petition.

RESPONSE:

Respondent repeats and realleggedResponset Paragraphs 1 through 28 aboveitas
Responses to Paragraphs 1 through 28 herein.

29. U.S. Trademark Registration No. 3,912,705 for the mark MORBUSTRIES
for use in connection with "[aJutomotive conversion services, namely, installingakpec
automotive equipment” is invalid because it is being used by Respondent to mistefirese
source of the goods or services on or in connection with which the mark is used.
RESPONSE:

Denied.

30. Chrysler has been and continues to be injured by the existence of U.S.
Registration No. 3,912,705.

RESPONSE:
Denied.

31. Accordingly, pursuant to 15 U.S.C. § 1064(3), the Board should cancel
RegistratiorNo. 3,912,705 in its entirety.

RESPONSE:

Denied.
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SECOND GROUND FOR CANCELLATION
Likelihood of Confusion

32.  Chrysler repeats and incorporates by reference the allegations in themgyecedi
paragraphs in this Petition.

RESPONSE:
Respondent repeats and realleges its Responses to Paragraphs 1 through 32 above as it
Responses to Paragraphs 1 through 32 herein.

33. The Examiner has determined there is a likelihood of confusion of Chrysler's
MOAB mark with Respondent's MOABIDUSTRIES mark that is the subject of Registration
No. 3,912,705. Respondent has also affirmatively asserted in the federal amtiotitthere is
likely confusion between Chrysler's MOAB mark when used in connection withoidsigis and
Respondent's MOAB INDUSTRIES mark when used in connection with its services.

RESPONSE:
Respondent denies that Chrysler owns any "Moab mark", and admits the remaining
allegations in Paragraph 33.

34.  Ordinarily there would be no likelihood of confusion between €leris MOAB
mark when used in connection with its products and Respondent's MOAB INDUSTRIE&S m
when used in connection with its services. To the extent there is anydddlysion, it is being
caused by Respondent's excessive and prominent use afrfeestfamous Jeep®, Wrangler®,
Ram®, Jeep® Grille Design, and Ram® Crbksr Grille Design marks in conjunction and
juxtaposition with Respondent’'s marks and Respondent's intentional adoption of a madsthat
already associated with Chrysler and és@® brand before Respondent's adoption.

RESPONSE:
Denied.

35. To the extent there is likelihood of confusion, then Respondent's MOAB
INDUSTRIES mark, when used in connection with Respondent's services of instpkiciglty
aftermarket automotive agpment (which includes installation of automotive wheels and/or
equipment related to wheels), so resembles Petitioner's previmesly MOAB mark for
automotive wheels as to be likely to cause confusion, mistake, and/or to deceive consumers
concerning anaffiliation, connection, association, or sponsorship. Thus, the continued
registration of Respondent's MOAB INDUSTRIES mark on the Principal Reggsnconsistent
with Petitioner's prior common law rights in the MOAB mark.

RESPONSE:

Denied.
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36. Chrgler has been and continues to be injured by the existence of U.S.
Registration No. 3,912,705.

RESPONSE:
Denied.

37. Registration No. 3,912,705 should therefore be cancelled pursuant to 15 &J.S.C.
1064(1).

RESPONSE:
Denied.
AFFIRMATIVE DEFENSES
Moab asserts the following Affirmative Defenses and reserves the oifinther amend
its response as additional information becomes available:
1. Any customer confusion was caused@yryslets infringementof Responderd
mark.
2. The claims made in thieettion are barred, in whole or in part, by the doctrines of
fair use, nominative fair use and/or descriptive use.
3. All claims in the Petitiomre barred in whole or in part by the doctrines of laches,
estoppel, and unclean hands. By at least 2011, Chrysteuteves had reviewed
Moab’s website, yet raised no concerns about anything in that website with Moab
because (1) Chrysler knew that any visitor to that website would understand that
“build” means conversion, and is a term of art in theroffid aftermarét; (2)
Chrysler had a plan to misappropriate Moab’s identity; and (3) Chrysler dvante
the ability to assert a claim against Moab in case Moab had the temerity totcall ou

Chrysler on its misconduct.
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WHEREFORE, Respondent respectfully requests that the Board deny Chiystéion.

Date:November 6, 2013 Respectfully submitted,

/sl Richard B. Megley, Jr.
Richard B. Megley, Jr.

(USPTO Registration No. 41,992)
NIRO, HALLER & NIRO

181 W. Madison St., Suite 4600
Chicago,lllinois 60602

Email: megleyjr@nshn.com
Telephone: (312) 236-0733
Facsimile: (312) 236-3137

Counsel for Moab Industries, LLC

13


mailto:megleyjr@nshn.com
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The undersigned hereby certifies thatNovember 6, 2018he foregoing

MOAB INDUSTRIES, LLC'S ANSWER TO PETITION TO CANCEL

Judith A. Powell

Charles H. Hooker, Il
Jennifer Fairbairn Deal
KILPATRICK STOCKTON LLP
1100 Peachtree St., Ste. 2800
Atlanta, GA 30309
Telephone: (404) 815-6500
Facsimile: (404) 815-6555
Email: jpowell@ktslaw.com
Email: chooker@ktslaw.com
Email: jJdeal@ktslaw.com

was served upon the following counsel of record via electronic transmission.

Gregory James Marshall
Sid Leach

TrishaDyan Farmer
SNELL & WILMER LLP

1 Arizona Center

400 E. Van Buren

Phoenix, AZ 85004-2202
Telephone: (602) 382-6000
Facsimile: (602) 382-6070
Email: gmarshall@swlaw.com
Email: sleach@swlaw.com

Email: tfarmer@swlaw.com

Attorneysfor Petitioner, Chrysler Group LLC

Maria Crimi Speth
JABURG & WILK, P.C.
3200 N. Central Avenue, Suite 2000
Phoenix, Arizama 85012
Email: mcs@jaburgwilk.com
Telephone: (602) 248-1000

Attorneys for Registrant/Defendant, Moab Industries, LLC
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To: Chrysler Group LLC (tmadmin@kiltown.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85650654 - MOAB - C0386-
867968

Sent: 4/2/2013 2:24:47 PM
Sent As: ECOM101@USPTO.GOV
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Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
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Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
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Attachment - 35
Attachment - 36
Attachment - 37
Attachment - 38

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 85650654

MARK: MOAB
* *®
85650654
CORRESPONDENT ADDRESS:
William H. Brewster CLICK HERE TO RESPOND TO
Kilpatrick Townsend & Stockton LLP ity i/ WWW.us 100 0v/trademarks/teas/ry

1100 Peachtree Street, Suite 2800

Atlanta GA 30309

APPLICANT: Chrysler Group LLC

CORRESPONDENT’S REFERENCE/DOCKET NO .
C0386-867968
CORRESPONDENT E-MAIL ADDRESS:

tmadmin@kiltown.com

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’'S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW,




ISSUE/MAILING DATE: 4/2/2013

THIS IS A FINAL ACTION.

Status

This Office action is in response to applicant’s communication filed on March 4, 2013.

The requirement for the significance of the wording in the mark has been met and is withdrawn,

For the reasons set forth below, the refusal under Trademark Act Section 2(d) is how made FINAL with
respect to U.S. Registration Nos. 3912705 and 4078497, See 15 U.S.C. §1052(d); 37 C.F.R. §2.64(a).

Refusal To Register Under Section 2(d)y__Likelihood of Confusion

Registration of the applied-for mark 1s retused because of a likelihood of confusion with the marks in U.S.
Registration Nos. 3912705 and 4078497, Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP
§§1207.01 ef seq.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it 1s likely that a potential consumer would be confused, mistaken, or deceived as to the source of the
goods and/or services of the applicant and registrant. See 15 U,S.C. §1052(d), In the seminal decision /n
rve E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), the court listed the
principal factors to be considered when determining whether there is a likelihood of confusion under
Section 2(d), See TMEP §1207,01. However, not all the factors are necessarily relevant or of equal
weight, and any one of the factors may control in a given case, depending upon the evidence of record.
Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1355, 98 USPQ2d 1253, 1260 (Fed. Cir.
2011); In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In
re E. I. du Pont de Nemours & Co_, 476 F.2d at 1361-62, 177 USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks, similarity and nature of
the goods and/or services, and similarity of the trade channels of the goods and/or services. See In re
Viterra Inc., 671 F.3d 1358, 1361-62. 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s
Miniatures Inc., 59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.01 et segq.

Registration No. 3912705—MOAB INDUSTRIES



J. Comparison of the Marks

Applicant’s mark MOAB is confusingly similar to registrant’s mark MOAB INDUSTRIES. The term
MOAB is the dominant feature of registrant’s mark because it is combined with the generic term
INDUSTRIES. The term INDUSTRIES refers to the commercial production or sale of goods. See
attached dictionary definition. The term is commonly used to identify the provider of commercial services
and has no trademark significance. Consequently. the term MOAB is the dominant feature of registrant’s
mark.

Applicant’s mark MOAB is identical to the dominant feature of registrant’s mark. Greater weight is
given to the dominant feature when determining whether marks are confusingly similar because dominant
wording is more significant in creating a commercial impression. See i re Nai'l Data Corp. , 753 F.2d at
1058, 224 USPQ at 751: See In re Viterra Inc., 671 F,3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir.
2012); In re Nat'l Data Corp. . 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP
§1207.01(b)(viii), (c)(ii).

The mere deletion of wording from a registered mark may not be sufficient to overcome a likelihood of
confusion. See In re Mighty Leaf Tea, 601 F.3d 1342, 94 USPQ2d 1257 (Fed. Cir. 2010); in re Optica
Int'l 196 USPQ 775, 778 (TTAB 1977); TMEP §1207.01(b)(i1)-(it1). Applicant’s mark does not create a
distinct commercial nmpression because it contains the same common wording as registrant’s mark, and
there is no other wording to distinguish it from registrant’s mark. The marks are similar in sound,
meaning and appearance and identical in overall commercial impression. Therefore, the marks are
confusingly similar.

II. Comparison of the Goods and/or Services

Applicant’s goods, namely, passenger vehicles and structural parts for passenger vehicles including trims
and badges are closely related to registrant’s services, namely, automotive conversion services including
installing specialty automotive equipment.

Consumers are likely to be confused by the use of similar marks on or in connection with goods and with
services featuring or related to those goods. TMEP §1207.01(a)(ii); see In re Hyper Shoppes (Ohio), Inc.,
837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988) (holding BIGG’S for retail grocery and general
merchandise store services likely to be confused with BIGGS for furniture); In re United Serv. Distribs.,
Inc., 229 USPQ 237 (TTAB 1986) (holding design for distributorship services in the field of health and
beauty aids likely to be confused with design for skin cream); n re Phillips-Van Heusen Corp., 228 USPQ
949 (TTAB 1986) (holding 21 CLUB for various items of men’s, boys’, girls’ and women'’s clothing
likely to be confused with THE “21"" CLUB (stylized) for restaurant services and towels); In re U.S. Shoe
Corp., 229 USPQ 707 (TTAB 1985) (holding CAREER IMAGE (stylized) for retail women’s clothtng
store services and clothing likely to be confused with CREST CAREER IMAGES (stylized) for
uniforms); Steelcase Inc. v. Steelcare Inc., 219 USPQ 433 (TTAB 1983) (holding STEELCARE INC. for
refinishing of furniture, office furniture, and machinery likely to be confused with STEELCASE for office



furniture and accessories); Mack Trucks, Inc. v. Huskie Freightways, Inc,, 177 USPQ 32 (TTAB 1972)
(holding similar matks for trucking services and on 1notor trucks and buses likely to canse confusion).

Applicant applies the mark MOAB to passenger vehicles including vehicles for use in off-roading and
registrant’s applies the mark MOAB INDUSTRIES to the conversion of passenger vehicles into vehicles
for that are equipped for use in rough terrain, including vehicles for use in off-roading. See attached
evidence from applicant’s and registrant’s respective websites. In this case, the goods and services are
closely related because they are both being used in connection with off-roading vehicles. Therefore, use
of similar marks in connection with these goods and/or services is likely to result in confusion.

This refusal is now made final.

Registration No. 4078497—MOAB STAR

Vs Comparison of the Marks

Applicant’s mark MOAB is confusingly similar to registrant’s mark MOAB STAR and design.

Applicant has appropriated the dominant feature of registrant’s mark and applied it to closely related

goods. Applicant’s mark does not create a distinct commercial impression because it contains the same

dominant term as registrant’s mark, and there is no other wording to distinguish it from registrant’s mark.
Therefore, the marks are confusingly similar.

The marks are compared in their entireties under a Trademark Act Section 2(d) analysis. See TMEP
§1207.01(b). Nevertheless, one feature of a mark may be recognized as more significant in creating a
commercial impression. Greater weight is given to that dominant feature in determining whether there is a
likelihood of confusion. In re Nat'l Data Corp. , 753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985);
Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 (C.C.P.A. 1976); In re J.M Originals
Inc., 6 USPQ2d 1393 (TTAB 1987); see

Consumers are generally more inclined to focus on the first word, prefix or syllable in any trademark or
service mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772,396 F_ 3d
1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005); see also Mattel [nc. v. Funline Merch. Co., 81
USPQ2d 1372, 1374-75 (TTAB 2006); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895,
1897 (TTAB 1988) (“it is often the first part of a mark which is most likely to be impressed upon the
mind of a purchaser and remembered” when making purchasing decisions). The tenmn MOAB is the
dominant term in registrant’s mark because it is the leading term in the mark. Since applicant’s mark is
identical to the dominant feature of registrant’s mark, the marks create similar commercial impressions.
Therefore, the marks are confusingly similar.

Although registrant has included an image of a star in its mark, the addition of this design is not sufficient
to distinguish the marks. For a composite mark containing both words and a design, the word portion
may be more likely to be impressed upon a purchaser’s memory and to be used when requesting the
goods and/or services, /n re Dakin's Miniatures, Inc. , 59 USPQ2d 1593, 1596 (TTAB 1999): TMEP



§1207.01(c)(ii); see In re Viterra Inc., 671 ¥.3d 1358, 1362, 101 USPQ2d 1905, 1908, 1911 (Fed. Cir.
2012) (citing CBS Inc. v. Morrow, 708 F. 2d 1579, 1581-82, 218 USPQ 198, 200 (Fed. Cir 1983)). Thus,
although such marks must be compared in their entireties, the word portion is often considered the
dominant feature and is accorded greater weight in determining whether marks are confusingly similar,
even where the word portion has been disclaimed. /n re Viterra Inc., 671 F.3d at 1366, 101 USPQ2d at
1911 (Fed. Civ. 2012) (citing Giant Food, Inc. v. Nution's Foadservice, Inc. , 710 F.2d 1565, 1570-71. 218
USPQ2d 390, 395 (Fed. Cir. 1983)).

1. Comparison of the Goods and/or Services

Applicant’s goods. namely, passenger vehicles and parts, trims and badges are identical or closely related
to registrant’s goods, namely, vehicle hights and antomotive parts in the nature of paint pads, bumper
guards and vehicle paint protection pieces because these goods are typically designed to be used together.

Where evidence shows that the goods at issue have complementary uses and are often used together or
otherwise purchased by the same purchasers for the same or related purposes, the goods have generally
been found to be sufficiently related such that confusion would be likely if they are marketed under the
same or similar marks. See In re Martin's Famous Pastry Shoppe, Inc. . 748 F.2d 1565, 1567, 223 USPQ
1289, 1290 (Fed. Cir. 1984) (holding bread and cheese to be related because they are often used in
combination and noting that “[s]uch complementary use has long been recognized as a relevant
consideration in determining a likelihood of confusion™); Gen. Mills Inc. v. Fage Dairy Processing Indus.,
100 USPQ2d 1584, 1597-98 (TTAB 2012) (holding yogurt products and ready-to-eat cereals to be related
because they are complementary products given consumers’ longstanding behavior of mixing these types
of breakfast foods and the fact that consumers are regularly exposed to yogurt and cereal combined as a
food product).

The attached evidence demonstrates that passenger vehicles and replacement automotive parts for
passenger vehicles are complementary goods because goods such as these are designed to be used together
in order to meet performance standards and warranty requirements. Automotive parts that are made by the
original equipment manufacturer (OEM) are guaranteed to fit to original factory specifications and
function with the same quality and performance standards as the parts that are being replaced. See
attached evidence regarding the benefits of using the original equipment manufacturer’s parts in
automobiles. When similar marks are applied to passenger vehicles and automotive parts for passenger
vehicles, potential purchasers are likely to presume that the goods originate from a single source because
vehicle manufacturers frequently apply their house mark to the vehicles they manufacture as well as
replacement parts and/or accessories for these vehicles. Potential purchasers ate not only accustomed to
seeing the same mark being used in connection with these goods but also seek out OEM parts to help
ensure that vehicles continue to perform to the standards set forth by the automobile manufacturer. The
use of similar marks in connection with these goods is likely to result in confusion.

Vehicles and their various accessories, parts, and attachments may be closely related goods such that the
average person encountering the same or similar marks for such products is likely to be confused as to
their source. See, e.g., In re Gen. Motors Corp.. 196 USPQ 574, 576 (TTAB 1977). It is well established
in the marketplace that manufacturers of vehicles often produce accessories and attachments for such
vehicles and market them under the same mark, E.g., In re Gen. Motors Corp., 23 USPQ2d 1465, 1469



(TTAB 1992); In re Sien Equip, Co., 190 USPQ 84, 85 (TTAB 1976).

Applicant’s passenger vehicles, parts, bridges and trims are closely related to registrant’s automotive
lights and automotive parts because these goods typically originate from a single source and are sold in the
same channels of trade. See attached eyidence from Honda, Sheehy Honda and Sheehy Lexus which
shows that passenger vehicles and automotive parts originate from a single manufacturer and are often
marketed together in the same channels of trade.

The overriding concern is not only to prevent buyer confusion as to the source of the goods and/or
services, but to protect the registrant from adverse commercial impact due to use of a similar mark by a
newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).
Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the
registrant. TMEP §1207.01(d)(1); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265,
62 USPQ2d 1001, 1003 (Fed. Cir. 2002); /n re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6
USPQ2d 1025, 1025 (Fed. Cir. 1988).

The fact that purchasers are sophisticated or knowledgeable in a particular field does not necessarily mean
that they are sophisticated or knowledgeable n the field of trademarks or immune from source confusion.
TMEP §1207.01(d)(vii); see, e.g.. Imagineering Inc. v. Van Klassens Inc., 53 F.3d 1260, 1265, 34
USPO2d 1526. 1530 (Fed. Cir. 1995); Top Tobacco LP v. N. Atl. Operating Co., 101 USPQ2d 1163, 1170
(TTAB 2011).

In light of the similarities between the marks and the closely related nature of the goods and/or services,
the examining attorney has determined that the mark cannot proceed to registration.

This refusal is now made [(inal.

Proper Response To Final Office Action

Applicant must respond within six months of the date of issuance of this final Office action or the
application will be abandoned. 15 U.S.C. §1062(b); 37 C.F.R. §2.65(a). Applicant may respond by
providing one or both of the following:

(1) A response that fully satisfies all outstanding requirements;

(2) An appeal to the Trademark Trial and Appeal Board, with the appeal fee of $100 per class.



37 CFR, §2.64(a); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.

TEAS Plus Applicants

TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE: Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions. See 37
C.F.R. §2.23(a)(1). For a complete list of these documents, see TMEP §819.02(b), In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address. 37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a). TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods and/or services. 37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04. In appropriate situations and where
all issues can be resolved by amendment, responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.

If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attomey. All relevant e-mail communications will be placed in the official application record:
however, an e-1nail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response. See 37 C.F.R, §2.191; TMEP §§304.01-.02, 709.04-.05.
Further, although the trademark examinjng attorney may provide additional explanation pertaining to the
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not provide
legal advice or statements about applicant’s rights. See TMEP §§705.02, 709,06.

/Saima Makhdoom/
Attorney

Law Office 101

(571) 272-8802 (telephone)
(571) 273-8802 (Facsimile)

Saima.Makhdoom(@uspto.gov

TO RESPOND TO THIS LETTER: Go to http://www.uspto.gov/trademarks/teasiresponse forms.jsp. Please
wait 48-72 hows from the issue/mailing date before using the Trademark Electronic Application System
(TEAS). to allow for necessary system updates of the application. For rechnical assistance with online
forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trrademark examining attorney. E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail,




All informal e-mail communications relevant to this application will be placed in the official
application record.

WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.c., a corporate officer, a general partner, all joint
applicants). If an applicant is represented by an attorney, the attorney must sign the response.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at hitp://tsdr.uspto.pov/- Please keep
a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at Tradeniark AssistanceCenteri@uspto.cov or call 1-800-786-
9199. For more information on checking status, see hitp://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: Chrysler Group LLC (tmadmin@kiltown com)

Subject: U.S. TRADEMARK APPLICATION NO. 85650654 - MOAB - C0386-
867968
Sent: 4/2/2013 2:24:48 PM

Sent As: ECOMI101@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 4/2/2013 FOR U.S. APPLICATION SERIAL NO. 85650654

Please follow the instructions below:

(1) TO READ THE LETTER: Click on this litk or go to http://tsdr.uspto.gov. enter the U.S.
application serial number, and click on “Documents.”

The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.

(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period. Your response deadline will be calculated
from 4/2/2013 (or sooner if specified in the Office action). For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime. sp,

Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions. Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application Systetn (TEAS) response form located at




hitp.//www.uspto gov/trademarks/teas/response forms.jsp,

(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney. For fechnical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.cov

WARNING

Failure to file the required response by the applicable response deadline will result in the
ABANDONMENT of your application. For more information regarding abandonment, see
hip://www uspto.gov/trademarks/basics/abandon.;sp,

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations. These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document. Many solicitations require
that you pay “fees.”

Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation. All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on
how to handle private company solicitations, see
hyp:/fwww.uspto.gov/trademarks/solicitation warnings jsp.




