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PUBLIC VERSION

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Cancellation No. 92057877G6 HOSPITALITY IP LLC,

Petitioner, Trademark Registration No. 3,505,545

V.
Mark: MOTEL ONE (& Design)

MOTEL ONE GMBH,
Date Registered: September 23, 2008

Registrant.

PETITIONER’S MOTION FOR LEAVE TO AMEND 
AND FOR SUMMARY JUDGMENT,

AND MEMORANDUM IN SUPPORT THEREOF

Petitioner, G6 Hospitality IP LLC (“G6”), by and through its undersigned counsel,

hereby moves as follows:

1) Pursuant to Fed. R. Civ. P. 15(a), 37 C.F.R. § 2.115 and Trademark Board Manual of

Procedure (“TBMP”) § 507.02, that the Trademark Trial and Appeal Board (“Board”)

grant Petitioner leave to amend its Petition to Cancel in the above-captioned

cancellation proceeding as shown in the proposed Amended Petition to Cancel (Exs. 

A-1, A-2)', as a result of actions taken by Registrant, Motel One GmbH (“Motel

One”), since the institution of the proceeding (including amending the subject

' Exhibit A-1 is a signed, clean copy of the proposed Amended Petition, and Exhibit A-2 is a red-lined copy, as 
provided by TBMP § 507.01.
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registration (the “Amended Registration”)), and based on the evidence produced in

discovery in this case; and

2) Pursuant to Fed. R. Civ. P. 56 and TBMP § 528, that the Board enter summary

judgment in Petitioner’s favor on Counts I and/or II of the amended Petition by

cancelling the Amended Registration on the grounds that:

the Amended Registration is void as asserted in Amended Count I because thea.

only remaining service claimed in the Amended Registration, “making

reservations of temporary lodging for others,” (the “Reservation Services”)

does not constitute a separately registrable service as applied to a party’s own

lodging services; and/or

b. that the Reservation Services in the Amended Registration are not in fact

provided “for others” but are for the benefit of Registrant itself, such that the

mark has not been used by Registrant but has been abandoned, as asserted in

Amended Count II.

Pursuant to 37 C.F.R. § 1127(d) and TBMP § 528.03, this proceeding will be suspended

pending disposition of Petitioner’s motion. “When any party files a motion ... for summary

judgment... the case will be suspended by the . . . Board with respect to all matters not germane

The basis for this motion is set forth in the Memorandum below, which isto the motion.

incorporated by reference herein.
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MEMORANDUM IN SUPPORT

I. INTRODUCTION

This cancellation proceeding concerns a registration that is now a shell of its former self

at the time the proceeding was instituted. When Registrant, an operator of European hotels,

obtained a registration for the mark MOTEL ONE under 15 U.S.C. § 1126(e) in 2008, that

registration listed a host of services all pertaining to the hospitality industry, including, primarily.

temporary accommodation services. However, after this proceeding was instituted, Registrant

was forced by the approaching deadline for its Section 71 Declaration in September 2014 to

abandon any pretense that is was using the MOTEL ONE mark in the United States for anything

other than the Reservation Services, which it claimed it was using through its website accessible

from the United States - and so it deleted from the subject registration every service other than

the Reservation Services and instead filed a separate ITU application, now suspended, to cover

the other services.

By doing so. Registrant severed the Reservation Services from its lodging services.

resulting in a registration that improperly seeks to cover an ancillary service that is not separately

registrable from lodging services. Meanwhile, in discovery, Registrant has produced information

confirming that all of its lodging facilities are in Europe, and showing that all of these facilities

are owned, directly or indirectly, by Registrant. Thus, Registrant is not providing the

Reservation Service “for others” as claimed in the Amended Registration, but is providing those

services for the benefit of itself.

As a result of the actions taken by Registrant after institution of the cancellation, and the

information Registrant has provided during discovery. Petitioner now has two additional bases to

support its effort to cancel the Amended Registration: first, that the Reservation Services are not
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separately registrable as applied to Registrant’s own lodging services, such that the Amended

Registration should be found void; and second, that the mark has been abandoned due to non­

use, arising from Registrant’s failure to provide the Registration Services “for others.” Petitioner

therefore moves that it be granted leave to amend its petition as shown in the attached Exhibit A, 

and moves for summary judgment on Counts I and II of the Amended Petition.^

II. PROCEDURAL AND FACTUAL BACKGROUND

This proceeding was instituted upon Petitioner’s filing a petition to cancel against Motel

One’s original registration for the mark MOTEL ONE (& Design) on September 16, 2013. The

original registration, which Motel One obtained under the auspices of Section 44(e) of the

Lanham Act, 15 U.S.C. § 1126(e), was for the following services: ,

professional business consulting services for catering and accommodation 
enterprises, including technical assistance in the establishment and 
operation of catering and accommodation businesses; consulting services 
for business management, planning and supervision of catering and 
accommodation enterprises; franchising of catering enterprises, namely, 
offering business know-how concerning the establishment and/or 
operation of catering and accommodation enterprises” in international 
class 35; and “providing temporary accommodation; catering services; 
making reservations of temporary lodging for others; technical consulting, 
namely, computer consultation in cormection with catering and temporary 
accommodation enterprises” in international class 42.

Thus, the original Registration included “providing temporary accommodation” (the

Lodging Services”) as well as the Reservation Services, in Class 42, as well as catering services

(the “Catering Services”) and several other services in Classes 35 and 42 (collectively, the

Other Services”). Because the original U.S. application was filed under Section 44(e),

Registrant did not have to show use of the mark in connection with any of these services in order

^ Simultaneous motions to amend and for summary judgment are expressly contemplated by the Board. See TBMP 
§ 528.07 and cases cited therein.
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to obtain the original Registration. Petitioner claimed in its original Petition, inter alia, that the

MOTEL ONE registration should be canceled because it had been abandoned due to non-use by

Registrant, and because the MOTEL ONE mark caused a likelihood of confusion with

Petitioner’s several incontestable registrations for MOTEL 6.

Nearly a year later, on July 25, 2014, as the six-year armiversary of the original

Registration approached, and plainly because it had not yet offered the Lodging Services, the

Catering Services, or the Other Services in the United States, Registrant mooted much of the

original Petition to Cancel by filing a Declaration of Continued Use under Section 71 that

deleted the Lodging Services, the Catering Services, and all of the Other Services, and left in

place only the Reservation Services. (Ex. B.) Shortly thereafter, on August 18, 2014, Registrant

filed a separate application for MOTEL ONE under Section 1(b), Serial No. 86/368,963, for the

Lodging Services and the Catering Services, which had been deleted from the original

registration (the “ITU Application”). (Ex. C.) Then, on December 11, 2014, the Examining

Attorney in the ITU Application issued an Office Action, refusing to register the MOTEL ONE

mark under Section 1(d) as against the registration for “ONE” for “hotel services for preferred

customers” owned by SH Group Global IP Holdings, L.L.C. (“SH”), and noting the presence of 

additional senior applications for variations of the mark “1 HOTEL” owned by SH. (Ex. D.)^

Meanwhile, discovery had commenced in the instant proceeding. During discovery, in

response to interrogatories and document requests from Petitioner, Registrant provided

information confirming that it had not provided the Lodging Services in the United States.

Specifically, the discovery confirmed that none of the properties through which Registrant offers

the Lodging Services are located in the United States. Registrant’s Responses and Objections to

^ Exhibit D comprises the Office Action and the relevant marks cited by the Examiner, but for convenience omits 
other marks referenced by the Examiner for other purposes.
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Petitioner’s First Set of Interrogatories (Ex. E) at 11. In fact, in the very introduction to

Registrant’s Answer, Registrant stated that it “runs a chain of hotels in Europe.” Answer at 1.

Moreover, the discovery revealed that

As for the Reservation Services, these are offered

through Registrant’s website, accessible in the United States, showing the availability of

Registrant’s properties only in Europe. (Ex. G.)

Recently, on June 10, 2015, Registrant filed a response to the Office Action in the ITU

Application. (Ex. H.) That response comprised, in its entirety, a consent agreement between

Registrant and SIT regarding the parties’ use and registration of their respective marks. The

agreement was remarkably terse and silent on such issues as the respective segments of the

lodging market that each party was targeting through the use of its respective marks. The very

next day, June 11, 2015, the Examining Attorney issued a decision rejecting the consent

agreement as an unsatisfactory “naked consent,” maintaining the refusal and suspending the ITU 

application in view of the additional senior SH applications. (Ex. 1.)“^

III. ARGUMENT

A. Petitioner Should Be Given Leave To Amend Its Petition Based On Registrant’s 
Amendment to the Registration And Information Produced During Discovery

Rule 15(a)(2) of the Federal Rules of Civil Procedure provides that a party may amend its

pleading with the court's leave and that the court should “freely give leave when justice so

requires. ” Fed. R. Civ. P. 15(a)(2); 37 C.F.R. § 2.115. The Board liberally grants motions for

leave to amend the pleadings when information is learned during discovery and the amendment

Based on these actions taken by Registrant, and in particular the status of the ITU Application, Petitioner notes that 
were it not moving for summary judgment herein, it would move under TBMP § 510 for a suspension of this 
proceeding pending resolution of the ITU Application, as it is in connection with the ITU Application, which now 
includes the actual Lodging Services, that the lilcelihood of confusion issue would be most meaningfully contested.
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will not prejudice the non-moving party. See, e.g., American Optical Corporation v. American

Olean Tile Company, Inc., 168 USPQ 471 (TTAB 1971) (“It has been generally held that

amendments to pleadings should be allowed with great liberality at any stage of the proceeding

where necessary to bring about a furtherance of justice unless it is shown that entry of the

amendment would violate settled law or be prejudicial to the rights of any opposing parties”);

Karsten Mfg. Corp. v. EditoyAG, 79 USPQ2d 1783, 1786 (TTAB 2006) (motion for leave to

amend pleading granted because grounds for new claim was learned during discovery).

In this case, Registrant’s amendment to the Registration following institution of the

proceeding, and the information Registrant has produced during discovery, are the events that

give rise to Petitioner’s Motion to Amend. At the time that Petitioner filed its Petition to Cancel,

it was challenging Registrant’s original Registration, which included both the Lodging Services

and the Reservation Services, both on the basis of abandonment for non-use and likelihood of

confusion. However, during the pendency of the proceeding, as the deadline was approaching

for Registrant to show its use of the mark. Registrant filed a Section 71 Declaration of Continued

Use that amended the Registration by deleting the Lodging Services, among others, but retaining

the Reservation Services. (Ex. B.) Registrant retained the Reservation Services evidently on the

theory that its website, accessible from the United States, allows U.S. residents to make

reservations at Registrant’s hotels in Europe.

However, by severing the Reservation Services from the Lodging Services and

disclaiming current usage of the Lodging Services in the United States, Registrant is attempting

to claim use of a clearly ancillary service, when in fact Registrant is not providing the main

lodging service to which the Reservation Services are ancillary. As discussed infra in Section

B.2 infra, such a service is not separately registrable, and Petitioner should be granted summary
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judgment on this basis. At the very least, however, Petitioner should be granted leave to amend

its Petition to Cancel to assert the revised Count I set forth therein, based on this development.

Meanwhile, as discussed above, during discovery Registrant has produced information

clearly showing that every facility at which Registrant offers its Lodging Services in Europe is

operated by Registrant itself or a subsidiary. As discussed infra at Section B.3, in such a

situation, the Reservation Services in the amended Registration are not offered for the benefit of

others, such as third-party licensees or franchisees, but rather for Registrant itself. Thus,

Registrant has not used the Reservation Services as set forth in the amended Registration, and

summary judgment should be granted on the basis of abandonment. At the very least, however.

as with the ancillary services issue discussed above. Petitioner should be granted leave to amend

its Petition to Cancel to assert the revised Count II set forth therein, based on these facts learned

post-filing.

Granting this Motion for Leave to Amend the Petition to Cancel will not prejudice

Registrant because the Motion is being filed when the proceeding is still in the pre-trial phase.

See United States Olympic Committee v. 0-M Bread Inc., 26 USPQ2d 1221, 1222 (TTAB 1993)

(applicant not prejudiced because proceeding still in pre-trial phase). Denying the Motion,

however, would be likely to prejudice Petitioner, as Petitioner would be barred from presenting

arguments to the Board on claims that the evidence obtained after the Petition to Cancel was

filed clearly supports.

Accordingly, for the foregoing reasons, Petitioner asks that the Board grant its Motion for

Leave to Amend its Petition to Cancel as shown in Exhibits A-1 and A-2.
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B. Summary Judgment Should Be Granted To Petitioner On Counts I And II Of 
The Amended Petition To Cancel

To constitute a registrable service pursuant to Section 45 of the Trademark Act the

claimed service must;

(1) be a real activity;

(2) be qualitatively different from anything necessarily done in connection with the 
performance of another service; and

(3) be performed to the order of, or for the benefit of, someone other than the applicant.

15U.S.C.S. 1127; TMEP § 1301.01(a). In re Canadian Pacific Ltd., 224 USPQ 971 (Fed. Cir.

1985); In re Betz Paperchem, Inc.^ 222 USPQ 89 (TTAB 1984); In re Integrated Resources, Inc.,

218 USPQ 829 (TTAB 1983); In re Landmark Communications, Inc., 204 USPQ 692 (TTAB

1979).

In this case, summary judgment should be granted to Petitioner on Counts I and II of the

Amended Petition on the following grounds: First, as to Count I, Registrant's claimed

Reservation Services are not qualitatively different from activities necessary to render the

Lodging Services; and second, as to Count II, the Reservation Services are not rendered for the

benefit of others but only for Registrant itself Accordingly, the Registration does not claim use

of the Mark in connection with a registrable service, and summary judgment should be granted to

Petitioner on the ground that the Registration is void; and/or the Reservation Services “for

others” have not in fact been provided by Registrant, and Petitioner should be granted Summary

Judgment on the ground of abandonment.

1. Summary Judgment Standards

Summary judgment should be granted “if the pleadings, depositions, answers to

interrogatories, and admissions on file, together with the affidavits, if any, show that there is no

genuine issue as to any material fact and that the moving party is entitled to judgment as a matter
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of law.” Fed. R. Civ. P. 56(c). The initial burden of showing the lack of a genuine issue of fact

rests with the moving party. Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986). Once the

moving party has shown prima facie that no issue of fact exists, however, the burden shifts to the

non-moving party to demonstrate that specific facts exist that would justify denial of the motion.

Id. at 324.

In a cancellation proceeding, the registrant is entitled to presumption that its mark is

valid. However, the presumption is rebuttable, and if the petitioner can demonstrate through law

and undisputed fact that the mark is invalid, then the registrant cannot survive summary

judgment. “Mere registration does not enable a trademark holder to survive summary

judgment.” Talking Rain Beverage Co. v. South Beach Beverage Co., 349 F.3d 601, 603,

68 USPQ2d 1764,1765 (9^'’ Cir. 2003.) A petitioner need only show that a mark is invalid by a

preponderance of evidence in order to rebut the presumption of validity. West Florida Seafood

Inc. V. Jet Restaurants, Inc., 31 F.3d 1122, 1125, 31 USPQ2d 1660, 1662 (Fed. Cir. 1994).

2. Allowing Hotel Guests to Make Reservations at a Hotel Is an Ancillary 
Activity That Is Normal and Expected When Rendering Hotel Services

Registrant’s Reservation Services here do not qualify as a separate registrable service.

because those services are necessary for, and ancillary to. Registrant’s principal service of

rendering hotel services at its own facilities, and thus the Registration should be found void. It is

a well-settled principle that the rendering of an activity which is “expected or routine” in

cormection with the provision of one’s own services is not a registrable service. See, e.g.. In re

Dr. Pepper Co., 5 USPQ2d 1207 (TTAB 1987); Cottonwood Financial Ltd. v. The Cash Store

Financial Services, Inc., 778 F. Supp. 2d 726 (N.D. Tex. 2011). In other words, activities that

are inherent to the provision of a primary service are not registrable. The TMEP provides the

example of a grocery store that bags groceries for customers. TMEP § 1301.01(a)(iii). Bagging
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groceries is a normal and expected activity rendered by grocery stores during the rendering of

their primary services (i.e., selling groceries) and is thus not separately registrable. In re Dr.

Pepper Company provides additional examples of a nonregistrability activity with a service

business, such as an asserted service of offering "free" glassware to customers who have made a

certain level of purchases at a gasoline station, or a lottery contest by a new shopping mall. 5

USPQ2d 1207 (Fed. Cir. 1987).

Another example of a non-registrable activity is “guaranteeing” one's own merchandise

or service. Because such a guarantee is an inducement in the sale of the primary good or service

and is normally expected by customers, a guarantee is not a separate registrable service. See In

re Orion Research, Inc., 187 USPQ 485, 486 (CCPA 1975). The “guarantee” in Orion

Research was also said to be non-registrable because it was not offered apart from the sale of the

primary business function and was not promoted separately. Cf, e.g.. In re Hennessy, 226 USPQ

274 (TTAB 1985) (stating that “recommendation and endorsement of wines” by a wine store

may be a registrable service only “if the service is marketed as a separate service and identified

by the mark”).

Much like the guarantee on one’s own service found not to be registrable in Orion

Research, a reservation in advance for a room at a hotel is nothing more than a guarantee that the

customer will be able to use the hotel services upon arrival at the designated date and time.

Providing the ability to reserve a hotel room in advance of a stay is a customary and routine

practice in the hospitality industry that every major hotel or motel chain offers to induce the sale

of its hotel services. Correspondingly, hotels do not and cannot offer reservation services for use

of their lodging facilities apart from the primary service of actually offering such temporary

accommodations at their facilities. Allowing customers to reserve a hotel room at a hotel is an
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integral part of providing hotel services” that is not separately registrable. Penta Hotels Limited

V. Penta Tours, 9 USPQ2d 1081 (TTAB 1988).

In this case, Registrant operates a chain of hotels in Europe using the trademark MOTEL

ONE. (Answer at 1.) According to Registrant, it offers premium lodging, advertises its hotel

services and has engaged in efforts to open a hotel in the United States. (Id. at 1-2.) Registrant

does not tout that it offers reservation services, but rather that it offers lodging services.

Registrant’s principal service is operating a chain of hotels, which provide temporary

accommodations. In the process of rendering its hotel services, Registrant, as is customary in the

hotel industry, regularly allows customers to reserve a room at its hotel in advance. By allowing

customers to reserve a room at its hotels, Registrant is not offering a separate service, but rather

is engaging in an expected, routine aspect of operating its own hotels.

There is no factual dispute in the record regarding this aspect of Registrant’s services.

Accordingly, the Board can and should grant summary judgment to Petitioner on Count I of the

Amended Petition on the ground that Registrant’s Reservation Services are an unregistrable

ancillary service such that the Amended Registration should be found void.

3. Registrant’s Reservation Services Are Not for Others Because Registrant 
Retains the Primary Benefit and Owns or Controls All of the Hotels for Which 
the Reservation Services Are Offered

Registrant’s claim of use of the Mark in connection with “making reservations of

temporary lodging for others” is insufficient because the activity is for Registrant’s own benefit

rather than “for others”. Therefore, summary judgment should be granted to Petitioner on the

ground that Registrant has not used the Mark, and it has been abandoned.

The interpretation of the term “others” in the Reservation Services is the key to

determining whether this service has been performed by Registrant. There are only two logical
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constructions of this term. Either “others” means hotel customers who use Registrant’s website

to make a reservation, or “others” means entities other than Registrant who operate hotel

facilities at which the Lodging Services are provided. The first construction is incorrect as a

matter of law, and the second construction is foreclosed by the undisputed factual record in this

case. Accordingly, summary judgment should be granted to Petitioner on Count II of the

Amended Petition.

The controlling question regarding whether an activity is for the benefit of “others” is

who primarily benefits from the activity for which registration is sought. TMEP §

1301.01(a)(ii). While customers may receive some benefit from the activity, it is the party that

primarily benefits that matters. See In re Alaska NorthwestPubl’g Co., 212 USPQ 316, 317

(TTAB 1981) (holding that fact “that the activities and operations associated with the production,

advertising or sale of the product may be indirectly beneficial to purchasers of the product is

immaterial to the question of registrability of the mark as a service mark”). By allowing

customers to reserve a room at Registrant’s lodging facilities in advance, the Reservation

Services induce the sale of Registrant’s Lodging Services. Accordingly, while customers may

derive some benefit from the reservation activity, Registrant itself is the primary beneficiary

because it derives sales of lodging services. Thus, any argument by Registrant that customers

are the “others” for whom it is providing the Reservation Services is unsupported by the law.

Therefore, Registrant can be using the Reservation Services only if the “others” comprise

third-parties other than Registrant or its customers. This, however, is not the case. According to

information provided by Registrant in discovery.
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Because goodwill established in the minds of the relevant buying public is protected by a

registration of a service mark and a segment of the public “purchases” and “benefits” from a

service provided by the owner of the mark, the determinative question in whether an activity is

for others” is whether the benefiting party can be considered members of a “public.” In re

Canadian Pacific Ltd., 754 F.2d 992 (Fed. Cir. 1985). In Canadian Pacific, the Trademark

Examining attorney refused to register the applicant’s mark on the ground that the applicant was

not performing a “service” within the meaning of § 45 of the Trademark Act. Id. The

applicant’s wholly-owned subsidiary owned an investment portfolio of marketable securities. In

connection with its portfolio, the subsidiary established a “Shareholder Dividend Reinvestment

and Share Purchase Plan” (“Plan”). The Plan set out a system for reinvestment of dividends in

new common shares of the subsidiary available only to those persons who already own common

shares of the subsidiary. However, because the Plan was available only to the subsidiaries’ own

stockholders in connection with their further investment or participation in the subsidiaries’ own

activities, the court found that no person or entity “other” than the subsidiaries and its 75%

parent (the applicant) was involved, so that there was no “public” to which (or to whom) the

asserted service mark could be directed and be useful. The court stated that “[the subsidiaries’]

shareholders are, in fact and in law, its owners, i.e., all together they are [the subsidiary], and

there is no other such owner.” Id.

In this case, since it is Registrant or its subsidiaries that operate the hotels, when

Registrant engages in reservation activities it is merely offering to reserve rooms at its own

hotels. The benefiting party. Registrant, directly and through its subsidiaries, cannot be

considered members of a “public.” Registrant’s claimed reservation activities are clearly for its
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own benefit and not “for others” as required for it to be providing the service as claimed in the

Amended Registration.

|. Registrant

has not been providing its claimed service of “making reservations of temporary lodging/or

others,'' and thus Petitioner should be granted summary judgment on Count II of the Amended

Petition on the ground of abandonment.

IV. CONCLUSION

For all the foregoing reasons, Petitioner respectfully requests that the Board grant its

motion to amend the Petition to Cancel in the above-captioned cancellation proceeding, and that

the Board grant its Motion for Summary Judgment on Counts I and II of the amended Petition.

RespectIuIIy submitted,

./A

AmDated:
fbseph D. Lonardo 
Cory M. Amron 
William H. Oldach III 
Tanya Marie Curcio
VORYS, SATER, SEYMOUR AND PEASE LLP
1909 K Street, NW, 9th Floor
Washington, D.C. 20006
Tel: 202-467-8800
Fax:202-467-8950
iplaw@vorys. com
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William H. Oldach III
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EXHIBIT A-1



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

G6 HOSPITALITY IP LLC

Cancellation No. 92057877 

Trademark Registration No. 3,505,545 

Mark; MOTEL ONE (& Design)

Date Registered: September 23, 2008

Petitioner,

V.

MOTEL ONE GMBH,

Registrant.

AMENDED PETITION TO CANCEL

G6 Hospitality IP LLC (“Petitioner”) is a Delaware limited liability company with a

business address at 4001 International Parkway, Carrollton, Texas 75007. To the best of

Petitioner’s knowledge, the owner of U.S. Trademark Registration No. 3,505,545, which was

amended on or about August 14, 2014 (the “Amended Registration”) for the mark MOTEL ONE

(& Design) (“MOTEL ONE Mark”) is Motel One GmbH, a German company (“Registrant”) 

with a business address of Theatinerstrasse 16, D-80333 Munchen, Germany. Petitioner believes

that it is damaged by the Amended Registration and petitions to cancel it as set forth below.



INTHEUDSAP

Since at least as early as January 1965, Petitioner and its predecessors in interest have1.

used, and still presently use, the mark MOTEL 6 alone or with design elements (collectively.

MOTEL 6 Mark(s)”) in connection with motel services and hotel services, and making

reservations for the same for the benefit of its franchisees, (“Petitioner’s Services”) in the United

States.

Petitioner’s MOTEL 6 Mark is a household name with respect to Petitioner’s Services2.

and the hospitality industry.

Petitioner provides Petitioner’s Services in the United States and Canada and currently3.

has approximately 1,100 locations with more than 105,000 rooms.

Advertisins Ase magazine has recognized Petitioner’s We ’ll Leave the Light on for4.

You advertising campaign, used in connection with Petitioner’s Services, as one of the top

advertising campaigns in the last 100 years and Petitioner was the only lodging or temporary

accommodations provider to earn this distinction.

Since at least as early as May 4, 2000, Petitioner’s customers have been able to make5.

reservations for Petitioner’s Services and Petitioner’s franchisees’ temporary accommodation

facilities using Petitioner’s website. Prior to that time and to date. Petitioner’s customers have

been able to make reservations for Petitioner’s Services and Petitioner’s franchisees’ temporary

accommodation facilities using the telephone.

Petitioner is the owner of several incontestable trademark registrations for the MOTEL6.

6 Marks including Reg. Nos., 1,816,233; 0,822,563; 1,589,489; 1,788,512; 2,198,435; 2,264,831;

and 3,660,463 for use in connection with hotel and motel services (collectively, “Petitioner’s

Registrations”).

2



Petitioner has invested substantial time, effort, and money in promoting Petitioner’s7.

Services provided in connection with the MOTEL 6 Marks.

8. The MOTEL 6 Marks are recognized as exclusively identifying Petitioner’s Services

and embody the goodwill and reputation that Petitioner has developed by continuously using the

MOTEL 6 Marks over the past fifty (50) years.

On July 10, 2007 (“Registrant’s Filing Date”), Registrant filed an application, Serial9.

Number 79/044,672, (“Application”) with the U.S. Patent and Trademark Office (“USPTO”) for

the MOTEL ONE Mark, for use in connection with "'professional business consulting services

for catering and accommodation enterprises, including technical assistance in the establishment

and operation of catering and accommodation businesses; consulting services for business

management, planning and supervision of catering and accommodation enterprises; franchising

of catering enterprises, namely, offering business knoM>-how concerning the establishment and/or

operation of catering and accommodation enterprises'" in international class 35 and "providing

temporary accommodation; catering services; making reservations of temporary lodging for

others; technical consulting, namely, computer consultation in connection with catering and

temporary accommodation enterprises" in international class 42 (“Registrant’s Services”).

The Application that resulted in the Amended Registration was filed under Section10.

66(a) of the Trademark Act, 15 U.S.C. §1141(f), wherein Registrant declared that it possessed a

bona fide intent to use the MOTEL ONE Mark in connection with all of Registrant’s Services in

commerce in the United States.

The original Registration issued on September 23, 2008.11.

3



The original Registration was fewer than five years old and was therefore subject to12.

cancellation under Section 14(1) of the Lanham Act, 15 U.S.C. §1064 at the time the original

Petition to Cancel in this matter was filed on September 16, 2013.

On or about July 25, 2014, following institution of this proceeding. Registrant filed a13.

Declaration of Continued Use under Section 71, which deleted all the services in Class 35 in the

original Registration, as well as all services in Class 42, with the exception of “making

reservations of temporary lodging for others” (the “Reservation Services”). The specimens

included with Registrant’s Declaration comprised two screen captures from Registrant’s website

offering the Reservation Services.

Registrant does not currently provide hotel or temporary lodging services in the14.

United States.

The Reservation Services provided by Registrant in the United States pertain15.

exclusively to temporary lodging services offered outside the United States.

During discovery in this proceeding, which is still ongoing. Petitioner has learned that16.

every entity through which Registrant provides temporary lodging services outside the United

States is majority owned by Registrant or a subsidiary of Registrant.

COUNT I

VOID AB INITIO - NQN-REGISTRABLE ANCILLARY SERVICES

Petitioner re-alleges and incorporates by reference paragraphs 1 through 16 of this17.

Amended Petition to Cancel as if fully set forth herein.

The Reservation Services offered by Registrant in association with its mark are18.

services necessarily performed in association with the providing of temporary lodging services

for its own facilities and are thus ancillary to those services.

4



The Reservation Services are not sufficiently distinct from the service of providing19.

temporary lodging services at one’s own facilities.

The Reservation Services, which are the only services recited in the Amended20.

Registration, are thus not separately registrable as applied to Registrant’s own facilities, and the

Amended Registration is therefore void.

COUNT II

ABANDONMENT

Petitioner re-alleges and incorporates by reference paragraphs 1 through 20 of this21.

Amended Petition to Cancel as if fully set forth herein.

Registrant’s Reservation Services are offered on behalf of itself and its affiliates, and22.

are not “for others” as set forth in the Amended Registration.

Registrant thus has not offered the Reservation Services recited in the Amended23.

Registration.

Registrant thus has not used the mark in the United States in connection with the24.

Reservation Services.

Upon information and belief. Registrant is not currently using the MOTEL ONE Mark25.

in commerce in the United States in connection with the Reservation Services.

Upon information and belief, Registrant has not used the MOTEL ONE Mark in26.

commerce in the United States in connection with the Reservation Services for at least the last

three years.

Upon information and belief. Registrant has no intent to commence or to resume use27.

of the MOTEL ONE Mark in commerce in the United States in connection with the Reservation

Services.

5



upon information and belief, the MOTEL ONE Mark set forth in the Amended28.

Registration has been abandoned due to nonuse.

COUNT III

LACK OF BONA FIDE INTENT TO USE

Petitioner re-alleges and incorporates by reference paragraphs 1 through 28 of this29.

Amended Petition to Cancel as if fully set forth herein.

Upon information and belief, as of the fding date of the Application, Registrant did30.

not have a bona fide intent to use the MOTEL ONE Mark in commerce in the United States in

connection with the Reservation Services.

COUNT IV

LIKELIHOOD OF CONFUSION

Petitioner re-alleges and incorporates by reference paragraphs 1 through 30 of this31.

Amended Petition to Cancel as if fully set forth herein.

Petitioner and its predecessors-in-interest have used the MOTEL 6 Mark in connection32.

with Petitioner’s Services for forty-two (42) years before Registrant’s Filing Date.

Petitioner and its predecessors-in-interest have used the MOTEL 6 Mark in connection33.

with making reservations for Petitioner’s Services and Petitioner’s franchisees’ temporary

accommodation facilities prior to any date that Registrant can rely on.

Both the MOTEL ONE Mark and MOTEL 6 Marks begin with the word “MOTEL. 9?34.

Both the MOTEL ONE Mark and MOTEL 6 Marks contain a single digit number35.

directly after the word “MOTEL. 99

The MOTEL ONE Mark is confusingly similar to the MOTEL 6 Marks.36.

6



37. Registrant’s Reservation Services are identical to Petitioner’s Services, with the

exception that Petitioner provides its Reservation Services for the benefit of its franchises

(“others”), whereas Registrant’s Reservation Services are only for its own benefit and not for

others.

38. The Amended Registration damages Petitioner by interfering with Petitioner’s

exclusive right to use and enforce the MOTEL 6 Marks in connection with Petitioner’s Services.

39. Because the MOTEL ONE Mark and MOTEL 6 Marks are confusingly similar, and

Registrant’s Services and Petitioner’s Services are identical or are very closely related, the

MOTEL ONE Mark is likely to cause confusion, cause mistake or deceive the public, and cause

the public to believe, incorrectly, that Registrant’s Services emanate from, are authorized or

endorsed by, or are otherwise connected with Petitioner in violation of Section 2(d) of the

Lanham Act, 15 U.S.C. § 1052(d).

* * *

WHEREFORE, Petitioner prays that The Trademark Trial and Appeal Board sustain this

Petition and cancel the Amended Registration No. 3,505,545 for the MOTEL ONE Mark.

The required fee accompanies this Petition to Cancel. Please charge any additional fees

to Deposit Account No. 22-0585.

7



Please recognize Joseph D Lonardo, Cory M. Amron, William H. Oldach III, and Tanya

Marie Curcio, all members of the bar of the District of Columbia, and all of the firm of Vorys,

Sater, Seymour and Pease, LLP, as Petitioner’s attorneys to prosecute this Amended Petition to

Cancel,

A)

Joseph jD Lonardo 
Tanya Marie Curcio 
Cory M. Amron 
William H. Oldach III
VORYS, SATER, SEYMOUR & PEASE LLP
1909 K Street, NW
Ninth Floor
Washington, DC 20006
Telephone: 202.467.8800
E-Mail: iplaw@vorys.com

Date: July 17, 2015

Attorneys for Petitioner 
G6 Hospitality IP LLC

8
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EXHIBIT A-2



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

G6 HOSPITALITY IP LLC

Cancellation No. -92057877Petitioner,
Trademark Registration No. 3,505,545 

Mark: MOTEL ONE (& Design)

Date Registered: September 23, 2008

V.

MOTEL ONE GMBH,

Registrant.

AMENDED PETITION TO CANCEL

G6 Hospitality IP LLC (“Petitioner”) is a Delaware limited liability company with a

business address at 4001 International Parkway, Carrollton, Texas 75007. To the best of

Petitioner’s knowledge, the owner of U.S. Trademark Registration No. :3A»CAA443.505.545.

which w'as amended on or about Aui:?ust 14. 2014 (the “Amended Registration”! for the mark

MOTEL ONE (& Design) (“MOTEL ONE Mark”) is Motel One GmbH, a German company

(“Registrant”) with a business address of Theatinerstrasse 16, D-80333 Munchen, Germany.

Petitioner believes that it is damaged by the Amended Registration and petitions to cancel it as

set forth below.



BACKGROUND

Since at least as early as January -1%S1965, Petitioner and its predecessors in interest1.

have used, and still presently use, the mark MOTEL 6 alone or with design elements

(collectively, “MOTEL 6 Mark(s)”) in connection with motel services and hotel services^ and

making reservations for the same for the benefit of its franchisees. t“Petitioner’s Services”) in the

United States.

2. TetMenefs^Petitioner’s MOTEL 6 Mark is a household name with respect to

Petitioner’s Services and the hospitality industry.

3. Petitioner provides Petitioner’s Services in the United States and Canada and currently

has approximately 1,100 locations with more than 105,000 rooms.

4. Advertising Age magazine has recognized Petitioner’s We ’ll Leave the Light on for

You advertising campaign, used in connection with Petitioner’s Services, as one of the top

advertising campaigns in the last 100 years and Petitioner was the only lodging or temporary

accommodations provider to earn this distinction.

5. Since at least as early as May 4, 2000, Petitioner’s customers have been able to make

reservations for Petitioner’s Services and Petitioner’s franchisees’ temporary accommodation

facilities using Petitioner’s website. Prior to that time and to date. Petitioner’s customers have

been able to make reservations for Petitioner’s Services and Petitioner’s franchisees’ temporary

accommodation facilities using the telephone.

6. Petitioner is the owner of several incontestable trademark registrations for the MOTEL

6 Marks including Reg. Nos., 1,816,233; 0,822,563; 1,589,489; 1,788,512; 2,198,435; 2,264,831

2



and 3,660,463 for #«^-MO-Ti4:7-4J*4ariv4©i^use in connection with “hotel and

motel services” (collectively, “Petitioner’s Registrations”).

Petitioner has invested substantial time, effort, and money in promoting Petitioner’s7.

Services provided in connection with the MOTEL 6 Marks.

8. The MOTEL 6 Marks are recognized as exclusively identifying Petitioner’s Services

and embody the goodwill and reputation that Petitioner has developed by continuously using the

MOTEL 6 Marks over aJmestthfijaast fifty (50) years.

9. On July 10, 2007 (“Registrant’s Filing Date”), Registrant filed an application. Serial

Number 79/044,672, (“Application”) with the U.S. Patent and Trademark Office (“USPTO”) for

the MOTEL ONE Mark, for use in connection with ''professional business consulting services

for catering and accommodation enterprises, including technical assistance in the establishment

and operation of catering and accommodation businesses; consulting services for business

management, planning and supervision of catering and accommodation enterprises; franchising

of catering enterprises, namely, offering business know-how concerning the establishment and/or

operation of catering and accommodation enterprises'' in international class 35 and "providing

temporary accommodation; catering services; making reservations of temporary lodging for

others; technical consulting, namely, computer consultation in connection with catering and

temporary accommodation enterprises" in international class 42 (“Registrant’s Services”).

The Application that resulted in the Amended Registration was filed under Section10.

66(a) of the Trademark Act, 15 U.S.C. §1141(f), wherein-the Registrant declared that it

possessed a bona fide intent to use the MOTEL ONE Mark in connection with all oftfee

Registrant’s Services in commerce in the United States.

11. on September 23, 2008.
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ration wwas fewer than five years old and iswas therefore12.

subject to cancellation under Section 14(1) of the Lanham Act, 15 U.S.C. §44M4t,

lh£im£iiiaIJAihiQiiJci(IancdiiLJlik.mMleovtisiii^^ 16.2013

On or about July 25. 2014. following institution of this proceeding. Registrant13.

fikd..a Section 71. which deleted all the services in Class 35

p- w

hr others" (the “Reservation Services”!. The snecimensgirH n

included with RegistrantSs Declaration comprised two screen captures from Registrant’s website

offering the Reservation Services,

14. a ora.rv airiP' erviD

1 Jnited States,

1.5. .i.ii....t.h.e.....U.iiiM..Shil£^ieilaiii

exclusively to temporary lodging seivices offered outside the United States

..LA P*J g g.

every entity through which Registrant provides temnorarv lodging services outside the

Sta.tes is majority owned bv Registrant or a subsidiary of Registrant.

COUNT I

VOIP AB INITIO NOW^REC 7/J5

Petitioner re-a.l1eges and incornorates hv reference nara.granhs 1 throogli 16 of this,1.2.

The Reservation Services offered bv Registrant in association with its mark are

in a.ssncia.t.ioii with the nroviding of temnorarv lodging services

for its own fg

4



The Reservation Services are not sufficiently distinct from the service ofIT

providing temnorarv y Q: 3

The Reservation Services, which are the only services recited in the Amended2T

Registration, are thus not senaratelv regist.ra.hle as annh'ed to Registranths own facilities- and the

Amended Registration is therefore void

COUNT II

ABANDONMENT

Tdr-Petitioner re-alleges and incorporates by reference paragraphs 1 through TA202L

of this AmendedJMhi(m-Midan£d^s„i£.£iillx-S£fi^

Registrant’s Reservation Services are offered on behalf of itself and its affiliates.99

rth in the Amended Registration.

Registrant thus has not offered, the Reservation Services recited in the Amended21.

RegistratiQii

24 /ith the

Reservation Services

4t~Upon information and belief, RegistrantAamnevenmsetTaftd is not currently using2A

the MOTEL ONE Mark in commerce in the United States in connection with the Reservation

Services.

TA

ivmrp©K»yviee€amH€«tektflmrmle4gAigAaA4itysUTetAAArU€e9A)4iAAmU'r^^

+A

r©S€Peati©ns-elA®fflp©raryTe4gffl|f4er-ethers-(AReseiwl4e»vAorvAe& )4B4fe€--lAAtaAStateST
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-h •6S'S"

e©BSttft»|Hsaf^4eetr4bF<:ate»»g^afl4^aee€»fflf»€^daiieBHJHteFpjise%4fl€^^

eefKmteftt sef¥«5«s

l©F%'«S«l©

«iHBel¥r'«4fea4«er%BSHl#SS- «?w4Kw^eHeeHHfig-4fce-i^

0staMlste€BtTffl44M^^^3«fari€»fi-^#€ato4B^B€l-aeeoiMi»«ttefem5ntefpris«%40€4HM'6{^

Sm4e«#4“4fl44w^4Mte4-#tetes7rr

^y^n4f#MBM4i0fwift44?©lie4r44€-gK4i*"at4r4»s-H«¥eFi»j^^^

f^€ate4»g-S«p«€e#34'e-#i€Hl4H4l^^ T7

W^Upon information and belief. Registrant has not used the MOTEL ONE Mark in26,.

commerce in the United States in connection with aiy.^^h6feg-h#Fm-tUtli.e Reservation Services

for at least the last three years.

TlUUpon information and belief, Registrant has no intent to commence or to resume2.2,

use of the MOTEL ONE Mark in commerce in the United

ReiaavMkiiiiafiivkfis.

U-Upon information and belief, the MOTEL ONE Mark set forth in the Amended28. a

Registration has been abandoned due to nonuse.

COiryim
COUNT ITI

LACK OF BONA FIDE INTENT TO USE

22^Petitioner re-alleges and incorporates by reference paragraphs 1 through 2U28 of29...

this Amended Petition to Cancel as if fullv set forth herein.
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33^Upon information and belief, as of the filing date of the Applicationdb^^ Registrant3.Q.

did not have a bona fide intent to use the MOTEL ONE Mark in commerce in the United States

in connection with ReaffeiaiNthe Reservation Services.

LIKELIHOOD OF CONFUSION

ibUPetitioner re-alleges and incorporates by reference paragraphs 1 through Vi-'ii) ofIL,

this Amended Petition to Cancel as if fully set forth herein

Sb^Petitioner and its predecessors-in-interest have used the MOTEL 6 Mark in32,

connection with Petitioner’s Services for forty-two (42) years before Registrant’s Filing Date.

34-Petitioner and its predecessors-in-interest have used the MOTEL 6 Mark in

connection with making reservations for Petitioner’s Services and Petitioner’s franchisees’

temporary accommodation facilities prior to any date that Registrant can rely on.

22r~Both the MOTEL ONE Mark and MOTEL 6 Marks begin with the word34.,

MOTEL. 5?

22^Both the MOTEL ONE Mark and MOTEL 6 Marks contain a single digit number35.

directly after the word “MOTEL. ?9

4r"The MOTEL ONE Mark is confusingly similar to the MOTEL 6 Marks.36,.

34,

34r-Registrant’s Reservation Services are identical to Petitioner’s ServicesT3„2.

OO

the exceptimi that.Petitioner provides its R£S£rvatiffli,.S„e,i:v,i,c,e,s,.for.the.benefit.of its.francMsfis,
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(“others”'!, whereas Registrant’s Reservation Services are only for its own henefit and not for

oth.ers.

1,8. Petitioner by interfering with Petitioner’s

exclusive right to use and enforce the MOTEL 6 Marks in connection with the-Petitioner’s

Services.

39. TS^Because the MOTEL ONE Mark and MOTEL 6 Marks are confusingly similar^

and^the Registrant’s Services and Petitioner’s Services are identical or are very closely related,

the MOTEL ONE Mark is likely to cause confusion, cause mistake or deceive the public, and

cause the public to believe, incorrectly, that Registrant’s Services emanate from, are authorized

or endorsed by, or are otherwise coimected with Petitioner in violation of Section 2(d) of the

Lanham Act, 15 U.S.C. §1052(d).

* * *

'WHEREFORE, Petitioner prays that The Trademark Trial and Appeal Board sustain this

Petition and cancel the Amended Registration No. 3,505,545 for the MOTEL ONE Mark.

The required fee accompanies this Petition to Cancel. Please charge any additional fees

to Deposit Account No. 22-0585.

8



Please recognize Joseph D I.onardo, Cory M. Amron, William H. Oldach III, CMstepfeei-

rie Curcio. all members of the bar of the District of Columbia, tiwfAfiByri-M.

Mari^fhii^i%-a-^iiemb0iHrf4fee%€BH#4k^S4ate^±4e¥iWArfe^and all of the firm of Vorys, Sater,

Seymour and Pease, LLP, as Petitioner’s attorneys to prosecute this Amended Petition to Cancel.

RespeetlWlyHsubHiittedrr

Date: SentembeiAA^AIMAJutv 17. 2015
Josenb D Lonardo 
Tanya Marie Curcio 
Cory M. Amron 
William H. Oldach III

VORYS, SATER, SEYMOUR & PEASE LLP
1909 K Street, NW
Ninth Floor
Washington, DC 20006
Telephone: 202.467.8800
E-Mail: iplaw@vorys.com

for Petitioner
G6 Hospitality IP LLC^
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EXHIBIT  G
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EXHIBIT  H



pro Form 1 9 5 7 (Ra v  9 /2 D 0 5 )

OMB No. 0B5l-(KJ50 (Exp. 07/31/2017}

R e s p o n s e to  O f f i c e  A c t io n

T h e ta b le b e lo w  p r e s e n ts th e d a ta a s e n te r e d .

Input  Field Entered

SERIAL  NUMBER 8 6 3 6 8 9 6 3

LAW  OFFICE  

ASSIGNED L A W  O F F I C E 1 1 5

MARK  SECTION

M A R K h t tp : / / t s d r .u s p to .g o v / im g /8 6 3 6 8 9 6 3 / la r g e

L IT E R A L  E L E M E N T M O T E L  O N E

S T A N D A R D

C H A R A C T E R S
Y E S

U S P T O - G E N E R A T E D

I M A G E
Y E S

T h e m a r k c o n s is ts o f  s ta n d a r d c h a r a c te rs , w i th o u t c la im  to  a n y p a r t ic u la r f o n t 

s ty le , s iz e o r  c o lo r .
M A R K  S T A T E M E N T

EVIDENCE  SECTION

E V ID E N C E  F I L E  N A M E ( S )

e v i 1 0 1 1 4 7 1 6 2 -
O R IG IN A L  P D F F I L E

2 0 1 5 0 6 0 9 1 2 4 4 5 8 2 3 5 4 2 1 . E x e c u te d C o n s e n t A g re e m e n t .p d f

C O N V E R T E D P D F

\ \T I C R S \E X P O R T 1 6 \ I M A G E Q U T 1 6 \8 6 3 \6 8 9 \8 6 3 6 8 9 6 3 V x m l6 \RO A 0 0 0 2 .J P GF I L E (S )

( 6  p a g e s )

\ \T I C R S \E X P O R T 1 6 \ I M A G E Q U T 1 6 \8 6 3 \6 8 9 \8 6 3 6 8 9 6 3 \x m l6 \RQ A 0 0 0 3 .J P G

\ \T IC R S \E X P O R T 1 6 \ IM A G E Q U T 1 6 \8 6 3 \6 8 9 \8 6 3 6 8 9 6 3 \x m l6 \RO A 0 0 0 4 .J P G

\ \T I C R S \E X P O R T 1 6 \ lM A G E O U T 1 6 \8 6 3 \6 8 9 \8 6 3 6 8 9 6 3 \x m l6 \RQ A 0 0 0 5 .J P G

\ \T I C R S \E X P O R T 1 6 \ I M A G E O U T 1 6 \8 6 3 \6 8 9 \8 6 3 6 8 9 6 3 V x m l6 \RQ A 0 0 0 6 .J P G

\ \T IC R S \E X P O R T 1 6 \ I M A G E O U T 1 6 \8 6 3 \6 8 9 \8 6 3 6 8 9 6 3 \x m l6 \RO A 0 0 0 7 .J P G

a c o n s e n t a g re e m e n t b e tw e e n A p p l i c a n t a n d th e o w n e r o f  R e g is t r a t io n N o . 

3 3 4 9 2 7 9 a n d A p p l i c a t io n N o s . 7 8 9 2 6 9 2 2 , 7 8 9 2 6 9 6 5 , 7 8 9 2 7 0 7 5 , 8 6 0 6 0 3 0 8 , 

8 6 0 6 0 3 4 8 a n d 8 6 0 6 0 3 8 0 i n  r e s p o n s e to  th e 2 ( d ) r e f u s a l

D E S C R I P T I O N O F  

E V I D E N C E  F I L E

GOODS AND/OR SERVICES SECTION ( c la s s d e le te d )

http://tsdr.uspto.gov/img/86368963/large


GOODS AND/OR SERVICES SECTION ( c la s s a d d e d ) Original  Class (042)

I N T E R N A T I O N A L

C L A S S
043

D E S C R I P T IO N P r o v id in g te m p o r a r y a c c o m m o d a t io n ; c a te r in g s e r v ic e s

F I L I N G  B A S I S S e c t io n 1 ( b )

ADDITIONAL  STATEMENTS  SECTION

N o  c la im  i s  m a d e to  th e e x c lu s iv e r ig h t to  u s e M O T E L  a p a r t f r o m  th e m a r k a s 

s h o w n .
D IS C L A I M E R

SIGNATURE  SECTION

R E S P O N S E S I G N A T U R E /Z h e n g W a n g /

S I G N A T O R Y 'S N A M E Z h e n g W a n g

S I G N A T O R Y 'S

P O S I T I O N
A t to r n e y f o r  A p p l i c a n t , N Y  B a r m e m b e r

S I G N A T O R Y 'S P H O N E 

N U M B E R
2 1 2 - 9 0 9 - 6 0 0 0

D A T E  S I G N E D 0 6 /1 0 /2 0 1 5

A U T H O R I Z E D

S I G N A T O R Y
Y E S

FILING  INFORMATION  SECTION

S U B M IT  D A T E W e d J u n 1 0 1 1 :1 5 :1 6 E D T  2 0 1 5

U S P T O /R O A -1 0 .1 .1 4 7 .1 6 2 - 2 0

1 5 0 6 1 0 1 1 1 5 1 6 5 0 4 0 6 0 - 8 6 3 6 8 9

6 3 - 5 3 0 3 a 5 4 a b 8 2 e a 8 b 9 e 3 5 1 0 4

f f e f 9 4 f e 2 b 0 3 d 7 8 9 2 f b 5 5 4 4 8 a

8 1 6 8 7 8 b 8 a 7 4 9 3 6 8 d 8 a - N /A - N /

A -2 0 1 5 0 6 0 9 1 2 4 4 5 8 2 3 5 4 2 1

T E A S  S T A M P

P T O F c rm 1 9 5 7 ( R e v 9 /2 0 0 5 }

OMB No,0651-0Gr'D {Exp. 07/31/2017)

R e s p o n s e to  O f f i c e  A c t io n

T o  th e C o m m is s io n e r f o r  T r a d e m a r k s :

A p p l i c a t io n s e r ia l n o . 86368963 M O T E L  O N E (S ta n d a r d C h a ra c te r s , s e e 

h t tp : / / t s d r .u s p to .g o v / im g /8 6 3 6 8 9 6 3 / la r g e)  h a s b e e n a m e n d e d a s f o l lo w s :

EVIDENCE

http://tsdr.uspto.gov/img/86368963/large


E v id e n c e i n  th e n a tu r e o f  a  c o n s e n t a g re e m e n t b e tw e e n A p p l i c a n t a n d th e o w n e r o f  R e g is t r a t io n N o . 

3 3 4 9 2 7 9 a n d A p p l i c a t io n N o s . 7 8 9 2 6 9 2 2 , 7 8 9 2 6 9 6 5 , 7 8 9 2 7 0 7 5 , 8 6 0 6 0 3 0 8 , 8 6 0 6 0 3 4 8 a n d 8 6 0 6 0 3 8 0 i n  

r e s p o n s e to  th e 2 ( d ) r e f u s a l h a s b e e n a t ta c h e d .

Original  PDF file:
e v i 1 0 1 1 4 7 1 6 2 - 2 0 1 5 0 6 0 9 1 2 4 4 5 8 2 3 5 4 2 1 . E x e c u te d C o n s e n t A g r e e m e n t .p d f 

Converted PDF flle(s) (  6  p a g e s )

E v id e n c e -1

E v id e n c e - 2

E v id e n c e - 3

E v id e n c e - 4

E v id e n c e - 5

E v id e n c e - 6

CLASSIFICATION  AND LISTING  OF GOODS/SERVICES
Applicant  hereby deletes the following class of goods/services from  the application.
C la s s 0 4 2 f o r  P r o v id in g te m p o r a r y a c c o m m o d a t io n ; c a te r in g s e r v ic e s

Applicant  hereby adds the following class of goods/services to the application:
New: C la s s 0 4 3 ( O r ig in a l C la s s : 0 4 2 )  f o r  P r o v id in g te m p o r a r y a c c o m m o d a t io n ; c a te r in g s e r v ic e s 

Filing  Basis: Section 1(b), Intent  to Use: For a trademark or service mark application: A s  o f  th e 

a p p l i c a t io n f i l i n g  d a te , th e a p p l i c a n t h a d a  b o n a f i d e  i n te n t io n , a n d w a s e n t i t l e d , to  u s e th e m a r k i n  

c o m m e r c e o n  o r  i n  c o n n e c t io n w i th  th e i d e n t i f i e d g o o d s /s e r v ic e s i n  th e a p p l i c a t io n . For a collective 
trademark, collective service mark, or collective membership mark application: A s  o f  th e a p p l i c a t io n 

f i l i n g  d a te , th e a p p l ic a n t h a d a  b o n a f i d e  i n te n t io n , a n d w a s e n t i t le d , to  e x e r c is e l e g i t im a te c o n tr o l o v e r th e 

u s e o f  th e m a r k i n  c o m m e r c e b y  m e m b e r s o n  o r  i n  e o n n e c t io n w i th  th e i d e n t i f i e d g o o d s /s e r v ic e s /c o l le c t i v e 

m e m b e r s h ip o r g a n iz a t io n . For a certification mark application: A s  o f  th e a p p l i c a t io n f i l i n g  d a te , th e 

a p p l i c a n t h a d a  b o n a f i d e  i n te n t io n , a n d w a s e n t i t l e d , to  e x e rc is e l e g i t im a te c o n tr o l o v e r th e u s e o f  th e 

m a r k i n  c o m m e r c e b y  a u th o r i z e d u s e r s i n  c o n n e c t io n w i th  th e i d e n t i f i e d g o o d s /s e r v ic e s , a n d th e a p p l i c a n t 

w i l l  n o t e n g a g e i n  th e p r o d u c t io n o r  m a r k e t in g o f  th e g o o d s /s e r v ic e s to  w h ic h  th e m a r k i s a p p l ie d , e x c e p t 

to  a d v e r t i s e o r  p r o m o te r e c o g n i t io n o f  th e c e r t i f i c a t io n p r o g r a m o r  o f  th e g o o d s /s e r v ic e s th a t m e e t th e 

c e r t i f i c a t io n s ta n d a r d s o f  th e a p p l i c a n t .

ADDITIONAL  STATEMENTS  

Disclaimer
N o  c la im  i s  m a d e to  th e e x c lu s iv e r ig h t to  u s e M O T E L  a p a r t f to m  th e m a r k a s s h o w n .

SIGNATURE(S)
Response Signature
S ig n a tu r e : /Z h e n g W a n g / D a te : 0 6 /1 0 /2 0 1 5 

S ig n a to r y 's N a m e : Z h e n g W a n g

S ig n a to r y 's P o s i t io n : A t to r n e y f o r  A p p l ic a n t , N Y  B a r m e m b e r

S ig n a to ry 's P h o n e N u m b e r : 2 1 2 - 9 0 9 - 6 0 0 0

T h e s ig n a to r y h a s c o n f i r m e d th a t h e /s h e i s  a n a t to r n e y w h o  i s  a  m e m b e r i n  g o o d s ta n d in g o f  th e b a r o f  th e 

h ig h e s t c o u r t o f  a  U .S . s ta te , w h ic h  i n c lu d e s th e D is t r i c t o f  C o lu m b ia , P u e r to R ic o , a n d o th e r f e d e r a l 

te r r i to r ie s a n d p o s s e s s io n s ; a n d h e /s h e i s  c u r r e n t l y th e a p p l i c a n t 's a t to r n e y o r  a n a s s o c ia te th e r e o f ; a n d to  

th e b e s t o f  h is /h e r l o io w le d g e , i f  p r io r  to  h is /h e r a p p o in tm e n t a n o th e r U .S . a t to r n e y o r  a  C a n a d ia n



a t to m e y /a g e n t n o t c u r r e n t l y a s s o c ia te d w i th  h is /h e r c o m p a n y / f i r m p r e v io u s ly r e p r e s e n te d th e a p p l ie a n t i n  

th i s m a t te r : ( 1 ) th e a p p l i c a n t h a s f i l e d  o r  i s  c o n c u r r e n t l y f i l i n g  a s ig n e d r e v o e a t io n o f  o r  s u b s t i tu te p o w e r 

o f  a t to r n e y w i th  th e U S P T O ; ( 2 ) th e U S P T O h a s g r a n te d th e r e q u e s t o f  th e p r io r  r e p r e s e n ta t i v e to  

w i th d r a w ; ( 3 ) th e a p p l i c a n t h a s f i l e d  a  p o w e r o f  a t to r n e y a p p o in t in g h im /h e r i n  th i s m a t te r ; o r  ( 4 ) th e 

a p p l i c a n t 's a p p o in te d U .S . a t to r n e y o r  C a n a d ia n a t to m e y /a g e n t h a s f i l e d  a  p o w e r o f  a t to r n e y a p p o in t in g 

h im /h e r a s a n a s s o e ia te a t to r n e y i n  th i s m a t te r .

S e r ia l N u m b e r : 8 6 3 6 8 9 6 3

I n te r n e t T r a n s m is s io n D a te : W e d J u n 1 0 1 1 :1 5 :1 6 E D T  2 0 1 5 

T E A S  S ta m p : U S P T O /R O A - 1 0 .1 .1 4 7 .1 6 2 - 2 0 1 5 0 6 1 0 1 1 1 5 1 6 5 0 4 

0 6 0 - 8 6 3 6 8 9 6 3 - 5 3 0 3 a 5 4 a b 8 2 e a 8 b 9 e 3 5 1 0 4 f f e f 9 

4 f e 2 b 0 3 d 7 8 9 2 fb 5 5 4 4 8 a 8 1 6 8 7 8 b 8 a 7 4 9 3 6 8 d 8 a - N 

/A - N /A - 2 0 1 5 0 6 0 9 1 2 4 4 5 8 2 3 5 4 2 1



E X E C U T I O N  C O P Y

CONSENT AGREEMENT

M o te l O n e G m b H  ( “ M o te l O n e ”)  a n d S H  G r o u p G lo b a l I P  H o ld in g s , L .L .C . ( “ S H

G r o u p” )  h a v e a g r e e d a s o f  J u n e 8 ,2 0 1 5 ( th e “ E f f e c t i v e D a te” )  th a t M o te l O n e m a y 

r e g is te r , u s e a n d l i c e n s e th e m a r k “ M O T E L  O N E ”  i n  c o n n e c t io n w i th  h o te l , m o te l .

c a te r in g , r e s e r v a t io n a n d r e la te d s e rv ic e s , a n d th a t S H  G r o u p m a y r e g is te r , u s e a n d

l i c e n s e th e m a r k “ O N E ”  a n d m a r k s th a t i n c lu d e th e w o r d s “ 1 H O T E L ”  a n d “ 1 H O T E L S '

in  c o n n e c t io n w i th  h o te l , m o te l , c a te r in g , r e s e r v a t io n a n d r e la te d s e r v ic e s .

• T h e f o l lo w in g  f a c ts f o r m  th e b a s is f o r  th i s a g r e e m e n t :

M o te l O n e o p e r a te s a n d p r o m o te s h o te ls u n d e r th e M O T E L  O N E  m a r k i n1 .

n u m e r o u s c o u n t r ie s . O n  S e p te m b e r 2 3 ,2 0 0 8 , i t  o b ta in e d a  r e g is t ra t io n f o r  M O T E L  O N E

a s a d e s ig n a n d w o r d  m a r k ( U .S . R e g is t ra t io n N o . 3 ,5 0 5 ,5 4 5 ) ( th e “ M o te l O n e 

R e g is t r a t io n” ) . O n  A u g u s t 1 8 ,2 0 1 4 , i t  a p p l ie d f o r  r e g is t r a t io n o f  M O T E L  O N E  a s a

s ta n d a r d c h a r a c te r m a r k ( S e r ia l N o . 8 6 /3 6 8 ,9 6 3 ) ( th e “ M o te l O n e A p p l i c a t io n” ) .

S H  G r o u p o w n s t r a d e m a r k r e g is t r a t io n s a n d p e n d in g a p p l i c a t io n s f o r , 

a m o n g o th e r s , m a r k s c o n s is t in g o f  o r  i n c o r p o r a t in g “ O N E ,

2.

((
I  H O T E L ”  a n d “ 1

H O T E L S”  i n  c o n n e c t io n w i th  h o te l , m o te l , c a te r in g a n d /o r r e s e r v a t io n s e r v ic e s . I n  th e

U n i te d S ta te s , S H  G r o u p o b ta in e d a  r e g is t r a t io n f o r  th e m a r k O N E  o n  D e c e m b e r 4 ,2 0 0 7

( U .S . R e g is t r a t io n N o . 3 ,3 4 9 ,2 7 9 ) a n d r e g is t r a t io n s f o r  m a r k s c o n ta in in g th e w o r d s “ 1

H O T E L ”  o n  O c to b e r 1 6 , 2 0 1 2 ( R e g is t r a t io n N o s . 4 ,2 2 6 ,1 0 4 , 4 ,2 2 6 ,1 0 5 a n d 4 ,2 2 6 ,1 0 6 )

( th e “ S H  G r o u p R e g is t r a t io n s” ) . I t  a ls o h a s p e n d in g a p p l i c a t io n s i n  th e U n i te d 'S ta te s f o r

th e m a r k O N E  ( S e r ia l N o s . 8 6 /9 7 5 ,4 8 2 a n d 8 6 /2 0 6 ,0 4 1 ) a n d f o r  m a r k s c o n ta in in g th e

1

1 0 0 0 7 6 5 6 5 1v 3



w o r d s “ 1 H O T E L S”  a n d “ 1 H O T E L ”  ( S e r ia l N o s . 7 8 /9 2 7 ,1 0 1 , 7 8 /9 2 6 ,9 2 2 ,7 8 /9 2 6 ,9 6 5 , 

7 8 /9 2 7 ,0 7 5 , 8 6 /0 6 0 ,3 0 8 , 8 6 /0 6 0 ,3 4 8 a n d 8 6 /0 6 0 ,3 8 0 , 8 6 /4 0 5 ,6 5 3 , 8 6 /4 0 5 ,6 8 2 ,  

8 6 /4 0 5 ,6 9 7 , 8 6 /4 0 5 ,7 8 0 , 8 6 /4 0 5 ,8 0 2 , 8 6 /4 0 5 ,8 2 1 , 8 6 /4 0 5 ,8 4 8 , 8 6 /4 0 5 ,8 8 8 , 8 6 /4 0 6 ,0 3 5 , 

8 6 /4 0 6 ,0 4 7 , 8 6 /4 0 6 ,0 7 5 , 8 6 /4 0 6 ,0 9 3 , 8 6 /4 0 6 ,1 1 1 , ) ( to g e th e r , w i th  th e p e n d in g 

a p p l ic a t io n s f o r  th e  O N E  m a r k , th e “ S H  G r o u p A p p l ic a t io n s” ) .

F o r g o o d a n d v a lu a b le c o n s id e r a t io n . M o te l O n e a n d S H  G r o u p th u s a g r e e o n th e  

f o l lo w in g  s p e c i f i c p o in ts :

T h e p a r t ie s h e re to in  g o o d  f a i th  b e l ie v e , to  th e b e s t o f  t h e i r k n o w le d g e ,  

th a t th e r e i s  n o l i k e l ih o o d o f  c o n tu s io n o r c o n f l i c t b e tw e e n M o te l O n e’ s r e g is t r a t io n o r 

u s e o f  “ M O T E L  O N E ”  a n d S H  G r o u p’ s r e g is t r a t io n o r  u s e o f  t h e m a r k “ O N E ”  o r m a r k s  

c o n ta in in g th e w o r d s “ 1 H O T E L ”  o r “ 1 H O T E L S” , a n d h e r e b y c o n f i r m  s u c h b e l ie f a n d 

u n d e r s ta n d in g b a s e d u p o n th e f o l lo w in g  f a c ts :

1 .

( a ) M o te l O n e’ s u s e o f  “ M O T E L  O N E ”  a n d S H  G r o u p’ s u s e o f  

O N E ”  a n d m a rk s c o n ta in in g th e w o r d s “ 1 H O T E L ”  a n d “ 1 H O T E L S’

a r e  s u b s ta n t ia l l y d i f f e r e n t a s to  th e i r a p p e a r a n c e a n d c o m m e r c ia l

im p re s s io n .

( b ) I n  te x t , S H  G r o u p u s e s th e n u m e r a l “ 1 ”  i n s te a d o f  th e w o r d

“ O N E ” , w h i le  M o te l O n e u s e s th e w o r d “ O N E ” ; c u i re n t ly , S H  G r o u p’ s

o n ly  r e g is t r a t io n o f  O N E  is  in  c o n n e c t io n w i th  h o te l s e rv ic e s f o r  p r e f e r r e d  

c u s to m e r s , a n d i t s o n ly  a p p l i c a t io n s f o r  O N E  a i -e in  c o m r e c t io n w i th  r e a l

2



e s ta te s e n 'i c e s a n d r e a l e s ta te m a r k e t in g s e r v ic e s i n  th e f i e ld  o f

c o n d o m in iu m s a n d a p a r tm e n ts .

( c ) M o te l O n e u s e s th e w o r d  “ M O T E L ”  w h i le  S H  G r o u p u s e s th e

w o r d  “ H O T E L ”  o r  “ H O T E L S” .

(d) M o te l O n e i n c lu d e s th e w o r d  “ O N E ”  a f te r th e w o r d  “ M O T E L ’

a n d , i n  th e c a s e o f  i t s  l o g o , w i th  th e n u m e r a l “ 1 ”  i n  c lo s e p r o x im i ty  to  th e 

w o r d s “ M O T E L  O N E ” , w h i le , i n  th e c a s e o f  S H  G r o u p’ s m a r k s , th e

n u m e ra l “ 1 ”  p r e c e d e s o r  i s  a b o v e th e w o r d  “ H O T E L ”  o r  “ H O T E L S” .

(e) T h e p a r t ie s’  l o g o s a r e c o m p le te ly d is s im i la r . M o te l O n e’ s l o g o s

in c lu d e :

moTEL  one

3



S H  G r o u p’ s l o g o s l o o k  d i f f e r e n t , a s th e e x a m p le s b e lo w  i l l u s t r a te :

\

H O T E Lvx
;• -V;- ^ . •

HOTELS
__ 7 ■

2 . S u b je c t to  th e s p e c i f i c te r m s h e r e in , S H  G r o u p c o n s e n ts to  th e r e g is t r a t io n , 

u s e a n d l i c e n s in g b y  M o te l O n e i n  th e U n i te d S ta te s o f  th e M O T E L  O N E  m a r k i n

c o n n e c t io n w i th  p r o v id in g te m p o r a r y a c c o m m o d a t io n a n d c a te r in g s e r v ic e s , a n d th e 

m a r k e t in g a n d p r o m o t io n th e r e o f .

3. M o te l O n e w i l l  n o t a t te m p t to  u n la w f u l l y  a s s o c ia te i t s e l f  w i th  S H  G r o u p .

4. S H  G r o u p w i l l  n o t a t te m p t to  u n la w f i i l l y  a s s o c ia te i t s e l f  w i th  M o te l O n e .

T h e p a r t ie s a g r e e th a t n o th in g h e r e in i s  i n te n d e d to  i n  a n y w a y  r e s t r i c t 

c o m p e t i t i o n b e tw e e n th e p a r t ie s w i th  r e s p e c t to  a n y o f  th e s u b je c t g o o d s a n d /o r s e r v ic e s 

r e f e r e n c e d h e r e in ; r a th e r , th e p a r t ie s r e c o g n iz e th a t i t  i s  i n  th e i r r e s p e c t i v e b e s t i n te r e s ts to  

c o n d u c t th e i r p r a c t i c e s u n d e r th e i r r e s p e c t i v e d e s ig n a t io n s i n  s u c h f a s h io n s o a s to  

c o n t in u e to  a v o id a n y l i k e l ih o o d  o f  c u s to m e r c o n f u s io n , d e c e p t io n , o r  m is ta k e .

5 .

6 , T h is A g r e e m e n t i s  b in d in g o n  M o te l O n e a n d S H  G r o u p , a s w e l l  a s o n  a l l

4



th e i r a s s o c ia te d e n t i t i e s a n d in d iv id u a ls a n d s u c c e s s o rs a n d a s s ig n s .

7. T h is A g r e e m e n t b e c o m e s b in d in g a s o f  t h e E f fe c t i v e D a te  o n c e e a c h o f
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