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Registration No 3859182 Registration date | 10/12/2010
International NONE International NONE
Registration No. Registration Date
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| The mark is merely descriptive

Trademark Act section 2(e)(1)
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Proceedings
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MULTISORB TECHNOLOGIES, INC., PETITION TO CANCEL

PETITIONER, REGISTRATION NO. 3859182

CANCELLATION NO.:

CLARIANT INTERNATIONAL AG,

REGISTRANT.

Multisorb Technologies, Inc. (“Multisorb™), by its attorneys Harter Secrest & Emery
LLP, as and for its Petition to Cancel against Clariant International AG (“Clariant”) regarding

United States Trademark Registration No. 3859182 (the “Registration™), alleges as follows:

PARTIES
1. Multisorb is a New York corporation with its principal place of business at 325
Harlem Road, Buffalo, New York 14224.
2. Upon information and belief, Clariant is corporation organized under the laws of

Switzerland, with a place of business at Rothausstrasse 61, 4132 Muttenz, Switzerland.
BACKGROUND
3. Multisorb develops, manufactures, and sells a full range of sorbent products,
including plastic packaging containers that contain sorbents. These containers are used to extend
the stability and shelf life of various goods and are used commonly in the food, beverage, and
pharmaceutical industries. In addition, Multisorb develops, manufactures, and sells other sorbent
products in a variety of forms (sachets, packets, canisters, etc.) for use in preventing oxidization

in a variety of applications, including, but not limited to food, beverage, and pharmaceutical



applications.

4. Like Multisorb, Clariant develops, manufactures, and sells sorbent products in the
form of packaging containers for use in the food, beverage, and pharmaceutical industries.
Clariant also produces sorbent packaging inserts in a variety of forms (including, packets) for use
in a variety of industries.

S. Multisorb and Clariant directly compete in the sorbent products industry. Both
companies offer sorbents in container form, as well as in the form of packets, sachets, and
canisters to be inserted in packaging for use in a wide variety of industries.

6. On October 12, 2010, the USPTO issued Registration No. 3859182 for the mark
OXY-GUARD for “packaging containers of plastic” in International Class 020 (“Registrant’s
Goods™). A copy of the USPTO’s record of the Registration is attached as Exhibit A.

7. The Registration originally issued to Sud-Chemie AG. An assignment of Sud-
Chemie AG’s entire interest in the Registration to Sud-Chemie IP GMBH & Co. KG was
recorded with the USPTO on June 19, 2012. An assignment of Sud-Chemie IP GMBH & CO.
KG’s entire interest in the Registration to Clariant International AG was recorded with the
USPTO on March 21, 2013. A copy of the USPTO record of these assignments is attached as
Exhibit B.

STANDING

8. Standing to assert a descriptiveness claim is shown by the petitioner having an
interest in using the descriptive term in its business.

9. A competitor has a present or prospective right to use the term at issue
descriptively in its business and therefore is presumed to have standing to petition to cancel on
descriptiveness grounds.

10.  As a competitor in the sorbent industry, Multisorb has a present and prospective



right to use the mark at issue to describe its products in the course of its business.

11.  Therefore, Multisorb has standing to seek to cancel the Registration.

GROUNDS: DESCRIPTIVENESS

12. Clariant owns the Registration, which is for the mark OXY-GUARD for
“packaging containers of plastic.”

13.  Clariant actually uses the mark OXY-GUARD with a specific type of packaging:
packaging that guards against the entry of oxygen.

14. Attached are the following exhibits showing how Clariant uses the mark OXY-
GUARD in connection with packaging:

a. Exhibit C - Clariant’s website showing its OXY-GUARD plastic barrier bottles,
which are described as “bottles [that] effectively block oxygen ingress by a factor
of 100 compared to regular bottles....”; and

b. Exhibit D - Clariant’s Product Sheet for its OXY-GUARD plastic barrier bottles,
which Clariant describes the bottles as providing “barrier protection from
oxygen.”

15. OXY-GUARD, when used for “packaging containers of plastic,” merely
describes Registrant’s Goods.

16. The qualities, features, functions, purpose, and use of Registrant’s Goods are to
guard against oxygen reaching the product stored inside the packaging.

17.  OXY-GUARD is merely descriptive of Registrant’s Goods because it describes
the qualities, features, functions, purpose, and use of such goods.

18.  Because OXY-GUARD is merely descriptive of Registrant’s Goods, the
Registration should be cancelled under Lanham Act § 2(e)(1); 15 U.S.C. § 1052(e)(1).

WHEREFORE, Multisorb respectfully requests that its Petition to Cancel the



Registration be sustained and that the Registration be cancelled.

HARTER SECREST & EMERY LLP
September 12, 2013

By: /s/ Kimberly 1. Shimomura
Kimberly I. Shimomura, Esq.
Attorneys for Petitioner Multisorb
Technologies, Inc.
1600 Bausch & Lomb Place
Rochester, New York 14604
Tel: (585) 232-6500

Kshimomura/@hselaw.com

CERTIFICATE OF SERVICE

The undersigned certifies that a true and correct copy of the foregoing PETITION TO CANCEL
was sent via U.S. Mail, First Class Postage Prepaid to Counsel for Applicant Katrin LewertofT,
Esq., and Michael A. Grow, Esq., Arent Fox LLP, 1675 Broadway, New York, New York
10019-5820 on September 12, 2013.

/s/ Kimberly 1. Shimomura

Kimberly 1. Shimomura
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Oxy-Guard Barrier Bottles provide barrier against moisture degradation

Q CLARIANT

PRODUCTS INDUSTRY SOLUTIONS INNOVATION NEWS & EVENTS LOCATIONS CONTACT US ABOUT US

OXY-GUARD® BARRIER BOTTLES

DOWNLOAD CENTER

» Product Profile

|

R

» Product Catalog

Clariant specializes in protective packaging technologies, including multi-layer extrusion blow

molded pharmaceutical containers.

In order to inhibit the oxidation of sensitive drugs, our barrier bottles are engineered with six
layers, one of which includes Ethylene Vinyl Alcohol (EVOH). Oxy-Guard® bottles effectively
block oxygen ingress by a factor of 100 compared to regular bottles and also provide an excellent
barrier against moisture. The six-layer structure can also incorporate a UV barrier, as well as

customer-specific resins and design characteristics.

Clariant works with customers to customize performance parameters, materials and bottle

design.

For a complete solution, Oxy-Guard bottles can be used in conjunction with PharmaKeep®
oxvgen absorbers which absorb the oxygen contained in the container headspace after drug filling

and the small amount of oxygen that may still permeate into the container during shelf life.

OUR PROMISE

We create added value by appreciating the needs of our customers - with competitive and innovative solutions. The
needs of our employees - by adhering to our company values. The needs of our shareholders - with above-average
returns. And the needs of our environment - by acting sustainably.

http://www.healthpack.clariant.com/oxy-guardr-barrier-bottles.htmi[/9/2013 2:44:24 PM]
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Product Sheet
OXY-GUARD® BARRIER
BOTTLES

CLARIANT

Purpose
Oxy-Guard® barrier bottles provide barrier protection in pharmaceutical
applications to inhibit oxidation and enhance shelf life of drug products.

What are they?

Oxy-Guard bottles are extrusion blow-molded 6-layer pharmaceutical
containers offering several times the barrier protection from oxygen than
standard polyethylene bottles of similar size.

Why use them?

Oxidation — besides moisture — is one of the major pathways for
degradation of pharmaceuticals during production, isolation processes
and storage. In pharmaceutical formulations, oxidation of proteins and
active pharmaceutical substances can present significant stability
problems affecting efficacy and shelf life and causing other undesirable
side effects. When evaluating drug properties during formulation, the
need to address susceptibility to oxidation can extend development time
and costs. Time-to-market can be shortened by addressing oxidative
stability with appropriate drug packaging instead of in the drug
formulation itself. Furthermore, chemical agents that would otherwise be
out of the running due to their susceptibility to oxidation could be
considered.

Oxy-Guard bottles effectively block oxygen ingress by a factor of 100
compared to regular bottles and also provide an excellent barrier against
moisture. A full range of standard sizes are available. As all Oxy-Guard
bottle neck finishes are SP 400, any pharmaceutical screw cap

produced according to this standard can be used. The 6-layer structure
can also incorporate a UV barrier, as well as customer-specific resins and
design characteristics. Clariant can work with customers to customize
performance parameters, materials and bottle design.

For a complete solution, Oxy-Guard bottles can be used in conjunction
with PharmaKeep® oxygen scavengers, which absorb the oxygen
contained in the container headspace after drug filling and the small
amount of oxygen that may still permeate into the container during shelf
life.

CLARIANT INTERNATIONAL LTD
Healthcare Packaging
- BL Medical Specialties

Europe
Phone: +33 141 76 20 00
healthpack.eu@clariant.com

Americas
Phone: +1909 825 1793
healthpack@clariant.com

Australia
Phone: +61 247 321 421
healthpack.au@clariant.com

Asia
Phone: +86 (0) 21 6218 9556, 6218 4480
healthpack.as@clariant.com

India
Phone: +91 22 2207 5133
healthpack.in@clariant.com

HEALTHPACK.CLARIANT.COM

COPYRIGHT @
CLARIANT INTERNATIONAL LTD 2013



CLARIANT

Available Configurations
With both standard and customized configuraitons available, bottles sizes
range from 40 ml to 750 ml.

Key Advantages

— Oxy-Guard Bottles protect pharmaceutical products from oxidation

— Oxygen ingress is blocked by a factor of 100 compared to regular
polyethylene bottles.

With PharmaKeep® oxygen scavengers, a complete oxygen protection
package is available.

Cuter Layer: Standard Pharma PE
tnner Layer; Standard Pharma PE

Oxy-Guard® Barrier Bottles are available in
several sizes and configurations and feature a
standard SP 400 neck.

The 6-layer bottle structure offers barrier
against oxygen and moisture as well as
tailor-made features such as UV protection
and incomoration of specified resins.

This information corresponds to the present state of our knowledge and is intended as a general description of our
products and their possible applications. Clariant makes no warranties, express or implied, as to the information’s
accuracy, adequacy, sufficiency or freedom from defect and assumes no liability in connection with any use of this
information. Any user of this product is responsible for deterrnining the suitability of Clariant’s products for its
particular application.* Nothing included in this information waives any of Clariant's General Terms and Conditions of
Sale, which control unless it agrees otherwise in writing. Any existing intellectual/industrial property rights must be
observed. Due to possible changes in our products and applicable national and international regulations and laws, the
status of our products could change. Material Safety Data Sheets providing safety precautions, that should be
observed when handiing or storing Clariant products, are available upon request and are provided in compliance with

applicable law. You should obtain and review the applicable Material Safety Data Sheet information before handling
any of these products. For additional information, please contact Clariant.

* For sales to customers located within the United States and Canada the following applies in addition: NO
EXPRESS OR IMPLIED WARRANTY IS MADE OF THE MERCHANTABILITY, SUITABILITY, FITNESS FOR A
PARTICULAR PURPOSE OR OTHERWISE OF ANY PRODUCT OR SERVICE,

® Trademark registered in many countries and owned by Clariant
© 2013 Clariant Intemational Ltd, Rothausstrasse 61, 4132 Muttenz, Switzerland




