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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Registration No. 4,351,285
Filed: April 27,2012

For the mark: AMERITAS COLLEGE

Registered on: June 11,2013

MERITAS, LLC
Petitioner

Cancellation No:

V.
IMMERSION VENTURES, INC.

Registrant

PETITION FOR CANCELLATION

Petitioner, Meritas, LLC, a limited liability company organized and existing under the
laws of the State of Delaware, having an address at 630 Dundee Road, Suite 400, Northbrook, IL
60062 (hereinafter “Petitioner” or “Meritas”), believes that it will be damaged by registration of
AMERITAS COLLEGE as a trademark covering educational services in International Class 41
as shown in U.S. Registration No. 4,351,285, and hereby seeks the cancellation of the
registration for the same, obtained in the name of Immersion Ventures, Inc., a corporation of
Delaware, having an address at 1745 Broadway, New York, New York 10019 (hereinafter

“Registrant”).

As grounds for the petition for cancellation, Meritas, through its counsel, alleges that:



Since at least as early as 2005, Meritas, and its subsidiaries, affiliates, and/or licensees
have been engaged in the offering and rendering of educational services and related

goods and services, in connection with the MERITAS trademark.

Meritas is the owner of the MERITAS trademark and U.S. Trademark Re gistration No.
3,160,682 for the MERITAS trademark. A copy of the registration certificate, title
history, and a TSDR status printout from the USPTO database are attached hereto as
Exhibit A. The registration certificate was obtained in 2006 and claims a first use date of
at least as early as March 8, 2005. The registration has achieved incontestable status

under Trademark Act Section 15, 15 U.S.C. §1065.

Meritas’ MERITAS registration covers “Providing educational services, namely, courses
of instruction for kindergarten through 12th grade and operation of private schools for
kindergarten through 12th grade; summer camps for kindergarten through 12th grade” in
International Class 41. The MERITAS mark is used in the U.S. and throughout the world
in connection with Meritas’ family of exclusive private schools, and goods and services

offered therefrom.

In addition to its U.S. registration for the MERITAS mark, Meritas owns trademark
applications and registrations for MERITAS in Mexico, Europe, Australia, and Russia,
and in individual jurisdictions throughout Latin America, Africa, and Asia. Details
regarding Meritas’ foreign applications and registrations for MERITAS and variant

marks are shown in the chart attached hereto as Exhibit B.



- 10.

Meritas and its predecessors-in-interest, subsidiaries, affiliates, and/or licensees have
used the MERITAS mark in U.S. commerce, continuously and exclusively, for more than

Seven years.

Meritas advertises its MERITAS schools, educational services, and related goods and
services worldwide on the Internet, through its website located at the Uniform Resource

Locator (“URL”) www.meritas.net.

Meritas” MERITAS mark is widely recoghized and is “famous” within the meaning of
the Trademark Act Section 43, 15 U.S.C. § 1125(c)(1), and was famous on and prior to

any priority date on which the Registrant could rely.

On April 27, 2012, Registrant filed its application to register AMERITAS COLLEGE
for “Educational Services, namely, providing instruction and training at the

undergraduate and graduate levels” in International Class 41.

Registrant’s application to register AMERITAS COLLEGE was filed based on an intent-
to-use the mark under Trademark Act Section 1(b). 15 U.S.C. § 1051(b). The.

application disclaimed the generic term “COLLEGE.” Registration issued for the mark

on June 11, 2013.

Registrant’s alleged AMERITAS COLLEGE mark, as shown in Registration No.
4,351,285, incorporates Meritas’ MERITAS mark in its entirety, and the dominant

portion of the mark, “AMERITAS” is visually and audibly similar to Meritas’ MERITAS

mark.
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The goods and services covered by Registrant’s Registration No. 4,351,285, and the
services offered or proposed to be offered by Registrant under Registrant’s AMERITAS
COLLEGE ‘mark, are similar to, or related to, those covered by the MERITAS mark and

MERITAS trademark registration.

Upon information and belief, the Registrant’s services and the services offered in
connection with Meritas’ MERITAS mark or from Meritas® MERITAS schools overlap
and would be available to and marketed to the same or similar consumers, through

common channels of trade.

Upon information and belief, use of the MERITAS mark in U.S. commerce commenced
more than six years prior to Registrant’s filing of an application to register AMERITAS
COLLEGE and at least seven years prior to any demonstration of use of AMERITAS

COLLEGE in U.S. commerce.

Registrant’s AMERITAS COLLEGE registration incorporates a mark previously used
and registered in the United States, namely Meritas” MERITAS mark. Registrant’s
AMERITAS COLLEGE registration claims and is used or intended for use in connection
with services identical to or related to those services offered by Meritas under its
MERITAS mark, and is therefore likely to confuse, deceive or mislead purchasers or
prospective purchasers with regard to source, sponsorship or affiliation by or between

Meritas and Registrant, in violation of Section 2(d) of the Trademark Act, 15 U.S.C.

§1052(d).
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Int. Cl.: 41

Prioxr U.S. Cls.: 100, 101, and 107
Reg. No. 3,160,682
United States Patent and Trademark Office  Registered Oct. 17, 2006

SERVICE MARK
PRINCIPAL REGISTER

MERITAS, LLC (DELAWARE LTD LIAB CO) FIRST USE 3-8-2005; IN COMMERCE 3-8-2005.
3000 WEST CYPRESS CREEK ROAD

FORT LAUDERDALE, FL 33309

THE MARK CONSISTS OF STANDARD CHAR-
FOR: PROVIDING EDUCATIONAL SERVICES, ACTERS WITHOUT CLAIM TO ANY PARTICULAR

NAMELY, COURSES OF INSTRUCTION FOR KIN-  FONT, STYLE, SIZE, OR COLOR.

DERGARTEN THROUGH 12TH GRADE AND OP-

ERATION OF PRIVATE SCHOOLS FOR

KINDERGARDEN THROUGH 12TH GRADE; SUM- SN 78-585,407, FILED 3-11-2005.

MER CAMPS FOR KINDERGARDEN THROUGH

12TH GRADE, IN CLASS 41 (U.S. CLS. 100, 101 AND

107). ARETHA SOMERVILLE, EXAMINING ATTORNEY



Generated on: This page was generated by TSDR on 2013-07-01 10:56:34 EDT

Mark: MERITAS
US Serial Number: 78585407 Application Filing Date: Mar, 11, 2005
US Registration Number: 3160682 Registration Date: Oct. 17, 2006
Register: Principal
Mark Type: Service Mark
Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.
Status Date: Nov. 03, 2012
Pubiication Date: Feb. 14, 2006 Notice of Allowance Date: May 09, 2006
Mark Information
Mark Literal Elements: MERITAS

Standard Character Claim:

Mark Drawing Type:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Goods and Services

Note: The following symbols ingdicate ihat the registrant/owner has amended the goods/services:

« Brackets [..] indicate deleled goods/services;
« Double parenthesis {(..)} identify any goods/services not claimed in a Section 15 affidavit of
e Astferisks *..* igentify additional {(new) wording in the goods/services.

For:

International Class(es):
Class Status:
Basis:

First Use:

Providing educational services, namely, courses of instruction for Kindergarten through 12th grade and operation of private schools for
[ kindergarden } * kindergarten * through 12th grade; summer camps for kindergarden through 12th grade

041 - Primary Class U.S Class(es): 100, 101, 107
ACTIVE
a)

Mar. 08, 2005 Use in Commerce: Mar. 08, 2005

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No
Filed ITU: Yes Currently ITU: No Amended {TU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

MERITAS, LLC

630 Dundee Road, Suite 400
Northbrook, {LLINOIS 60062
UNITED STATES

LIMITED LIABILITY COMPANY State or Country Where DELAWARE

Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney of Record

LEWIS F. GOULD, JR. Docket Number:

E8688-00001



Attorney Primary Email [fgould@duanemorris.com Attorney Email Yes

Address: Authorized:

Correspondent

Correspondent LEWIS F. GOULD, JR.
Name/Address: DUANE MORRIS LLP

30 South 17th Street
Philadelphia, PENNSYLVANIA 19103
UNITED STATES

Phone: 215-979-1282 Fax: 215-688-2410

Correspondent e-mail: [fgould@duanemorris.com Correspondent e-mail Yes

Authorized:

Domestic Representative - Not Found

Prosecution History

Date

Nov,
Nov.
Nov.

Oct.
Oct.
Oct.
Oct.

Sep.
Sep.
Aug.

Jun.
Jun.
Jun.
Jun.
Jun.
Jun.
May

Feb.

Jan.

Dec.
Dec.
Dec.
Dec.
Dec.
Dec.
Dec.
Dec.
Dec.
Nov.
Nov.
Sep.
Sep.
Sep.

Mar.

03, 2012
03, 2012
03, 2012
16, 2012
16, 2012
16, 2012
17,2006
02, 2006
01, 2006
31, 2006
28, 2006
28, 2006
12, 2006
12, 2006
12, 2006
12, 2006
09, 2006
14, 2006
25, 2006
31,2005
23,2005
18, 2005
18, 2005
18, 2005
18, 2005
16, 2005
08, 2005
08, 2005
16, 2005
16, 2005
29, 2005
29, 2005
29,2005
16, 2005

Description

NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED
REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
CASE ASSIGNED TO POST REGISTRATION PARALEGAL
TEAS SECTION 8 & 15 RECEIVED
ATTORNEY REVOKED AND/OR APPOINTED

TEAS REVOKE/APPOINT ATTORNEY RECEIVED
REGISTERED-PRINCIPAL REGISTER

LAW OFFICE REGISTRATION REVIEW COMPLETED
ASSIGNED TO LIE

ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP
STATEMENT OF USE PROCESSING COMPLETE

USE AMENDMENT FILED

TEAS STATEMENT OF USE RECEIVED
APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED
TEAS CHANGE OF OWNER ADDRESS RECEIVED

NOA MAILED - SOU REQUIRED FROM APPLICANT
PUBLISHED FOR OPPOSITION

NOTICE OF PUBLICATION

LAW OFFICE PUBLICAT!ON REVIEW COMPLETED
ASSIGNED TO LIE.

APPROVED FOR PUB - PRINCIPAL REGISTER
EXAMINER'S AMENDMENT ENTERED

EXAMINERS AMENDMENT E-MAILED

EXAMINERS AMENDMENT -WRITTEN

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED N LAW OFFICE

TEAS RESPONSE TO OFFICE ACTION RECEIVED
ATTORNEY REVOKED AND/OR APPQOINTED

TEAS REVOKE/APPOINT ATTORNEY RECEIVED
NON-FINAL ACTION E-MAILED

NON-FINAL ACTION WRITTEN

ASS{GNED TO EXAMINER

NEW APPLICATION ENTERED IN TRAM

Proceeding
Number

76533
76533

74221
74221

65362
65362

88888

78288
78288

88888
6328

77657
77978
77978

6325
77657
77657

Maintenance Filings or Post Registration Information

Affidavit of Continued Section 8 - Accepted



Use:

Affidavit of
Incontestability:

Section 15 - Accepted

TM Staff and Location Information

Current Location:

TM Staff Information - None
File Location

TMEG LAW OFFICE 107 Date in Location: Nov. 03, 2012

Assignment Abstract Of Title Information

Summary

Total Assignments:

1 Registrant: MERITAS, LLC

Assignment 1 of 1

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

Name:

Legai Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

CHANGE OF NAME
3335/0077
Jun. 20, 2006

Pages: 3

assignment-tm-3335-0077.pdf

Assignor

INTERNATIONAL SCHOOLS HOLDING
COMPANY, LLC

LIMITED LIABILITY COMPANY

Execution Date: Jun. 14, 2005

State or Country Where DELAWARE
QOrganized:
Assignee
MERITAS, LLC

MERI A, B

LIMITED LIABILITY COMPANY State or Country Where DELAWARE

Organized:

3000 WEST CYPRESS CREEK ROAD
FORT LAUDERDALE, FLORIDA 33309

Correspondent
DEBORAH WING C/O KATTEN MUCHIN ROSENMAN

525 WEST MONROE STREET
CHICAGO, IL 680661

Domestic Representative - Not Found

Proceedings
Summary
Number of Proceedings: 2
Type of Proceeding: Opposition
Proceeding Number: 91210835 Filing Date: May 29, 2013
Status: Pending Status Date: May 29, 2013

Interlocutory Attorney:

Name:

Correspondent Address:

Correspondent e-mail:

Associated marks

Mark

AMERITAS LEARNING SYSTEM

Name:

Correspondent Address:

Correspondent e-mail:

MARY CATHERINE FAINT
Defendant
Immersion Ventures, inc.

JOSHUA FIGULI
PO BOX 194
SAN RAMON CA , 94583-0194

ifiguli@figulilawgroup.com

Application Status flfxrr:;!ver
Opposition Pending 85578093

Plaintiff(s)
Meritas, LLC
Christiane S. Campbell
Duane Morris LLP
30 South 17th Street

Philadelphia PA , 19103
UNITED STATES

ccampbeli@duanemarris.cam

Registration
Number



Associated marks

Mark Application Status zi:i:l'ljer l;ﬁgizt;'?tion
MERITAS Section 8 and 15 - Accepted and 78585407 3160682
Acknowtedged
Prosecution History
ﬁ::\?;aer History Text Date Due Date
1 FILED AND FEE May 29, 2013
NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 29, 2013 Jul 08, 2013
PENDING, INSTITUTED May 28, 2013
Type of Proceeding: Opposition
Proceeding Number: 91210837 Filing Date: May 29, 2013
Status: Pending Status Date: May 29, 2013
interlocutory Attorney: JENNIFER KRiSP
Defendant
Name: Immersion Ventures, inc.
Correspoendent Address: JOSHUA FIGULI
PO BOX 194
SAN RAMON CA , 94583-0194
Correspondent e-mail: jfiguli@figulilawgroup.com;ifiguli@gmai
Associated marks
Mark Application Status ili:i:tl)er l;igri‘zg?tion
AMERITAS COLLEGE Opposition Pending 85609939
Plaintiff(s)
Name: Meritas, LLC
Correspondent Address: Christiane S. Campbell
Duane Morris LLP
30 South 17th Street
Philadelphia PA , 19103
UNITED STATES
Correspondent e-mail: ccampbell@duanemorris.com
Associated marks
Mark Application Status :il;-i:l;er :Eizter?tion
MERITAS Section 8 and 15 - Accepted and 78585407 3160682
Acknowledged
Prosecution History
El::;yber History Text Date Due Date
FILED AND FEE May 29, 2013
NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 29, 2013 Jul 08, 2013

PENDING, INSTITUTED

May 29, 2013
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