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Opinion by Bergsman, Administrative Trademark Judge:

Sunpoint International Group USA Corp. (Respondent) is the owner of the
registered MAXVOLINE trademarks set forth below for “lubricants for automobiles,”

in International Class 4:
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1. Registration No. 3450454 for the mark MAXVOLINE in standard characters;!
and
2. Registration No. 3454800 for the mark MAXVOLINE and design shown

below:2

Ashland Licensing & Intellectual Property LLC and Valvoline Licensing and IP
LLC (Petitioners) initially filed a petition to cancel Respondent’s registrations on the
grounds of likelihood of confusion, dilution, and abandonment. The operative
pleading, however, is Petitioners’ Third Amended Petition for Cancellation alleging

(1) likelihood of confusion;

(1) dilution;

(i11) nonuse at the time of filing the Statements of Use and at the expiration
of the time for filing of the Statements of Use of the underlying
applications for Respondent’s registrations;

(iv) abandonment by nonuse, and

1 Registered June 17, 2008; renewed.

2 Registered June 24, 2008; renewed. The registration does not include a description of the
mark.
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(v) that the assignments of Respondent’s registrations were naked
assignments because they failed to include goodwill.3

Because Petitioners did not argue dilution or abandonment by nonuse in their
brief, those claims are waived.4 See Alcatraz Media, Inc. v. Chesapeake Marine Tours
Inc., 107 USPQ2d 1750, 1753 (TTAB 2013) (petitioner’s pleaded descriptiveness and
geographical descriptiveness claims not argued in brief deemed waived), aff'd, 565 F.
App’x 900 (Fed. Cir. 2014) (mem.); see also TPI Holdings, Inc. v. TrailerTrader.com
LLC, 126 USPQ2d 1409, 1413 n.28 (TTAB 2018); Tao Licensing, LLC v. Bender
Consulting Ltd., 125 USPQ2d 1043, 1046 (TTAB 2017).

With respect to the likelihood of confusion claim, Petitioners pleaded ownership
of, inter alia, Registration No. 53237 for the mark VALVOLINE (in typed drawing
form) for “lubricating oils,” in International Class 4,5 and Registration No. 2621773
for the mark MAX LIFE (in typed drawing form) for “motor oils, lubricants and
greases all for motor vehicles,” in International Class 4.6 Because of Petitioners’
purported “prior and continuous use” of VALVOLINE and MAX LIFE in connection
with lubricants for automobiles, the public has associated those marks with
Petitioners and, therefore, Respondent’s MAXVOLINE marks for “lubricants for

automobiles” is likely to cause confusion with Petitioners’ VALVOLINE and MAX

354 TTABVUE.

4 At the hearing, Petitioners’ counsel confirmed that the claims at issue are likelihood of
confusion, nonuse at the time of the filing of the statements of use, and abandonment based
on invalid assignments.

5 Registered May 29, 1906; sixth renewal.
6 Registered September 17, 2002; renewed.
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LIFE trademarks.” To be clear, Petitioners are not alleging that Respondent’s
MAXVOLINE marks are likely to cause confusion with either of Petitioners’
VALVOLINE or MAX LIFE trademarks; rather, Petitioners allege that
“Respondent’s trademarks MaXvoline [and design] and Maxvoline are confusingly
similar to Petitioners’ conjointly used trademarks Valvoline and Max Life, when the
‘Max’ in Max Life is combined with ‘voline’ from Valvoline to form MaXvoline.”8

With respect to the nonuse at the time of registration, Petitioners allege that
Respondent had not used its MAXVOLINE marks when it filed the Statements of Use
and by the respective expiration dates for filing the Statements of Use and, therefore,
“the Registrations should be cancelled for failure to use the marks in commerce on
goods 1n trade.”

Finally, Petitioners allege that Respondent’s MAXVOLINE registrations should

be cancelled because “the Registrations at issue were transferred to Respondent were

7 Petitioners’ Third Amended Petition for Cancellation §912-14 (54 TTABVUE 6).
8 Petitioners’ Brief, p. 7 (98 TTABVUE 17).

9 Third Amended Petition for Cancellation 17 (64 TTABVUE 7). The critical date is the
expiration of the time for filing the Statement of Use. During ex parte examination, the actual
filing of a statement of use does not cut off the deadline for meeting the requirements for a
statement of use. The applicant may amend its statement of use so long as the amendment
demonstrates that the requirements for the statement of use were met before the expiration
of the deadline for filing the statement of use. Trademark Rule 2.88(e), 37 C.F.R. § 2.88(e)
(“If, as a result of the examination of the statement of use, the applicant is found not entitled
to registration, the applicant will be notified and advised of the reasons and of any formal
requirements or refusals. The statement of use may be amended in accordance with §§ 2.59
and 2.71 through 2.75.”). Thus, an applicant may amend its statement of use to state dates
of use which fall after the statement of use filing date, but before the expiration of the
deadline for filing the statement of use. See Trademark Rule 2.71(c)(2), 37 C.F.R. § 2.71(c)(2)
(“The applicant may amend the dates of use, provided that the amendment is verified, except
... after filing a statement of use under § 2.88, the applicant may not amend the statement
of use to specify a date of use that is subsequent to the expiration of the deadline for filing
the statement of use.”).
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‘naked assignments,” otherwise known as ‘transfers in gross,” because the purported
assignments of the trademark rights failed to also include an assignment of the
goodwill associated with those trademarks.”0 A claim for cancellation based on an
invalid assignment is, in essence, an abandonment claim. See Visa, U.S.A. v.
Birmingham Trust Nat’l Bank, 696 F.2d 1371, 216 USPQ 549 (Fed. Cir. 1982), cert.
denied, 464 U.S. 826, 220 USPQ 385 (1983).

The rule against assignment of a mark in gross thus

reflects “the need, if consumers are not to be misled from

established associations with the mark, that it continue to

be associated with the same or similar products after the
assignment.”

Id. at 216 USPQ at 652 (citing Raufast S.A. v. Kicker’s Pizzazz, Ltd., 208 USPQ 699,
702 (E.D.N.Y. 1980)); see also Stock Pot Rest., Inc. v. Stockpot, Inc., 737 F.2d 1576,
222 USPQ 665, 667 (Fed. Cir. 1984) (“Entwined with the lease to Mrs. Phillips is
appellant’s claim that appellee abandoned the mark at that time through that lease,
1.e., that at best the assignment was of a ‘naked trademark’ or was a ‘naked license,’
both signifying abandonment of rights to the mark); Roush Bakery Prods. Inc. v. F.R.
Lepage Bakery Inc., 13 USPQ2d 1045, 1051 (TTAB 1989) (“We think it is clear from
the foregoing that the issue of whether the invalid assignment in this case constituted
an abandonment of the collective mark COUNTRY KITCHEN hinges upon the facts
concerning such matters as the nature of the use of the mark by respondent and the
other members of the collective prior to and after the 1985 assignment of the

registration to respondent, and the extent to which (and by whom) control over the

10 Third Amended Petition for Cancellation Y19 (54 TTABVUE 8).
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use of the mark was actually exercised.”). Thus, whether the goodwill is actually
conveyed is a question of fact determined by the circumstances surrounding the
transfer of rights.

Respondent denied the salient allegations in the Third Amended Petition for
Cancellation and asserted the affirmative defense of laches.

I. Preliminary Issues
A. Respondent’s motion to strike Petitioners’ Reply Brief.

Respondent moves to strike Petitioners’ Reply Brief on the grounds that it exceeds
the permitted length because it i1s 27 pages, rather than 25 pages, and because
Petitioners attached evidence to the Reply Brief not previously made of record.!!

Petitioners admit that they inadvertently exceeded the page limit because they
failed to count the Table of Contents and Table of Authorities.!'?2 Nevertheless,
Petitioners ask the Board to exercise its discretion and accept its Reply Brief because,
inter alia, Petitioners responded to Respondent’s evidentiary objection lodged in
Respondent’s brief on the case in Petitioners’ Reply Brief instead of utilizing an
appendix or separate statement as provided by Trademark Rule 2.128(b), 37 C.F.R. §

2.128(b).

11101 TTABVUE.
12103 TTABVUE 5.
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Also, Petitioners contend that they attached evidence to their Reply Brief because
1t was necessary “to provide the Board with a clear picture of the lengths Registrant
has gone in order to misrepresent key facts so as to mislead the Board.”!3
Without the exhibits it would just be a matter of
Petitioners’ counsels’ unsupported statements versus the
unsupported statements made by Registrant’s counsel.

There is no way that Petitioners could have foreseen a
reason to identify the exhibits as trial exhibits.14

Trademark Rule 2.128(b), 37 C.F.R. § 2.128(b), provides that “Without prior leave
... areply brief shall not exceed twenty-five pages in its entirety” and that “[a]ny brief
beyond the page limits and that any brief with attachments outside the stated
requirements may not be considered by the Board.” The rule allows the Board to
exercise its discretion in deciding whether to consider an over-length brief. Within
that discretion is the ability to strike the brief on the ground that it exceeds the page
limit, consider the brief in its entirety, or to consider the brief but not the attached
appendices due to their content.

Petitioners’ Reply Brief, excluding the exhibits, exceeds the page limitation.
Petitioners chose not to respond to the evidentiary issue in an appendix or separate
statement as provided by the Rules, nor did Petitioners seek prior leave to exceed the
page limit.

Moreover,

the facts and arguments presented in the brief must be

based on the evidence offered at trial. A brief may not be
used as a vehicle for the introduction of evidence. ...

13 Petitioners’ Response to Respondent’s Motion to Strike Petitioners’ Reply Brief, p. 2 (103
TTABVUE 6).

14 Id.
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Exhibits to briefs are generally unnecessary and are
discouraged.

TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PRACTICE AND PROCEDURE
(TBMP) § 801.01 (2018). The Board issues a trial order setting the deadlines for each
party to present its case. See Trademark Rule 2.121(b)(1), 37 C.F.R. § 2.121(b)(1).

A party may not take testimony or present evidence outside

of its assigned testimony period, except by stipulation of

the parties approved by the Board, or, on motion, by order
of the Board.

TBMP § 701; see also Baseball Am. Inc. v. Powerplay Sports, 71 USPQ2d 1844, 1846
n.8 (TTAB 2004) (documentary evidence submitted outside assigned testimony period
given no consideration); M-Tek Inc. v. CVP Sys. Inc., 17 USPQ2d 1070, 1072 (TTAB
1990) (untimely deposition stricken). Petitioners impermissibly sought to introduce
evidence outside their testimony period by attaching it to their brief.

Finally, we decide cases based on the testimony and evidence introduced into the
record. See In re Merrill Lynch, Fenner, and Smith, 828 F.2d 1567, 4 USPQ2d 1141,
1143 (Fed. Cir. 1987) (in determining whether a mark is generic, “[e]vidence of the
public’s understanding of the term may be obtained from any competent source, such
as purchaser testimony, consumer surveys, listings in dictionaries, trade journals,
newspapers, and other publications.”); In re E. 1. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563, 567 (CCPA 1973) (“du Pont”) (the determination of likelihood
of confusion is based on the probative facts in evidence). We do not consider
unsupported statements of counsel. See Gemtron Corp. v. Saint-Gobain Corp., 572
F.3d 1371, 91 USPQ2d 1409, 1415 (Fed. Cir. 2009) (reasoning that a party’s “unsworn

attorney argument ... is not evidence” and thus cannot rebut record evidence); Enzo
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Biochem, Inc. v. Gen-Probe, Inc., 424 F.3d 1276, 76 USPQ2d 1616, 1622 (Fed. Cir.
2005) (“Attorney argument is no substitute for evidence.”). Thus, it was not necessary
for Petitioners to introduce evidence to challenge purportedly unsupported
arguments or mischaracterizations of the record by Respondent’s counsel.

We find that Petitioners’ Reply Brief exceeds the page limit without prior leave of
the Board and it includes evidence not properly introduced into the record during
Petitioners’ assigned period for introducing evidence. Accordingly, Respondent’s
motion to strike Petitioners’ Reply Brief is granted.

B. Discovery deposition of Vernon Venne

During their assigned time for introducing testimony and evidence,!®> Petitioners
introduced the discovery deposition of Vernon Venne, formerly an attorney for
“Ashland” and formerly President of Ashland Licensing & Intellectual Property
LLC.16 Petitioners designated Mr. Venne as their Fed. R. Civ. P. 30(b)(6) witness.17

Petitioners’ notice for filing the deposition stated

Petitioners hereby provides [sic] this notice that it has filed
the “Vernon Venne Deposition and Registrant’s Ashland

Deposition Exhibit 17 and that copies have been served as
follows.18

1577 TTABVUE. Petitioners’ testimony period closed March 12, 2018.

16 81 TTABVUE. The discovery deposition of Vernon Venne was taken on January 11, 2017
(81 TTABVUE 4).

17 Respondent’s Brief, p. 9 (99 TTABVUE 9) (Respondent misidentified Mr. Venne as a Rule
56(b) witness). The discovery deposition states that it is the deposition of Ashland Licensing
& Intellectual Property LLC by Vernon F. Venne pursuant to a notice of deposition to
Ashland Licensing & Intellectual Property LLC. 81 TTABVUE 4, 6, and 7.

1881 TTABVUE 2.
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Petitioners did not identify Vernon Venne as a witness in their Pretrial
Disclosures, Second Pretrial Disclosures, or Rebuttal Pretrial Disclosures.l® Other
than to identify the Vernon Venne deposition as part of the record, Petitioners did
not refer to the Venne deposition in their main brief.

During its assigned time for introducing testimony and evidence, Respondent
introduced a Notice of Reliance identifying excerpts from the discovery deposition of
Vernon Venne purportedly having relevance to Respondent’s laches affirmative
defense.20

In its brief, Respondent objects to the admissibility of the entire Venne deposition
on the ground that Petitioners failed to identify which parts of the Venne deposition
should in fairness be considered so as to make not misleading what was introduced
by Respondent.?! Trademark Rule 2.120(k)(4), 37 C.F.R. § 2.120(k)(4), provides

If only part of a discovery deposition is submitted and made
part of the record by a party, an adverse party may
introduce under a notice of reliance any other part of the
deposition which should in fairness be considered so as to
make not misleading what was offered by the submitting
party. A notice of reliance filed by an adverse party must
be supported by a written statement explaining why the
adverse party needs to rely upon each additional part listed

in the adverse party’s notice, failing which the Board, in its
discretion, may refuse to consider the additional parts.

Because Respondent objects to the Venne deposition only on the ground that

Petitioners failed to identify which parts of the Venne deposition should in fairness

1972, 78, and 94 TTABVUE.
20 87 TTABVUE.
21 Respondent’s Brief, p. 8 (99 TTABVUE 9).

-10 -
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be considered so as to make not misleading what has been introduced by Respondent,
and not on the ground that Petitioners failed to identify Vernon Venne in pretrial
disclosures pursuant to Trademark Rule 2.121(e), 37 C.F.R. § 2.121(e), Respondent
knew that Petitioners were introducing the Venne discovery deposition to rebut
Respondent’s laches affirmative defense and not to prove any of Petitioners’ grounds
for cancellation.

Because Vernon Venne was designated as Petitioners’ Rule 30(b)(6) witness, his
deposition is admissible via a notice of reliance by Respondent, the adverse party. See
Trademark Rule 2.120(k)(1), 37 C.F.R. § 2.120(k)(1) (“The discovery deposition of ...
a person designated by a party pursuant to Rule 30(b)(6) or Rule 31(a) of the Federal
Rules of Civil Procedure, may be offered in evidence by an adverse party.”). Although
the Venne deposition is not admissible by Petitioners, Respondent did not object to
the deposition on that ground.

Section 707.04 of the TBMP provides that “[a] party may waive an objection by
failing to raise the objection at the appropriate time.”22 The TBMP further provides

For example, an objection to a notice of reliance on the
ground that the notice does not comply with the procedural
requirements of the particular rule under which it was
submitted generally should be raised promptly. If a party
fails to raise an objection of this nature promptly, the
objection may be deemed waived, unless the ground for
objection is one that could not have been cured even if

raised promptly. See TBMP§ 707.02(b)(1) and TBMP
§ 707.02(b)(2).

22 See also TBMP § 707.02 (objections to a notice of reliance are waived unless promptly made
(i.e., errors which may be cured if promptly presented) while other grounds that cannot be
cured may be raised at any time).

-11 -
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Similarly, an objection to a testimony deposition on the
ground that it does not comply with the applicable
procedural rules generally is waived if not raised promptly,
unless the ground for objection is one which could not have
been cured even if raised promptly. See TBMP
§ 707.03(b)(1) and TBMP § 707.03(c).

Because Respondent knew that Petitioners introduced the Venne deposition to
rebut Respondent’s laches affirmative defense, Respondent should have lodged its
objection to the introduction of the entire Venne deposition after Petitioners
introduced it, and before the close of Petitioners’ rebuttal testimony period, so that
Petitioners could cure their failure to identify those portions of the deposition which
should in fairness be considered so as to make not misleading what has been
introduced by Respondent. See Barclays Capital Inc. v. Tiger Lily Ventures Ltd.,
124 USPQ2d 1160, 1163 (TTAB 2017) (“Objections to testimony or to a notice of
reliance grounded in asserted procedural defects are waived unless raised promptly,
when there is an opportunity to cure.”); Beech Aircraft Corp. v. Lightning Aircraft Co.,
1 USPQ2d 1290, 1291 (TTAB 1986) (objection waived where respondent received
notice of reliance without the publications that were referred to appended to the
notice of reliance but respondent did not raise the issue until briefing); Bd. of Trustees
of the Univ. of Al. v. BAMA-Werke Curt Baumann, 231 USPQ 408, 409 n.3 (TTAB
1986) (petitioner’s objection that respondent’s justification for reliance on its own
discovery responses was insufficient because it was raised for first time in petitioner’s
brief and, therefore, it was untimely since the defect was one which could have been
cured if raised promptly). Also, had Respondent timely raised its objection,

Petitioners could have noticed and taken Vernon Venne’s deposition during their

S12 -
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rebuttal testimony period. See Of Counsel Inc. v. Strictly Of Counsel Chartered, 21
USPQ2d 1555, 1556 n.2 (TTAB 1991) (where opposer’s testimony deposition was
taken two days prior to opening of opposer's testimony period, and applicant first
raised an untimeliness objection in its brief on the case, objection held waived, since
the premature taking of the deposition could have been corrected on seasonable
objection). Accordingly, Respondent waived its objection because Respondent did not
raise it in a timely manner.

Respondent’s objection to the admissibility of the Vernon Venne deposition
introduced by Petitioners is overruled and we will consider it in response to

Respondent’s affirmative defense of laches.

II. The Record

The record includes the pleadings and, by operation of Trademark Rule 2.122(b),
37 C.F.R. § 2.122(b), Respondent’s registration files.23 The parties introduced the
following testimony and evidence:

A. Petitioners’ testimony and evidence.

1. Discovery deposition of Gabriel R. Pappaterra, Respondent’s principal;24
2. Discovery deposition of Vernon Venne, former attorney for “Ashland” and
former President of Ashland Licensing & Intellectual Property LLC;25

3. Notice of reliance on the following:

23 Accordingly, Respondent did not need to introduce copies of the registrations of the marks
at issue in this proceeding, nor did Respondent need to introduce a copy of the summary of
this proceeding. 88-90 TTABVUE.

2479 TTABVUE.

25 81 TTABVUE. The portions of the Venne deposition designated confidential are posted at
80 TTABVUE.

-18 -
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a. Copies of Petitioners’ pleaded registrations prepared and issued by the
USPTO showing both the current status of and title to the
registrations;26 and
b. Copies of Petitioners’ website (Valvoline.com) printed from the Wayback
Machine website (web.archive.org);27
4. Testimony declaration of Laura Carpenter, Vice President of Franchising
for Valvoline Instant Oil Change;28
5. Testimony declaration of Sarah M. Love, an intellectual property paralegal
for Petitioners and Secretary of Valvoline Licensing and Intellectual
Property, introducing Petitioners’ pleaded registrations;29
6. Testimony deposition of Gabriel Herrero, principal of Herrero & Sons
Corporation, a wholesaler of automotive accessories, chemicals, and
window film;30
7. Testimony deposition (March 2, 2018) of Gabriel R. Pappaterra;3!

8. Rebuttal notice of reliance on the following:

26 82 TTABVUE 12-61.
2182 TTABVUE 63-73.
28 84 TTABVUE 4-61.
2984 TTABVUE 62-249.
3091 TTABVUE.

3193 TTABVUE. The portions of the Pappaterra deposition designated confidential are posted
at 92 TTABVUE.

-14 -
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a. Copy of the Virgin Islands Corporate Register for Sunpoint
International Group, Inc. (virgin.bvifs.vg) as of May 22, 2018;32

b. Copy of the British Virgin Islands Business Companies Act, 2004 (with
2005 Amendments) (bvifsc.vg);33

c. A printout from the U.S. Energy Information Administration website
purporting to present the Cushing, OK WTI Spot Price FOB (Dollars per
Barrel) (eia.gov);34 and

d. A webpage from the Petroleum Quality Institute of America
(pgiamerica.com) purporting to list the qualities of ten brands of motor

oil, including Petitioners’ MAX LIFE.35

32 95 TTABVUE 10-11. The cover emails transmitting the Virgin Islands Corporate Records
are not admissible through a notice of reliance and, therefore have been given no
consideration. (95 TTABVUE 5-9). Likewise, the Memorandum of Association and Articles of
Association of Sunpoint International Group Inc. is not the type of document admissible
through a notice of reliance and has been given no consideration. (95 TTABVUE 12-42).

3395 TTABVUE 43-46.

34 95 TTABVUE 47-48. Pursuant to TBMP § 704.08(b), “[t]he probative value of Internet
documents is limited. They can be used to demonstrate what the documents show on their
face. However, documents obtained through the Internet may not be used to demonstrate the
truth of what has been printed. A printout from a webpage may have more limitations on its
probative value than traditional printed publications. A party may increase the weight the
Board will give website evidence by submitting testimony and proof of the extent to which a
particular website has been viewed. Otherwise, the document may not be considered to have
much probative value.” See also Safer, Inc. v. OMS Investments, Inc., 94 USPQ2d 1031, 1040
(TTAB 2010) (Internet documents introduced through a notice of reliance “are admissible
only to show what has been printed, not the truth of what has been printed.”).

35 95 TTABVUE 49-52. Note the caveat as to the probative value of Internet evidence in the
preceding footnote.

-15 -
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B. Respondent’s testimony and evidence.

1.

Testimony declaration of Ranses Matta, Marketing Adviser for American
Airlines (National Account Manager);36

Testimony declaration of Yuki Yunes, a friend and business associate of
Gabriel Pappaterra;37

Testimony declaration of Humberto Blanco, an employee of Twin Trading;38
Testimony declaration of Rodolfo Montes, a friend and brother-in-law of
Gabriel Pappaterra;3®

A webpage from inflationdata.org purporting to provide crude oil prices;4°
Excerpts from the discovery deposition of Vernon Venne, former attorney
for “Ashland” and former President of Ashland Licensing & Intellectual
Property LLC;*! and

Testimony deposition (May 11, 2018) of Gabriel Pappaterra.42

36 85 TTABVUE 4-5.
3185 TTABVUE 6-7.
38 85 TTABVUE 8-9.
39 85 TTABVUE 10.
40 86 TTABVUE. Note the caveat as to the probative value of Internet evidence in footnote

34.

4187 TTABVUE.

42 97 TTABVUE. “When evidence has been made of record by one party in accordance with
these rules, it may be referred to by any party for any purpose permitted by the Federal Rules
of Evidence.” Trademark Rule 2.122(a), 37 C.F.R. § 2.122(a). Because the Respondent
introduced the Pappaterra testimony deposition, it was not necessary for Petitioners to file a
notice of reliance on portions of that testimony deposition at 95 TTABVUE.

-16 -
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III. Standing

Standing is a threshold issue in every inter partes case. See Empresa Cubana Del
Tabaco v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014);
John W. Carson Found. v. Toilets.com Inc., 94 USPQ2d 1942, 1945 (TTAB 2010). To
establish standing in an opposition or cancellation proceeding, a plaintiff must prove
that it has a “real interest” in the proceeding and a “reasonable” basis for its belief of
damage. See Empresa Cubana, 111 USPQ2d at 1062; Ritchie v. Simpson, 170 F.3d
1092, 50 USPQ2d 1023, 1025 (Fed. Cir. 1999); Lipton Indus., Inc. v. Ralston Purina
Co., 670 F.2d 1024, 213 USPQ 185, 189 (TTAB 1982).

Petitioners have established their standing by properly introducing into evidence
their pleaded registrations. See, e.g., Cunningham v. Laser Golf Corp., 222 F.3d 943,
55 USPQ2d 1842, 1844 (Fed. Cir. 2000); N.Y. Yankees P’ship v. IET Prods. & Seruvs.,
Inc., 114 USPQ2d 1497, 1501 (TTAB 2015). Respondent, in its brief, does not
challenge Petitioners’ standing.

Once a plaintiff shows standing on one ground, it has the right to assert any other
grounds in a cancellation proceeding. See Corporacion Habanos SA v. Rodriquez,
99 USPQ2d 1873, 1877 (TTAB 2011) (because petitioners alleged standing as to at
least one ground, primarily geographically deceptively misdescriptive, they may
assert any other legally sufficient claims including those under Section 2(a), the Pan
American Conventionand fraud); Enbridge, Inc. v. Excelerate Energy LP, 92 USPQ2d
1537, 1543 n.10 (TTAB 2009), citing Liberty Trouser Co. v. Liberty & Co., Ltd.,

222 USPQ 357, 358 (TTAB 1983).

-17 -
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IV. Nonuse at the time of Filing of Statements of Use and the Expiration of
time for Filing Statements of Use

Petitioners allege that Respondent had not used its MAXVOLINE marks when it
filed the Statements of Use and at the expiration of time for filing the Statements of
Use and, therefore, “the Registrations should be cancelled for failure to use the marks
In commerce on goods in trade.”43 See Tao Licensing, 125 USPQ2d at 1055
(respondent failed to make the requisite use of the mark in commerce prior to the
statement of use deadline because respondent’s activities were preliminary advisory
consultations rather than bona fied use of the mark in the ordinary course of trade);
Embarcadero Tech., Inc., v. Delphix Corp., 117 UPSQ2d 1518, 1526 (TTAB 2016)
(where a claim of nonuse is alleged, the plaintiff must prove that there was no use in
commerce prior to the filing of the deadline for filing the statement of use); c¢f. Gay
Toys, Inc. v. McDonald's Corp., 585 F.2d 1067, 199 USPQ 722, 723 (CCPA 1978)
(because applicant did not use the mark in commerce in association with the goods at
the time it filed the application, its application was void); Community of Roquefort v.
Santo, 443 F.2d 1196, 170 USPQ 205, 208 n.7 (CCPA 1971) (nonuse of the mark at
the time the application was filed is a ground for opposition). Nonuse at the time of
registration “is a fact-based inquiry as to whether the activity in question is a bona
fide use in the ordinary course of trade.” Tao Licensing, 125 USPQ2d at 1054.

The issue in this case is whether showing samples of MAXVOLINE motor oil as a

private label motor oil to potential consumers constitutes transporting the goods in

43 Third Amended Petition for Cancellation 417 (54 TTABVUE 7).

-18 -
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commerce. However, neither Petitioners, nor Respondent, introduced any testimony
or evidence regarding private label sales in the motor oil industry. Thus, we are left
to determine whether Respondent used its mark in commerce without any testimony
or evidence regarding industry practice.

Use in commerce is defined as

... the bona fide use of a mark in the ordinary course of
trade, and not made merely to reserve a right in a mark.
For purposes of this chapter, a mark shall be deemed to be
In use in commerce—

(1) on goods when—

(A) i1t 1s placed in any manner on the goods or their
containers or the displays associated therewith or on
the tags or labels affixed thereto, or if the nature of the
goods makes such placement impracticable, then on
documents associated with the goods or their sale, and

(B) the goods are sold or transported in commerce.
Section 45 of the Trademark Act, 15 U.S.C. § 1127.

Respondent filed the Statements of Use to support the registration of its marks on
April 23, 2008. The specimen supporting the use of the MAXVOLINE mark was a
bottle of o1l manufactured by Amalie Motor Oil with a MAXVOLINE label.44
Respondent printed the label from his digital printer.45 Respondent purchased oil

products from Amalie Motor Oil and put his MAXVOLINE label on the bottle.46

44 Pappaterra Testimony Dep. (March 2, 2018), p. 14 (93 TTABVUE 17); see also Pappaterra
Testimony Dep, (May 11, 2018), p. 63 (97 TTABVUE 65).

% Id.
46 Id. at pp. 16-17 (93 TTABVUE 19-20).

-19 -
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It was a little unnecessary back then to have an inventory

if T could show the product with a sample in such a way
that I was going to sell it.47

Although the label displayed an American Petroleum Institute (“API”)
certification mark,48 Respondent had not applied for API certification itself because
it did not make sense to pay API for a license until Respondent was ready to mass
produce its product.4® In any event, Mr. Pappaterra testified that an API license is
not necessary to sell motor oil so long as Respondent does not use the API certification
mark on its MAXVOLINE products.?® Because Respondent failed to get a license to
use the API certification mark does not ipso facto mean that Respondent’s use of its
MAXVOLINE mark is not in lawful commerce.

Prior to filing the Statements of Use, Gabriel Pappaterra “started working with
the brand designing and looking for suppliers, looking for customers, creating
websites and everything concerning creating a product.”?! In the 2007 to 2008 time
frame, Pappaterra began investigating motor oil manufacturers.52 He visited Amalie

Motor Oil Company in Tampa, a manufacturer of motor oil. “They do over a hundred-

471d. at p. 17 (93 TTABVUE 20).

48 Pappaterra Testimony Dep. (March 2, 2018), p. 16 (93 TTABVUE 19). Exhibit 23 to the
Pappaterra Testimony Dep. (May 11, 2018) (97 TTABVUE 214) is an “Engine Oil Licensing
and Certification System License Agreement” regarding a nonexclusive license from API for
goods made in accordance with API standards and specifications.

49 Pappaterra Testimony Dep. (March 2, 2018), p. 20 (93 TTABVUE 23); see also Pappaterra
Testimony Dep. (May 11, 2018), p. 64 (97 TTABVUE 66).

50 Id.
51 Pappaterra Testimony Dep. (March 2, 2018), p. 10 (93 TTABVUE 13).
52 Pappaterra Discovery Dep., p. 16 (79 TTABVUE 19).
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and-some-odd private brands, and they also naturally have their own brand.”>3
Amalie “would offer me [Pappaterra] the standard bottle, the common one.”54
However, Pappaterra had not decided on a final bottle design or supplier.5>

Q. Let me just repeat so I'm sure I understand.

A. Due to I was looking for prices, and then I started
comparing before - - because well, I mean - - well, in
2007, 2008 I started collecting all of that
information, but I don’t recall whether there was
price instability, but it seems there was a great deal
of price instability due to the conflict with the Middle
East and the war. But I don’t recall whether it was
around that time or the prices started - - it was
speculation, but I don’t quite recall.56

* * *

In 2008, it [o0il] reached its maximum price. Then it
was very difficult to start something with prices
speculation and instability and more. That’s why I

was focused on ever improving my container, my
label.57

Q. Let’s go back to your - - your statements about price
instability. So you've got raw - - your raw material
to make your motor oil which would use the
Maxvoline mark, are fluctuating substantially
during this period of time?

53 Pappaterra Discovery Dep., p. 17 (79 TTABVUE 20).
54 Pappaterra Discovery Dep., p. 17 (79 TTABVUE 20).
55 Pappaterra Discovery Dep., p. 19 (79 TTABVUE 22).
56 Id.

57 1d. at p. 20 (79 TTABVUE 23).
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A. Yes. I had access so that in case any customer placed
an order, I could contact them, but price instability
was constant.58

I did have a source and I could select it easily if a
customer would buy from me.

Q. And did you have any customers at this time period
[2007-2008]?

A, Not that I recall.59

* * *

Q. Okay. Just to confirm, prior to 2012, you didn’t have
any inventory of product?

A. Not really. What I did have was - - was bottles with
the Maxvoline label to, if needed, show 1t to the
people, but if they required the product, then I would
go ahead and order it.60

* * *

Q. At that point in time [2007-2008], you didn’t have
any inventory, but you had bottles and the bottles
were labeled; 1s that correct?

A. Yes, but the amounts we’re talking about are units,
samples.

Q. Samples. Samples of empty bottles with labels?

A. Well, not necessarily because if, for example, I
understood that there was a client who could buy
certain product for me - - from me and if the
manufacturer would offer me that same
formulation, that same product and put my own

58 Id. at pp. 22-23 (79 TTABVUE 25-26).

59 Id. at p. 24 (79 TTABVUE 27); see also Pappaterra Testimony Dep. (March 2, 2018), pp.
12-13 (93 TTABVUE 15-16).

60 Id. at 27 (79 TTABVUE 30). Respondent did not have any MAXVOLINE inventory prior to
December 2012. Id. at 79 (79 TTABVUE 93).
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private label on it, it could just change the label and
put Maxvoline’s on it as a sample.

Q. Do you recall providing samples to anybody?

A. No. I never - - never used it. I mean, I did not get to
give them out to any client.6!

Accordingly, although Respondent had not made any sales, prior to filing the
Statements of Use, Gabriel Pappaterra had been showing samples of the
MAXVOLINE product to potential customers.

Q. You also stated on the questioning from Mr. Furr,
that you’ve been actively marketing Maxvoline since
2007. Could you define what you mean by “actively
marketing” for me, please?

A. Within the range of those dates running from 2007
through 2012, I have visited clients, shown samples
to them. I have contacted them. I have quoted also
and I have also offered the product. ...

Q. My note shows from our discussions yesterday, and
correct me if I'm wrong, you said no samples were
ever given, is that correct?

A. What I was saying is that I have shown it.

But you never gave the samples of Maxvoline brand
motor oil to any potential customer; is that correct?

No.

And the samples that you showed to potential
customers, were they empty bottles or full bottles?

A. Like I told you yesterday, they were full and they
were labeled with the Maxvoline products — well,
with the mark of Maxvoline.52

61 Id. at 30 (79 TTABVUE 32).

62 Pappaterra Discovery Dep., pp. 96-97 (79 TTABVUE 110-111); see also Pappaterra
Testimony Dep. (March 2, 2018), p. 17 (93 TTABVUE 20) (prior to April 15, 2008, and the
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Although Respondent did not give samples of the product to any of the potential
customers, if a client was willing to buy it, Respondent had a manufacturer ready to

supply it on a private label basis.63

Q. In - - in 2008, you were actively pursuing clients,
correct?
A. Correct.

If the client would purchase something from you,
you had a source to provide oil or lubricant for them?

A. Yes.

A. Since 2007 to the date, yes.

And so you have producers who would provide you
with the product and you were actively pursuing
customers and distributors, correct?

A, Yes.64

However, at the time Respondent filed its Statements of Use, Respondent did not
have a contract with any oil company to supply MAXVOLINE motor oil. According to
Mr. Pappaterra, it was not necessary to have such a contract because he “had
everything ready to execute the purchase and sale - - to exercise sale without the
necessity of having a massive inventory.”6> Mr. Pappaterra had visited a factory in

the sum