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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Swift Fly Fishing

Entity LLC Citizenship New Zealand

Address 50 Frye Crescent
Albert Town, 9305
NEW ZEALAND

Attorney
information

Darren S. Rimer
Rimer & Mathewson LLP
30021 Tomas, Suite 300
Rancho Santa Margarita, CA 92688
UNITED STATES
trademarks@rimermath.com Phone:949-367-1541

Registration Subject to Cancellation

Registration No 2062238 Registration date 05/13/1997

Registrant PURE FISHING, INC.
3281 EXECUTIVE CENTER DRIVE
BOCA RATON, FL 33431
UNITED STATES

Goods/Services Subject to Cancellation

Class 028. First Use: 1995/04/01 First Use In Commerce: 1996/05/01
All goods and services in the class are cancelled, namely: fishing reels

Grounds for Cancellation

Abandonment Trademark Act section 14

Attachments Pet for cancellation.pdf(1906537 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Darren S. Rimer/

Name Darren S. Rimer

Date 05/08/2013

http://estta.uspto.gov










To: Swift Fly Fishing (carl.mcneil@gmail.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85593032 - EPIC FLY RODS -
N/A

Sent: 7/23/2012 8:28:42 AM

Sent As: ECOM110@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.        85593032
 
    MARK : EPIC FLY RODS  
 

 
        

*85593032*
    CORRESPONDENT ADDRESS:
          SWIFT FLY FISHING; SWIFT FLY FISHING  
          50 FRYE CRESCENT   
          ALBERT TOWN
          9305     
          NEW ZEALAND          

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT :           Swift Fly Fishing       
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          N/A        
    CORRESPONDENT E-MAIL ADDRESS: 
           carl.mcneil@gmail.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 7/23/2012
 
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE: Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions. See37
C.F.R. §2.23(a)(1). For a complete list of these documents, see TMEP §819.02(b). In addition, such
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applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address. 37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a). TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods and/or services. 37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04. In appropriate situations and where
all issues can be resolved by amendment, responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.
 
The referenced application has been reviewed by the assigned trademark examining attorney. Applicant
must respond timely and completely to the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
SUMMARY OF ISSUES THAT APPLICANT MUST ADDRESS
 

Section 2(d) Likelihood of Confusion Refusal
Disclaimer

 
SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION

 
Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S.
Registration No. 2062238. Trademark Act Section 2(d), 15 U.S.C. §1052(d);seeTMEP §§1207.01et seq.
  See the enclosed registration.
 
The applicant has applied to register EPIC FLY RODS for “fishing poles; fishing reels; fishing rod
blanks; fishing rod cases; fishing rod racks; fishing rods; fishing tackle; fishing tackle bags; fishing tackle
containers; lines for fishing; reels for fishing; rods for fishing; structural parts of fishing rods, namely,
guides, handles, reel seats.”  The registered mark is EPIC for “fishing reels.”
 
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely that a potential consumer would be confused or mistaken or deceived as to the source of the
goods and/or services of the applicant and registrant. See15 U.S.C. §1052(d). The court inIn re E. I. du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) listed the principal factors to be
considered when determining whether there is a likelihood of confusion under Section 2(d). SeeTMEP
§1207.01. However, not all the factors are necessarily relevant or of equal weight, and any one factor may
be dominant in a given case, depending upon the evidence of record. Citigroup Inc. v. Capital City Bank
Grp., Inc., 637 F.3d 1344, 1355, 98 USPQ2d 1253, 1260 (Fed. Cir. 2011);In re Majestic Distilling Co.,
315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003);see In re E. I. du Pont, 476 F.2d at 1361-
62, 177 USPQ at 567.
 
COMPARISON OF THE MARKS
 
In the present case, applicant’s mark EPIC FLY RODS is similar to the registered mark EPIC in sound,
appearance and connotation. The dominant portion of the applicant’s proposed mark is the term EPIC
which is the entire registered mark. Therefore, the marks create the same connotation. Overall, the marks
have the same commercial impression.
 
Although marks are compared in their entireties, one feature of a mark may be more significant or
dominant in creating a commercial impression.  See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d
1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir.
1985); TMEP §1207.01(b)(viii), (c)(ii).  Disclaimed matter is typically less significant or less dominant



when comparing marks.  See In re Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d 1531, 1533-34
(Fed. Cir. 1997); In re Nat’l Data Corp., 753 F.2d 1056, 1060, 224 USPQ 749, 752 (Fed. Cir. 1985);
TMEP §1207.01(b)(viii), (c)(ii).  Please refer to the requirement below for a disclaimer of the generic
wording FLY RODS.  Thus the term EPIC is more significant and dominant in creating a commercial
impression.
 
COMPARISON OF THE GOODS
 
The goods and/or services of the parties need not be identical or directly competitive to find a likelihood
of confusion. See Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399, 1404, 186 USPQ 476, 480
(C.C.P.A. 1975); TMEP §1207.01(a)(i). Rather, it is sufficient to show that because of the conditions
surrounding their marketing, or because they are otherwise related in some manner, the goods and/or
services would be encountered by the same consumers under circumstances such that offering the goods
and/or services under confusingly similar marks would lead to the mistaken belief that they come from, or
are in some way associated with, the same source. In re Iolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB
2010); see In re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565, 1566-68, 223 USPQ 1289, 1290
(Fed. Cir. 1984); TMEP §1207.01(a)(i).
 
In this instance both the applicant and registrant providing fishing reels.
 
Since the marks are similar and the goods are related, there is a likelihood of confusion as to the source of
applicant’s goods.  Therefore, applicant’s mark is not entitled to registration.
 
Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by
submitting evidence and arguments in support of registration.
 
Applicant must respond to the requirement(s) set forth below.
 
DISCLAIMER REQUIRED
 
The applicant must insert a disclaimer of FLY RODS in the application because it is generic of a type of
fishing rod. Please refer to attached definition of FLY ROD which refers to fishing equipment. See15
U.S.C. §1056(a); TMEP §§1213, 1213.03(a).
 
The computerized printing format for the Office’sTrademark Official Gazetterequires a standardized
format for a disclaimer.  TMEP §1213.08(a)(i).  The following is the standard format used by the Office:
 

No claim is made to the exclusive right to use “FLY RODS” apart from the mark as shown.
 
TMEP §1213.08(a)(i); see In re Owatonna Tool Co., 231 USPQ 493 (Comm’r Pats. 1983).
 
A “disclaimer” is a statement that applicant does not claim exclusive rights to an unregistrable component
of a mark; it does not affect the appearance of the mark. TMEP §1213. An unregistrable component of a
mark includes wording and designs that are merely descriptive or generic of the goods and/or services, and
is wording or an illustration that others would need to use to describe or show their goods and services in
the marketplace.  15 U.S.C. §1052(e); see TMEP §§1209.03(f), 1213.03 et seq.
 
RESPONSE GUIDELINES
 



For this application to proceed toward registration, applicant must explicitly address each refusal and/or
requirement raised in this Office action. If the action includes a refusal, applicant may provide arguments
and/or evidence as to why the refusal should be withdrawn and the mark should register. Applicant may
also have other options for responding to a refusal and should consider such options carefully. To respond
to requirements and certain refusal response options, applicant should set forth in writing the required
changes or statements. 
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds
by expressly abandoning the application, the application process will end, the trademark will fail to
register, and the application fee will not be refunded. See15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a),
2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02. Where the application has been abandoned for failure
to respond to an Office action, applicant’s only option would be to file a timely petition to revive the
application, which, if granted, would allow the application to return to live status. See37 C.F.R. §2.66;
TMEP §1714.  There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6, 2.66(b)(1).
 
ASSISTANCE
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney. All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response. See37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05. 
Further, although the trademark examining attorney may provide additional explanation pertaining to the
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not provide
legal advice or statements about applicant’s rights.  See TMEP §§705.02, 709.06.
 
 
 
 

/Tarah Hardy Ludlow/
Examining Attorney
Law Office 110
(571) 272-9361
tarah.hardy@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system updates of
the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions
about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this
Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:   To ensure that applicant does

http://www.uspto.gov/trademarks/teas/response_forms.jsp
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not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/.  Please keep a
copy of the complete TARR screen.  If TARR shows no change for more than six months, call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/teas/eTEASpageE.htm.
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To: Swift Fly Fishing (carl.mcneil@gmail.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85593032 - EPIC FLY RODS -
N/A

Sent: 7/23/2012 8:28:42 AM

Sent As: ECOM110@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 85593032) has been reviewed.  The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO”) has written a letter (an “Office Action”) on 7/23/2012to which you
must respond.  Please follow these steps:
 
1. Read the Office letter by clicking on this link OR go to
http://tmportal.uspto.gov/external/portal/tow and enter your serial number toaccessthe Office
letter.       
 
 PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24
hours of this e-mail notification. 
 
2. Respondwithin 6 months, calculated from7/23/2012(or sooner if specified in the Office letter), using
the Trademark Electronic Application SystemResponseto Office Action form. If you have difficulty
using the USPTO website, contact TDR@uspto.gov. 
 
3. Contact the examining attorney who reviewed your application with any questions about the content of
the office letter:
 
/Tarah Hardy Ludlow/
Examining Attorney
Law Office 110
(571) 272-9361
tarah.hardy@uspto.gov

WARNING
Failure to file any required response by the applicable deadline will result in theABANDONMENT
of your application.
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, please use the Trademark Electronic
Application System Response to Office Actionform.
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