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IN UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
In re Trademark Registration No.  2,956,688  
Mark:  CATALIST HOMES INC. 
Date of Issue:  May 31, 2005 
 
      ) 
CATALYST MORTGAGE,  ) 
      ) 
   Petitioner ,  ) 
      ) 
  vs.    ) 
      ) 
CATALIST HOMES, INC.,   ) 
      ) 
   Registrant.  ) 

CANCELLATION NO. 92057136 

 
OPPOSITION TO MOTION FOR SU BSTITUTION OF PARTIES AND  

OPPOSITION TO EXTENSION  OF TIME TO ANSWER  
 

Pursuant to 37 C.F.R. § 2.172(a), Catalyst Mortgage (“Petitioner”), by and through the 

undersigned counsel, respectfully submits this Opposition to Moving Party Catalyst Lending, 

Inc.’s (“Catalyst Lending”) Combined (1) Motion for Substitution of Parties and (2) Motion for 

Extension of Time to Answer (“Combined Motion”). 

I. SUMMARY OF ARGUMENT  

Other than its own bad faith desire to interfere with this Board proceeding, Catalyst 

Lending has no real interest in or connection to this cancellation.  Instead, Catalyst Lending is 

simply seeking a way to use this litigation as leverage against Petitioner in an unrelated dispute, 

where Catalyst Lending lacks priority of rights in its use of the CATALYST LENDING mark. 

Both of Catalyst Lending’s applications for marks incorporating the term CATALYST have been 

refused by the U.S. Patent and Trademark Office (“PTO”).  However, rather than accepting these 

facts and the PTO’s proper determinations, Catalyst Lending is now attempting an end run with 

the Combined Motion by submitting an eleventh-hour, invalid assignment of the trademark 
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CATALIST HOMES, INC. & Design under U.S. Reg. No. 2,956,688 (the “CATALIST HOMES 

Design Mark”), a mark which was abandoned years ago by the proper Respondent in this case, 

Catalist Homes, Inc. 

Even a cursory examination of the assignment at Combined Motion’s Exhibit A makes it 

abundantly clear that Catalyst Lending’s motion has been made in bad faith and that the 

assignment itself is a sham.  The purported assignment, executed by a void and inoperative 

Delaware corporation only one day before an answer was due in this case, pertains to an 

abandoned trademark.  Rights in such a trademark cannot be transferred.  In any case, the 

extremely recent transfer, falling well after the filing of the Cancellation Petition, means Catalyst 

Lending has no connection to the abandonment facts in this case, and is thus inappropriate for 

joinder or substitution under T.B.M.P. 502.12. This lack of bona fide connection is amplified by 

the fact that Catalyst Lending provides no explanation as to what business purpose it could 

possibly have in seeking assignment of a mark so unlike any mark it has owned or used.  Given 

the radically different commercial impression of and the lack of overlap between Catalyst 

Lending’s trademark applications and the services under the CATALIST LENDING Design 

Mark, Catalyst Lending can secure no rights based on the purported assignment, even if Catalist 

Homes, Inc. had not abandoned the mark and still had rights to assign.  

Based on these factors, Catalyst Lending should not be substituted or joined to this 

proceeding and the Combined Motion should be denied. 

II. F ACTUAL BACKGROUND  

Petitioner has used the CATALYST MORTGAGE mark in commerce in connection with 

mortgage lending, brokerage and procurement services since at least as early as November 2005. 

Petitioner is also the owner of Registration No. 4,175,817 for the word mark CATALYST 
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MORTGAGE and Registration No. 4,133,466 for the logo mark CATALYST MORTGAGE & 

Design (the “CATALYST MORTGAGE Marks”). 

Registrant and respondent Catalist Homes, Inc. is the record owner of the CATALIST 

HOMES Design Mark, which was registered in connection with “Real estate brokerage and real 

estate listing services.”  (See Exhibit A.)  In addition, Catalist Homes, Inc. was the record owner 

of the word mark CATALIST HOMES under cancelled U.S. Reg. No. 2991259 (the 

“CATALIST HOMES Word Mark”), which was also registered in connection with “Real estate 

brokerage and real estate listing services.”  The PTO cancelled the CATALIST HOMES Word 

Mark on September 21, 2012 because Catalist Homes, Inc. failed to file an acceptable 

declaration under Section 8.  (See id.)  On May 1, 2013, following Petitioner’s repeated attempts, 

without success, to find evidence of use of the CATALIST HOMES Mark. Petitioner filed a 

Petition for Cancellation of the CATALIST HOMES Mark on the basis that the continuance of 

the CATALIST HOMES Mark is likely to and will diminish the goodwill and value of the 

CATALYST MORTGAGE Marks (“Cancellation Petition”).  Based upon the Board’s May 2, 

2013 order, an answer to the Cancellation Petition was due on June 11, 2013. 

On June 11, 2013, Catalyst Lending filed its Combined Motion, which requested that 

Catalyst Lending be substituted in the action for Catalist Homes, Inc.  In support, Catalyst 

Lending attached to its Combined Motion a purported assignment of rights in the CATALIST 

HOMES Design Mark by Catalist Homes, Inc.  (See Combined Motion, Exhibit A.)  The 

assignment was executed and recorded on June 10, 2013, one day prior to the deadline for 

Catalist Homes, Inc.’s answer in the cancellation.  (See id., Exhibits A and B.)  The signatory of 

the assignment and registrant under U.S. Reg. No. 2,956,688, Catalist Homes, Inc. is a void 

Delaware corporation.  (See Exhibit B.)  In addition, the California agent for service of process 
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for the assignor and registrant Catalist Homes, Inc. filed a resignation with the California 

Secretary of State effective November 7, 2012.  (See Exhibit C.)  Finally, the online record from 

the California Secretary of State for Catalist Homes, Inc. reflects that the entity is “forfeited.”  

(See Exhibit D.) 

The assignment found at Exhibit A to the Combined Motion purports to assign 

“Trademarks” to Catalyst Lending, Inc. as set forth in its “Schedule.”  (See Combined Motion, 

Exhibit A.)  The only trademark listed on the Schedule is U.S. Reg. No. 2,956,688, the 

CATALIST HOMES Design Mark, which is shown below: 

 

Moving party Catalyst Lending has applied on two separate occasions for registrations of 

trademarks incorporating the term “CATALYST.”  Catalyst Lending’s first application, filed on 

December 6, 2007 under Ser. No. 77/359,588, for the mark CATALYST, based on Section 1(b), 

was refused based upon the CATALIST HOMES Design Mark, subject of this Cancellation 

Petition, and the CATALIST HOMES Word Mark.  (See Exhibit E.)  In responding to this 

refusal, on or around September 26, Catalyst Lending submitted arguments attempting to 

overcome the citation by the Examining Attorney, stating that its proposed CATALYST mark 

(1) had a different commercial meaning relative to the two cited CATALIST HOMES marks 

because of the differing services, (2) Catalyst Lending’s mark was spelled “CATALYST,” rather 

than “CATALIST,” with a “Y,” rather than an “I,” and (3) Catalyst Lending offered only “loan 

brokerage,” while the two CATALIST HOMES marks were registered in connection with “real 
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estate brokerage” services.  (See Exhibit F.)  After the PTO issued a final refusal, Catalyst 

Lending’s Ser. No. 77/359,588 was abandoned on April 30, 2009. 

Catalyst Lending subsequently filed an application for the mark CATALYST LENDING, 

INC. under App. Ser. No. 85/755,734, on October 16, 2012, on a Section 1(a) basis.  (See Exhibit 

G.)  As a specimen of use, on February 19, 2013, Catalyst Lending submitted to the PTO a copy 

of a page from its website at <catalystlending.com> reflecting the following logo design: 

 

(See Exhibit H.)  On March 15, 2013, the PTO issued a refusal of Catalyst Lending’s 

CATALYST LENDING, INC. application because of a likelihood of confusion with Petitioner’s 

marks under U.S. Registration Nos. 4133466 and 4175817. 

III. A RGUMENT  

A. The Purported Assignment Is Invalid and Provides No Basis for Substitution 
or Joinder Because Its Only Subject Matter Is an Abandoned Trademark. 

A threshold issue in the validity of a trademark assignment is whether or not the assignor 

has rights to assign.  An abandoned trademark is not capable of assignment, see, e.g., Avon Shoe 

Co. v. David Crystal, Inc., 171 F. Supp. 293 (S.D.N.Y.), aff’d, 279 F.2d 607 (2d Cir. 1960), cert. 

denied, 364 U.S. 909, 81 S. Ct. 272, because such a mark is subject to cancellation by the 

Trademark Office or a federal court and is therefore invalid.  See 15 U.S.C. §§ 1064(3), 1119.  

Furthermore, evidence of recordal of an assignment, which Catalyst Lending provides at Exhibit 

B to the Combined Motion, is evidence of only execution of the assignment, not the validity of 

the assignment itself.  See 15 U.S.C. §1060(a)(3).  As the PTO has stated, “[t]he mere act of 
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recording [an assignment] document is a ministerial act,” and “[t]he Assignment Branch [of the 

PTO] does not examine the substance of the transaction; rather, it records any assignment “that 

appears on its face to be an assignment.”  In re Ratny, 24 U.S.P.Q.2d 1713, 1715 (Com’r Pat. & 

Trademarks 1992).   

Here, because the CATALIST HOMES Design Mark has been abandoned, Catalyst 

Lending cannot be an “assignee” of the mark because no goodwill was transferred.  See, e.g., 

Sugar Busters LLC. v. Brennan, 177 F.3d 258, 266 (5th Cir. 1999) (concluding assignment 

invalid because assignor’s goodwill was not validly transferred).  Accordingly, there is no basis 

to substitute or join Catalyst Lending under T.B.M.P. § 512.01 to this proceeding because 

Catalyst Lending does not meet the express requirement under 15 U.S.C. § 1060 that a registered 

mark be assigned with the good will of the business associated with the mark.  See T.B.M.P. § 

512.01; 15 U.S.C. § 1060(a)(1). 

In addition, related several factors made clear by Petitioner’s Cancellation Petition as 

well as the Combined Motion itself emphasize the impropriety of substituting or joining Catalyst 

Lending to this cancellation proceeding.  The Petition for Cancellation was filed on May 1, 2013 

and is based on Petitioner’s central allegation that Catalist Homes, Inc. “is no longer in business, 

has discontinued use of its mark in commerce, and has no intent to resume use of its mark.”  See 

Cancellation Petition, ¶ 5.  Petitioner’s allegation relates entirely to historical facts about Catalist 

Homes, Inc., its past business activity, its past lack of continuation of use of the CATALIST 

HOMES Design Mark, and Catalist Homes, Inc.’s intent regarding use of the mark.  Nothing 

about this allegation of abandonment of rights involves Catalyst Lending, which only now claims 

rights as assignee as of June 10, 2013, over a month after this proceeding was commenced, one 
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day prior to Catalist Homes, Inc.’s answer being due, and, most importantly, long after 

abandonment occurred. 

The basis for the Combined Motion also establishes the irrelevance of Catalyst Lending 

as a party to this proceeding.  The party executing the purported assignment filed by Catalyst 

Lending with the Board is Catalist Homes, Inc., which is identified in the assignment document 

as a Delaware corporation, with its principal place of business at 2601 Pacific Coast Highway, 

Suite 302, Hermosa Beach, California 90252.  (See Combined Motion, Exhibit B.)  This is the 

same Catalist Homes, Inc. which reflected as by the Delaware Secretary of State’s records as 

being inoperative and void, for which the agent for service of process has filed a resignation with 

the California Secretary of State, and is shown under California state online records as having 

been “forfeited.”  (See Exhibits B-D.)  Petitioner’s allegations supporting abandonment as well 

as this objective evidence of abandonment both relate only to Catalist Homes, Inc., and its 

cessation of business and loss of goodwill.  Given that Catalyst Lending only emerged with a 

purported assignment a few days ago, no evidence of use of or intent not to abandon the 

CATALYST HOMES Design Mark can possibly reside with Catalyst Lending.  Catalyst 

Lending’s involvement has no effect on goodwill that has been abandoned.  Not surprisingly, 

Catalyst Lending provides no facts in the Combined Motion connecting it to the alleged 

abandonment by Catalist Homes, Inc.  For these reasons, it is unnecessary that Catalyst Lending 

be a party to this cancellation proceeding.  In fact, T.B.M.P. 512.01 provides that, in the case of 

assignment, the proceeding may be continued in name of assignor, and that neither substitution 

nor joinder is required.  See, e.g., Avia Group Int’l Inc. v. Faraut, 25 U.S.P.Q.2d 1625, 1627 

(TTAB 1992) (finding improper the joinder of corporate parent where moving party did not 

provide factual basis connecting parent to issues in case). 
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B. Catalyst Lending Lack Rights by Assignment to Justify Substitution or 
Joinder Because the CATALYST LENDING Mark Is Entirely Different 
from the CATALIST HOMES Design Mark. 

Even a cursory examination of the CATALIST HOMES Design Mark and its description 

of services makes clear that Catalyst Lending’s attempt to appear as a party in this case is based 

entirely on bad faith. The CATALIST HOMES Design Mark and Catalyst Lending’s analogous 

design are entirely different.  The marks diverge in spellings of CATALIST and CATALYST; 

Catalyst Lending appends “LENDING,” rather than “HOMES,” to the “CATALYST” or 

“CATALIST” term, and the marks use completely dissimilar design elements.  A comparison 

between the CATALIST HOMES Design Mark and the analogous design mark appearing on 

Catalyst Lending’s specimen of use as submitted o the PTO on February 19, 2013 is shown 

below: 

CATALIST HOMES Design Mark Catalyst Lending Specimen – Ser. No. 85/755,734 

 

 

 

The Combined Motion entirely fails to explain what business purpose Catalyst Lending 

could possibly have for receiving an assignment of a mark by Catalist Homes, Inc. which has 

such a different appearance. The assigned mark plainly has no application for Catalyst Lending 

given its own mark’s spelling, terms, and design.  Importantly, Catalyst Lending can secure no 

rights supporting its own use of the CATALYST LENDING mark through assignment, because 

the CATALIST HOMES Design Mark generates a radically different commercial impression. 

See, e.g., Ilco Corp. v. Ideal Sec Hardware Corp., 527 F.2d 1221, 1224 (C.C.P.A. 1976) (owner 
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of HOME PROTECTION HARDWARE could not tack on earlier use of HOME PROTECTION 

CENTER mark for purposes of priority because such mark generated a different commercial 

impression).   

The CATALIST HOMES Design Mark is also registered with different services relative 

to those services under the CATALYST marks that Catalyst Lending has both used and for 

which it has attempted to obtain registrations.  A substantial change in the nature or quality of 

goods sold under a mark, whether there is an assignment or not, may so change the nature of 

good will symbolized by the mark that the mark becomes fraudulent and original rights are lost.  

See 3 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition (“McCarthy”), § 

18.27 (4th ed. 2013); see also Sugar Busters, 177 F.3d at 266 (assignor’s goodwill in retail 

services for diabetic supplies not validly transferred where mark used by assignee for 

information and literature applicable to diabetic persons).  Below is comparison between the 

services under the CATALIST HOMES Design Mark and the services under Catalyst Lending’s 

most recent application for CATALYST LENDING, INC.: 

CATALIST HOMES Design Mark 
Description 

CATALYST LENDING, INC Description 
Ser. No. 85/755,734 

 
Real estate brokerage and real estate listing 
services. 

 
Mortgage banking services, namely, 
origination, acquisition, servicing, 
securitization and brokerage of mortgage 
loans; Mortgage brokerage; Mortgage 
lending; Mortgage refinancing. 
 

 

Catalyst Lending’s own statements to the PTO show that Catalyst Lending itself views 

the CATALIST HOMES Design Mark as so different from its own mark that it can succeed to 

no rights by the assignment.  Catalyst Lending’s first application under its Application Ser. No. 

77/359,588 for CATALYST was refused by the PTO based upon the CATALIST HOMES 
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Design Mark. On September 26, 2008, Catalyst Lending submitted arguments attempting to 

overcome the citation by the Examining Attorney, stating that the two marks give a “markedly 

different commercial impression.”  (See Exhibit F.)  

Specifically, Catalyst Lending argued to the PTO that (1) its proposed CATALYST mark 

had a different commercial meaning relative to the two cited CATALIST HOMES marks 

because of the differing services, (2) Catalyst Lending’s mark was spelled CATALYST, with a 

“Y,” rather than an “I,” and (3) Catalyst Lending offered only “loan brokerage,” while the two 

CATALIST HOMES marks were registered in connection with “real estate brokerage” services.  

(See id.)  Catalyst Lending’s arguments make clear that the purported assignment falls firmly 

within the circumstances where courts have found assignments to be invalid because of 

differences in the commercial impressions and areas of use between would-be assignors’ and 

assignees’ trademarks.  See, e.g., Ilco, 527 F.2d at 1224; Sugar Busters, 177 F.3d at 266.  Based 

on these statements, Catalyst Lending’s attempt to claim rights through the purported assignment 

of the CATALIST HOMES Design Mark is a disingenuous contradiction and simply emphasizes 

its bad faith intent in attempting to join this litigation.  

\\ 

\\ 

\\ 

\\ 

\\ 

\\ 

\\ 

\\ 
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IV. CONCLUSION 

Based upon the foregoing, Catalyst Lending cannot claim rights by assignment in the 

CATALIST HOMES Design Mark. Accordingly, Catalyst Lending is an improper party for 

either substitution or joinder in this case. Accordingly, the Combined Motion should be denied 

in its entirety. 

Respectfully submitted, 

Dated: June 24, 2013 
Susan E. Hollander 
Britt L. Anderson 
Jocelyn M. Belloni 
K&L Gates LLP 
4 Embarcadero, Suite 1200 
San Francisco, CA 94111 

Attorneys for Petitioner 
Catalyst Mortgage 
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CERTIFICATE OF SERVICE 

I hereby certify that a true and correct copy of the foregoing OPPOSITION TO 
MOTION FOR SUBSTITUTION OF PARTIES AND OPPOSITION TO EXTENSION 
OF TIME TO ANSWER has been properly served, via U.S. mail, on the following 
correspondent for Registrant on this 24th day of June, 2013. 

Michael J. Davin 
CATALIST HOMES, INC. 
2601 Pacific Coast Highway, Suite 302 
Hermosa Beach, CA 90254 

Michael W. Reagor, Esq. 
Anna E. Lineberger, Esq. 
DYMOND REAGOR COLVILLE, LLP 
8400 E. Prentice Avenue, Suite 1040 
Greenwood Village, CO 80111 

iXl  
Robin Goldberg 
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To: Catalyst Lending, Inc. (achagnon@pdrlaw.net)

Subject: TRADEMARK APPLICATION NO. 77359588 - CATALYST - Catalyst
Len

Sent: 3/31/2008 3:09:44 PM

Sent As: ECOM116@USPTO.GOV
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Attachment - 35

UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO :           77/359588
 
    MARK : CATALYST          
 

 
        

*77359588*
    CORRESPONDENT ADDRESS:
          ASHLEY R. CHAGNON          
          PETERSON DYMOND REAGOR, LLP           
          8400 E PRENTICE AVE STE 1040
          GREENWOOD VILLAGE, CO 80111-2922       
           

 
RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/eTEASpageD.htm
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 

 
    APPLICANT :           Catalyst Lending, Inc. 
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          Catalyst Len        
    CORRESPONDENT E-MAIL ADDRESS: 
           achagnon@pdrlaw.net

 

 
 

OFFICE ACTION
 
TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.
 
ISSUE/MAILING DATE : 3/31/2008
 
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  TEAS Plus applicants should submit the following documents using the Trademark Electronic
Application System (TEAS) at http://www.uspto.gov/teas/index.html:  (1) written responses to Office
actions; (2) preliminary amendments; (3) changes of correspondence address; (4) changes of owner’s
address; (5) appointments and revocations of attorney; (6) amendments to allege use; (7) statements of
use; (8) requests for extension of time to file a statement of use, and (9) requests to delete a §1(b) basis.  If
any of these documents are filed on paper, they must be accompanied by a $50 per class fee.  37 C.F.R.
§§2.6(a)(1)(iv) and 2.23(a)(i).  Telephone responses will not incur an additional fee.  NOTE:  In addition
to the above, applicant must also continue to accept correspondence from the Office via e-mail throughout
the examination process in order to avoid the additional fee.  37 C.F.R. §2.23(a)(2).
 
The assigned examining attorney has reviewed the referenced application and determined the following.
 
SECTION 2(d) – LIKELIHOOD OF CONFUSION
 
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d),

../OOA0036.JPG
http://www.uspto.gov/teas/eTEASpageD.htm
http://www.uspto.gov/main/trademarks.htm
http://www.uspto.gov/teas/index.html


because the applicant’s mark, when used on or in connection with the identified goods, so resembles the
marks in U.S. Registration Nos. 2956688 and 2991259 as to be likely to cause confusion, or to cause
mistake, or to deceive.  TMEP §§1207.01 et seq.  See the enclosed registrations.
 
Section 2(d) of the Trademark Act bars registration where a mark so resembles a registered mark that it is
likely, when applied to the goods, to cause confusion, or to cause mistake or to deceive. TMEP §1207.01. 
The Court in In re E. I. DuPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), listed
the principal factors to consider in determining whether there is a likelihood of confusion.  Among these
factors are the similarity of the marks as to appearance, sound, meaning and commercial impression and
the similarity of the goods.  The overriding concern is to prevent buyer confusion as to the source of the
goods.  Miss Universe, Inc. v. Miss Teen U.S.A., Inc., 209 USPQ 698 (N.D. Ga. 1980).  Therefore, any
doubt as to the existence of a likelihood of confusion must be resolved in favor of the registrant.  Lone
Star Mfg. Co. v. Bill Beasley, Inc., 498 F.2d 906, 182 USPQ 368 (C.C.P.A. 1974). 
 
Comparison of the marks
 
The examining attorney must look at the marks in their entireties under Section 2(d). Nevertheless, one
feature of a mark may be recognized as more significant in creating a commercial impression.  Greater
weight is given to that dominant feature in determining whether there is a likelihood of confusion.  In re
National Data Corp., 224 USPQ 749 (Fed. Cir. 1985); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915,
189 USPQ 693 (C.C.P.A. 1976). In re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1988).  TMEP
§1207.01(b)(viii).
 
In this case, the registered marks, both of which are owned by the same registrant, are as follows:
 

REG. 2956688: CATALIST HOMES INC. for “real estate brokerage and real estate listing
services” in International Class 36.
 
REG. 2991259: CATALIST HOMES INC. for “real estate brokerage and real estate listing
services” in International Class 36.

 
The proposed mark is CATALYST for “brokerage in the field of residential property loans; mortgage
brokerage” in International Class 36.
 
The registered marks are similar to the applicant’s mark because the dominant portions of all three marks
are phonetic equivalents.  Thus they are similar sounding.  Similarity in sound alone may be sufficient to
support a finding of likelihood of confusion.  RE/MAX of America, Inc. v. Realty Mart, Inc., 207 USPQ
960, 964 (TTAB 1980); Molenaar, Inc. v. Happy Toys Inc., 188 USPQ 469 (TTAB 1975); In re Cresco
Mfg. Co., 138 USPQ 401 (TTAB 1963); TMEP §1207.01(b)(iv).  Marks may be confusingly similar in
appearance where there are similar terms or phrases or similar parts of terms or phrases appearing in both
applicant’s and registrant’s mark.   See e.g., Crocker Nat’l Bank v. Canadian Imperial Bank of
Commerce, 228 USPQ 689 (TTAB 1986), aff’d  1 USPQ2d 1813 (Fed. Cir. 1987) (COMMCASH and
COMMUNICASH); In re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB 1986) (21 CLUB and “21”
CLUB (stylized)); In re Corning Glass Works, 229 USPQ 65 (TTAB 1985) (CONFIRM and
CONFIRMCELLS); In re Collegian Sportswear Inc., 224 USPQ 174 (TTAB 1984) (COLLEGIAN OF
CALIFORNIA and COLLEGIENNE); In re Pellerin Milnor Corp., 221 USPQ 558 (TTAB 1983)
(MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424 (TTAB 1975) (LUTEXAL and
LUTEX); TMEP §§1207.01(b)(ii) and (b)(iii).
 



The mere deletion of wording from a registered mark is not sufficient to overcome a likelihood of
confusion under Section 2(d).  See In re Optical Int’l, 196 USPQ 775 (TTAB 1977) (where applicant
filed to register the mark OPTIQUE for optical wear, deletion of the term BOUTIQUE is insufficient to
distinguish the mark, per se, from the registered mark OPTIQUE BOUTIQUE when used in connection
with competing optical wear).  In the present case, applicant’s mark does not create a distinct commercial
impression because it contains the same common wording as registrant’s mark, and there is no other
wording to distinguish it from registrant’s mark.
 
The test of likelihood of confusion is not whether the marks can be distinguished when subjected to a
sideâ€‘byâ€‘side comparison.  The issue is whether the marks create the same overall impression. Visual
Information Institute, Inc. v. Vicon Industries Inc., 209 USPQ 179 (TTAB 1980).  The focus is on the
recollection of the average purchaser who normally retains a general rather than specific impression of
trademarks.  Chemetron Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537 (TTAB 1979); Sealed
Air Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB 1975); TMEP §1207.01(b).
 
Comparison of the services
 
If the goods or services of the respective parties are closely related, the degree of similarity between marks
required to support a finding of likelihood of confusion is not as great as would apply with diverse goods
or services.  ECI Division of E Systems, Inc. v. Environmental Communications Inc., 207 USPQ 443
(TTAB 1980).  TMEP §1207.01(b). 
 
In this case, the services of the applicant and registrant are closely related because they are frequently
offered by the same source.  Attached are copies of printouts from the USPTO X-Search database, which
show third-party registrations of marks used in connection with the same or similar goods and/or services
as those of applicant and registrant in this case.  These printouts have probative value to the extent that
they serve to suggest that the goods and/or services listed therein, namely real estate brokerage and
mortgage brokerage, are of a kind that may emanate from a single source.  See In re Infinity Broad. Corp.,
60 USPQ2d 1214, 1217-1218 (TTAB 2001); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86
(TTAB 1993); In re Mucky Duck Mustard Co., Inc., 6 USPQ2d 1467, 1470 at n.6 (TTAB 1988).  As such,
the services are likely to travel through the same channels of trade and to the same consumers, those
seeking to transact a home purchase, for example.
 
When confronted by closely related services bearing highly similar marks, a consumer is likely to have the
mistaken belief that the services originate from the same source.  Because this likelihood of confusion
exists, registration of applicant’s proposed mark must be refused.
 
Although the examining attorney has refused registration, the applicant may respond to the refusals to
register by submitting evidence and arguments in support of registration.
 
PRIOR PENDING APPLICATION
 
The examining attorney encloses information regarding pending Application Serial No. 77310116.  37
C.F.R. §2.83. 
 
There may be a likelihood of confusion between the applicant’s mark and the mark in the above noted
application under Section 2(d) of the Act.  The filing date of the referenced application precedes the
applicant’s filing date.   If the earlierâ€‘filed application matures into a registration, the examining attorney
may refuse registration under Section 2(d).
 



QUESTIONS
 
If applicant has questions about its application or needs assistance in responding to this Office action,
please telephone the assigned trademark examining attorney directly at the number below.
 
 
 

/Marcie R. Frum Milone/
Trademark Examining Attorney
Law Office 116
571-272-9726
 
 

 
RESPOND TO THIS ACTION:  If there are any questions about the Office action, please contact the
assigned examining attorney. A response to this Office action should be filed using the form available at
http://www.uspto.gov/teas/eTEASpageD.htm. If notification of this Office action was received via e-mail,
no response using this form may be filed for 72 hours after receipt of the notification. Do not attempt to
respond by e-mail as the USPTO does not accept e-mailed responses.
 
If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response.  Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.
 
STATUS CHECK:  Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the
complete TARR screen.  If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
 
 
 
 
 

http://www.uspto.gov/teas/eTEASpageD.htm
http://tarr.uspto.gov/








































































To: Catalyst Lending, Inc. (achagnon@pdrlaw.net)

Subject: TRADEMARK APPLICATION NO. 77359588 - CATALYST - Catalyst
Len

Sent: 3/31/2008 3:09:49 PM

Sent As: ECOM116@USPTO.GOV

Attachments:

                                                                
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 3/31/2008 FOR
APPLICATION SERIAL NO. 77359588

 
Please follow the instructions below to continue the prosecution of your application:
  
VIEW OFFICE ACTION: Click on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77359588&doc_type=OOA&mail_date=20080331
(or copy and paste this URL into the address field of your browser), or visit
http://tmportal.uspto.gov/external/portal/tow and enter the application serial number toaccessthe
Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this notification.
 
RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if a
response is required; (2) how to respond; and (3) the applicableresponsetime period. Your response
deadline will be calculated from 3/31/2008.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses. Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System response form at
http://www.uspto.gov/teas/eTEASpageD.htm.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

1. The USPTO will NOT send a separate e-mail with the Office action attached.
 
2. Failure to file any required response by the applicable deadline will result in the
ABANDONMENT  of your application.
 

mailto:achagnon@pdrlaw.net
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77359588&doc_type=OOA&mail_date=20080331#tdrlink
http://portal.uspto.gov/external/portal/tow
http://www.uspto.gov/ebc/trademark/access.htm
http://www.uspto.gov/ebc/trademark/responsetime.htm
http://www.uspto.gov/teas/eTEASpageD.htm
mailto:TDR@uspto.gov
http://www.uspto.gov/ebc/trademark/abandonment.htm
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EXHIBIT F 



PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 77359588

LAW OFFICE

ASSIGNED
LAW OFFICE 116

MARK SECTION (no change)

ARGUMENT(S)

Please see the actual argument text attached within the Evidence section.

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE
evi_1-70112117236-162041944_._Response_to_Office_Action_9-26-

08.pdf

       CONVERTED PDF

FILE(S)

       (3 pages)

\\TICRS\EXPORT3\IMAGEOUT3\773\595\77359588\xml1\ROA0002.JPG

       \\TICRS\EXPORT3\IMAGEOUT3\773\595\77359588\xml1\ROA0003.JPG

       \\TICRS\EXPORT3\IMAGEOUT3\773\595\77359588\xml1\ROA0004.JPG

       ORIGINAL PDF FILE evi_1-70112117236-162041944_._Attachment_1_-_CH.pdf

       CONVERTED PDF

FILE(S)

       (2 pages)

\\TICRS\EXPORT3\IMAGEOUT3\773\595\77359588\xml1\ROA0005.JPG

       \\TICRS\EXPORT3\IMAGEOUT3\773\595\77359588\xml1\ROA0006.JPG

       ORIGINAL PDF FILE evi_1-70112117236-162041944_._Attachment_2_-_CH_INC.pdf

       CONVERTED PDF

FILE(S)

       (2 pages)

\\TICRS\EXPORT3\IMAGEOUT3\773\595\77359588\xml1\ROA0007.JPG

       \\TICRS\EXPORT3\IMAGEOUT3\773\595\77359588\xml1\ROA0008.JPG

DESCRIPTION OF

EVIDENCE FILE

File 1 - Applicant's Argument; File 2 - Attachment 1 to Applicant's

Argument (Office Action regarding CATALIST HOMES); File 3 -

Attachment 2 to Applicant's Argument (Office Action regarding

CATALIST HOMES, INC.)



SIGNATURE SECTION

RESPONSE SIGNATURE /Ashley R. Chagnon/

SIGNATORY'S NAME Ashley R. Chagnon

SIGNATORY'S POSITION Attorney of record

DATE SIGNED 09/26/2008

AUTHORIZED

SIGNATORY
YES

FILING INFORMATION SECTION

SUBMIT DATE Fri Sep 26 16:36:05 EDT 2008

TEAS STAMP

USPTO/ROA-70.112.117.236-

20080926163605072564-7735

9588-4307a5342bda0a3213ba

0a46b1e84954cdd-N/A-N/A-2

0080926162041944424

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action

To the Commissioner for Trademarks:

Application serial no. 77359588 has been amended as follows:

ARGUMENT(S)

In response to the substantive refusal(s), please note the following:

Please see the actual argument text attached within the Evidence section.

EVIDENCE

Evidence in the nature of File 1 - Applicant's Argument; File 2 - Attachment 1 to Applicant's Argument

(Office Action regarding CATALIST HOMES); File 3 - Attachment 2 to Applicant's Argument (Office

Action regarding CATALIST HOMES, INC.) has been attached.

Original PDF file:

evi_1-70112117236-162041944_._Response_to_Office_Action_9-26-08.pdf

Converted PDF file(s) (3 pages)

Evidence-1

Evidence-2

Evidence-3

Original PDF file:

evi_1-70112117236-162041944_._Attachment_1_-_CH.pdf



Converted PDF file(s) (2 pages)

Evidence-1

Evidence-2

Original PDF file:

evi_1-70112117236-162041944_._Attachment_2_-_CH_INC.pdf

Converted PDF file(s) (2 pages)

Evidence-1

Evidence-2

SIGNATURE(S)

Response Signature

Signature: /Ashley R. Chagnon/     Date: 09/26/2008

Signatory's Name: Ashley R. Chagnon

Signatory's Position: Attorney of record

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the

highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal

territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to

the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian

attorney/agent not currently associated with his/her company/firm previously represented the applicant in

this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power

of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to

withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the

applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing

him/her as an associate attorney in this matter.

        

Serial Number: 77359588

Internet Transmission Date: Fri Sep 26 16:36:05 EDT 2008

TEAS Stamp: USPTO/ROA-70.112.117.236-200809261636050

72564-77359588-4307a5342bda0a3213ba0a46b

1e84954cdd-N/A-N/A-20080926162041944424

















 

 

 

 

EXHIBIT G 





 

 

 

 

EXHIBIT H 










