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William Propp, Esq. (State Bar No. 123,853)
8149 Santa Monica Boulevard, #245

West Hollywood, California 90046
Telephone:  (310) 820-9869

Facsimile: (310) 820-9882

Email: propplegal@gmail.com

Attorney for Respondent,
Daphne Hereford

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK TRIAL AND APPEAL BOARD

Jetf Miller, Max Kleven, and
Rin, Inc.,

Petitioners

Daphne Hereford and Rin Tin Tin, Inc.

Respondents

Cancellation No. 92057110

Marks: RIN TIN TIN and

RIN TIN TIN CANINE

AMBASSADOR CLUB

RESPONDENT’S MOTION

TO DISMISS PETITION

FOR CANCELLATION



RE: The following federal trademark registrations
Registration No: 3111161
Mark: RIN TIN TIN

Registration Date: July 4, 2006

Registration No: 2969852
Mark: RIN TIN TIN

Registration Date: July 19, 2005

Registration No: 3582436
Mark: RIN TIN TIN

Registration Date: March 3, 2009

Registration No: 2538312
Mark: RIN TIN TIN

Registration Date: February 12, 2002

Registration No: 2384745
Mark: RIN TIN TIN CANINE AMBASSADOR CLUB

Registration Date: September 12, 2000
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Registration No: 1763135
Mark: RIN TIN TIN

Registration Date: April 6, 1993

Respondents Daphne Hereford, an individual with a place of business at P.O. Box 27,
Crockett, Texas 75835, and Rin Tin Tin, Inc., a Texas Corporation with a place of business at
P.O. Box 27,Crockett, Texas 75835, by and through her undersigned attorney, hereby Answer to

the Petition for Cancellation and admit, deny and allege as follows:

MOTION TO DISMISS

The Trademarks are incontestable.

1. The federal trademarks registration No: 3111161, No: 2969852, No: 2538312,
and No. 1763135 for the mark RIN TIN TIN and No: 2384745 for the mark RIN TIN TIN
CANINE AMBASSADOR CLUB are incontestable. The necessary paperwork under Section 8
and 15 (filed between 51 and 6™ year if issuance of mark) has been filed. Petitioners cannot
challenge the validity of these trademarks, cannot claim these trademarks were improperly

registered and/or cannot challenge the Respondents’ ownership of these trademarks.

Petitioners have no standing.

2. The Petitioners have no standing to file this Petition for Cancellation. In a
pending trademark cancellation of another of Respondents” RIN TIN TIN trademarks

(Cancellation Proceeding No. 92056642), Jeff Miller alone has claimed to own Petitioners’



alleged rights in RIN TIN TIN. In a pending district court suit for the cancellation of these
trademarks and other trademarks of Respondents’ RIN TIN TIN trademarks ( CV-13-02783-
ABC in the Central District of California), Max Kleven and Rin, Inc. alone have claimed to own
Petitioners’ alleged rights in RIN TIN TIN. In this trademark cancellation, Petitioners Jeft
Miller, Max Kleven and Rin, Inc. have alleged ownership of rights in RIN TIN TIN. Petitioner’s
counsel in all three of these proceedings is the same attorney, which does not explain this
inconsistent and contradictory pleading as to who has standing to file this Petition for
Cancellation.

3. In the previous trademark cancellation of another of Respondents® RIN TIN TIN
trademarks, Cancellation Proceeding 92056642, in Paper No. 11, Petitioners Motion to Dismiss
Counterclaim, the pleading states “this allegation is based on facts that are very much in dispute,
this issue is not ripe for adjudication at this time” pages 10 to 11. Petitioners have to have

standing to file a cancellation. Petitioners and their attorney must know and show who owns

their alleged rights in RIN TIN TIN.

The 2006 Settlement Agreement between Petitioners and Respondents settled this issue and

prohibits Petitioners from bringing this cancellation.

4, Respondents and Max Kleven signed a settlement agreement dated ettective May
1, 2006 (“Settlement Agreement”). A copy of that Settlement Agreement (“Exhibit A”) 1s

attached to this Answer.
5. To the best of Respondent’s knowledge and belief, Jeff Miller and/or Rin, Inc.

has been assigned or succeeded some or all of Max Kleven’s alleged interest in RIN TIN TIN.



6. The Settlement Agreement in Clause 2.9 states “Kleven and Hereford hereby
covenant not to sue one another hereafter for any reason other than a breach of this Agreement,
which is intended as a full and complete final settlement of any and all disputes asserted or not,
known or unknown, now existing or hereunder arising.”

7. The Settlement Agreement in Clause 1.4 states the agreement covers “any other
Cancellation or Opposition Proceedings filed on behalf of Kleven against Hereford.”

8. The Settlement Agreement in Clause 1.1 binds Max Kleven and “each of its or
their representatives, executors, administrators, attorneys, agents, SuCCessors and assignees.”

9. The Petitioners and Respondents have a valid, enforceable 2006 Settlement
Agreement which expressly prohibits Petitioners from challenging or attempting to cancel the
Respondents’ trademarks. The 2006 Settlement Agreement expressly settles any and all disputes
between Petitioners and Respondents then existing or arising in the future.

10.  The Petitioners in the present Cancellation Proceeding are estopped and barred

from bringing this present Cancellation Proceeding by the Settlement Agreement.

The Petition for Cancellation fails to state a claim, and is barred by laches, waiver, acquiescence,

and estoppel.

11.  The Petition for Cancellation fails to state a claim upon which relief may be
granted.

12.  The claims set forth in the Petition for Cancellation are barred in whole or 1n part

by the doctrine of laches.
13.  The claims set forth in the Petition for Cancellation are barred in whole or in part

by the doctrines of waiver, acquiescence, and estoppel.



PRAYER FOR RELIEE

14. WHEREFORE, Respondents request that this cancellation be dismissed with
prejudice and the United States Trademark Registration No. 3111161, No: 2969852, No.
3582436, No: 2538312, and No. 1763135 for the mark RIN TIN TIN and No: 2384745 for the

mark RIN TIN TIN CANINE AMBASSADOR CLUB remain as valid trademark registrations

owned by RespOndents.

Respectfully Submitted

2
Dated June 4, 2013 By YL~ Ly

William Propp, Esq.

8149 Santa Monica Blvd., #245

West Hollywood, CA 90046



CERTIFICATE OF MAILING
I hereby certify that a true and correct copy of the attached MOTION TO
DISMISS THE PETITION FOR CANCELLATION, along with Exhibit A, was
served on Petitioner’s attorney of record by U.S. First Class Mail, postage

prepaid, on June 4, 2013, addressed to:

Kevin M. Welch, Esq.
The Law Office of Kevin M. Welch
P.O. Box 494

Hermosa Beach, CA 90254

L, Ty

William Propp



Cancellation No. 92057110
Marks: RIN TIN TIN and RIN TIN TIN CANINE AMBASSADOR CLURB

RESPONDENT’S MOTION TO DISMISS PETITION FOR CANCELLATION

EXHIBIT A

2006 Settlement Agreement between Petitioner Max Kleven and Respondent Daphne Hereford
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SETTLEMENT AGREEMENT
Date Effective; Biay K, 2006

PART ORE - DEVINITIONS

1.1. The term “Kleven”, when used in this agreement, means each and evexy ope of the following, buth singly and
eapmlatively' Max Kleven, Herbert B, Leonard, Kleven Procuctions. Inc., a Caltfornia corporation and each of its or
their representatives, executors, adminiswrators, ahomeys, agents, Successors and assigness,

1.2 The term “Hereford”, when used in tis agreement, means each and every one of the following, both singly and
cumulatively: Miss Daphne Hereford, Rin Tin Tin, Inc.. a Texas corporation, and each of its ar their servants,
emplovees, officers, directors, shareholders, insurers, subsiduirics, attoraeys, agents, parent companies, predecessors,
and Successors.

1.3  The term “Lawsuits”, whea used i this relesse, means the cage Hevelord v. Kieven, Case No. 9:06-CV.12,
ransferred from Texas to California, and Kleven v, Hereford, USDC Central Distriet of California, Case No. CV06-
788, ¥

1.4 The teem "Cancellation Proceeding” shall mean the Cancellation Proceeding imitiated on behalf of Kleven in the

USPTO regarding rademark registration number 2,969,852 and any other Cancellation ot Oppostiion Proceedings filed
on behalf of Kleven ageainst Hersford, s defined sbove. |

PART TWO - THE AGRE

2.1 Within three (3) court days of the signing of this Agreement and the completion of the licenses and assignment
detinested in this Agreement the Parties shall dismiss their respective Jawswits with prejudice and Kleven shall
withdraw their pending Canceliation and Opposition Procerding(s) with prejudice.

22.1 Within three (3) court days of the signing of this agreemeny, Hereford shall assign to Kleven all righty 1o the
mark 2,869,852 m 1C 04F for Rin Tin Tin for use in motion pictures, television programs or senes, or any newly
derived processes that provide & dyhamic visual image, as well as the exclusive right 1o the mark Rin T.n Tin for any
products or gervices that derive from $aid motion pictures, television programs or series, or any rewly derved

processes. Hereford shall cooperate in the pmwsﬁimg of the assigniment © the degree necessary.

222 Nowwithstanding the foregoing, as to Heenses for use ia motion pictures, television programs or series, oY any
newly derived processes that provide a dynsraic visual image made by Hereford prior to April 24, 200€, all of which
have been disclosed by Hereford and which are delineated in Appendix “1” hereto, those licenses remam valid and
caforceabls by Hereford, and all payments dus thercunder shali be entirely Hersford's own property,

2.2.3 Hereford may exercise any other intellectual property rights owned by Hereford as 1o the usc of the mark Rin Tin
Tin against anyone, other than those relating to ntotion picturss, television, or other video products, o other products
related theroto, produced by Kleven or its successors, assigns and licensees. Kleven agrees to cooperate with Heveford
in that tegerd to the extent reasonable. Further, should Hereford successfully obtain royalties from any entity, or if
Hercford has alraady established royalty payment from sny enuty, Mersford shall retain nll of such payments or
royalties. In the event that borh Hereford and Kleven desire o preclude the production or distribution of any motion

pii:!um or television sepes, by way of exampley James ‘Eiem:w’ﬁ Swry of Rin 1o fiﬂ, tiw}r may Cooperae. but each |
sarty shall bear its swn eosiy urmd xiorneys’ focs. - | |
& - 5

-

-------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------------
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2.2.4 With regard to any producis or services, that derive from said motion pictures, television progeams or series, or
any newly derived processes, thus including, for example, stuffed animals, books, costumes, video and computer
games. song books aud all other manner of toys for the relevant age group, Hereford shall be entitled to ten perceny
(10%) of the net proceeds veceived by Klevena as soyalties. Met profit shall be defined in accordance with CGenerally
Accepred Accouniing Procedures ("GAAP").

2.3 Other than as included in Appendix *1” herein, H&m&}td and Kleven warrant that they have not entered into any
agreements of comunitments that would reduce or preciude them from fully complying with all of the terms and
conditions of this Agreement to the ful] extent thereof.

24 This release containg all the promises which have been made in congection with this setdement. There are no
hidden teyms, and everything that is imponant to 1his rétease (s specified in writing herein. The matters set forth herein
shall be binding upon and imtire 10 the benefit of the exccutors, administrators, personal representatives, heirs,
successors ang assigns of each party, |

2.5  Each party hereto shall bear all its own attomeys’ fees and costs relsied 10 the Lawsuits, the Cancellation and
Opposition Proceeding(s) snd/or the prosecution and defense thereof.

2.6  The undersigned acknowledge that they have been represented by legal counsel, that they have consulted with
their attorney about. this agreement and release, and have freely agsented to this settioment, which has net involved
cocrcion, undue fluence or economic pressure.

2.7 It is understood and agreed that this settlement is the compromise of disputed claims, and that the promises
mads are not to be construed as an admisvion of labihty on the part of any of the Parties herato and that the Parties
deny liability therefore and intend merely © svoid litigation and to buy their peace.

2.8  If any porhion of this release is invalid or prohibited, only that portion should be sffecred and the rest of the
release shall be enforced as written here. l

2.9  Kleven and Hereford hereby covenant not 1o sue one arother hercafter for any reason other thap a breach of this
Agreement, which is intended as a full and coruplete final seviement of any and all disputes, asserted or 101, known or
upknown, now existing or horeafler ansing.

2.10 This Agreement may be signed in sounterparts and the counterpans together and exchanged by facsimile
transmission and, if so signed, it shail have the same force and effect as if all of the undersigned had sigied one copy.
Sigf]gngﬁ ‘834 ﬁﬁgmﬁm I &5 ﬁcﬁ b}‘ fﬁﬁﬂmlﬁ el m mw Yy m mgﬂﬂ 5; 73 1l es fﬁl— ﬂl me‘

2.11  The Partiss agree that in the event of sny Litigation arising frora this Agresment that the proper conre, venue and
jurisdiction shall be the United States District Court, Central District for California, in Los Angeles, California,

2.12 Max Kleven and Herbert B, Leonard each acknowledge that they bave been informed that there mey be conflicts
betwean them with regard to this Agreemeént gid the sevtlement of these matters and that sney have been given
sufficient oppormunity to seek indepeadens legal counsel 1o advise them regarding the sentiement prior ©© thely signing
this Agrmm%ﬂt. Kleveny and Lﬁﬁﬁw further mewégﬁ that nﬁﬂﬁﬁg in this Agvearaent oran

or obligations with respect to one another,

At e g WTARE AR ik e
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SIGNATURES

Aoy
Dated: s .L 2006 A |

“Daphne Heretofd. 4 fs vidual and on behalf of Rin T u Tin, Inc.

By

e

Dated: -mpni ___, 2006

By e ———— |
Max Kleven, an individual and on bebalf of Kloven Preductions, Inc.

" Bent Leonard, an individual

____________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________________
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SIGNATURES

Daied: aprdl | 2006

By:

Daphne Hereford, an individual and on behalf of Rin Tia Tin, Inc.

WR I‘;.lmn, :Mmﬁm} m on hc’imﬁ‘lf ﬁ*"" mmm Productions, Inc,

Bcrthaarﬁ mmﬁwd%l
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; |
Appendix “1” |
Todd Moore |
Susan Orlean
Darryl Rehr
MPH Entertainment
Kendra Waters
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Maic Stever Colen, sbn 108273
Law Qffices of Marc Steven Colan
20300 Ventura Blvd,, Ste, 120
Woodlamd F s, CA 1364

(B18) 716 2691

Max Klgvet, ot al. | CASE NUMBER

NOYICE OF DISMISSAL PURSUANT
RULE 41{3} or {¢} F.R.Civ. P,

Duphne Hereford, exal.
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(J ONLY Defendant(s) ____

is/ate d.t;s;?ma from (check one) Ul Complaint, L] Cammdim T Cross-claim, 13 Thué-Party Claim

The dismissal is made pursnant to Rule 41(aj or (c) cf'the Federal Rules of Civil Procedure,
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TRADEMARK ASSIGNMENT

THIS TRADEMARK ASSIGNMENT (the “Assignment”) is made and entered into
effective as of the 1% day of May, 2006, by and between DAPHNE HEREFORD, on behalf of
herself as an individual, and her company Rin Tin Tin, Inc., and all of its sharcholders and
directors (hereinafter referred to as “Assignor”), and MAX KLEVEN (hereinafier referred to as
“Assignee”);

WHEREAS, Assignor is the record owner of Registration No. 2,969,852 in multiple
classes for RIN TIN TIN (the “Mark”) as recorded 1n the U.S. Patent and Trademark Office; and

WHEREAS, the Mark is registered in International Classes 016 and 028 for Printed
Goods (the “Printed Goods Classes”) and 1n International Class 041 for Movie Services (the
“Movie Services Class™); and

WHEREAS, Assignee and Assignor desire that Assignor retain ownership of the Mark as
registered in the Printed Goods Classes, 016 and 028; and

WHEREAS, Assignee and Assignor desire to enter into this Assignment to effect the
transfer to Assignee of the Mark only as registered in the Movie Services Class, 041,

NOW, THEREFORE, for and in consideration of the premises and the mutual promises
hereinafter set forth and for other good and valuable consideration, the receipt and sufficiency of
which are hereby acknowledged, Assignor and Assignee hereby agree as follows:

L. Transfer and Assignment.  Assignor hereby transfers and assigns to Assignee
all of its right, title, and interest in and to the Mark only as registered in the Movie Services
Class, 041. |

2. Further Documentation and Actions. Assignor hereby agrees ‘to execute and
deliver to Assignee any further documents and mstruments to vest in Assignee the right, title,
and interest in and to the Mark in Movie Services Class 041, and to enable such right title and
interest to be recorded in the United States Patent & Trademark Office. '

“ASSIGNOR” “ASSIGNEE”
DAPHNE HEREFORD MAX KLEVEN

By: N - By: _
Name: Daphne Heretord Name: Max Kleven
Date: May , 2006 Date: May , 2006
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United States Patent and Trademark Office

HomelSite Index | Search ] Guides [ Contacts | eBusinass | eBiz alerts | News | Help

Assignments on the Web > Trademark Query

Trademark Assig!

ment Abstract of Title

Total Assignments: 1
Serial #: 78255868 Filing Dt: 06/08/2003 Reg #: 2969852 Reg. Dt: 07/19/2005
Registrant: Hereford, Daphne
Marle RIN TIN TIN
Assignment: 1
Reeal/Frame: 3306/0964 Received: 05/11/2006 Recorded: 05/11/2006 Pages: 4

Conveyance: ASSIGNOR HERERBY TRANSFERS AND ASSIGNS TO ASSIGNEE ALL OF ITS RIGHT, TITLE, AND INTEREST
TEECOIN AND TO THE MARK ONLY AS REGISTERED IN THE MOVIE SERVICES CLASS, 041,

Assignor: DAPHNE HEREFORD | Exec Dt 05/01/2006

Entity Type: INDIVIDUAL
Citizenship: UNITED STATES
Entity Type: INDIVIDUAL
Citizenship: UNITED STATES

Assignea: MAX KLEVEN
33150 BARBER ROAD
SANTA CLARITA, CALIFORNIA 91390-3405%
Correspondent: MARC E. HANKIN
11414 THURSTON CIRCLE
LOS ANGELES, CA 90049

Searchn Resuits gs of. 05/15/2006 09,38 PM
if you have any comments or questions concerning the data dispiayed, contact OPR 7 Assighments ot 571-272-3350

| HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT
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Marc Steven Colen

Law Offices of Marc Steven Colen
20300 Ventura Blvd., Suite 120
Woodland Hills, CA 91364
Attorney for Petitioner, Max Kleven

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
’ BEFORE THE %
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark:
Registration No. 2069852 {IC 016, 041. 28]

For the mark RIN TIN TIN

MAX KLEVEN.
| Petitioner
v
DAPHNE HEREFORD. and her assignee.
RIN TIN TIN INCORPORATED,
Registrants

Petitioner, Max Kleven, on the one hand, and Registrants Daphne Hereford and Rin Tin
Tin, Inc. on the other have resolved their differences by way of, among other things, the
assignment of all rights m [C 041 to Mr, Kleven, In view thereof, Mr. Kleven hereby withdraws
his petition to cancel with prejudice,

Respectfully submitted this 4" day of May. 2006 by.

Law Offices of Mare Steven Colen

20300 Ventura Blvd., Suite 120

Woodland Hills, CA 91364 -
~Attorney for Petitioner, Maf Kleven
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