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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

JEFF MILLER, MAX KLEVEN and RIN, Cancellation N0.92057110

INC.
N RegistratiorNos.: 3111161, 2969852,
Petitioners, 3582436 2538312, 2384745, and 1763135
V. Regarding the Mark: RIN TIN TIN and
DAPHNE HEREFORD. RIN TIN TIN CANINE AMBASSADOR
CLUB
Respondent.

NOTICE OF U. S. DISTRICT COURT
ENTRY OF FINDINGS OF FACT AND
CONCLUSIONS OF LAW AND ORDER
CANCELLING MARKS

TO THE TRADEMARK TRIAL AND APPEAL BOARD:

On August 27, 2013, this tribunal ordered of suspension of these proceedings pending
the disposition of that certain civil action pending in United States District Court for the
Central District of California captionddax Kleven, et al. v. Daphne Hereford, et al.

Civil Action No: 13-CV-02783-ABC (AGRX) (the “Civil Action”) involving the validity
and disposition of United States Trademark Registration Nos.: 3111161, 2969852,
3582436, 2538312, 2384745, and 1763135, which are the registrations at issue in this
Petition for Cancellation (collectively, the “Subject Trademark Registrations”).

On December 2, 2015, a bifurcated court trial commenced in the Civil Action on the
cancellation of the Subject Trademark Registrations.

On August 21, 2015, the Court in the U.S. District Court Action issued its Findings of

Fact and Conclusions of Law and, within it, made the following Order:

Registrations 1763135 2384745 2538312 2969852 311116]
3215700 3380788, 3582436, and 4263551 are hereby ordered
cancelled.

August 21, 2015-Findings of Fact and Conclusions of Law, 55:13-14. (Emphasis



added.) A true and correct copy of said Findings of Fact and Conclusions of Law is
attached hereto as Exhibit A and incorporated herein by this reference.

Respectfully,

P

David L. Gernsbacher

Attorney for Petitioner Jeff Miller and Rin, Inc.
LAW OFFICE OF DAVID L. GERNSBACHER
9107 Wilshire Blvd Ste 450

Beverly Hills CA 90210-5535

Tel: 310-550-0125

Fax: 310-550-0608

Email: dgernsbacher@dlglaw.com




EXHIBIT A

[TO NOTICE OF U. S. DISTRICT COURT ENTRY OF FINDINGS
OF FACT AND CONCLUSIONS OF LAW AND ORDER
CANCELLING MARKS]
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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

MAX KLEVEN et 4. Case No. CV 13-02783-AB\GRY)
Plaintif, FINDINGS OF FACT AND
aint CONCLUSIONS OF LAW
V.
DAPHNE HEREFORD et al. TRIAL DATE: DECEMBER 2, 2014

Defendants.

This matter was tried before this Couwitfing without a jury, on December 2,
2014. David Gernsbacher appeared on behdfahtiffs Max Kleven and Rin, Inc.
Kirk Hallam appeared on behalf of Plaffiin-intervention Shamrock Entertainmen
Ltd. Lora Friedemann, Cynia Moyer, Paul Thomas, afitkborah Sirias appeared
behalf of Defendant Belleaifrrading International, LLC.

Having heard and reviewed the admissiblidence presented by the parties
the arguments of counsel, and the suppldaidmiefing, and having considered the
demeanor and credibility of the witnessesd all papers and exhibits presented by
parties for purposes of this trial, includiagmissions in various entries of Defaults
and in the Final Pretrial Conference Ordbee Court makes the following findings o
fact and conclusions of law pursuanfRole 52 of the Federal Rules of Civil

Procedure.
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FINDINGS OF FACT?

A. The Parties

1. Plaintiffs Max Kleven and Rin, Ingnitiated the instant action in April
2013. (Dkt. No. 1.) Plaintiff-in-interention Shamrock Entertainment, Ltd.
(“Shamrock”) intervened ithis case in December 201@kt. No. 41.) Max Kleven

Rin, Inc., and Shamrock, wheeferred to collectively, shatle referred to herein aft¢

D

as “Plaintiffs.”

2. Defendants Daphndereford pro sedefendant) and Rin Tin Tin, Inc.
(“RTTI") (unrepresented corporate defendamye had default égred against them
(Dkt. Nos. 1, 11, 47, 49,06-107.) Defendant Bellealirading International, LLC
(“Belleair”) is the only actively litigting defendant in this case.

B. Instant and Prior Lawsuits

3.  Theinstant lawsuit is the latest in aise of lawsuits that have been filed
by the parties and their predecessordirgldo the Rin Tin Tin trademark.
4. Herbert B. Leonardi. Daphne HerefordCase No. 2:94-cv-02281-CBM
(JRx), was filed in April 1994 in federaldrict court for the Central District of
California. The case was resolved in 1996ed infraFactual Findings Nos. 28-36.)
5. Max Kleven v. Daphne Herefqrd:06-cv-0785-CBM (JTLXx), was filed
in February 2006 in federal district court for the Central District of California and

resolved the same yeaiSde infraFactual Findings Nos. 53-59.)

! Following the bench trial, both paidiled and lodged proposed findings of
fact and conclusions of law. (Dkt. Nos 205620 Neither Plaintiffs nor Belleair filed
objections to the opposing parties’ propoBadings of fact and conclusions of law,
as permitted by the Central District ofl@@nia Local Rule 52-7. The Court has
reviewed the proposed factual findingslarmonclusions of law submitted by all
parties. To the extent any party submitdgoroposed factual findg inconsistent with
this Order, the Court deemed that proposdle unsupported and/or inconsistent with
the Court’s review and understanding of the evidence.

2.
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6. Rin Tin Tin, Inc. et al. v. First Look Studios, In€ase No. 08-cv-02853,

was filed in September 2008 fiederal district court for the Southern District of

Texas. The case was resolved in 20ee(infraFactual Finding Nos. 60-66.)

7. In the instant lawsuit, Plaintiffssgert various claims against Defendant

Belleair. The December 2, 2014 trial ant tBrder addresses only Plaintiffs’ claims

for cancellation of trademark registrations that were initially obtained by Hereford anc

RTTI and that are currentiywned by Belleair, namely:

a. “RIN TIN TIN” Mark (stylized), Reg. No. 1763135 (“Registratio
“135"), registered to Hereford on Ap6, 1993, International Class 031 for live
German Shepherd puppies. (Trial Exs. 74, 111.)

b.  “RIN TIN TIN CANINE AMBA SSADOR CLUB,” Reg. No.
2384745 (“Registration ‘745"), registered to RTTI on June 20, 2000, Internation
Class 041 for the promotion of responsible dog ownership through programs
presented to schools and greugTrial Ex. 75, 114.)

C. “RIN TIN TIN,” Reg. No.2538312 (“Registration ‘312"),
registered to Hereford on February 12, 2002, Internatiorzas®@41 for mail order
fan club service providing materials pronmgtithe breeding, training, raising, and
showing of authentic Rin Tin Tin Germ&Mepherd dog lineage. (Trial Ex. 76.)

d. “RINTIN TIN,” Reg. N0.2969852 (“Registration ‘852"),
registered to Hereford on July )05, International Class 016 for printed

publications, namely, magazines, pangbé|l books, and comic books about German

Shepherd dogs; activity and coloring bogssters, stickers, business cards, and
cards in the nature of greeting cards and trading cards; International Class 028
playing cards; and International Class 41 faedainment services in the nature of
ongoing television series in the field of variety and motion pictures featuring a

German Shepherd dog as a live or anedatharacter. (Trial Exs. 77, 113.)
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e. “RIN TIN TIN,” Reg. N0.3111161 (“Registration ‘161"),
registered to Hereford on July 2006, International @ss 016 for printed
publications, namely children’s books(Trial Ex. 78, 108.)

f. “RIN TIN TIN,” Reg. No.3215700 (“Registration ‘700"),
registered to Hereford on March 6, 200#ternational Class 01®r dog clothing, dog
collars, dog leashes, dog shaesndbags, purses, and tbags; International Class
021 for bowls, brushes for pets, cups, muogt brushes, and pet feeding brushes;
International Class 025 for capsats, jackets, muffs, sea@s, slippers, sweat shirts,
and t-shirts; and International Class @@8board games, dog toys, plush toys,
puzzles, and soft sculpture plush toys. (Trial Ex. 79.)

g. “RIN TIN TIN,” Reg. No.3380788 (“Registration ‘788"),
registered to Hereford on February 2008, International Class 031 for dog food.
(Trial Ex. 80.)

h. “RIN TIN TIN,” Reg. No. 3582436 (“Registration ‘436"),
registered to Hereford on March 3, 200&gernational Clas 031 for live German
Shepherd dogs of Rin Tin Tin lineagad International Class 041 for animal
exhibitions and live animal performancesafuring a German Shepherd dog. (Tria
Exs. 81, 109.)

i.  “RINTIN TIN,” Reg. No.4263551 (“Registration ‘551"),
registered to Hereford on December 25, 2012, International Class 041 for
entertainment services in the field of thom pictures featuring a German Shepherd
dog. (Trial Exs. 83, 110.)

? Registration ‘161 was granted on J@ly, 2005. Prior to the 2006 Settleme
Agreementsee infraFactual Finding Nos. 55-59, Risgration ‘161 was still pending
as U.S. trademark registration applioa No. 78393500 (Application ‘500). For eal
of reference, Registration61 will be referred to as Regjration ‘161, even in the
context of when it was still pending as Application ‘500.

4.
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8. Of the nine registrations, seven hagb registered for more than five
years at the time this laws was filed: Registrations ‘135, ‘745, ‘312, ‘852, ‘161,
700, and ‘788.

C. RinTinTin—The Dog

9. Rin Tin Tin was a German Shephelog that lived from 1918 to 1932.
(Trial Ex. 50 at 1.) Rin Tin Tin’s ownavas Lee Duncan, an Agnican soldier who
found the dog in France during World War 1d.(Trial Tr. 100:23-101:2 (J.
Tierney).) Duncan named the dog “RimTlin" after a French good-luck charm.
(Trial Tr. at 101:3-5 (J. Tierney).)

10. After the war, Duncan brought his dtmgthe United States where, under

Duncan’s training and supervision, Rin Tim appeared in movies for Warner Bros.

starting in the 1920s. (Trial Tr. at 101:10{3J5Tierney).) Rin Tin Tin became well
known throughout the United Statafter he starred in thesnotion pictures. (Trial
Ex. 50 at 2.) Plaintiffs do not claim anghts in the Rin Tin Tin movies from the
1920s and 1930s. (Trial Tr. 802:6-103:3 (J. Tierney).)

D. Herbert Leonard and Herbert B. Leonard Productions, Inc.

11. Herbert B. Leonard was a televisiand motion picture producer, write
and director who produced, among other things, the television Benige 66and
Naked City (Dkt. No. 150-1 (“Tierney TrieDecl.”), 1 4; Trial Ex. 68.)

12. On March 21, 1954, Duncan enténato a written agreement with
Herbert B. Leonard Productions, Inceinard Productions), the production compa
owned by Leonard. (Trial EX.) The agreement provides:

a. Duncan has the “sole and exclusive ownership of and right to use th
name and title RIN TIN TIN, which was thema of the former canine motion pictuy

performer and is the name of certather dogs owned by [Duncan]; and [Duncan

has] the sole and exclusive ownershipha character and likeness of RIN TIN TIN;

and the name, title, character and likenedRIdF TIN TIN are heein for convenience

collectively referred to as the ‘tradename.

5.
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b. Duncan was “the sole and exclusiowner of a German Shepherd dog
named RIN TIN TIN and othatogs of similar appearancghich dogs have been ar
will be trained by [Duncan] for motion picteiwork, and these dogs as well as othé
German Shepherd dogsramafter owned by [Duncan] are herein for convenience

collectively referred to as RIN TIN TIN.”

c. Duncan then licensed to Leonard Pradurts the exclusive rights to use

the trade name and character Rin Tim in connection with the production,
distribution, and exploitegon of television shows.

13. On March 24, 1955, Duncan anddrard Productions entered into
another written agreement, wherein Duncssigned his rights to tell the “Rin Tin T
Story,” a literary work written by James Winish, and Duncan’s life story rights.
The March 24, 1995 agreentemas amended by written agraents dated October 3
1955 and March 1, 1957. (Treey Trial Decl. 1 5(c); Trial Exs. 2-4.)

14. The March 24, 1955 agreement wakowed by a copyright assignmen
in “The Story of Rin Tin Tin” fromEnglish to Leonard Productions, which was
renewed on September 30, 198Bd an assignment dfdse rights from Leonard
Productions to Leonard individually on Augu®, 1962. (Tierney Trial Decl., § 5(d
e); Trial Exs. 5-7.)

E. “The Adventures of Rin Tin Tin”

15. Beginning in the 1950s, Leonard and Leonard Productions created ;

produced 164 half-hour black and whitketesion episodes of the ABC Television
SeriesThe Adventures of Rin Tin Tihat featured the fimnal canine character Rin
Tin Tin. (Tierney Trial Decl. 9 4, 7; Trial Exs. 53, 57.)

16. Dog food and dog treats products erséar or sponsored by Rin Tin Tin
during the 1950s included Nabisco’s MBlone Dog Biscuitsken-L-Ration, and
Gravy Train. (Tierney Trial Decl., 1@kt. No 150-5 (“Miller Trial Decl.”), 1 12.)

17. During the 1970s, Leonard updafBde Adventures of Rin Tin Tin

television series by filming and adding cemporary “wraparound” scenes in color

6.

nd

D
=

|1 %4

n

)

and




Casg 2:13-cv-02783-AB-AGR Document 210 Filed 08/21/15 Page 7 of 55 Page ID #:3517

© 00 N OO O b~ W DN P

N NN NN NNNDNRRRRRERER R PR RPB R
© N O O »h WO NP O © © N O 0o b W NP O

introduce and close each episode sodhginal cast members would appear in a
rustic setting and explain some aspect @fiiif the 1880s at Fort Apache, Arizona t
group of multicultural children. This uptal version of the series was syndicated
with The Mickey Mouse Cluielevision series. (Tierney Trial Decl. ¥ 7-8.)

18. During the mid-1990sThe Adventures of Rin Tin Tialevision series,
which was originally filmed in black anahite, was colorizedral currently remains
in distribution. (Tierney Trial Decl., 1 9.)

19. After Duncan’s death, and pursuamthree written agreements each

dated April 4, 1978, Duncan’s widow, Evaifican transferred all remaining Rin Tin

Tin rights to Leonard, including the rigtd produce and exploit motion pictures,
television shows, and books, using the natitle, likeness, andnage of the motion
picture and television character Rin TimTincluding associated merchandising.
(Tierney Trial Decl. § 6; Tal Exs. 8-10, 19 at 5:4-6.)

F. “RinTin Tin K-9 Cop”

20. Between 1988 and 1992, Leonard crdard produced 106 episodes of a

new Rin Tin Tin television series entiti&n Tin Tin K-9 Copwhich was broadcast
on different television stations in the UnitBthtes, including TéFamily Channel.
(Tierney Trial Decl. 1 10.)

21. Commercial sponsors &in Tin Tin K-9 Copncluded Ralston Purina, a

manufacturer of dog food and dog tea(Tierney Trial Decl. § 10.)
22. TheRin Tin Tin K-9 Copelevision series has been in distribution sing

its original release. The seriesaigilable on DVD — pursuant to a licensing

distribution agreement by Shamrock — and itow being distributed throughout the

world exclusively by CBS Television Distribution. (Tierney Decl., § 11-12; Trial
106:14-20 (J. Tierney); Trial Exs. 56, 104.)

e

Tr.
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G. Disney’s Option To Make aRin Tin Tin Motion Picture

23. In 1994, Walt Disney Pictures (“Disg”) and Leonard entered into an
option agreement, whereby Disney pa&bnard $100,000 for the option to license

the right to make a Rin Tin Tin motion pictubased on a script with the working title

Rin Tin Tin and the River of Ggld/hich featured the struggles and adventures of

young boy who travels across the United &aturing the gold rush days searching

for his father with his companion and protor, Rin Tin Tin. (Tierney Trial Decl.

a

1 13; Trial Ex. 14.) Were Disney to exexeithe option, the initial purchase price was

set at $1,000,000 and included otfieancial incentives for Leonard.
24. During discussions surrounding the option agreement, Disney

representatives expressed their attractidhégositive and herocharacter traits of

the Rin Tin Tin character, and their pagtcessful association with Leonard on the

television syndication package biie Mickey Mouse CluéndThe Adventures of Rin

Tin Tin. (Tierney Trial Decl. § 13.)

25. Sometime in 1994, Leonard sawadvertisement that Hereford had

placed in either the HollywooReporter or Daily Variety that offered to license rights

in Rin Tin Tin, including motion picture andlevision rights. (Tierney Trial Decl.
116.)

26. As of 1994, Hereford had only ot@demark registration, Registration
135, which was issued to her in her individual capacity on April 6, 1993 for live
German Shepherd puppies. (Trial Exs. 74, 111.)

27. Upon learning that Hereford was ctang ownership in the Rin Tin Tin
trademark, Disney opted not toeggise its option and shelved tRen Tin Tin and the
River of Goldproject. (Tierney Trial Decl. § 16.)

H. Leonard’s 1994 Lawsuit Against Hereford and Rin Tin Tin, Inc.

28. Disney’s decision not to exercise d@ption was financially devastating
Leonard, who was otherwisedite. Beginning in 1994, dees Tierney began loanin

Leonard a minimum of $10,000 per montitaver his expenses. Tierney’s law firr

8.
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had represented Leonard in variousllat#ual property matters, and the two had
become good friends. Plaintiff Max Kleven and director Irvin Kershner, who wa
known for directingStar Wars: the Empire Strikes Baekere also good friends with
Leonard and often loaned him substantimhswf money. (Tierney Decl., 11 17-18

29. In 1994, Tierney, on behalf of Leawk filed an action against Hereforg
and RTTI in federal district court itthe Central District of Californidjerbert B.
Leonard v. Daphne Hereford et, &ase No. 94-cv-0221-CBM, for damages and
injunctive relief based on Hdord'’s alleged violation of Leonard’s trademark right
in the name, character, and title Rin Tim Tnerein after referred to as the “1994
Lawsuit”).

30. The parties engaged in extensive disry as part of the 1994 Lawsuit,
During the course of discovery, Tiegn@epresenting Leonard) learned that

Hereford’s claimed rights in the charackin Tin Tin arose from the purchase of a

S bes

()

descendant of Rin Tin Tin IV by her gidmother from Lee Duncan in the late 1940s.

Duncan bred and sold or gave away huddreéf German Shepherd dogs. Rin Tin Tin

IV appeared infrequently iihe Adventures of Rin Tin Tibut the dog was not a
descendant of the original Rin TTin. (Tierney Trial Decl. 1 20.)

31. After discovery was complete, brard filed a motion for summary
judgment. On January 8, 1996, the dayhe hearing on Leonard’s motion, the
parties settled the casend the material terms of te@pulated settlement agreemern
(“1996 Settlement Agreement”) were putthe record. (Tierney Trial Decl. § 21;
Trial Ex. 19.)

32. The following are six key provisiors the 1996 Settlement Agreemen
stipulation, which were read in open courtlaagreed to by the parties (Trial Ex. 19
4:17-5:15):

a. Leonard has common law tradehaights in Rin Tin Tin.
b. Hereford has bred, raised, andrnied, and sold German Shephe

dogs descended from Rin Tin Tin IV since at least 1977.

9.
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C. Rin Tin Tin IV is not a genetic geendant of the original Rin Tin
Tin brought back from Europe by Duncan.

d. Duncan assigned the rightstire Rin Tin Tin trademark and
character to Leonard in the 1950s.

e. Leonard acquired the all resial rights from Eva Duncan
(Duncan’s widow) in the Rin Tin Tin tradeark and character pursuant to agreeme
dated April 4, 1978.

f. So long as Hereford’s use otliRin Tin Tin mark is limited to
identifying her dogs as descendant&of Tin Tin IV in connection with the
breeding, raising, training, and selling@rman Shepherd dogs, such use is not
likely to cause confusion with Leonardise of the Rin Tin Tin trademark and
character.

33. Upon the reading of these six stipulated terms in open court, the dis
court accepted the stipulation and adoptedstipulated terms as the court’s actual
findings. (Trial. Ex. 19 at 5:16-22.)

34. The parties also stipulated and agreeddditional terms as part of a
separate settlement agreement, whiehgarties intended teduce to writing
following the January 8, 1996 hearing. Tthans of the parties’ separate agreeme
were as follows (Trial Ex. 19 at 6:3-16, 7:5-8, 15:16-18:3, 18:16-23):

a. Leonard (the plaintiff in the 1994awsuit) dismisses the compla
with prejudice.

b. Hereford (the counterl@imant in the 1994 Lawsuit) dismisses tt
counter claims with prejudice.

C. Hereford assigns the Rin Tin Tin fan club service trademark in
international class 042 to Leonard.

d. Leonard grants Hereford a rdiyafree, non-exclusive license in

perpetuity for use of the Rin Tin Tin traihark in connection with fan club services

10.
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provided that Hereford identifies any such fan club as being under license from
Leonard.

e. Hereford consents to a pernegut injunction as follows: (A)
Hereford shall not state or imply thatrltogs are affiliated with any Rin Tin Tin
television shows or movies without writteermission of Leonard, other than to stg
that Rin Tin Tin IV was one of the fouod actors in the Rin Tin Tin series in the
1950s; (B) Hereford may not represent that dogs bred, raised, trained, or sold b
her were used in any Rin Tin Tin telsan show or Rin Tin Tin movie, unless it
becomes true in the future; and (C) Herd may not use the Rin Tin Tin mark,
except with the RomaNumeral IV, to describe her dogs line-bred descendants g
Rin Tin Tin IV; acceptable uses by Herefa “Rin Tin Tin® IV German Shepher
dogs, line-bred descendants of Rin Tin INfi or “Rin Tin Tin® under license from
Herbert B. Leonard.”

f. Hereford consents that Leonardy name dog actors as Rin Tin
Tin for any and all entertainment vehiclesluding personal appearances, so long
he does not attempt to sell the liverdan Shepherd dogs as “Rin Tin Tin.”

g. Any and all cross-licenses betwddareford and Leonard are in

perpetuity and apply to all heiesid assigns, and all royalty free.

35. The parties stipulated and agreedh®se additional terms in open cour

and the district court accepted the stipiola Hereford, who was present at the
January 8, 1996 hearing, stated in opewmrtthat she had an understanding of the
terms and conditions of thetdement that had been reachand put on the record.
(Trial Ex. 19 at 19:4-9, 30:9-12.)

36. Following the January 8, 1996 hearitige parties never reduced their
separate settlement agreement timg because Hereford thought it was
unnecessary. During a telephone call betwbertwo partiedHereford assured
Tierney (acting as Leonard’s attorney) theit she wanted tolo was breed and sell

her dogs, that she did not want to pagney to attorneys to review formal

11.
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documentation, and that [Tierney] had her word she would live up to the terms ¢
Settlement Agreement as agreed in coul.’light of this, Leonard opted not to
expend the time and expenseaaducing the parties’ sepaeasettiement agreement |
writing. (Tierney Trial Decl., 1 29-30.)

l. Shamrock’s Acquisition of Rights in Rin Tin Tin

37. Plaintiff-in-intervention Shamrocis a California corporation wholly
owned by Tierney, who ih973 began representibgonard and his various
companies while practicing law at a private frm. (Tierney Trial Decl., 1 3, 17.)

38. By 1997, Leonard owed Tiern@yer $1.5 million as a result of
Tierney’s personal loans to Leonard and Ledisaunpaid legal fees to Tierney’s la
firm. (Tierney Trial Decl. {1 32-34.)

39. In 2000, Leonard and Tierney reacha settlement agreement with
respect to Leonard’s outstanding loans anplaid legal fees to Tierney. (Tierney
Trial Decl.  35; Trial Ex. 30.)

40. As part of their settlement agreemdreonard executed a Short Form
Quitclaim of Rights (“Quitclaim”) in th&kin Tin Tin K-9 Copelevision series, a cop
of which was recorded with the U.Soyright Office on March 29, 2006. (Tierney
Trial Decl.  36; Trial Ex. 31.) The Quligem provides that Leonard quitclaimed,
transferred, and assigned to Tierney all Leonard’s rights, title, and interest in an

() “K-9 Cop” a/k/a “Katts and Dogtelevision series, (ii) any and all

derivative works based thereon (inding without limitation, any and all

treatments and screenplays basedetbreiand any and all motion picture
projects or versions thereof) and (iii) all copyrigltspyrightable

interests and all contract rights and benefits related to any of the

foregoing, whatsoever, and withaetservation (collectively, the

‘Transferred Rights”), including ithout limitation, the sole and

exclusive theatrical motion picture rights, and the television motion

picture and television rights relatitigereto, the right to produce,

12.
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distribute and otherwise explatich Transferred Rights and any
derivative works based thereonalh media now known or hereafter
devised, in perpetuity and thrglwout the Universe, and all copyrights
and copyrightable interests ritg to the foregoing . . . .
(Trial Ex. 31.)
41. Leonard confirmed in writing to CBBroadcast International that
Tierney had succeeded in Leonard’s rights inRieTin Tin K-9 Copelevision serie!
(Tierney Trial Decl., § 37, TridEx. 33); and Tierney’s rights in th&in Tin Tin K-9

Coptelevision series were again confed in a June 2003 agreement with

UJ

International Family Entertainment,dn(“IFE”), the licersed broadcaster &in Tin
Tin K-9 Coptelevision series on the Family Chahn€Tierney Trial Decl., § 38, Trial
Ex. 36.)

42. Alsoin 1994, Leonard owed a separate $550,000 debt to Finance
Company, N.V. (“Finaco”). Asollateral, Finaco and &iney (before Tierney settled
Leonard’s debt to him) obtained security interests on Leonard’s entertainment assets
(Tierney Trial Decl., 11 32-33; Trial EX6.) The entertainment assets over which
Finaco and Tierney had security intgseincluded revenueom programs owned by
Leonard, includindRin Tin Tin K-9 ComndThe Adventures of Rin Tin TirgTrial
Ex. 16.) A copy of the written securiagreement between @eard, Finaco, and
Tierney was recorded with the U.S. Copyri@Hfice in 1997. (Tierney Trial Decl.,
1 33; Trial Ex. 16.)

43. In 1997, in partial satisfaction of Leonard’s debt to Fianco, Leonard

assigned to Fianco the rights to make two full-length motion pictures basedlpaon

|®N

Rin Tin Tin Stonpy James English, including merdiasing rights, and rights in an
to the book entitled’he Rin Tin Tirtory by James Englistsée suprdactual
Finding 13). (Tierney Trial Decl., 1 39; Exs. 21-23.)

13.
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44. As part of the December 2000 satilent agreemeritetween Leonard
and Tierney geesupra Factual FindingNo. 39), Leonard assigned to Tierney Ria
Tin Tin Storyrights he had not assigned to Fian (Tierney Trial Decl., 1 39.)

45. In November 2002, Fianco assigned to TierneyRimeTin Tin Story
rights it had acquired from Leonard. (finey Trial Decl., § 39; Trial Ex. 34.)

46. In January 2004, Tierney assignedstoamrock (Tierney’s wholly-owned

corporation) the rights €rney had received in tii&in Tin Tin K-9 Copelevision

series and’he Rin Tin Tin Story(Tierney Trial Decl., § 40frial Ex. 37.) As a resul

of the foregoing, Shamrock acquired ownership of all rights ifkthelin Tin K-9
Coptelevision series anthe Rin Tin Tin Story

J. Kleven's Acquisition of Rights in Rin Tin Tin

47. As mentioned above, Kleven also ledrsubstantial sums of money to
Leonard after Disney’s decisiomt to exercise its option on thken Tin Tin and the
River of Goldproject. Gee suprdactual Finding No. 27.)

48. In 2005, in satisfaction of his detat Kleven and pursuant to a written

agreement dated December 2005, Leonard and his comaies assigned to Kleven

and TRG Management, I& (“TRG"), all rights, including adaption and
merchandising rights, ithe Adventures of Rin Tin Tielevision series. (Miller Tria
Decl., 1 9; Trial Ex. 65; Trialr. at 146:13 — 148:1 (J. Miller).)

49. Sometime prior to March 2008, Klem was “shopping around” a script
for a movie about Rin Tin Tin and had deacertain agreements with various
individuals and companiese., TRG Management, RTMovie One LLC, Rodney

Rosa, and Ronnie Belarmino. There wéalling out as between these individuals

and companies, on the onendaand Max Kleven and hgoduction company, on the

other hand. To resolve any disputes letwthem, in March 200&)e parties entere

into an Intellectual Property Assignmekgreement, whereby Max Kleven, through

his company Kleven Productions, Inc. (“Kleven Productions”), received all rights

(including the copyright, tradesnk rights, and all other rights, title, and interest) in

14.
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1 | Rin Tin Tin that he previously received fnoLeonard, and that he should have always

2 | had, namely:

3 any manifestations of the charact®in Tin Tin” in any manner or

4 context whatsoever, . . .ngluding but not limited to]:

5 (a) the mark “Rin Tin Tin,”

6 (b) the words, name and character Rin Tin Tin,

7 (c) the television series “Th&dventures of Rin Tin Tin,”

8 (d) motion picture(s) or television program(s) based on Rin Tin Tin,

9 (e) the good will associated with Rin Tin Tin,
10 (g) the right to produce motion pictusg(r television program(s) based
11 on Rin Tin Tin,
12 (h) all other rights, title, and intesein and to the goodwill and all other
13 intangible assets associated with Rin Tin Tin . . .,
14 (i) all Internet Sites and Domain Namassociated, related, concerning or
15 referring in any manner to Rin Tin Tin.
16 | (Trial Ex. 73; Trial Tr. at 151:9 — 152:14.)
17 | K.  Hereford and RTTI's Applications for Trademark Reqistrations After The
18 1996 Settlement Agreement
19 50. Again, as part of the 1996 Settlerh&greement, Hereford and RTTI
20 | stipulated that Leonard had total and waidied trademark ad merchandising rights
21 | in the Rin Tin Tin Mark, subject to Herefdscharrow right to breed, advertise, and
22 | sell German Shepherd puppies as linear detogs of Rin Tin Tin IV, when truthful.
23 | (SeesupraFactual Finding Nos. 32-34.) Despike stipulation and court findings,
24 | beginning in 2000, Hereford obtaindte following trademark registrations:
25 a. “Rin Tin Tin” Registration ‘7452000) for the promotion of
26 | responsible dog ownership through progranes@nted to schools and groups. (Trijal
27 | Ex. 75))
28

15.
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b.  “Rin Tin Tin” Registration ‘3122002) for mail order fan club

service providing materials promoting the bregdtraining, raising, and showing of

authentic Rin Tin Tin German Sbieerd dog lineage. (Trial Ex. 76.)
C. “Rin Tin Tin” Registration ‘8522005) for printed publications,

namely magazines, pamphlets, books, amdicdooks about German Shepherd dags;

activity and coloring books, posters, kBcs, business cards, and trading cards;
playing cards; and entertainment servicethenature of an ongoing television seri
in the field of variety and motion picturésaturing a German Shepherd dog as a li
or animated character. (Trial Ex. 77.)

d. “Rin Tin Tin” Registration ‘161(2006) for printed publications,
namely children’s books. (Trial Ex. 78.)

51. In each of the trademark registratigpplications for Registrations ‘745
‘312, ‘852, and ‘161, Hereford providedsavorn declaration as to the followingege
Trial Exs. 75-78):

a. Hereford believed she was tbener of the “Rin Tin Tin”
trademarks sought to be registered, tad she was entitled tese the marks in
commerce;

b.  To the best of Hereford’'s knowdge and belief,rfo other person,
firm, corporation or association hagthght to use the mark in commerce”;

C. That Hereford’s use of the “Rifin Tin” marks were not likely to
cause confusion;

d.  That all statements based on Herd's knowledge are true; and

e. That all statements based on Herd's information and belief are

believed to be true.

52. In her sworn declarations, Herefatdl not disclose to the USPTO the
court findings and stipulations related to the 1996 Settlement Agreement, thus
concealing that she had previously admitted that Leonard owned common law

trademark rights to the Rin Tin Tin mark; tisdte admitted her rights were limited t
16.
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the breeding, raising, training, and selling of German Shepherd dogs descende
Rin Tin Tin IV, which is not a descendant of the original Rin Tin Tin brought bac
from Europe by Duncan; and that she hadhawledged the prior uses of the Rin T
Tin mark by Leonard, his predecessors, laisdsuccessors-in-interest, including usg
for movies, televisionand merchandising.

L. Kleven’s 2006 Lawsuit Against Heréord and Rin Tin Tin, Inc.

53. Upon learning of Hereford’'s Registration ‘852 for “[e]ntertainment
services in the nature of an ongoing telensseries in the field of variety and motig
pictures featuring a German Shepherd de@ live or animated character,” Kleven
and Leonard filed an action against Herefand RTTI in federal district court in the
Central District of Californiakleven et al. v. Daphne Hereford, et,&ase No. 06-

cv-785-CBM (“2006 Lawsuit”), which includka cause of action for cancellation o

Registrations ‘135, ‘745, ‘312, ‘852, and ‘16{Trial Tr. at 118:5-119:1 (J. Tierney).

54. The parties resolved the 2006 Lawgwrsuant to a written Settlement
Agreement, dated May 2006 (“2006 Settlement Agreent&n (Trial Ex. 98.)
55. The 2006 Settlement Agreement provided, among other things:

a. The parties agreed to dismibir respective lawsuits with
prejudice (2006 Settlement Agreement section 2.1).

b. Hereford agreed to assignKéeven, Leonard, and Kleven
Productions all rights to Registration ‘8t the Rin Tin Tin mark in International
Class 042 for use of the mark in “motiorcfires, television programs or series, or
any newly derived processes that provadgynamic visual image, as well as the
exclusive right to the mark Rin Tin Tin fany products or serses that derive from
said motion pictures, television programsseries, or any newly derived processes
(2006 Settlement Agreeant section 2.2.1).

C. “[A]s to licenses for use in motigpictures, television programs or

series, or any newly derived processed grovide a dynamic visual image made by

Hereford prior to April 24, 2006, all of vith have been discsed by Hereford and
17.
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which are delineated in Appendix “1” hargdnamely, Todd Moore, Susan Orlean,
Darryl Rehr, MPH Entertainment, and KeadiVaters], those licenses remain valid
and enforceable by Hereforahd all payments due tleemder shall be entirely
Hereford’s own property” (2006 8ment Agreement section 2.2.2).

d. “Hereford may exercise anyhar intellectual property rights
owned by Hereford as to the use of thelofain Tin Tin against anyone, other than
those relating to motion pictures, television, or other video products, or other pre
related thereto, produced by Kleven [uding Leonard and Kleven Productions] or
its successors, assigns, and licensees.In the event that both Hereford and Kleve
[including Leonard and Kleven Productipuiesire to preclude the production or
distribution of any motion picture orléxision series, by way of example James
Tierney’s Story of Rin Tin Tin, they mayooperate but each party shall bear its ow
costs and attorneys’ fees” (200Gt&ament Agreement section 2.2.3).

e. “With regard to any products gervices [that] derive from said
motion pictures, television programs or series, or any newly derived processes,
including, for example, stuffed animalgydks, costumes, video and computer gamn
song books and all other manner of toysther relevant age group, Hereford shall
entitled to ten percent (10%) of the pebceeds received by Kleven [including
Leonard and Kleven Productions]’ (2006 Settlement Agreement section 2.2.4).

f. The parties agreed that the 2(®&ttlement Agreement “contains
all the promises which have been madeannection with this settlement. There a
no hidden terms, and everything that is int@ot to this release is specified in writir
herein [in the text of the 2006 Settlement Agrent]. The matterset forth herein [in
the 2006 Settlement Agreement] shall be lgdipon and inure to the benefit of th
executors, administrators, pemnal representatives, heissjccessors and assigns of
each party” (2006 Settlement Agreement section 2.4).

g. The parties agreed “not to sue @mother hereafter for any reas:

other than a breach of this Agreemphée 2006 Settlement Agreement], which is
18.
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intended as a full and complete final settletn& any and all disputes, asserted or
not, known or unknown, now existing leereafter arising{2006 Settlement
Agreement 2.9).

56. Prior the execution of the 2006 SettlathAgreement, Kleven and his

attorney advised Tierney that the purpose and effect of the agreement was to confirn

Kleven and Leonard’s rights to secure tlangfer of the motion picture and televisi
trademark from Hereford and confirm Ki&vs merchandising rights (as obtained
from Leonard), to allow Hereford and RT@ honor any existing contracts, and to

allow Hereford to exercise her existinghRiiin Tin intellectual property rights again

third parties, that ironically included, puesu to a demand by Hereford, the right to

bring a lawsuit against Tierney based on his forthcorfRinding Rin Tin Tinmotion

on

st

picture based on the life story of Rin TimThecause it featured a German Shepherd

dog. To aid in settling the lawsuit, Tiernegnsented to this amgement. (Trial Tr.
at119:10 — 120:22, 139:17 — 142:7, 143:12-24 (J. Tierney).)
57. As part of the 2006 Settlement ’sgment, Hereford retained

Registration ‘852 in Interriinal Class 016 (printed pubétions, namely, magazines,

pamphlets, books, and comic books aldéaetman Shepherd dogs; activity and
coloring books, posters, stickers, businesdssaand cards in the nature of greeting
cards and trading cards) and International Class 028 (playing cards), as well as
Registrations ‘135, ‘745, ‘312, ‘042, and ‘161, to the extent those Registrations
not interfere with KlevenKleven Productions, and Leonard’s Registration ‘852 fo
motion pictures, television programs ories, and associateterived processes and
products and services.

58. Tierney, though not a party the 2006 Lawsuit or 2006 Settlement
Agreement, was aware of the settlement egpent and its terms. (Trial Tr. at 119:7
—120:4.) Tierney was also aware thatéderd obtained additional Rin Tin Tin
trademark registrations after the 1996 Setti@mgreement but before July 2004.
(Trial Tr. at 112:8-14 (J. Tierney).)

19.
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59. Belleair is not a party to the 2006t&ement Agreement, and neither th
March 22, 2013 nor August 2013 Agreement/Bill of Salesée infraFactual
Finding Nos. 80-85, 93-101) assigned Ball any rights under the 2006 Settlemen
Agreement. (Trial Exs. 94, 95, 98.) Erioks(Belleair's only witness at trial) offere
no testimony that he or Belleair had dmowledge of or reliedipon the existence of
the 2006 Settlement Agreementaty relevant time period.

M.  Shamrock’s Authorization of a Movie Based oriThe Rin Tin Tin Story and

Hereford’s 2008 Lawsuit Against the Film

60. Shamrock authorized the productiardaistributions of a motion pictur
based on the life story adaption rights Shamrock own@téRin Tin Tin Story
Tierney received a writing credit and senasdan executive producer, and he retai
consultation rights regarding script chas@id the production and distribution of tl
motion picture. (Tierney Trial Decl., Y 43, 45; Trial Ex. 38.)

61. The film was produced in 2006, reledsto the public in 2007 under the

title Finding Rin Tin Tinand remains in distribution through the usual video on-
demand outlets and home-video market todlaig. (Tierney Trial Decl.,  45; Trial
Ex. 40.)

62. In 2008, Hereford and RTTI filedn action against the producer and

distributor of the Shamrock-authorized motmnture in federal district court in the

Southern District of Texafin Tin Tin, Inc. et al. v. First Look Studios, InCase No|

08-cv-02853, alleging unfair competitiamademark infringement, and trademark
dilution (“2008 Lawsuit”). (Tierney Trial Decl., § 46; Trial Ex. 47.)

63. Intheir 2008 Lawsuit, Hereford and RTTI allegadjong other things,
that Rin Tin Tin IV was a descendant of tiregginal Rin Tin Tin, and that Lee Dunc;
gave Rin Tin Tin IV to Hereford’'s gr@mother to begin a breeding program of
German Shepherd dogs “to carry oa thoodline of Rin Tin Tin for future
generations”; that Hereford has “vigorousind consistently pursued the Rin Tin Ti

German Shepherd dog brasgi program,” and she hagown many dogs “that she
20.
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has bred from the Rin Tin Tin bloodlinghat Hereford owns the Rin Tin Tin

property rights with respect to the RimTlin bloodline and the Rin Tin Tin name

associated with that bloodline, with regpto German Shepherd dogs and puppies;

and that because of the efforts of Herefandl RTTI, “the famous German Shepher

[d]Jog named Rin Tin Tin and his story contirtoebe famous and to have fans to th
day, and the Rin Tin Tin trademarks andvg®e marks have beawe associated with
[Hereford and RTTI].” (Trial Ex. 47 at fiL-12, 14-15, 19.) In light of Hereford’s
stipulation on the record in connextiwith the 1996 Settlement Agreemesed
supraFactual Finding Nos. 32-34), HerefonddeRTTI’s allegations in the complain
for the 2008 lawsuit were false.

64. The defendants to Hereford’'s 2008wsuit filed counterclaims for
declaratory relief, cancellation of trademark registrations, and enforcement of th
1996 Settlement Agreement. The countenstaincluded a detailed history of the
parties’ prior litigation, including thprincipal terms of the 1996 Settlement
Agreement, and Hereford’s Issequent application for Regwmtion ‘852 for use of the
Rin Tin Tin mark in connection with use sérvices in the field of motion pictures
and television series produans, which Hereford subgaently assigned to Kleven,
Kleven Productions, and Leonard as pdirthe 2006 Settlement Agreement.
(Tierney Trial Decl., § 47; Trial Ex. 49.)

65. The district court dismissed Heredl>s claims on summary judgment a
dismissed the case withowaching the defendants’ countdaims. (Tierney Trial
Decl., 1 47; Trial Ex. 50.)

66. On October 3, 2008, a copy of thewglaint associated with Hereford
and RTTI's 2008 Lawsuit was sent to tHEPTO and electronically appended to a
existing Rin Tin Tin trademark files, indling (without limitation) Registrations ‘85
for dog food and ‘700 for miscellaneodsg specific productions (Trial Ex. 48),
which were the two trademarks registras@purchased by Belleair from Hereford a
RTTI in March 2013. $ee infraFactual Finding Nos. 80-85.)

21.
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N. Hereford and RTTI's Applications for Trademark Reqistrations After The

2006 Settlement Agreement

67. Following the 2006 Settlement Agreement and beginning in 2007,

Hereford again filed a series of trademagpplications for the use of the Rin Tin Tin

mark in connection with various goods ongees. As a result of those applications

Hereford obtained the following trademark registrations:
a. “Rin Tin Tin” Registration ‘700 (2007) for dog clothes, dog

collars, dog leashes, dog shdesndbags, purses, and tbags (purportedly based gn

actual use in commerce in March 2004)wx) brushes for pets, cups, mugs, pet
brushes, pet and feeding dishes (purportedly based on actual use in commerce
March 2004); hats, jackets, muffs, scanadppers, sweat shirts, and t-shirts
(purportedly based on actual use in conoceen March 2004); and board games, d

toys, plush toys, puzzles, and soft sautptplush toys (purptedly based on actual

n

09

use in commerce in February 2006, four months prior to the execution of the 2006

Settlement Agreement). (Trial Ex. 79.)

b.  “Rin Tin Tin” Registration ‘788 (2008) for dog food (purported|
based on actual use in commerce in M98, approximately two years after the
1996 Settlement Agreement in \wwh Hereford disclaimedry right to the Rin Tin Tir
trademark except for Hereford’s narrow rigbtbreed, advertise, and sell German
Shepherd puppies as linear descendants of Riitin IV, when truthful). (Trial Ex.
80.)

C. “Rin Tin Tin” Registration ‘43§2009) for live German Shephert
dogs of the Rin Tin Tin lineage (purpaitg based on actual use in commerce in
December 1980, despite Herefardtipulations and the court findings that Herefor

has only ever bred and sold German@ieed dogs descend&dm Rin Tin Tin IV,

which is_not a genetic descendant of thgioal Rin Tin Tin), and animal exhibitions

and live animal performances featuring ar@an Shepherd dog (purportedly basec

actual use in commeredso in December 1980). (Trial. Ex. 81.)

22.
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d. “Rin Tin Tin” Registration ‘551 2012) for entertainment service

in the field of motion pictures featurirgyGerman Shepherd dog (purportedly based

on actual use in commerce in WR007). (Trial Ex. 83.)

68. Hereford filed the trademark regiation application for Registration
700 nine (9) days after signing on the 2@&tlement Agreemenbn May 10, 2006.
This application sought registration for, among other things, dog toys and plush
products that were specific exampleghedd merchandising rights retained by Kleve
Leonard, and Kleven Productions undecton 2.2.4 of the 2006 Settlement
Agreement. Hereford’s trademark regisitva application for Registration ‘700 did
not disclose the trademark rights of Leaha&leven, and/or Kleven Productions as
provided in the 1996 and 2006 Settlemagteements. (Trial Ex. 79.)

69. In each of the trademark registratiapplications for Registrations ‘700
‘788, ‘436, and ‘551, Herefd provided the same sworn declaration as absee (

supraFactual Finding No. 51), nzely that she believed she was the owner of the

[

toys,

“Rin Tin Tin” marks she sought to registand that she was entitled to use the marks

In commerce; to the best biereford’s knowledge and béeljao one else had the rig
to use the marks in commerce; that Herd's marks were not likely to cause
confusion; that all statements based on Fed:s knowledge were true; and that all

statements based on Hereford's informationd belief are believed tioe true. (Trial

Ex. 79-91, 83.) These applications did naicthse to the USPTO the courts findings

and stipulations related to the 1996 af@& Settlement Agreements, thus conceal
that Hereford had previously admitted that Leonard owned common law tradem
rights to the Rin Tin Tin mark; that slemitted her rights were limited to the

breeding, raising, training, and selling@érman Shepherd dogs descended from

Tin Tin IV, which was not a descendanttbé original Rin Tin Tin brought back from

Europe by Duncan; and that she had ackedged the prior uses of the Rin Tin Tin
mark by Leonard, his predecessors, and his successors-in-interest, including us

movies, television, and merchandising.

23.
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70. With respect to Registration ‘436, Héved claimed that her first use of
the mark for live German Shepherd dadshe Rin Tin Tin lineage was in 1980,
approximately the time when she took olaer grandmother’s breeding business.
This statement was knowingly false in lightiééreford’s stipulations in open court

connection with the 1996ettlement Agreemernte., that Hereford has bred, raised

trained, and sold German Shepherd dibgscended from Rin Tin Tin IV since 1977,

and Rin Tin Tin IV is not a genetic desckant of the original Rin Tin Tin brought
back from Europe by Duncan.
71. With respect to Registration ‘551, Héwed claims that her first use of

the mark for entertainment services in tieéd of motion pictures featuring a German

Shepherd dog was in September 2006 (Trial Ex. 83), five (5) months after she

executed the 2006 Settlement Agreementhich she assigned the same mark to

Kleven, Leonard, and Klevengutuctions. Hereford condea material facts from the

USPTO with respect to her applicatiom Registration ‘551, namely Kleven and
Leonard’s rights to Registration ‘852 for tR&n Tin Tin mark in International Class
042 for use of the mark in “motion picturdslevision programs or series, or any
newly derived processes that provide a dymarnsual image, as well as the exclusi
right to the Rin Tin Tin mark for any produais services that derive from said moti
pictures, television programs or seriesany newly deved processes.”

72. Inor around September 2008, Tieyrileecame aware that Hereford

obtained Registrations ‘700, ‘788, and ‘43@rial Tr. at 122:23 — 123:9 (J. Tierney).

O. Hereford and RTTI's 2012 License to Belleair

73. Dwight Erickson, President and founaémBelleair, approached Herefo

for a dog food license after readiBgsan Orlean’s 2011 book entitl&ln Tin Tin:
The Life and the LegendErickson was struck by the remarkable story of Rin Tin
and thought that the dog'’s life would createattractive back-story to a brand of
high-quality dog treats. Through online research, Erickson found the website

rintintin.com, which at the time was operated by REl¢pompany owned by

24.
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Hereford. The website included a sewe regarding licensing the Rin Tin Tin

trademark. Erickson made contact witle company through the website and began

discussing a licensing agreement betwieédil | and Belleair. (Dkt. No. 149
(“Erickson Trial Decl.”), 11 3-4.)

74. Belleair acquired ownership of the Registrations at issue in this case in

three phases. As part of the first phaseApril 10, 2012, Belleair entered into
written Merchandising and Licensing Agreerhesth RTTI, in which RTTI licensed

to Belleair the exclusive right to useestRin Tin Tin mark irthe manufacture and

retail sale of dog treats, dog snacks, atated food items. The agreement provided
that Belleair would acquire no ownership rigintghe Rin Tin Tin mark and that all of

the goodwill that adhered to the Rin Tin Tirark through Belleair’s license would be

owned by RTTI. Inthe agreement, RTTI repented that it was the sole owner of
Rin Tin Tin trademark registrations subjecthe license. (Trial Exs. 93, 106; Trial
Tr. at 56:22 — 57:9 (D. Erickson).)

75. Prior to entering into the Mehandising and Licensing Agreement,
Belleair did not investigate who owned or distributdek Adventures of Rin Tin Tin
series, and Belleair did not independemiynfirm what trademark registrations
Hereford and RTTI owned, if any. Additionally, at the time Belleair entered into
agreement, Erickson had never purchassdof Hereford’s purported commercial
dog food, he never sought ortalmed any formula or ingredient list for Hereford’s
purported commercial dog fooand he had no pemsal knowledge that Hereford or
RTTI actually sold and distributedhy dog food using the Rin Tin Tin mark.
(Erickson Trial Decl., 11 10-12; Trial Tr. 86:11 — 57:4, 63:21 — 64:4; 65:22 — 66:
(D. Erickson).)

76. That Erickson was not offered pifoaf, for example, dog food sales by
Hereford is consistent with Herefordisability to establish sales of her dog food

products to which she claidérademark ownership duringsgovery in this case.

25.
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a. Specifically, Shamrock served interrogatories on Hereford, which

asked: “If you [Hereford] contend that youedsthe phrase ‘Rin Tin Tin’ as a mark |
commerce, please set forth all facts upoictvlyou base that contention, including
the dates and nature of each use,” ‘dhgbu [Hereford] contend that you have
acquired rights to use the phrase ‘Rin Tin Tag’a mark in commerce, please set f
all facts upon which you base that contention.”

b. Following objections that the imt@gatories were overbroad and
unduly burdensom&Hereford responded to the interrogatories as follows:
“Defendant’s use of the marks in Intetst&€ommerce are a mati& public record

through various Internet sites that are rigaaccessible to [Shamrock].” (Dkt. No.

150-8 (“Gernsbacher Trial Dec),” 5 at 3:26 — 4:17.) Not only did Hereford fail to

answer the interrogatory, but Herefgmebvided no informigon regarding the

unspecified uses or the identity or l[Goa of these “various Internet sites.”

Separately, Shamrock servadequest for production on Hdord, requesting that she

provide “[o]ne representative exampleesery use you have made in commerce o

the phrase ‘Rin Tin Tin.” Hereford respded that “the information sought . . . can

be obtained by public access to the Interii€&ernsbacher Trial Decl., § 6 at 5:8-15;

Tierney Trial Decl., 1 56.)

77. Both James Tierney and Jeff Milleonducted thorough searches on th
Internet for examples of any usescmmmerce of the phrase “Rin Tin Tin” in
connection with any trademarked goodservices and for any Rin Tin Tin motion
pictures authorized or licensed by Here and/or RTTI. Following Tierney’s
searches, he only found referentes single 2011 book entitle&jn Tin Tin: The
Lineage and Legagcwttributed to Hereford d@ke author, and to Rin Tin Tin

memorabilia, such as statutsGerman Shepherd dogs without visible trademark

®* The Court overrules any objection that tieferenced discovery requests wi
overbroad or unduly burdensome.
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Tierney also found referencedcsingle documentary film entitleBIN TIN TIN: a
living legacy that was used by Hereford tecsire Registration ‘551 in 2012 for
entertainment services in the field of thoo pictures featuring a German Shepherd
dog. The reference was migra copy of a DVD coveriled with the USPTO, which
listed RTTI and an unrelated third party as co-copyright proprietors. Tierney se
the records of the U.S. Copyright Officecafound no copyright registration for the
purported documentary film, and there wageword of any copyright transfer for th
film. Additionally, Tierney searched Aazon.com and was unalto find a single
new or used copy of the documentary filon purchase, whethdy Amazon itself or
any third party. (Tierney Trial Decl., 1 57-58.)

78. Miller also conducted Internet searcliesevidence of Hereford’s use ¢
the Rin Tin Tin mark in commerce, and wasable to find any such evidence. (Mil
Trial Decl., 1 26.)

79. Given Hereford’s claim that ewihce of her use in commerce and
acquired rights to use in commerce the Rim Tin mark were readily accessible on
the Internet, and thorough searches of themeteresulted in no such evidence (oth
than the specimens attachédreford and RTTI's trademlaregistration applications
filed with the USPTO), the Court findkat there is no evidence of any use by

Hereford and/or RTTI of thRin Tin Tin mark in commercé.

* Indeed, neither Tierney nor Miller e the “WayBack” Internet archive
program or any other comparable progravhen conducting their ternet searches.
(Trial Tr. at 131:7-24 (J. Miller) and 161:14162:3 (J. Tierney).). But they were n¢
obligated to do so, especially in lightidéreford’s discovery response that all
information related to her use in commerce was readily accessible by public acg
the Internet, and use of artémet archive program is ioagsistent with the fact that
something is readily accessliby public access to the Intetn Additionally, the fact
that Rin, Inc. and Shamrock opted notlepose Hereford carries little weight again
the Court’s finding that Hereford and RTdile unable to establish use in commerc
the Rin Tin Tin mark: Hereford and RTTI'sawmers have been stricken (Dkt. Nos.
49), and default has been eett against them (Dkt. No$07), which means they ar
deemed to have admitted the well-pleadeduacllegations in Plaintiffs’ complaint

27.
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P. Hereford and RTTI's Assignment of Reqgistrations ‘700 and ‘788 to

Belleair

80. The second stage of Belleair’'s acgjtion of rights in Hereford’s
Registrations was pursuant to a Mag&h 2013 Agreement/Bill of Sale between
Hereford and Belleair, in which Heretbassigned Registrations ‘700 (non-food
related products.g, dog leashes and dog collars) and ‘788 (dog food) to Belleali
(Trial Ex. 94.) The Agreement/Bill of Saleas recorded with the USPTO. (Erickst
Trial Decl, 1 19.)

81. Before the March 2013 Agreement/Bill 8&le was executed, and durir
the first year of the licensing agreemddereford approached Belleair about
purchasing Rin Tin Tin, Inc. and all of thedemarks the company owned. Herefg

has a very serious lung disease andvgngted to leave the business. Belleair

considered purchasing Rin Tin Tin, Inadathe associated trademarks but ultimate

decided to purchase only the rights correspanaith the registrations for dog food
(Registration ‘788) and for dog relatedgucts, clothing, and toys (Registration
“700.) (Erickson Trial Decl. ¥ 18.)

82. The March 2013 Agreement/Bill of Bamakes no refence to any
goodwill associated with Registrations ‘780d ‘788, and Erickson’s understanding
of RTTI's business dealingsas limited to a review of the company’s tax returns f
the prior seven years, which showed tR&{T| was not a prafable company.

(Erickson Trial Decl., 1 20.) Indeed,i€kson provided no testimony that he had a

Vogel v. Rite Aid Corp992 F. Supp. 2d 998, 1005 (C.0Cal. 2014) (“Once a party’s
default has been enterdde factual allegations of the complaint, except those
concerning damages, are deemed tehmeen admitted by the non-responding
party.”) Additionally, the fact that Herefd claimed prior and initial use of Rin Tin
Tin marks in her trademark registratiorpagations, in direct contradiction to
stipulations and agreements madeonnection with the 1996 and 2006 Settlemen
Agreements, subsequent statementblégeford (for example, her discovery
responses) are increditd@d are entitled to little evidentiary weight.
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knowledge that Hereford or RTTI manufaady distributed, marketed, and/or sold

Rin Tin Tin dog food or treats prior gxecuting the Agreement/Bill of Sale.

83. Registration ‘700 was the mark issuedHereford in 2007 pursuant to an

application filed nine (9) days aftelereford executed the 2006 Settlement
Agreement, and it includes four classegobds, including the class covering “plus
toys.” Registration ‘788 was the mark issito Hereford in 2008 for dog foodSde
supraFactual Finding Nos. 67.b.)

84. Erickson testified that he entergdio the Agreement/Bill of Sale only
after Belleair’s outside intellectual prapecounsel completed a review RTTI's
trademark registrations. (Erickson TrialdDe 20.) To the extent Erickson’s
testimony could be construed as evidetinat Belleair conducted adequate due
diligence with respect to Hereford/RTThghts to Registrations ‘700 and ‘788, the
Court finds Erickson’s testimony incretiband entitled to little weight for the
following reasons: Registrations ‘700 an@8/were issued to Hereford not RTTI
(see suprdactual Finding No. 67); RTTI wamt a party to or signatory on the
Agreement/Bill of Sale (Trial Ex. 94); aigklleair’'s outside counsel did investigate
Rin Tin Tin trademarks owned by Heredan her individual capacity beyond
Registrations ‘700 and ‘788, as confimniey an email sent by the attorney to
Erickson, notifying him that there waspending trademarkgestration cancellation
proceeding for Registration ‘551 (owned byreferd). (Trial Tr. at 84:16 — 87:3 (D.
Erickson).) Additionally, the AgreemenilBof Sale provided that Belleair would
accept full responsibility for any future lidiby arising out of Registrations ‘700 and
‘788. Specifically, Belleaiagreed to purchase Regisimas ‘700 and ‘788 on an “as
Is” basis, Hereford “male] no warranties whatsoevavith respect to the
Registrations, and Hereford “disclaim]eahy liability with regard to future
possession or use of the Registrationgia('Ex. 94.) Thus, Belleair was on actual

notice of a pending cancellation proceeding for Registration ‘551 and constructi

29.
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notice of other potential title defects witkispect to other Registrations owned by
Hereford.
85. After the March 2013 Agreement/Bill &ale was executed, Belleair

continued to use the Rin Tin Tin markdell dog treats, anBelleair also began

selling items like sweatshirts, t-shirts, flip-flepand puzzles. (Trial Tr. at 61:17-25]

Belleair's sales of Rin Tin Tin dog treabegan to take off after it acquired
Registrations ‘700 and ‘788; the dog treats waaeed in retail grocery stores with
220 locations in five states. (Erickson Trial Decl., 1 22.)

Q. Rin, Inc.’s Involvement With and Exploitation of Rin Tin Tin Intellectual

Property Rights

86. Beginning in 2012, Kleven, Sashanden, Casey LaScala, and Miller
agreed to form a joint venture to ond pursue the Rin Tin Tin rights Kleven
acquired through Leonard, including (withdumitation) the right to produce and
distribute new versions or adaptationsToe Adventures of Rin Tin Tielevision
series. Specifically, Kleven assigned Jens@gcala, and Millea 50% interest of
Kleven’s Rin Tin Tin rights. The jointenture agreement was memorialized in a
written Confirmation of Assignment of ghts and Joint Venture Agreement dated
February 1, 2013 and ameiade writing on February 272013, and in a Trademark
Assignment dated March 26, 201@Miller Trial Decl., 1 7-9; Trial Exs. 58, 62-64.

87. Jenson, LaScala, and Miller are these principals of Rin, Inc., a
California corporation and Plaintiff in thection. Rin, Inc. was formed with the
purpose of holding Jenson, LaScala, Bhller's Rin Tin Tin rights and has since
succeeded in those rights. i(lr Trial Decl., 1 2-3, 8.)

88. Beginning in 2009, Kleven in conjutien with Rin, Inc. and/or its
principals, Jenson, LaScala, and Millactively pursued a new Rin Tin Tin movie
project; among other things, they preparatpss for the project, shopped the script
and met with film and television produceagjencies, manageemd advertising and
marketing agencies. (Miller id Decl., 11 6, 13-14.)

30.
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89. While financing a movie entails prasmg the financier or studio the
chance to recoup its investment from receipts from the exploitation of a movie, t
ability to also receive payment for mercoklsse associated with the movie greatly
increases the ability to obtain financimgdaa studio’s interest. For example, the
producers of th&tar Wardilms and many other moes are able to generate
substantial monies from thelsaf merchandise associatetth the movies long afte
the movies have left thedghters. These prodsccould, in turn, maintain enough
interest to warrant further movie and ta&on productions, thus further enhancing
Rin Tin Tin’'s appeal to both the publiadthe companies whose products the pub
buys. (Miller Trial Decl., 11 10-12.)

90. In pursuit of financing their new RiTin Tin project, Kleven, Jenson,

LaScala, and/or Miller met with variouddat and advertising &gcies whose clients

include manufacturers of well-known dampfl and dog care lines, including Willian
Morris Endeavor Agency; BBDO, an adveirtig agency that handles the Pedigree

account for Mars, Inc.; Falh Advertising, who handlgke Purina (Nestle) account;

and Saatchi & Saatchi, who handles lafaach of these agems and manufacturers

expressed interest in the Rin Tin Tin projant brand. (Miller Trial Decl., {1 13-14
91. In October 2012, Rin, Inc. filed witthe USPTO an application for an
intent-to-use registration for the Rin Tiim mark in Interational Class 041 for
movies, television shows, live performandes shows, plays, videos, books, comi
books, graphic novels, licensing, merchandisingrketing, and advertising for thirg

parties, all featuring the image of and/ottteaving as the subject the television an

movie icon and characteriRTin Tin and related charars and written publications|

In February 2014, the UPSTO rejected Rmt,’s application “because of a likelihog
of confusion with a family of registeredarks,” referring to Hereford’'s Rin Tin Tin
Registrations. (Miller Trial Decl 1 22-23; Trial Exs. 91-92.)
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92. Kleven and Rin, Inc. have been biato make progress on their Rin T
Tin projects due to the Defendants’ cladrein Tin Tin trademark registrations.
(Miller Trial Decl., § 14.)

R. Hereford and RTTI's Second Assignmat of Reqgistrations to Belleair

93. The final stage of Belleair's acquisition of rights in Hereford’s
Registrations occurred pursuant toAugust 1, 2013 Agrement/Bill of Sale.

94. The final stage came about during $econd quarter of 2013, when
Belleair’s relationship with Hereford bet@ somewhat strained because Hereford
behaved as though she had the right torobBtelleair’'s use of the Rin Tin Tin mark
in connection with Registrations ‘788 ai7@0. (Erickson Trial Decl., 1 23.)

95. Belleair believed that Hereford would continue to attempt to control
Belleair's use of the Rin Tin Tin mark uskeBelleair purchased all of Hereford anc

RTTI's remaining Rin Tin Tin trademariegistrations, as well as the website

rintintin.com. Belleair's decision to purcdathe remaining trademark registrations

was motivated by a desire to have thedi@m to operate and to make business
decisions without having to continue to iratet with Hereford. (Erickson Trial Decl
1 24.)

96. Pursuant to the August 2013 agres Belleair purchased the seven
remaining Registrations owned by Heref@Rekgistrations ‘551, ‘135, ‘745, ‘312,
‘436, ‘161, and ‘852), the only trademarlgigtrations owned by RTTI (Registration
458), and “all Trademark rights, commomvland otherwise, in Rin Tin Tin.”
Hereford and RTTI made “no warrargieshatsoever” witliespect to the
Registrations, and Belleair agreed to purehthese Registrations on an “as is” bas
and indemnify Hereford and/or RTTIrfany financial rgsonsibility specifically

associated with their respectistefense in the pending litigatidn(Trial Ex. 95.) Thel

®> The August 2013 agreement was execafégr this action had been initiateq
and after Belleair, Hereford, amiI Tl appeared in this action.
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agreement makes no mention of or ot¥ise purports to transfer any goodwill
associated with any of these Registratj@msl it makes no mention of or otherwise
purports to assign Hereford or RTTI'ghits in the 2006 Settlement Agreement to
Belleair. Belleair, Hereford, and RT&kecuted a separdr@ademark assignment
confirming that Belleair acquired “all rightitle, and interest” in the Rin Tin Tin
trademark as reflected in Registrations ‘1852, ‘436, ‘745, ‘312, ‘135, and ‘551.
Hereford also assigned to Belleair theinhih.com website; and she agreed not to
compete with Belleair and to dissolve RTTI.

97. Belleair began using the rintintocom website after acquiring it from
Hereford. (Erickson Trial Decl., § 27Belleair recorded both the March 2013 and
August 2013 Agreement/Bill of &ss with the UPSTO. (Erkson Trial Decl., T 19,
26.)

98. Hereford dissolved RTTI idune 2014. (Trial. Ex. 103.)

99. By the end of 2013, Belleair's RiniTin dog treats were on the shelv
in more than 700 retail grocery storesiine states. (Ericdon Trial Decl., 1 28.)

100. On the back packaging of Belleaisn Tin Tin dog treats is a narrative
about the historical Rin Tin Tin ehnacter, which reads as follows:

The Legendary Rin Tin Tin:

Rescued from a bombed out WibkVar | Germarwar Dog kennel

.. . this German Shepherd Daguld go on to become the most

famous canine in the world. Corporal Lee Duncan . . . took him and

the rest of the litter back to hisroa that fateful day, and named his
new puppy after a popular French hand puppet, RIN TIN TIN.

Returning to California after the wdduncan was astonished at the

dog’s intelligence and agility whichrided him a starring role in 26

movies. Rin Tin Tin was nominatdor an Academy Award, has a

star on the Hollywood Walk of Fame, and was noteflnine Frank’s

Diary. He was also credited widaving from bankruptcy a small

33.
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motion picture studio named Warner Bros.
The legacy continued as Rin TinnTstarred in the TV series “The
Adventures of Rin Tin Tin” from 1954 to 1959 and served as the
mascot for the Boy Scouts of America.

(Trial Tr. at 69:11 — 72:14 (D. Ericksgnlrial Ex. 107.) Belleair included this

narrative, in addition to a picture of RinnTTin from the “Adventures of Rin Tin Tin

television series, on packaging of their dagats so that customers would know abput

the legacy of the Rin Wi Tin character and th&dventures of Rin Tin Tielevision
series, and associate Belleair's products wighRin Tin Tin character. (Trial Tr. at
70:14-21, 71:10-24, 72:5-14.)

101. Belleair has no intention of making movies or television programs us
the Rin Tin Tin mark, and Belleair has alwdyeen willing to relinquish its rights in
Registration ‘551. Belleair’s acquisition Bereford’s remaining Registrations and
other purported trademark rights was mated by a desire to buy-out Hereford
completely so that Belleair could hafveedom to operatiés business without
interference by Hereford amibt by a desire to produceovies or television.
(Erickson Trial Decl., 1 31.)

S. Procedural History in this Action

102. On April 19, 2013, Max Kleven, in fiindividual capacity, and Rin, Inc.

initiated this action by filing their complaiagainst Hereford, RTTI, and Belleair.
(Dkt. No. 1.) On May 15, 2013, Belleairdt appeared in this case and filed,
collectively with Hereford an®TTI, an answer t&leven and Rin, Inc.’s complaint.
(Dkt. No. 11.)

103. Shamrock intervened as a plaintdfyd on January 14, 2014, Shamroc

filed its first amended complaint in interv@m. (Dkt. Nos. 41, 47.) On January 22

2014, Belleair filed an answer to Shamroogtenplaint in intervention. (Dkt. No.
48.) On February 4, 2014, Hereford filad answer to Shamrock’s complaint in
intervention. (Dkt. No. 49.)

34.

5ing

Kk

)




Case

© 00 N OO O b~ W DN P

N NN NN NNNDNRRRRRERER R PR RPB R
© N O O »h WO NP O © © N O 0o b W NP O

2:13-cv-02783-AB-AGR Document 210 Filed 08/21/15 Page 35 of 55 Page ID #:3545

104. On July 15, 2014, the Court struttte Answers filed by Hereford and
RTTI and entered defaults against Herefand RTTI with respect to Kleven and R

Inc.’s complaint and Shamrock’s first amedd®mmplaint in intervention. (Dkt. Nos|.

11, 19, 106, 107.) Accordingly, Herefoadd RTTI are deemed to have admitted t
well-pleaded factual allegations in Klevand Rin, Inc.’s complaint and Shamrock’
first amended complaint in interventioBeeFed. R. Civ. Proc. 8(b)(6%eddes v.
United Fin. Group 559 F.2d 557, 560 (9th Cir. 1977).

105. With respect to Shamrock’s firammended complaint in intervention,
Hereford and RTTI are deemé&nlhave admitted the follang: (1) in connection with
the 1996 Settlement Agreement, Herefand &TTI, in open court and on the recor
stipulated to the court findings and othettlsenent terms with respect to their limite
rights related to the Rin Tin Tin tradema(R) Hereford and RTThave used the Rin
Tin Tin mark in direct contradiction @fe stipulated findings and agreements and
obtained and/or claimed rights under varitederal trademark registrations in Rin
Tin Tin, i.e., the Registrations cited and referenbedein; and (3) the Registrations
issue in this case were obtained and anegogsed deceptively and contrary to the
settlement and court findings in conhen with the 1996 Settlement Agreement
because the claimed uses would causeusoofi and deception and because Heref
and RTTI have not, in fact, used the Rin Tin trademark in connection with, for
example motion pictures or televisiorriss. (Dkt. No. 47 at 1 34, 39-40, 42.)

106. With respect to Kleven and Rin, Inc.’s complaint, Hereford and RTT
deemed to have admitted the followirid)) the circumstances surrounding the 199:
Lawsuit, as well as Hereford’s stipulat®in open court in connection with the 199

Settlement Agreement, as described above; (2) the iconic fictional German She

character named Rin Tin Tin featuredwaltiple copyrighted works was famous we

before Hereford and RTTI filed their trademark registration applications, and
Hereford and RTTI were, in ¢4 referencing the famous Rin Tin Tin character in t

applications; (3) the Kleven and Rin, Irrze the owners of multiple copyrighted
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works that feature the iconic fictional (e@an Shepherd dog character Rin Tin Tin,
and those works are not associated withelffted, RTTI, or Bellair; (4) due to the
fame of the iconic fictional German Shepthelog character Rin Tin Tin, any use of
the Registrations by Belleairereford, and RTTI is l&ly to cause consumers to
presume a connection betwdaefendants and the iconicfional German Shepherd
dog character Rin Tin Tin, and Defendamtgpresentations on their website have

intended that consumers make such a cdrored5) when Hereford and RTTI filed
each of the trademark registration applimasi associated with the Registrations at
Issue in this case, they swore oaths asrtest above regarding their right to use s
marks in commercesée suprdactual Findings 51, 69), and they knew these swo
representations to be untrue at the tineytlvere made with #hexplicit purpose of

deceiving the USPTO and inducing it to grant the Registrations; (6) the USPTO

materially relied on Herefordnd RTTI's materially falsenisrepresentations when it

granted the Registrations; and (7) the iRegtions harm consumers by creating
source and affiliation confusion. (Dkt. Nb at 1 31, 33-36, 157, 160-162, 164, 1(
167, 170-174.)

107. Additionally, Hereford and RTTI ardeemed to have admitted the fact
alleged against them with respect to Klewsa Rin, Inc.’s claims for breach of the
2006 Settlement Agreement, specific perfante of the 2006 Settteent Agreement
and rescission of the 2006 Settlement Agreetmincluding that they breached the
2006 Settlement Agreement. (Dkt. No. 1 at 11 216-239.)

108. On December 1, 2014, Belleair assigieistration ‘551 to Kleven in
his individual capacity. (Dkt. No. 167.)

CONCLUSIONS OF LAW

A. Jurisdiction and Venue

1.  Jurisdiction and venue apeoper in this Court.

uch

56-

S

2.  The Court has federguestion jurisdiction pursuant to 28 U.S.C. § 1331

because the Plaintiffs assert a claim urglé3 of the federdlanham Act, 15 U.S.C.
36.
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8§ 1125(a), and there is supplemental jurisdiction pursuant to 28 U.S.C. 8§ 1367 With

respect to the parties’ conom law and state law claims.
3.  The Court also has diversity atizenship jurisdiction pursuant to 28

U.S.C. § 1332 because the amountdntooversy exceeds $75,000, and there is

complete diversity between Plaintiffs, tire one hand, and Defendants, on the other

hand.

4.  Venue is proper in the Central Dist of California pursuant to 28
U.S.C. § 1391 because a substantial partegtlents or omissions giving rise to th
claims occurred in this District.

B. Leqgal Standard for Cancellationof Trademark Registrations

5. A party seeking cancellation of a teadark registration must prove twdg
elements: (1) that it has standing to petifi@ncancellation; and (2) that there is a
valid ground why the trademark shouldt continue to be registere&tar-Kist
Foods, Inc. v. P.J. Rhodes & C@35 F.2d 346, 348 (9th Cir. 1984) (citations and
internal quotation marks omitted).

C. Plaintiffs Have Standing To Bring Their Cancellation Claims

6. Rin, Inc. and Shamrock have stamglto bring the instant claims for
cancellation of trademark registration.

7. “Standing is the more ldral of the two elements and requires only th:
party believe that it is likely tbe damaged by the registratiorCunningham v. Lase
Golf Corp, 222 F.3d 943, 945 (Fed. Cir. 2000). Section 14 of the Lanham Act
confers standing to cancel a trademadisteation on “any persowho believes that
he is or will be damaged . . . by the stgation of a mark. . . .” 15 U.S.C. § 1604,

“[T]here is no requirement that damage be proved in order to establish standing.

Star-Kist Foods, In¢.735 F.2d at 349 (citations and internal quotation marks
omitted). The cancellation pgoner need only show “a@eal interest’ in the
proceedings,” which requires a demonstratiat th“is more than an intermeddler b

rather has a personal interfatthe cancellation], and th#tere is a real controversy
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between the parties.Id. (citations and internal quettion marks omitted). “The
petitioner . . . must show a real and ratidmeadis for [its] belief that [it] would be
damaged by the registration soughb#&cancelled, stemming from an actual
commercial or pecuniary inest in his own mark.ld.; see alsd.ipton Indus., Inc. v,
Ralston Purina C9.670 F.2d 1024, 1028-29 (C.C.P.A. 1982) (“The purpose in
requiring standing is to prevent litigation &re there is no real controversy betwee
the parties, where a plaintiff . is no more than antarmeddler.”). A party can
typically show standing if it has a pendiagsoon-to-be filed trademark registratior
application for a mark that has beerlikely will be rejected on the basis of the
challenged registrations. 3 McCarthy Drademarks and Unfair Competition
(“McCarthy”) § 20:46 (4th ed.). Addanally, a party can also typically show
standing if it has alleged a likelihood of casfon between its mark and the registe
mark that “is not wholly withouterit.” McCarthy at § 20.46 (quotirigpton
Industries, Inc.670 F.2d at 1029).

8. There is a reasonable basis to belinat Rin, Inc. and Shamrock will b

damaged by the challenged registrations. Rit, owns 50% of the Rin Tin Tin mar

that Kleven Productions obtained visvis Max Kleven from Herbert Leonatdi
addition to the words, name, and chéea®in Tin Tin, the television seridhe
Adventures of Rin Tin Tifwhich remains in distributn today), motion picture(s) or
television program(s) based on Rin Tin Tand the right to produce motion picture
or television program(s) based on Rin Tin TR, Inc. intends to pursue its right ta
produce and distribute new versions or adaptatioifiefAdventures of Rin Tin Tin
television series; and the USPTO derfred, Inc.’s October 2012 intent-to-use
registration application for the mark besa of a likelihood of confusion with the

“family of registered marks” ass@ted with Hereford and RTTI.

® Because standing only requires a cemble belief that the moving party wil
be damaged by the challengegistrations, the Court need not decide at this time
whether Rin, Inc.’s purported trademarghis in the Rin Tin Tin mark are valid.
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9. Shamrock owns all rights in th&n Tin Tin K-9 Copgelevision series an
the right to make two full-length motion pictures based upon the Rin Tin Tin Sto
James English, including merchandising rightéhen Shamrock exercised its right
make the first full-length motion picture, the 2007 fiimding Rin Tin Tin Hereford
and RTTI filed a lawsuit against thegplucer and distributor of the Shamrock-

authorized motion picture and allegedaintompetition, trademark infringement,

and trademark dilution based on Herefordaexisting trademark registrations. T

the extent Shamrock seekseeercise its right to make a second full-length motior
picture, companies involved in the piatig production and distribution may face
additional litigation in light of thehallenged trademark registrations.

10. There is a reasonable basis to belignat Rin, Inc. and Shamrock will
damaged by the challenged registrations,thatithey have a real interest in the
outcome of this proceeding'he marks at issue are wdlly identical, and the goods
are arguably relatedeg., they involve goods or serviceslated to German Shepherc
dogs and/or a German Shepherd dog charaar@ed Rin Tin Tin. This is a sufficie
showing that a likelihood of confusion claim is not wholly without merit.
Additionally, the USPTO denied Rin, Incrsgistration application for the mark on
the basis of the challenged registratioBsised on the foregoing, Rin, Inc. and
Shamrock have established standingriog the pending cancellation of trademark
registrations claims.

11. Max Kleven, the individual, on ghother hand, has not established

standing to bring cancellation of trademargisérations. Max Kleven transferred ar

interest he had in the Rin Tin Tin mark alhdiventures of Rin Tin Tielevision series

to Kleven Productions, which in turn assigree50% interest in those rights to Rin,
Inc. While Kleven Productions wouldkely have standing to bring the pending
claims for cancellation of trademark regadions for the reasons articulated above,
Kleven Productions is not a party to thigtion, and the parties have identified no

basis by which Max Kleven (the individua@n assert claims on behalf of Kleven
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Productions. Accordingly, tthe extent Max Kleven bringdaims in his individual
capacity against any Defendant for candeltaof trademark registrations, those
claims (only those brought by Kleven) are dismissed.

D. Valid Grounds to CancelTrademark Reqistration

12. Regarding the valid grounds for whyrademark should not continue to

be registered, for the first five yeardrademark registratiomay be challenged for

any reason that would have been suffictentefuse the original registration. 15

U.S.C. § 1064(1). Once a tradark has been registered foore than five years, the

grounds available to cancel tregistration narrow significantly.e., as applicable to
this case, (1) that the registration has been abandoned, (2) that the registration
used to misrepresent the source of the goodgrvices in connection with which it
used, or (3) that the registration wesudulently obtained. 15 U.S.C. 8§ 1054(3).

a. Cancellation based on abandonment

13. A markis deemed abandoned if frerty seeking cancellation proves t
following:

When [the mark’s] use has been discontinued with intent not to

resume such use. Intent notresume may be inferred from

circumstances. Nonuse for thrs@nsecutive years shall be prima

facie evidence of abandonment. “Uséa mark means the bona fide

use of such mark made in the ordinary course of trade, and not made

merely to reserve a right in a mark.
15 U.S.C. § 1127.

14. “Section 1127 . .. provides that ‘us# a trademark defeats an allegat
of abandonment when: the use includes placement on goods sold or transporte
commerce; is bonafide; is made in the pedy course of trade; and is not made
merely to reserve a right in a markElectro Source, LL@. Brandess-Kalt-Aetna
Grp., Inc, 458 F.3d 931, 936 (9th Cir. 2006). The prima facie case of abandonn

(proof of non-use for three consecutive wWdeliminates the challenger’s burden tc
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establish the intent element of abandonmeminasitial part of [it$ case,” and creates

a rebuttable presumption that the registrant has abandoned the mark without in
resume.Levi Strauss & Co. v. GTFM, Ind96 F. Supp. 2d 971, 976 (N.D. Cal.
2002) (quotingmperial Tobacco, Ltd. v. Philip Morris, Inc899 F.2d 1575, 1579
(Fed.Cir.1990). Once creataprima facie case of atidonment may be rebutted b
showing valid reasons for nonuse or latkntent to abandon the markd. (citing
Abdul-Jabbar v. Gen’l Motors Cor@B5 F.3d 407, 411 (9th Cir. 1996)).

15. Where a party seeks to cancel ad¢radrk registration that has been
subsequently assigned on the grounds thabbithe mark halseen abandoned, the
Court must first determine whetheethegistration was properly assigned, that it

was not an assignment in gross, beftegtermining the issue of abandonment.

interState Net Bank v. NetB@nk, 848 F. Supp. 2d 340, 352 (D.N.J. 2004). “As

the Lanham Act states the priple, a mark is ‘assignébdwith the goodwill of the
business in which the markused, or with that padf the goodwill of the business
connected with the use ofih symbolized by the mark.’E. & J. Gallo Winery v.
Gallo Cattle Co,. 967 F.2d 1280, 1289 (9th Cir. 1992) (quoting 15 U.S.C. § 1060
purported trademark that is assigndthaut either the goodwill of the assignor’s
business or the goodwill connected with tise of the mark, the assignment is an
invalid assignment in gross¢d. “The purpose behind requiring that goodwill
accompany the assigned mark is to maintiagncontinuity of the product or service
symbolized by the markna thereby avoid deceiving or confusing consumeld.”
(citation omitted).

b. Reqistration ‘135 is orderal cancelled on the grounds

that it has been abandoned

16. In this case, the only goodwill assatgd with Registration ‘135 was
Hereford’'s breeding, raising, trainingnd selling of Germa8hepherd puppies, a
business she had been involved with since at least 1977. When it acquired

Registration ‘135, Belleair did not acquaay goodwill Hereford had in the breedin
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raising, training, and selling German $herd puppies. Rather, Belleair sought only

to acquire the naked Rin Tifin trademark registration so that Belleair could buy out

Hereford and operate its business withoutdfterd’s interference Belleair did not
acquire and was not interested in acaqugrine breeding business, and Hereford’s
breeding product is not of the same natume quality as Belleair’'s dog treat busine
Because Belleair did not acquire any gooldw Hereford’s breeding business,

Hereford’'s assignment of Registration ‘1t85Belleair was an invalid assignment in

gross. Thus, Registration ‘135 is deemeakreed to Hereford, and the ultimate issue

of abandonment turns on whether Hereford (not Belleair) has abandoned the
registered mark,e., whether Hereford has ceassmmmercial use of Registration
135 with no intent to resume.

17. The Court finds that Hereford hasased commercial use of the Rin Ti

Tin mark, as authorized by Registration ‘188th no intent to resume, and therefore

she has abandoned any right to the registenark. That Hereford has ceased
commercial use is evidenced by the fact thateford claimed that all evidence of h
commercial use of the Rin Tin Tin markaonnection with live German Shepherd
puppies is readily accessible on the Internet, and thorough searches on the Inte
resulted in no such evidence other thamdpecimens attached to Hereford and
RTTI's trademark registration appétions filed with the USPTO.

18. Hereford’s intent not to resume comrmial use of the mark is evidence
by Hereford’s business dealings with Belteaburing the first year of Belleair’s
licensing agreement, Hereford offered tb Begistration ‘135 to Belleair (along wit
all of her other Rin Tin Tin Registrations) because she was suffering from a seri
lung disease and wanted to leave her busindsseford ultimately sold Registratior
135, and Belleair purchased the registration in order to completely buy out Herg
so that Belleair could have the freedom to operate its business without any
interference by Hereford. Additionally, as pafthe sale to BelleaiHereford agree

not to compete with Belleair, Hereford hasce dissolved her business, and there
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no evidence suggesting that Hereford intelod®sume use of the Rin Tin Tin mark
authorized by Registration ‘135 in the future.

19. That Rin, Inc. and Shamrock did not present direct evidence of
Hereford’s intent to cease using or abandon the magk testimony by Hereford —
does not change the analysis. Intenttogesume use may be established by
circumstanceseel5 U.S.C. § 1127, and the circumstances above, particularly t
fact that Hereford aggned and gave away her right to Registration ‘135
(notwithstanding the fact that it was an ihdassignment) is sufficient circumstanti
evidence of Hereford’s intent not to rese&t commercial use of Rin Tin Tin mark
authorized by Registration ‘135.

C. Cancellation based on fraud

20. To succeed on a cancellation cldvased on fraud, the petitioner must
prove: “(1) a false representation regagda material fact; (2) the registrant’s
knowledge or belief that the representation isefa(3) the registrant’s intent to indu
reliance upon the misrepresentatior);ddtual, reasonable reliance on the
misrepresentation; and (5) damagesxpnately caused bthat reliance.”Hokto
Kinoko Co. v. Concord Farms, In@38 F.3d 1085, 1097 (9th Cir. 2013) (citiRgbi
v. Five Platters, In¢.918 F.2d 1439, 1444 (9th Cir990)). The burden to prove
fraud is “heavy,’Robi 918 F.2d at 1439, and must$igwn by clear and convincin
evidence.In re Bose Corp.580 F.3d 1240, 1243 (Fed. Cir. 2009).

21. “Afalse representation in the ol trademark application or an
affidavit accompanying a renewal applicatimay be grounds for cancellation if all
five requirements are metld. (citing McCarthy § 20:58)[A]n applicant or
registrant may not makessatement he/she knew dragild have known was false or
misleading.” Hachette Filipacchi Presse v. Elle Belle LL&5 U.S.P.Q2d 1090, 109
(TTAB 2007) (emphasis added). The “apmate inquiry is . . . not into the
registrant’s subjective intent, but rather into the objective manifestations of that
intent.” Medinol Ltd, 67 U.S.P.Q.2d 1205, 1209 (P.T\day 13, 2003). “[P]roof of
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specific intent to commit fraud is not requdreather, fraud occurs when an applicant

or registrant makes a false material represt@n that the applicant or registrant kn

ew

or should have known was false[.|d. (internal quotation marks omitted). Intent can

be inferred from indirect and circumstantial evidenkere Bose Corp 580 F.3d at

1245. “When drawing an inference of intettie involved conduct, viewed in light of

all the evidence . . . must indicate sufficieatpability to require a finding of intent t
deceive.” Id. (internal quotation marks and citation omitted).

22. “[T]he falsity and intent prongs aiseparate, so absent the requisite

intent to mislead the [US]KJ, even a material misregentation would not qualify as

fraud under the Lanham Act warranting candella Deception must be willful to

constitute fraud, and mere negligence issufticient to infer fraud or dishonesty.”

Spin Master, Ltd. v. Zobmondo Entm’t, LLXZ8 F. Supp. 2d 1052, 1061 (C.D. Cal,

2011) (quotingn re Bose Corp.580 F.3d at 1243-45) (internal citations and
guotation marks omittedgCash Technologies, Inc. v. Guagliay@d0 F. Supp. 2d

1138, 1149 (C.D. Cal. 2001) (“A statementimapplication or representation to the

[US]PTO may be ‘false,” whout being ‘fraudulent.” Statements of honest, but

perhaps incorrect belief or innocently madaccurate statements of fact do not

constitute ‘fraud.” Fraud arises only whee tarty making a false statement of fagt

knows that the fact is false ...").

23. Under its usual meaning, “[a] fact‘material’ if the fact may affect the
outcome of the case Far Out Productions, Inc. v. Oska247 F.3d 986, 992 (9th C
2001). “[l]n the trademarkantext, a material misrepragation arises only if the
registration should not have issued # tihuth were known to the examiner.”
Alphaville Design, Inc. v. Knoll, Inc627 F.Supp.2d 1121, 1132 (N.D. Cal. 2009)
(Patel, J.) (quotation marks dited). A registrant iSobligated to confirm the
meaning and accuracy of the statementsaioet! in the application before signing

the declaration prior to theubmission to the USPTOHMachette Filipacchi Presse

85 U.S.P.Q2d at 1094. Misrepresentationfacf made on the statement of use arg
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by their nature, “material” because “teatement of use would not have been

accepted nor would registration have issueddufthe applicant’s] misrepresentation

....” Medinol Ltd, 67 U.S.P.Q.2d 1205, 1208.
d. Reqistrations ‘745, ‘312, ‘852, ‘161, ‘700, 788, ‘436,

and ‘551 are ordered cancked on the grounds that

they were obtained by fraud

24. In light of Hereford's factual adissions in connection with the 1996
Settlement Agreement and her agreemant®nnection with the 1996 and 2006
Settlement Agreements, Hereford frawghily obtained each of the post-1996
registrations.

25. In connection with the 1996 Settlemé&udreement, Hereford admitted
that Leonard had superior common law tradémmigghts in Rin Tin Tin; at the time o
the settlement agreement,dreard had acquired all residugghts in the Rin Tin Tin
trademark and character; andréferd only had a narrow right to breed, advertise,
sell German Shepherd puppies as linear awogs of Rin Tin Tin IV (which was n(
a descendant of the origirRin Tin Tin), when truthful.

26. Despite Hereford’s factual adssions in connection with the 1996
Settlement Agreement, she subsequently applied for and obtained Registration
(for the promotion of responsible dog w&rship), ‘312 (for mail order fan club
service providing materials promoting the brieggtraining, raising, and showing of
authentic Rin Tin Tin German Shepheiay lineage), ‘852 (for printed publications
activity and coloring books, gaes and toys, and entertaient services), and ‘161
(printed publications) for the Rin Tin Tin m& In each registration application,
Hereford provided a sworn declaration that she believed she was the owner of &
entitled to use the Rin Tin Tin trademarkst no one else had a right to use the
marks in commerce, and that Hereford’'ssusf the marks were not likely to cause

confusion.
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27. Inlight of Hereford's factual adissions in connection with the 1996
Settlement Agreement, Hereford’s swatatements in the applications for
Registrations ‘745, ‘312, ‘852, and ‘1&dere knowingly and materially false and
made with the intent toateive the USPTO into issuitige registrations. Hereford
knew and acknowledged thatdmeard had superior rights goconfusingly similar (an
in some cases, an identical) Rin Tin Tinrkyddereford did nodisclose Leonard’s
superior rights to the USPTO with the intéo induce the USRJ into issuing the

registrations, and the USPTO materially relied on Heré&dadse statements and

would not have issued the registrations Hadeford disclosed the truth regarding the

facts as stipulated to and court fings with respect to the 1996 Settlement

Agreementj.e., that Hereford’s trademark rights wemaited to the breeding, raising,

training, and selling of Geram Shepherd dogs descendi®in Rin Tin Tin IV, which
Is not a descendent of the original Rim Tiin brought back from Europe by Dunca
That Hereford’s knowingly false statemts and intentional concealments were
material to the USPTO'’s dextons to issue the Regidins is further supported by
the fact that the USPTO dexi Plaintiff Rin, Inc.’s Otober 2012 application for an
intent-to-use registration for the Rin Tiim mark in Interndonal Class 041 on the
grounds that Rin, Inc.’s application wdulesult in a likelihood of confusion with
Hereford’s family of registered marks.

28. These findings are not affectbg the terms of the 2006 Settlement
Agreement, in which Kleven, Kleven Rhactions, and Leonard agreed to allow
Hereford to retain Registration ‘852 fprinted publications and playing cards and
Registrations ‘135, ‘745, ‘312, ‘042, and ‘161, to the extent those Registrations
not interfere with Klevenkleven Productions, and Leonard’s Registration ‘852 fo
motion pictures, television programs ories, and associateterived processes and
products and services. There is no evide¢hag in agreeing tthese terms, Kleven,
Kleven Productions, and Leonard were comegdhat Hereford had any rights in th

Rin Tin Tin mark.
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1 29. The Court makes similar findingstiv respect to the registrations
2 | Hereford applied for and obtainedléaving the 2006 Settlement Agreement:
3 | Registrations ‘700 (for dog clothes, collaesashes, and shoes; various clothing and
4 | accessories; and games and toys, including plush toys), ‘788 (for dog food), ‘436 (for
5 | live German Shepherd dogs of the Rin Tin lineage), and ‘551 (for entertainment
6 | services in the field of motion picturesataring a German Shepherd dog). As with
7 | Hereford’s pre-2006 Registrations, imo@ction with her applications for
8 | Registrations ‘700, ‘788, ‘436, and ‘551, teéord provided a sworn declaration that
9 | she believed she was the ownéand entitled to use the Rin Tin Tin trademarks, that
10 | no one else had a right to use the margommerce, and that Hereford’s use of the
11 | mark were not likely to cause confusion. light of Hereford’s factual admissions in
12 | connection with the 1996 Settlement Agreemelet,eford’s sworn statements in the
13 | applications for Registrations ‘70088, ‘436, and ‘55ere knowingly and
14 | materially false and madeiti the intent to deceive the USPTO into issuing the
15 | registrations for the same reasons stated above with respect to Registrations ‘745,
16 | ‘312, ‘852, and ‘161.
17 30. A finding of fraud is further suppted by the timing and nature of
18 | Registrations ‘700, ‘788, ‘436, and ‘55&hich underscore that Hereford’s sworn
19 | declarations were knowingly false and madth intent to deceive the USPTO. For
20 | example, Hereford filed the trademarkisgration application for Registration ‘700
21 | nine (9) days after signing the 2006 Smtient Agreement, and Registration ‘700
22 | sought registrations for, among othent§s, dog toys and plush toys, products that
23 | were specifically acknowledged to be exaespbf the merchandising rights retained
24 | by Kleven, Leonard, and Kleven Prodioos under section 2.2.4 of the 2006
25 | Settlement Agreement, and Hereford preddn her sworn declaration that the
26 | registration was based on her actual us@®imark in commerce in February 2006
27 | four months prior to execution of the 2086ttlement Agreement. In connection wjth
28 | Registration ‘788 for dog food, Herefordopided in her sworn declaration that the
47.
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registration was based on actual use iry 898, two years after the 1996 Settlem
Agreement, in which Hereford disclaimady right to the Rin Tin Tin mark except
for her narrow right to breed, advertis@ed sell German Shepherd puppies as line
descendants of Rin Tin Tin IV, when truthf In connection with Registration ‘436
for live German Shepherd dogs of the Rin Tin lineage, Hereford provided in her
sworn declaration that the registratiwas based on actual use in commerce in
December 1980, despite Herefardtipulations and the court findings that Herefor
has only ever bred and sold German@ieed dogs descend&dm Rin Tin Tin IV,
which is not a genetic descendant of thgioal Rin Tin Tin. Finally, in connection
with Registration ‘551 for entertainmentrgiees in the field of motion pictures

featuring a German Shepherd dog, Hereford provided that it was based on actu

in commerce in April 2007 and made nomen of the 2006 Settlement Agreement,

in which Hereford assigned to Kleven, K&vProductions, and Leonard all rights t
Registration ‘852 for use of the Rin Tiin mark in motion pictures, television
programs or series, and the exclusightito use the Rin Tin Tin mark for any
products or services that derive from thosotion pictures, television programs or
series, or any newly derived processes.

31. Finally, with respect to each ofdlpost-1996 Registrations, Hereford
provided a sworn declarationathshe was the first to @and had actually used the
mark in commerce on the dates specifiedanregistration applications. Yet when
Plaintiffs served Hereford with interroigaies asking her to identify all facts upon

which she based her contemticegarding use of the Rifin Tin mark in commerce,

" The Court rejects Belleair's contentiorattthe issue of Registration ‘551 is
moot because Belleair voluntarily assigned the registration to Max Kleven in hig
individual capacity: Kleven transferred anyarest he had in the Rin Tin Tin mark
andAdventures of Rin Tin Tielevision series to Kleven Production, he does not
standing to bring the instant claims for cancellation of trademark registrations, a
assignment does not resolve the issue wiheet to Rin, Inc. and Shamrock, whick
do have standing to bring claims fmancellation of trademark registrations.
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Hereford responded simply that her usethefmarks “are a matter of public record

through various Internet sites that are rigagccessible.” Thayugh Internet searches

by Tierney and Miller, however, resultedno such evidence other than the
specimens attached to Hereford and RTirEslemark registration applications fileg
with the USPTO. Additionally, when Beair entered into the initial licensing
agreement with Hereford, Erickson hadpeysonal knowledge that Hereford or RT]|
actually sold and distributed dog food émy other commerdigroduct) using the
Rin Tin Tin mark. This, in conjunain with the above-stated circumstances
supporting the finding that the post-1996 Ragtions were obtained by fraud, the
Court draws a negative inference from theklaf evidence of Hereford’s commercis
use of the Rin Tin Tin trademarks andds that Hereford’s sworn statements
regarding her purported commercial uséhef Rin Tin Tin mark were knowingly an
materially false statements made witk thtent to induce gnUSPTO into issuing
each of the post-1996 Registrations.

E. Belleair Lacks Standing to Enface the 2006 Settlement Agreement

32. Belleair argues that the 2006 Settlem&gteement controls this case
because the agreement expressly stated tltaintains all thgoromises which have
been made in connection with this settlerhamnid that “everything that is important
to this release is specified in writingree” (Trial Ex. 98  2.4), and therefore,
Belleair's argument goes, the 2006 Settlement Agreement was the exclusive
embodiment of the parties’ agreement regaydhe Rin Tin Tin mark and supersed
the earlier 1996 Settlement Agreement on timeessubject matter. (Def's PFFCL a
26).

33. Enforcement of a settlement agreemesran affirmative defense to be
pled by a party with standing tofence the settlement agreemefiee Corkland v.
Boscoe 156 Cal. App. 3d 989, 993 (1984A. stipulation for settlement can be
enforced by any party to the action who béasdfom it, even ifindirectly, such as
a third party beneficiaryProvost v. Regents of Univ. of C&l01 Cal. App. 4th 1289
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1299, 135 Cal. Rptr. 3d 591, 601 (201However, to enforca settlement agreeme
the third party must be an intersbleeneficiary of the agreemerRerformance
Plastering v. Richmondm. Homes of California, Inc153 Cal. App. 4th 659, 665-
66, 63 Cal. Rptr. 3d 537, 542-43 (2007).

34. Belleair is not a party to the 2006t8ement Agreement, and it offers no

evidence or argument that it otherwisa Bganding to enforce the terms of the
agreement,e., that it was an intended benefigiaof the agreement. Neither the
March 2013 nor August 2013 Agreements/BillsSafle mentions or purports to assi
Hereford and RTTI’s rights in the 2006 Settlement Agreement to Belleair; Belleé
purchased the Registrations on an “ad&sis, and Herefonshade no warranties
whatsoever with respect the Registrations and disclasoh any liability with regard
to future possession or use of the Regising; and Belleair offers no evidence that
otherwise relied on the terms of the 200&I8ment Agreement when it entered int
the Agreements/Bills of Safe.

35. That Belleair has not establishedrading to enforce the 2006 Settleme
Agreement is not inconsistent withetiCourt’s reliance on Hereford’s factual

admissions made pursuant to the 1996 Settiegreement, even absent a finding

® In fact, Belleair purchased the reimiag registrations through the August
2013 Agreement/Bill of Sale on an “as is” lsaur months after Plaintiffs initiated
this lawsuit (Dkt. No. 1) and three mont$er Belleair filed its answer. (Dkt. No.

11.) Belleair argues théthas relied on the 2006 Settlement Agreement since the

beginning of this case, citing it in its arswand attaching a copy of the agreement
an exhibit to the answer. Reliance oa 2006 Settlement Agreement throughout t
proceeding does not confer standing to esddhe agreement. In any event, a revi
of the docket shows that Hereford, RT TidaBelleair jointly filed an answer to the
initial complaint. (Dkt. No. 11.) Included the answer were counterclaims broug
by Hereford and RTTI only (not Bellegi and the 2006 Settlement Agreement is
mentioned and referenced only in connectathh Hereford and RTTI's counterclain
for breach of contract and fraud. (Dkto. 11 at [ 101-115.) On July 15, 2014,

Hereford and RTTI's answeamnd counterclaims filed at doet entry 11 were stricken.

(Dkt. No. 106.)
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that Rin, Inc. and Shamrock have stawgdio enforce the 1996 Settlement Agreement.

Hereford’s statements made in connactwith the 1996 Settlement Agreement we
factual admissions regarding her iied rights in the Rin Tin Tin marke., Hereford
admitted that Leonard had common laadi@mark rights in Rin Tin Tin, and
Hereford’s only rights were in the breed and selling of German Shepherd dogs

descended from Rin Tin Tin IV, which was raogenetic descendant of the original

Rin Tin Tin. Hereford’s factual admissioase different in kind than any agreed-upon

contractual promises by the partieghe 1996 and 2006 Settlement Agreements, and

the Court need not find that Rin, Inc. a@ldamrock have standing to enforce the 1
Settlement Agreement in order to relyldareford’s factual admissions made in
connection with that settlement agreement.

F. Belleair's Laches Defense Fails

36. Belleair fails to establish théfmmative defense of laches.

37. Laches is arecognized defensaittademark registration cancellation
proceeding.Miller v. Glenn Miller Prods., InG.454 F.3d 975, 997 (9th Cir. 2006) (
is well established that laches is dd@efense to Lanham Act claims for both
monetary damages andunctive relief.”) (citingJarrow Formulas, Inc. v. Nutrition
Now, Inc, 304 F.3d 829, 840 (9th Cir. 2002)).n“drder to succeed on a defense o

laches, a defendant must prove both: (1imreasonable delay by plaintiff in bringing

suit, and (2) prejudice to himselfd. (citing Couveau v. American Airlines, In218

F.3d 1078 (9th Cir. 2000) (per curiam). “In considering whether a plaintiff's delay

was unreasonable, courts consider: (1) thgtle of the delay, measured from the ti
the plaintiff knew or should have known abdig potential cause of action, and (2)
whether the plaintiff's delay was reasonable, including whether the plaintiff has
proffered a legitimate exise for his delay.’ld. (citing Jarrow Formulas 304 F.3d at
838). “If a plaintiff files suit within the apigable period of limitations for his claim,
there is a strong presumption that lachessdwot bar the claims. Conversely, if an

part of the alleged wrongful conduct occurred outside efithitations period, courts

51.
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presume that the plaintiff's claims are barred by lach&k.(citation omitted). “A
defendant may establish prejudice by showirad during the delay, it invested mon
to expand its business or entered intsibess transactions based on his presumec
rights.” 1d. at 999 (citingWVhittaker Corp. v. Execuair Corp/36 F.2d 1341, 1347
(9th Cir. 1984)).

38. Belleair contends that the statutdiofitations for Plaintiffs’ cancellatior
claims is four years because the Ninth Airbas held that there is a four-year statt
of limitations to trademark infringment claims under the Lanham Asge Miller v.
Glenn Miller Prods, Inc., 454 F.3d 975, 997 n.11 (9. 2006), and therefore ther
IS a strong presumption that the cancalatlaims are barred bgches. The Court
rejects this argument. A claim for canctta of trademark registration is distinct
from a claim for trademark infringememind the Lanham Act specifically provides
that there is no limitation on when a gacan bring a cancellation claim based on
abandonment and frau&eel5 U.S.C. § 1054(3).

39. Belleair also contends that Plaffs’ delay in bringing the instant
cancellation claims was unreasonable bec&lggseford obtained her registrations
from four to twenty years ago, and Plaintifiere aware of the gestrations and “yet
did nothing about them.” The Courjeets that the delay was unreasonable,
particularly any contention that Rimc. and Shamrock did “nothing” about
Hereford’s registrations. Rin, Inc. andg®hrock and their predecessors in interest
have consistently and aggressively pursthedr purported rights in the Rin Tin Tin
mark, beginning with the 1994 Lawsuithich Leonard promptly pursued after
learning that Hereford was advertisindit@nse the Rin Tin Tin mark. Any delays
between the 1994 and 2006 lawsuits amd2006 and the instant lawsuits were
reasonable because the Plaintiffs andrthesdecessors in interest, in good faith,
attempted to settle their disputes withreford by entering into the 1996 and 2006
Settlement Agreements. After each setdat agreement, Hereford fraudulently

obtained a series of trademark registratiamsl the Plaintiffs and their predecessor
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in interest pursued cancellation ches following each series of trademark
registrations, culminating with Registrani ‘852 in 2006 and Registration ‘551 in
2012 for entertainment service=aturing a German Shepherd dog.

40. Belleair also has not proven that it suffered prejudice as a result of F
Inc. and Shamrock’s delay in pursuing theancellation claims. While Belleair has
invested in the Rin Tin Tin mark — payiktgreford to purchase her registrations ar
investing in a business formed aroundrieak — Belleair was on notice of the title
defects in Hereford’s regisition, Belleair purchased the registrations on an “as is
basis, Hereford made no warranties whatsowth respect to the registrations and
disclaimed any liability with regard totlure possession or use of the registrations
and, most importantly, Belleair pur@sed most of the registratioafier Belleair had
been served with the sunoms and complaint and appeared in this action.

41. In light of the foregoing, Belleair hdailed to carry its burden of provin
the affirmative defense of laches.

G. Belleair's Waiver Defense Fails

42. Belleair also fails to establish tladfirmative defense of waiver.

43. Waiver is the “intentional relinquishment of a known right with
knowledge of its existence ancetmtent to relinquish it."Gibson Brands, Inc. v.
John Hornby Skewes & Co. Lt@014 WL 5419512 (C.D. Cal. Oct. 23, 2014).

44. Belleair argues that Rin, Incnd Shamrock knowingly gave up any
objection to Registrations ‘135, ‘745, ‘31852, and ‘161 when their predecessors
interest entered into the 2006 Settlemente®gent, in which they consented to
Hereford’s continued use and registratiorired Rin Tin Tin mark. The Court reject
this contention. Plaintiffs’ consent to Hereford’s continued use and registration
Rin Tin Tin mark in connection with Regrations ‘135, ‘745, ‘312, ‘852, and ‘161
was part of an agreement to settle2886 Lawsuit and comtgent on Hereford’s
compliance with the terms of the 2006 Setibmt Agreement. After executing the
2006 Settlement Agreement, Hereford tir@udulently obtained Registrations ‘700
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788, ‘436, and ‘551 and madatements in her applications for those registrations

that directly contradicted her factwmmissions in connection with the 1996
Settlement Agreement and the terms ef 2006 Settlement Agreement, thus (from

Plaintiffs’ perspective) vitiating the consideration and purpose of the settlement

agreement. Following this, Plaintiffs werethreasonably prompt in filing the instant

lawsuit, asserting (among other causes of action) claims for breach of the 2006

Settlement Agreement, rescission of the 2006 Settlement Agreement, and cancellati

of trademarks. Under thesgcumstances, Plaintiffs canno¢ said to have waived
their right to cancel the trademark registrations at issue.

H. Belleair's Estoppel Defense Fails

45. To the extent Belleair continues to pue this defense, Belleair also fa
to establish the affirmative defense of estogpel.

46. To establish the affirmative defenef equitable estoppel, the party
asserting the defense must prove:

(1) The party to be estopped must know the facts; (2) he must intend

that his conduct shall be acted umymust so act that the party

asserting the estoppel has a righbétieve it is so intended; (3) the

latter must be ignorant of the triscts and (4) he must rely on the

former’s conduct to his injury.
Morgan v. Gonzalez95 F.3d 1084, 1092 (9th Cir. 2007).

47. In March 2013, when Belleair purclesRegistrations ‘700 and ‘788
from Hereford, Belleair was on actual notafea pending cancellation proceeding f
Registration ‘551 and constructive noticeotiier potential defects with respect to
other Registrations owned by Hereford. August 2013, when Belleair purchased {

remaining Registrations, Belleair had alreagpeared as a defendant in this lawsu

° Belleair offers no proposed conclusionda in support of this affirmative
defense.
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1 | which includes claims for cancellation of aflHereford’s Registrations. Thus, even
2 | assuming Plaintiffs intended that theanduct (presumably entering into the 2006
3 | Settlement Agreement and wag until 2013 to file the insint lawsuit) be acted upgn
4 | by Belleair — there is no evidence of thiBelleair has not proven that it was ignorant
5 | of Plaintiffs’ purported rights in the Rifin Tin mark or that Belleair relied on
6 | Plaintiffs’ conduct to its detriment.
7 THEREFORE, the Court concludes thahRinc. and Shamrock have standing
8 | to pursue their claims for cancellation of teadhrk registration,ral they have carried
9 | their burden of proving that Hereford alomned Registration ‘135, and that Herefard
10 | and/or RTTI fraudulently obtained Regidtoms ‘745, ‘312, ‘852, ‘161, ‘700, 788,
11 | ‘436, and ‘551. Belleair failed to prove its affirmative defes of lachesvaiver, and
12 | estoppel.
13 Registrations ‘135, ‘745, ‘312, ‘852, ‘161, ‘700, 788, ‘436, and ‘551 are hereby
14 | ordered cancelled.
15 In light of these findings of fact and conclusions of law, Belleair's motion for
16 | judgment pursuant to FederallIRwf Civil Procedure 52(d¥ hereby denied as moaot.
17
18
19 IT IS SO ORDERED.
20 Gd‘,@/‘
21 Dated: August 21, 2015 i
HONORABLE ANDRE BIROTTE JR.
22 UNITED STATES DISRICT COURT JUDGE
23
24
25
26
27
28
55.




