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Attorney Docket No.: 90656-001

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Fifty-Six Hope Road Music Limited, Cancellation No.: 92057058
Petitioner, Registration No.: 3225517
V.

Island Food & Funinc.,

Registrant.

Commissioner for Trademarks

ATTN: Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 223131451

REGISTRANT’'S REPLY TO PETITIONER’S OPPOSITION TO REGISTRANT’'S
MOTION FOR SUMMARY JUDGMENT AND TO PETITIONER’S MOTION
PURSUANT TO FED.R.CIV.P. 56(d)
On May 2, 2014 Registrant filed motion for summary judgmemtaiming that all three of
Petitioner’s alleged bases for cancellation can and should be resolved stragifavor, as a
matter of law. On June 6, 2014 Petitioner filed a brief in response and a motion pursuant to Fe
R. Civ. P. 56(d) seekingto compel Registrant’s service of discovery responses without
objection.” Registrant submits the following arguments in reply; requests denial of Peti#ione
motion Rule 56(d) motion; and asks the Board to grant the pending motion for summary
judgment in Registrant’s favor, dismissing the cancellation proceeding irtiretyen

PETITIONER MISLEADS THEBOARD BY CONTENDNG THAT REGISTRANT HAS
‘REFUSEDTO PARTICIPATE IN DISCOVERY.
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Nearly every page of Petitioner’s brief in opposition decRegistrant’s alleged “refusab

participate in discovery.Petitioner’s overly dramatic representations on this issaemerelya

smoke screen to conceal the inconvenient reality that Petitiargusnents have no basis in law.

Petitioner attemptso divert the Board’s attention from the single question presettlbar:

whether Registraritas satisfied the requirements $smmmary judgment.

Petitioner misleads the Board by failipgrposefullyto reference correspondence demonstrating

Registrant’s good faitiHere are the pertinent facts

Having received naliscoveryrelated communicationRegistrant’s counsel (Elizabeth
Russell) took the initiatienriting on July 19, 2013 to remind Petitioner’s counsel of the
upcoming deadline for the parties’ mandatory discovery conference, and to propase a dat
for the onference (Exhibif). Russell received no response, and the deadline passed.

On August6, 2013 Russell wrote again, advising tblaé hadstill received no response

and that she remained available for the confer@ggRibit B). In that letter, Russedllso
advised, specificallythat Registrant believed it was entitled to judgment on the pleadings
on at least the first two of Petitioner’s claims for cancellation (fraud on fiee @nd
ownership of the mark)Russellexpressly asked Petitioner to withdrahose claims
voluntarily.

The discovery conference finally took place on August 13, 2013 (ExZjibi2uring that
conference, Petitioner’s counsel freely admitted she had not read Russkdlsofet
August 6, 2013 and was therefore unprepared to discuss Russell’s request for voluntary

withdrawal of the fraud and ownership claims. (Exhilll. Russell regested a
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substantive reply and advisedor the second time that barring voluntary withdrawal
Registrant would seek ptaal judgment on those claims.

e In December 2013 Petitioner sought Registrant’s consent to an extension of time for
discovery; Regisent consented and the extension was granEgiT {A578174 of
record).

e By letter dated January 28, 2014 Russell wrote again, advisiggt again — that
Registrant intended to seek summary judgment, and inviting Petitioner to péesticipa
settlement negotiations (ExhiliX). Petitioner’s counsel responded by email on February
12, 2014 requesting “concrete settlement offer” (Exhiti).

e By letter dated February 19, 2014 Russell delivered a concrete settlefiegnarml
further stated, Iam in receipt othe discovery materials you served yesterday. However,
| respectfully request your consent to a motion for suspension fposes of settlement
negotiation” Confidential Exhibit F). Russell followed up by email on February 24,
2014 Confidential Exhibi G). Hearing nothing, Russell again followed up by email on
March 11 2014(Confidential Exhibit H. Finally, on March 27, 2014 Petitioner’s counsel
respondd on the settlement proposala email,but said nothing about Russell’s request
for consent to anotion for suspensiofConfidentialExhibit H). The discovery deadline

(March 21, 2014)had already passeat the time of the March 27, 2014 email. Yet

Petitioner’s counsel ignored it.
The remaining correspondence is already of record, and yes: Regisisaad theMarch 21
deadline. Given the foregoing chronology, however, this can hardly be characterizedfasa “
to participate in discovery.” Petitioner participated in settlendistussions, yet remained

intentionally silent on Registrant’s repeated requests for consent to a sospe@watitioner
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continued to do so, even after the deadline had pa$ked, having made no prior inquiries
Petitioner went on the offensive, acausi Registrant of “wholesaldailure to respond,”
“inexcusable failure,” “refusal to participate” and now, “gamesmanship.” Redisdssmumed,
mistakenly, that the parties were continuing to negotiate in good faith andothsgnt to
suspension would be forthcoming. Petitioner’s track record, after all, was of nonegpons
delayed response to nearly every communication. At worst, Registradtsri@ccording to
Petitioner a misplaced mantle of good faBlut gamesmanship? Refusal to participate? No. The

gamesmanship in this matter, if any, is Petitioner’s.

Petitionercomplainsthat Registrant has somehow blindsided Petitioner by bringing the instant
motion for summary judgment. As the foregoing chronology and attached Exhibitsngonfir

however, Registrant had for nine monbeen advising Petitioner of Registrant’s intent to do so,

and had specifically shared the bases for relief upon which Registrant intendgd to re

PETITIONER’'S MOTIONPURSUANT TO FED.R.CIV.P. 56(d5 PROCEDURALLY
DEFICIENT AND, IN ANY EVENT, MOOT, AND SHOULD BE DENIED

Petitioner fails absolutely to establish entitlement to relief under Rule 5&fl)ch specifically

requires the nonmovant to shdwy, affidavit or declaratiothat, forspecified reasonst cannot

present facts essential to justify dsposition Please note: that means opposit@nhe motion

for summary judgmentPetitioner nowhere references the specific pomtsExhibits in

Registrant’s motion as to which it is allegedly unablpresent its opposition. Instead, Petitioner

argues loudly (but weakly) that Rule 56¢ealone— somehow provide a basis foidenying the
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motion outright and focompelling Registrant’service ofall discovery responses in this matter

whether relevanibtthe motion or not.

Even if the Board were to interpret Petitioner’s brief as maknegrequired specificeferences,

Rule 56(d) requires the reasons to be set toythffidavit or declarationNeither the declaration

of Bost nor of that o€Crujeirascontains the requisite showing, for specified reasons, how or why

Petitioner lacks facts essential to justify its opposit@Reqgistrant’s motionTo the contrary,he

dedarations of Bost and Crujeir&mtharguethe merits of the motion. Petitioner submitted a full
brief in response to the motion, along with voluminous exhibits. Haviagresponded on the
merits of the summary judgment motion, Petitioner’s motioder Rule 56(dnust be dismissed
as moot.Roche Diagnostic&MBH, And Rolee Diagnostics Operations, Inc., v. Minipumps,
LLC, 2013 WL 5467036 (TTAB 2013); seEhomas Sid v. Galderma Laboratories, Inc2012
WL 5902083 (TTAB 2012);Ron Cauldwell Jewelry, Inc. v. Clothestime Clothes, 168,

USPQ2d 2009, n8 (TTAB 2002).

Petiioner completely disregardshe limited purpose of Rule 56(d) and tkeict procedural
requirements set forth thereiss Petitioner makes no credible attempt to establish entitlement to

relief under Rule 56(d), its motion should be denied.

PETITIONER'SSTATEMENTS ON ITS FRAUD CLAIM MISLEAD THE BOARD

The first two sentences in Petitioner’s brief (Section Il [A], p.6) are ngthhort of astounding.

Petitioner is apparently asking the Board, and Registrant, to ignore the plaingerguthe
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Petition for Cancellation. Each and every allegation in the Petition (Claim “A,” paagri9)

asserts fraud based upon Registrant’s allegisdepresentation of iates of first useNowhere

in the Petitiondoes Petitioneallege or even suggest thistfraud claim arises from the statement
of actual useset forth in Registrant'Statement of UseéNor does Petitioner present this new

theory by affidavit or declaration; the seiérving abouface appears only in Petitioner’s brief.

In its motion, Registranéstablished that the dates of first use are not reléeaRetitioners
fraud claim becausd&egistrant'svas anintent to use application. Arttat (the dates of first use)
is the onlybasis upon which Petitioner asserts fraud. Howeaxeaan ifone were to accept that
Petitioner asserts fraud based on the statement of use, Regsstbamitted uncontroverted
evidence that Registrant made actual inseommerceprior to submitting its Statement of Use
(Declaration of Jeff Morris and Exhibits A, B and C to the motion for summary jedg)rin its

response Petitioneuppliesno evidence to refute the foregoinmr, by affidavit or declaration

does Petitioner offer specific reasons why it canpi@sent factsopposing that evidence
Accordingly, upon the record before the Board, Registrant has satisfie@gheements for

summary judgment and Petitioner’s fraud claim should be dismissed.

PETITIONER APPLIES THE WRONG LAW IN ITS ARGUMENTS ON LACHES

Petitioner arguesthat Registrant’s defense of laches is overcome by “inevitable confusion.”
Registrant denies the existerafeconfusion or of false suggestion of a connection, and expressly
reserves all defenses on the merits of thaim. At this time, however, the merits of the claim

are not before the Board. The only issue is whether Registrant has bsthiibsentitlenent to
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summary judgment based tre defense of laches. For the reasons that follow, the Board should

find in Registrant’s favor and dismiss the claim.

In cases arising under Lanham Act section 2(d), inevitable confusion can trpngifeaed
defense of laches. This proceeding, however, arises under Lanham Act segtigvhi2¢ there

can be overlap when analyzing thneritsof 82(d) and82(a) claims, théwo are entirely different
when it comes tohe issue of lacheslere’s why.The concern irg2(d) cases is the protection of
the public from confusion.In re Kent Pedersen109 USPQ2d 1185 (TTAB 2013), citing
Bridgestone/Firestone Research, Inc Automdile Club De L'Ouest De & France 245 Bd
1359,58 USPQ2d 1460, 146@ed Cir200]). In contrast, the concern ig2(a) cases is the
protection ofpersonsfrom exploitation of their persond. The Bridgestonecourt explained
“[t]his protection of rights of personal privacy and publicity distinguish the 82(ag fal
suggestion of connection provision from the 82(d) likelihood of confusion provision.”
Bridgestone/Firestone Research, Inc. v. Automobile Club De L'Ouest De La Feapcag at
1363. Accordingly, on the questionwhetherdacheswasavailable as a defensteBridgestone
court rejected “cases brought under 82(d), whereby a continuing and inevitable likelihood of
confusion led the court to permit tardy challenge to a registered marljhpahstead that'the
equitable defenses of laches and estoppel are not barred in 82(a) false suggsstipabsent
misrepresentation or deceitld. The Board recently cited and reaffirmed this aspect of
Bridgestone,in connection with 82(a) cases involvirgg single person.Amanda Blackhorse,
Marcus BriggsCloud, Philip Gover, Jillian Pappan, and Courtney Tsotigh v.-Pootball, Inc,

2014 WL 2757516, 30 (TTAB June 18, 2014).
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Each and every case Petitioner cites in its opposition is a 82(d) case whichBuddestone
should be rejected as inapplicable. Moreover, despite being apprisé&tidgfestonein
Registrant’s memorandum in support of the instant motion, Petitlemadeno attempt to
distinguish Bridgestoneor otherwiseto establishentitiement to relief thereundeRegistrant
respectfully submits, therefore, that its laches defense is viabl#haindpon the record before
the Board, it has been established and should opesaematter of lawo bar Petitioner’s §82(a)

claim of fake suggestion of a connection.

ADDITIONAL POINTS IN REPLY

Even if the “inevitable confusion” test were to apply (which it does not), the Boarcelththht
both the marks and the goods need to be idenf&dTeledyne Technologies, Inc. v. Western
Skyvays, Inc. 78 USPQ2d 12032006 WL 337553, 12(TTAB 2006); Houdini, Inc. v.
Metrokane, Inc.2008 WL 196360,1n 14 (TTAB 2008). None of Petitioner’s marks are identical
(or even similar}o thedistinctivedesign marlof thechallenged registration.

Theinquiry is not whether facts giving rise to a claim or defense (invol8ijg]) exist now, but
whether they existed when the challenged registration is3@ed. Yenko Gould v. General
Marketing Capital, InG.2013 WL 3168097 (TTAB 2013¥onsorzioDel ProsciuttoDi Parma v.
Parma Sausage Products, In23 USPQ2d 1894TTAB 1992). In this matter, the challenged
registration issued on April 3, 2007. Petitioner’s arguments and exhibits addrefismed
confusion(or anything els¢ occurring postegstration should be disregarded and stricken.
Petitioner’s reliance o@uban Cigar Brand$457 F. Supp. 1090 [S.D.N.Y. 1978]) is desperately

misplaced. Petitioner would have us believe thaban Cigarsupports the proposition that its
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extraordinary delayn bringing this proceeding should be excused because Petitioner was busy
suing other people. Hardly. FQuban Cigarto excuse Petitioner’s delay, Petitioner would need

to establish circumstances equal or akin to its having been driven fromntsycauorigin by a
hostile political regime; consequent uncertainty regarding the very ecestdnits mark; and

decades of litigatiorrelating to its ousteand the need to rebuild its business from scratch.

Suffice to say, Petitioner does not and cannotrtlarcumstanceremotely approachinthose
present inCuban Cigar To the contrary, Petitioner is a sophisticated corporate entity with vast
resources, represented by a parade of large global law firms. Regstraptasented by a solo
practitioner. “Weve been too busy” ringsatherhollow.

Petitioner offers no other excuse, and is “conspicuously silent” regaitdingarly eightyear
delay Teledyne Technologies, Insupra.

Registrant’s original memorandum aadcontrovertedexhibits establistprejudice sufficient to
support the defense of laches.

Petitioner’s repeated references to having “successfully opposed” Betjgs®erial Number
85177921 are misleading. That matter (Opposition Number 91201188) settled by mutual
agreement of the Parties

Petitioner failed in its opposition to include citations to official reporters, in violaifof BMP
§101.03.

CONCLUSION

The purpose of a motion for summary judgment is judicial economy: to avoid an unngecessa
trial where more evidence than is already of record could not reasonably be expattadge

the result. The record before the Boastablishes that Registrant is entitled to summary
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judgment on all claims as a matter of |&etitioner has not challengdte evidence of record

nor has Petionerallegedby affidavit or declaratiothat, for_specified reasons, it cannot present

facts essential to justify itsppositionto the evidence of recortllor, Registrant submits, would
any amount of additional evidenaange th result in this matterAccordingly,the Petition to

Cancel should be dismissed in its entirety, with prejudice.

CERTIFICATE OF SERVICE

| hereby certify that a terand correct copy of the foregoiREGISTRANT'S REPLY TO
PETITIONER'S OPPOSITION TO REGISTRANT'S MOTION FOR SUMMARY
JUDGMENT AND TO PETITIONER’'S MOTION PURSUANT TO FED.R.CIV.P. 56(dps
served on Petitioner by mailing a co%y by First Class Mail, pogtagjeaid, to Petitioner’s
counsel at the following address this 23 day ofJune, 2014:

Jill M. Pietrini

SHEPPARD MULLEN RICHTER & HAMPTON LLP
1901 Avenue of the Stars, Suite 1600

Los Angeles, CA 90067-6017

/elizabeth t russell/

The above is my electronic signature, personally entered by me in accordahc¢hevit
requirements of 37 C.F.R. §2.193(c)

Elizabeth T Russell

6907 University Ave., #227
Middleton, WI 53562
Telephone: 608-826-5007
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EXHIBIT A



Russelll.

49 Kessel Court Suite 200 Madison, WI 53711 608-285-5007 www.erklaw.com

Russell Law is a trade name of the Law Offfice of Elizabeth T Russell, LLC
Elizabeth T Russell is admitted to practice in New York, Connecticut and Wisconsin

July 19, 2013

Jill M. Pietrini, Esq.

SHEPPARD MULLEN RICHTER & HAMPTON LLP
1901 Avenue of the Stars, Suite 1600

Los Angeles, CA 90067-6017

Re: Cancellation No. 92057058

Dear Ms. Retrini:

Deadline for a discovery conference in connection with the atefeeenced is July 24, 201B.
write via US Mail, as yoexpresseadn unwillingness to communicate via email.

| am availabldor a telephone conferenoa lly 24 between noon and 4pm, central time. Please

advise.

Sincerely,

Elizabeth T Russell


http://www.erklaw.com/
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Russelll.

6907 University Ave. #227 Middleton, WI 53562 608-826-5007 www.erklaw.com

Russell Law is a trade name of the Law Offfice of Elizabeth T Russell, LLC
Elizabeth T Russell is admitted to practice in New York, Connecticut and Wisconsin

August 6, 2013

Jill M. Pietrini, Esq.

SHEPPARD MULLEN RICHTER & HAMPTON LLP
1901 Avenue of the Stars, Suite 1600

Los Angeles, CA 90067-6017

Re: Cancellation No. 92057058

Dear Ms. Retrini:

Enclosed please find my change of correspondence address, filed today Vi EST

| remain available for the mandatory discovery conference and note that, desfateento you

of July 19, 2013 and followp email of July 30, 2013 | have as yet received no communication
from your office regarding same.

At this time | would like to request your withdrawal afaims“A” and “B” of the petition,
namely, fraud on the office and registrandwnership of the mark. As outlined iretanswer, it
seems clear that both claims are subjecismissal on the pleadings. | intend to make a motion

for partial judgment on the pleadings, if we are unable to agree upon your whittedrawal
of those claims. Please advise at your earliest convenience.

Sincerely,

Elizabeth T Russell


http://www.erklaw.com/
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From: Elizabeth Russell

To: "Whitney Walters"

Cc: jpietrini@sheppardmullin.com

Subject: Discovery conference summary: Island Food & Fun, Inc.
Date: Friday, August 16, 2013 3:31:00 PM

Re: Cancellation No. 92057058
Whitney:

Given that the deadline for initial disclosures is just a few days away, | provide this summary of our
August 13 discovery conference via email rather than US Mail.

1. We conducted a discovery conference in the above-referenced, via telephone on August
13, 2013.

2. We agreed that the deadline for initial disclosures stands, at August 23, 2013.

3. Your client requests changes to the standard protective order. You will forward to me a
redline of the requested changes, at your earliest convenience.

a. Wedid not discuss a date for this, but | would appreciate receiving the redline
within the next week.

4. You will consult with your client about conducting this proceeding in accordance with the
provisions for Accelerated Case Resolution (ACR).

5. You had not reviewed my letter of August 6, 2013. Accordingly, we were unable
substantively to discuss my request that your client withdraw its claims regarding fraud on
the office and ownership of the mark. You will respond substantively, as soon as possible.
Again, | would appreciate a substantive reply within the next week. Barring that, | intend to
make a motion for partial judgment on the pleadings, seeking the dismissal of these two

claims.
Please advise if | have omitted or misstated anything.
Thanks very much,

Elizabeth

Elizabeth T Russell beth@erklaw.com
NEW MAILING ADDRESS:
6907 University Ave. #227
Middleton, WI 53562 USA

Voice Telephone: 1-608-826-5007


mailto:beth@erklaw.com
mailto:wwalters@sheppardmullin.com
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mailto:beth@erklaw.com

EXHIBIT D



Russell! .

6907 University Ave. #227 Middleton WI 53562 608-826-5007 www.erklaw.com

Russell Law is a trade name of the Law Offfice of Elizabeth T Russell, LLC
Elizabeth T Russell is admitted to practice in New York, Connecticut and Wisconsin

January 8, 2014

Jill M. Pietrini, Esq.

Whitney Walters, Esq.

SHEPPARD MULLEN RICHTER & HAMPTON LLP
1901 Avenue of the Stars, Suite 1600

Los Angeles, CA 90067-6017

Via email: wwalters@sheppardmullin.cordPietrini@sheppardmullin.com

Re: Cancellation No. 92057058

Legal Correspondence forSettlement Purposes Only. Not Admissible Under FRE 408.

My statements herein are made for the purposes of settling the dispute betweenntair clie
Anything that | might say or propose is neither an admission of any allegations that you or your
client migh have made nor a waiver of any rights or defenses that my cl@nhave.

Dear Ms. Pietrini and Ms. Walters:

Having reviewed the undisputed facts in this matter, | believe that the Registentitled to
judgment as a matter of law on all three of the claims raised in the petition for cancellatio
Specifically:

1. Fraud. Registrant’s alleged dates of first use were not material to registrabilitye of th
intentto-useapplication that eventually matured into the challenged registrétsowell,
therequiredBosefactors are not present.

2. Ownership of the Mark. Non-ownership of a mark at the time of registration cannot be
asserted against a registration more than five years old.

3. False “Association” This claim is barred on grounds of laches and estoppel, as you
clientexpresslyraised and failed to pursue identical claiover a period of at least eight
years.

Accordingly, my client has instructed me to make a motion for summary judgment.
Before doing so, however, | write to ascertain your interest in disgus settlement.believe

the likelihood of my client prevailing on summary judgment is very strergyen without
discovery. However, the motigrrocess willrequire both your client and mine to incur otherwise


http://www.erklaw.com/
mailto:wwalters@sheppardmullin.com
mailto:JPietrini@sheppardmullin.com

unnecessary expenses confidential settlement would permit your client to avaidoublic
record of having failedo prevail on these issues; it would, as well, afford us an opportunity to
negotiate terms finally disposing of the issues between our clients.

| draw your attentn to Rule3-510 of the California Rules of Professional Conduct, which
require a lawyer promptly to inform the client of “all amounts, terms, and conditionsyof a
written offer of settlement made to the cliénAccordingly, in any reply | request your
affirmative representation that your client has received a copy of this tatgt is aware of the
unique facts of this matter; and thah#s instructed you specifically to deliver the reply.

Thank you for your thoughtful consideration, and | look forward to hearing from you.

Sincerely,

Elizabeth T Russell
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From: Whitney Walters

To: Elizabeth Russell

Cc: Jill Pietrini

Subject: RE: 56 Hope Road v. Mormax

Date: Wednesday, February 12, 2014 4:50:39 PM
Sensitivity: Confidential

Elizabeth:

We are in receipt of your letter dated January 28, 2014.

While we strongly dispute that your client is entitled judgment as a matter of law on
any of the three claims asserted in the cancellation petition and are prepared to
vigorously defend against any motion along those lines, we would be happy to
entertain the possibility of resolving this dispute without further expenditure of
attorneys’ fees and costs. Your letter indicates that your client is interested in
pursuing this option, yet you propose no actual “amounts, terms, [or] conditions” of
settlement for our client to consider.

If you have a concrete settlement offer that you would like our client to entertain,
please forward it to us, and we will send it to our client for consideration.

Best,

Whitney

From: Elizabeth Russell [mailto:beth@erklaw.com]
Sent: Tuesday, January 28, 2014 9:58 AM

To: Whitney Walters

Cc: Jill Pietrini

Subject: RE: 56 Hope Road v. Mormax
Sensitivity: Confidential

Whitney and lill,

Please confirm your receipt of the attached letter from me. | look forward to hearing from you at
your earliest convenience.

Best,
Elizabeth

Elizabeth T Russell beth@erklaw.com


mailto:wwalters@sheppardmullin.com
mailto:beth@erklaw.com
mailto:JPietrini@sheppardmullin.com
mailto:beth@erklaw.com

	Island reply FINAL no exhibits
	exhibit dividers
	Ex A 07192013 etr to jp
	Ex B 080062013 etr to jp
	Discovery conference summary_ Island Food & Fun...
	Ex D 01282014 etr to wwjp
	RE_ 56 Hope Road v. Mormax

