Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA661457

Filing date: 03/16/2015

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92057023

Party Plaintiff
LuckyU Enterprises, Inc., dba Giovanni's Original White Shrimp Truck

Correspondence JENNIFER FRASER

Address NOVAK DRUCE CONNOLLY BOVE + QUIGG LLP

1875 EYE STREET NW, ELEVENTH FLOOR

WASHINGTON, DC 20006

UNITED STATES

trademark@novakdruce.com, jennifer.fraser@novakdruce.com,
daniel.mullarkey@novakdruce.com, breanne.staley-ashe@novakdruce.com, tm-
docket@novakdruce.com

Submission Brief on Merits for Plaintiff

Filer's Name Daniel P. Mullarkey

Filer's e-mail trademark@novakdruce.com, daniel.mullarkey@novakdruce.com
Signature /Daniel P. Mullarkey/

Date 03/16/2015

Attachments Petitioner's Brief Redacted.pdf(132988 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Trademark Registration No. 4,220,686
Mark: GIOVANNI'S ALOHA FOODS
Registration date: October 9, 2012

In the matter of Trademark Registration No. 4,224,400
Mark: GIOVANNI'S SCAMPI MARINADE
Registration date: October 16, 2012

In the matter of Trademark Registration No. 4,232,569
Mark: GIOVANNI'S ORIGINAL WHITE SHRIMP TRUCK
Registration date: October 30, 2012

In the matter of Trademark Registration No. 4,248,595
Mark: GIOVANNI'S HOT & SPICYWE REALLY MEAN IT! SAUCE
Registration date: November 27, 2012

LuckyU Enterprises, Inc., dba Giovanni's :
Original White Shrimp Truck :

Petitioner,

V. . CancellatiolNo. 92057023
John “Giovanni” Aragona . : Redacted Version

Respondent.

PETITIONER’S BRIEF
(Non-Confidential Version)

Jennifer Fraser

Daniel P. Mullarkey

Novak Druce Connolly Bove + Quigg LLP
1875 Eye Street, NW, 11th Floor

(202) 331-7111

Washington, DC 20006

Attorneys for Petitioner



TABLE OF CONTENTS

PRELIMINARY STATEMENT ..ottt e e e e e e e e e e e e e e e e s e s 5
DESCRIPTION OF THE RECORD ......ccciiiiiiiiiiiiiiiiieeeee e a e 8
STATEMENT OF THE ISSUES. ... ..ottt 10
RECITATION OF FACTS ... ittt bttt e e e e e e e e e e e e e e e e e s e e e annas 11
A Petitioner’s Priority and Renown of GVANNI'S in Relation to Food Services
................................................................................................................... 11........
B. Registrant is Not Affiliated With AngCompany That Has Continuously Used the
GIOVANNIES MAIK .11ttt e e e e e e e e e e e e e e s areeeaeeees 14
C. Registrant’s “Use” of the TrademarksLikely to Cause Confusion and Has
(@2 T IST=To I @0 1 1151 o] o NP PEUPPUURPPPPR 14
a. Similarity of the MarksS ........cooooviiiiiice e 15
b. There is a Likelihood of Confusn and Ample Evidence of Actual
(@70] 0111151 o] o P PPPPPPPRPPRPPPP 16
Registrant Has Otherwise Abandoned the Trademarks...............ccceeeeeee 17
d. Registrant's GIOVANNI'S marks Hsely Suggest a Connection with
Petitioner and are Otherwise DeceptiVe.............ooevvviiiiiiiiiiei e, 18
e. Registrant’s Trademark Apphtions were Fraudulent............................ 18
ARGUMENT L.ttt ettt e et et e e aeaaeeaaaeesaasannnnnbbbrebeeeees 9. 1
A. Petitioner’'s Long Use Establishis Priority and Standing ................ccoovvvvvvnnne. 19
a. Registrant Cannot Estaltifriority Relying on Uses of the GIOVANNI'S marks
by Unrelated ENtItIES.........coooiiiiiiece s e e e e e e e 20
B. Registrant's GIOVANNI'SORIGINAL WHITE SHRIMP TRUCK Registration
[ES3VZ 010 =T 0 1111 [ PSP T TR 25
C. Registrant’s Marks Are Likely to Cae<Confusion and have Caused Confusion
WITH PEULIONET . e e 27
a. The marks as a whole are identiaatl/or highly similar because each
mark begins with GIOVANNI'S ... 28
b. The Goods and Services Are Essentially the Same and/or Within the Zone
Of Natural EXPANSION ......cooiiiiieiiiieeeceeeeee et 29
C. Petitioner Has Strong Brand Recdgun and is Well-Known for Shrimp
................................................................................................................... 30
d There is Significant Evidence of Actual Confusion ...............ccccvviiiiennn, 31



e. There was Little or No Period of Concurrent Use Without Evidence of

ACtUAl CONFUSION ..ot e e e e e e e e e e e eeeeeeenes 32
f. Registrant Intentionally Adopted Magkdentical to and/or Similar to
PetitioNer's MArkS. ..........uuuiiiiiiiiiiiiiiie e 33
D. If Registrant Ever Had Any Rights in the Trademarks, Any Rights Are
ADANAONEA ... e e e e e e e e e 34
a. By Leaving Giovanni's Aloha FoodRegistrant Abandoned Any Claim to
Trademark Rights in the Marks ..........ccooeeiiiiiiiiiiiccie e, 34
b. There is a Presumption of Abandonment............ccccoeeeevviiiieeeeiiiccceee e 35
E. Registrant’s Registratioand Use of RegistrantGIOVANNI'S marks Suggests a
False Connection With PetitIONEr ............eeviiiiiiiiiiiiieee e 35
F. Registrant’s Website EvidencBegistrant’'s Deceptiveness ........cccceevveeeeeeeeeeenne. 37
G. Registrant’s Fraudulent Prosecution o #pplications Deceived the PTO........ 39
VI, CONCLUSION ...ttt ettt ettt e e e e e e e e e e e e e e aaaaa s abbbbb bbb beeeeeeees 41



CASES
Cumulus Media, Inc. v. Clear Channel Comitations, Inc., 304 F.3d 1167 (11th Cir. 2002) 35
Edgecraft Corporation v. Smiths ConsurReoducts, Inc., 2013 WE407302 (TTAB 2013)... 32
Freedom Card, Inc. v. JP Morgan Chase & Co., 77 USQP2d 1515 (3rd Cir. 2005) .........ccceeenn... 33
Haymaker Sports, Inc. v. Turian, 581 F.2d 257 (CCPA 1978).....ccccouiiiiiiiiiiiiiiiieeeeeeeee e 25
In re Binion, 93 USPQ2d 1531 (TTAB 2009) ......cccccuuittttiiiiiieeeeee e e e e e e e e e e s e e e e e e eeee s 29
In re Bose, 580 F.3d 1240, 91 USPQ2d 1938 (Fed Cir. 2009) .......ccceeeiiiiiiiiiiiiiiiiiiiiieeeeeeeee e 39
In re Chatam Int'l Inc., 380 F.3t340, 71 USPQ2d 1944 (Fed. Cir. 2004) .........coooeviinvvvvrrnnnnn. 28
In re E.I. DuPont de Nemours & Co., 177 USPQ 563 (CCPA 1973).......ccuvvviviiiiiiieeieieeeeee, 27, 28
In re Majestic Distilling Co.65 USPQ2d 1201 (Fed. Cir. 2003).......cccceviiiririrriiiiiiiiieee e eeeeeeee 31
In re Wielinski, 49 USPQ2d 1754 (TTAB 1998) .....uuuuiiiiiiiiee ettt e e e e e eeeeeennnnees 36
Interstate Commerce Issue - Larry HarmonwRes Corp. v. Williams Rest. Corp., 929 F.2d 662,

18 USPQ2d 1292 (FEd. Cir. 1991). . uuiiiiiiiiiiiieieeeee e e e ee e e e e e e e e e aaaaeeaaea e e e e e s snnnnnes 19
Johnson & Johnson v. E.I. du Pont de Nemours & Co., 181 USPQ 790 (TTAB 1974) .............. 38
Kelly Services Inc. v. Greene’s Tempoies Inc., 25 USPQ2d 1460 (TTAB 1992)................... 40
Lever Bros. Co. v. Riodela Cherai Co., 5 USPQ 152 (CCPA 1930) .....cccevvvveeeeiiiiiiiiiieeee e 33
Mattel Inc. v. Funline MerclCo., 81 USPQ2d 1372 (TTAB 2006) .........ccevvevervvviriiiiiiieieeeeeeenn, 28
McCoy v. Mitsubishi Cutlery, Inc., 6FF.3d 917, 36 USPQ2d 1289 (Fed. Cir. 1995) ................. 23
Molenaar, Inc. v. Happy Toys Ind88 USPQ 469 (TTAB 1975) ......cccvviiiiiiiiiiiiiiien e 31
Nationstar Mortgage LLC, 112 B5.P.Q.2d 1361 (TTAB 2014) ......cuuuuuuiiiiiiiieeeeeeeeeeeeeeeeiiees 39, 40
Otto Int'l, Inc., 83 USPQ2d 1861 (TTAB 2007) .....uuuuuieeiiieiiieeeaaeeeaeeeeeeesssensssseeeneeeeaseaeaeeens 37, 39
Palm Bay Imps., Inc. v. Veuve CliguBhsardin Maison Fondee En 1772, 396 F.3d 1369, 73

USPQ2d 1689 (FEd. Cir. 2005)... . uueueiiiiiiiiiieieeeeeeeeee s e e s seseeeaaea e e aeaaaaaaaaeaaaaesaaasaaannnssrennnes 28
Plus Products v. Physicians Formula Cesas, Inc., 198 USPQ 111 (TTAB 1978)................. 31
Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895 (TTAB 1988)......cccccceeevieeeeeenennnnn. 28
ShutEm Down Sports, Inc. v. CarkBn Lucy, 102 USPQ2d 1036 (TTAB 2012)........c.cccccuue.ee. 26
Univ. of Notre Dame Du Lac v. J.C. Gourmet Food Imports Co., 703 F.2d 1372, 217 USPQ 505

(=0 TR T g R 1 1 ) USRS 36

15 U.S.C. 8 L1052() cvvvrvreveeeereereseereseseeeeessesseseseeseseesessesseseseeseesseseesessssesseseeseesens 11,.37,.38
15 U.S.C. 8 L052(0) vvovevereereerereereereeseeseseeseseeseesessssessesesesessessssesseseseesessesessessess eeemen 8,11
15 U.S.C. 8 1055 .eveveveeeeeeee et eeeeeeeeeeeeeeeee e e s seeseeseeee e e et et ee e e eeseee et et e et eaneaneesemen 24
(LSRRI oI 3 T v AT 24,.35,.36

OTHER AUTHORITIES
Trademark Trial and Appeal Board Maho&Procedure (“TBMP") § 309.03(b)............ccc...... 21

TREATISES
J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 18:37 ....... 27
J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION§23:110 ..... 34
J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 23:13........ 32
RESTATEMENT THIRD, UNFAIR COMPETITION 822, COMMENT C(1995) ...cceeeviiiiiiiiiiiiiiiieee 34

4



l. PRELIMINARY STATEMENT

John Aragona (“Registrant”) was a onetime fagk owner, whoalong with his then
wife, Connie Aragona, sold sautéed shrimp franfiood truck located on the North Shore of
Hawaii. Registrant and his wife sold thisditging business more thandecade ago, well before
filing the applications subject to this proceedinthe business was sold to Nitsche Enterprises,
Inc. in 1997 under an Asset Purchase AgreemBstitioner, LuckyU Enterprises, the successor
in interest of Nitsche Enterprises, Inc. for fhechased restaurant business, acquired all rights to
the shrimp truck business.

Soon after Petitioner acquirede food truck business, Rsgiant, his wife, and other
partners, started a Limited Liability Compa Giovanni’'s Aloha Foods, a Hawaii Company
(“the Hawaii LLC”), devoted to selling sauces to the shrimp truck. Petitioner agreed to purchase
the sauces from the Hawaii LLC as long as Hawaii LLC could deliver the sauces. Along
with Registrant and his wife, Jioodrich, a member of Petitionevas also an original member
of the Hawaii LLC. The Hawaii LLC struggled and the members eventually approached Troy
Nitsche and offered him equity in the sauce lbmjtbusiness in exchander an investment of
$100,000. Mr. Nitsche agreed to become a member of the Hawaii LLC. Soon after Mr. Nitsche
joined the business, Registrant and his thefie Wionnie Aragona divorced and Registrant left
the State of Hawaii, ceasing participation in the business. The Hawaii LLC continued to operate
until 2004. The shrimp truck business has continued to operate up through today under the names
GIOVANNI'S ALOHA SHRIMP, GIOVANNI'S ORIGINAL WHITE SHRIMP TRUCK and
GIOVANNI'S SHRIMP TRUCK (“Pettioner's GIOVANNI'S marks”).

Nitsche Enterprises, and later in conjunctrath Mr. Goodrich, as LuckyU Enterprises,

managed to turn Mr. Nitsche’s $120,000 inwestt in two food trucks int(EGzGN



B 2 year business. The mess thrived as Mr. Nitsche wited significant resources to
marketing. The business has been featwredelevision shows anid generally well-known
throughout the United Statesd around the globe.

The Hawaii LLC did not fare as well and Connie Aragona eventually decided to try to
“take back” the shrimp truck business. MAgagona threatened Mr. Nitsche and his family
unless he agreed to sign over the food trbgkiness he purchased from her in 1997. Mrs.
Aragona was convicted for these actions in 20@Be is still serving a twenty year sentence.
Only Mr. Nitsche, Mr. Goodrich, and Mr. Goodrishwife, Diana, remained as active members
of the Hawaii LLC. In 2004, the membership agrézdissolve the bottling and distribution of
the shrimp sauces. LuckyU Enterprises contirtoddcus on running the shrimp truck business.

LuckyU Enterprises as successor in intecddtlitsche Enterpriseand the Hawaii LLC,
has been continuously providingstaurant services in connectianth the sale of shrimp and
related food from its food trucksngie 1997 under GIOVANNI'SALOHA SHRIMP and
GIOVANNI'S SHRIMP TRUCK. In March 0fl998, Petitioner also began using GIOVANNI'S
ORIGINAL WHITE SHRIMP TRUCK in commerce fats restaurant anfbod truck services.
Further, Petitioner sells sautéed shrimp dishes, including a shrimp scampi and shrimp hot and
spicy from the truck under the mark@YANNI'S ORIGINAL WHITE SHRIMP TRUCK.

Registrant was fully aware that Petitioneses the above referenced trademarks, and
further that Petitioner acquirdtie rights under the Asset Purchase Agreement to operate and
expand the business including any trademarks adsdcivith the food truck business, Registrant
still elected to file trademark applicati® for GIOVANNI'S ORIGINAL WHITE SHRIMP
TRUCK, GIOVANNI'S ALOHA FOODS, GDVANNI'S SCAMPI MARINADE, and

GIOVANNI'S HOT & SPICY WE REALLY MEAN IT! SAUCE (“Registant’'s GIOVANNI'S



marks”). In support of some of these applicatjdRegistrant used relagly recent pictures of
Petitioner’'strucks, food and advertising as specimemsg] Registrant filed for nearly identical
trademarks as those used by the Hawaii LLC (now dissolved). Based on the evidence and
testimony provided by RegistrariRegistrant admits that h#oes not offer “food preparation
services” or “mobile restaurantrsees” despite the claims in his applications and subsequently
issued registrations under the marksIOVANNI'S ALOHA FOODS and GIOVANNI'S
ORIGINAL WHITE SHRIMP TRUCK. Furtherthe evidence shows only limited sales of
bottled scampi and hot sauce starting as dat€009, well after LuckyU Enterprises, Nitsche
Enterprises, or the Hawaii LLC Giovanni’'s dda Foods had established use of similar
trademarks for related goods/services. The aladeshrimp scampi marinade, shrimp sauté hot
sauce, and retail food serggk under Registrant's GIOVANNI'S marks are likely to cause
consumer confusion with Petitior® marks and have caused comusin violation of 15 U.S.C.

8 1052(d). Further, Registrgs registration for GIOVANMNS ORIGINAL WHITE SHRIMP
TRUCK isvoid ab initiobecause the mark was not in use bgigeant at the time of application
and has not been used by Regist. Registrant’s trademarkadhuse thereof falsely suggest a
connection with Petitioner and are deceptive.gifeant has further abandoned the trademarks
and committed fraud in procuring the regiswa. Accordingly, LuckyU Enterprises, dba
Giovanni’'s Original White Shrimp Truck, a Haiv&orporation (“Petitioner” or “LuckyU”), has
petitioned to cancel John Aragdmd‘Registrant” or “Aragona”yegistrations for the following
GIOVANNI'S marks:

e GIOVANNI'S ALOHA FOODS, Registidgon No. 4,220,686 for “food preparation
services” in class 43, issued October 9, 2012;

e GIOVANNI'S SCAMPI MARINADE, Registration No. 4,224,400 for “marinades” in
class 30, issued October 16, 2012;



GIOVANNI'S ORIGINAL WHITE SHRIMP TRJCK, Registration No. 4,232,569 for
“mobile restaurant services” inads 43, issued October 30, 2012; and

GIOVANNI'S HOT & SPICY WE REALLY MEAN IT! SAUCE, Registration No.
4,248,595 for “hot sauce” in class 30, issued November 27, 2012.

I. DESCRIPTION OF THE RECORD

The evidence of recordonsists of evidete introduced by Peibner, evidence

introduced by Registrant, andrious testimony depositions.

The following evidence was submitted in the Petitioner’s Notice of Reliance (PNOR)

Description: Exhibit
. Registrant’s registrations esue in this case and the Exh.

accompanying file histories. Registration Nos. 4,220,686;
4,232,569; 4,248,595; 4,224,400

Petitioner’s Applications asserted in Cancellation No. Exh. 2
92057023. Application Serial Nos. 85/897,872; 85/897,861

Petitioner’s Applications abandoned in 2012, and the
accompanying file histories. Application Nos. 85/219,370Exh. 2
85/219,363; 85/201,288; 85/201,288 and 85/201,283

Various article, advertisements, and Printed Publication

Exh. 3
excerpts
Registrant’s Objectionsd@ Responses to Petitioner’s Exh. 4
Requests for Admissions '
Registrant’s Objectionsid Responses to Petitioner’s Exh. 5
Interrogatories
Registrant’s SupplementaResponses to Petitioner’s Exh. 5

Interrogatories

Documents produced by Registrant during discovery by Exh. 6

! Petitioner refers to documents in PNORIZRNOR by document production numbers in the
format LuckyUO0000X, for Petitioner-producddcuments, or JAOOOOOX, for documents
produced by Registrant.

2 Petitioner timely filed a Supplemental Natiof Reliance which included the missing file
history for Registration No. 4,248,595.



stipulation of the parties (confidential)

Excerpts from the John Aragona discovery deposition g, 2
transcript pursuant to the Trademark Rules '

(confidential)
Stipulations by the parties Exh. 8
Web page print-outs Exh. 9

The following evidence was submitted in Respondent’s Notice of Reliance (RNOR):

Description: Exhibit

Various articles, advertisements, and Printed Publication Exh. A
excerpts

- . : Exh. B
Official Records as desbed in 37 CFR § 2.122(e) X
Petitioner’'s Responses Registrant’s Requests for Exh. C
Admissions

.. , , . Exh. C
Petitioner’s Responses to gitstrant’s Interrogatories
Web page print-outs Exh. D
Excerpts from the John Aragona discovery deposition Conf. Exh. E
transcript pursuant to the Trademark Rules

Conf. Exh. F

Stipulations by the parties

The following evidence was submitted iretPetitioner's Rebuttal Notice of Reliance

(PRNORY):

Description: Exhibit

Excerpts from the John Aragona discovery deposition Exh. 1
transcript pursuant to the Trademark Rules (confidential)

State of Hawaii Department Commerce and Consumer
Affairs Official Records Exh. 2

The parties entered intbe following stipulations:

3 Petitioner will refer to this deposition Asagona DD. The Deposition was marked Trade
Secret/Commercially Sensigvn its entirety.



(1)  The parties stipulate to the autheiyiof the third-party e-mails produced
by Respondent to date in this proceeding. The parties reserve the right to
all other objections to thdocuments (TTABVue #14).

(2) Respondent stipulates thali the information inthe applications for the
registrations at issue was provideg John Aragona to his attorney and
application signatory, Jamie Pitts. Jamie Pitts signed declaration reflects
only the knowledge she receivedatitly from John Aragona (TTABVue
# 15)

The parties submitted the following testiny deposition transcripts and accompanying
exhibits:

Troy Nitsche (“Nitsche TD1)'taken on September 17, 2914
Alex Sonson (“Sonson TD”) taken on December 3, 2014
Troy Nitsche (“Nitsche TD2") taken on December 3, 2014

John Aragona (“Aragona TD”) taken on December 11, 2014

.  STATEMENT OF THE ISSUES

1.

Whether Registrant’s registrations for gkgrant's GIOVANNI'S marks should be
cancelled under 15 U.S.C. § 1052(d) because they are likely to cause confusion with
Petitioner’s earlier and existing iR®ner's GIOVANNI'S marks.

Whether Registrant’s registrations for g&rant's GIOVANNI'S marks should be
cancelled under 15 U.S.C. § 1052(a) becdhsg falsely suggest a connection with
Petitioner.

Whether Registrant’s registrations for gkgrant's GIOVANNI'S marks should be
cancelled under 15 U.S.C. § 1052(a) because they are being used by Registrant so as
to misrepresent the source of the goods mvises on or in connection with which the

mark is used and are deceptive.

Whether Registrant’s registrationrfG6IOVANNI'S ORIGINAL WHITE SHRIMP
TRUCK mark should be cancelledasid ab initiobecause it was han use on or in
connection with the recited goods a time the application was filed.

Whether Registrant’s registrations for g&rant's GIOVANNI'S marks should be
cancelled under 15 U.S.C. § 1064(3) bseaRegistrant abandoned the marks.

* The first Troy Nitsche Testimony Depositiaill be referred to as Nitsche TD1.

> The Alex Sonson Testimony Depositioniivie referred to as Sonson TD.

® The second Troy Nitsche Testimony Depositiah e referred to as Nitsche TD2.
" The John Aragona Testimony Depositiorl e referred to as Aragona TD.
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6. Whether Registrant’s registrations fRegistrant's GIOVANNS marks should be
cancelled due to Registrant’s fraudtbe PTO in procuring the registrations.

V. RECITATION OF FACTS

A. Petitioner’s Priority and Renown of GIOVANNI'S in Relation to Food
Services

LuckyU Enterprises and its predecessors in interest, Nitsche Enterprises and Giovanni’'s
Aloha Foods, a Hawaii LLC (collectively “LuckyU’have been selling shrimp plate lunches,
drinks, restaurant services, and other foodiseritems out of mobile food trucks for over 17
years when Nitsche Enterprises purchaaedusiness owned by John and Connie Aragona.
Nitsche TD1 13:1-14-3. The business purchasgditsche Enterprises included two trucks,
signage and all of the equipment to rum thusiness formerly owned by John and Connie
Aragona. Petition for Cancellation at Appendix Nitsche 38:24-39: 16| NG -s.

The word “Giovanni’s” was prominently displayed the purchased trucks and signage. Nitsche
TD1 41:3-13; Nitsche TD1 58:5-11. Petiier is the owner of GIOVANNI'S ALOHA
SHRIMP, GIOVANNI'S ORIGINAL WHITE SHRIMP TRUCK, and GIOVANNI'S SHRIMP
TRUCK. Nitsche TD1 9:11-25.

Nitsche Enterprises purchased the truckd immediately began selling shrimp and other
retail food products under the tradema@&©OVANNI'S SHRIMP TRUCK and GIOVANNI'S
ALOHA SHRIMP. Nitsche TD1 24:21-25:3; Nitsch®1 53:20-54:9; Nitsche TD1 at Exs. 2, 3,
and 5; PNOR Ex. 3. Shortly after purchasing Husiness and in the face of competition from
other food trucks selling shrimp in the ardditsche Enterprises started using the mark
GIOVANNI'S ORIGINAL WHITE SHRIMP TRUCK tofurther distinguish its business from its
competitors and reinforce that his business th@ ORIGINAL. Nitsche TD1 10:16-24; Nitsche
TD1 54:12-55:4. In the 17 years since acquiring the business, Petitioner has substantially
exclusive & continuous usef the marks and no other food truck has used a similar
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GIOVANNI'S trademark. Nitsche TD1 55:5-8Mr. Nitsche also sells GIOVANNI'S SCAMPI
and GIOVANNI'S HOT & SPICY shrimp plates.itdche TD1 64:6-8; Nitsche TD1at Ex.8; see
also Petition for Cancellation. Nitsche Enterprises continuously sold food and drink from its
food trucks, including shrimp plates, untD@3 or 2004 when it was reformed under LuckyU
Enterprises dba Giovanni’s OrigihWhite Shrimp Truck and all assets of Nitsche Enterprises
were transferred to the new company. &hies TD1 53:3-16. Registrant has admitted to
Petitioner’s continued use of the marks. See Amsat | 9. Petitioner’'s substantially exclusive
and continuous use of the GIOVANNI'S marks distinctive, and Petitioner has come to be
known under the marks, the marks have acqusexbndary meaning, and are associated with
Petitioner. Petitioner is thieue owner of the trademarks.

The Hawaii LLC was formed in 1998 (See Avag TD at Exhibit 15) with the primary
focus being “[tlhe manufacture and sale of th&’s bottled sauces and bottling of third party
products.” Nitsche TD2 at Ex. 5. Troy Nitg&kntered the LLC as a member on October 14,
1999. Pursuant to the Hawaii LL@perating agreement, JohndaConnie Aragona contributed
their sauce recipes, existing mess contracts, and certgmoduction equipment valued at
$15,000. Jim Goodrich and Diana Wong contribu#8¢D00, their business expertise and legal
services. Troy Nitsche contributed $100,000. Nis@iD2 at Ex. 5. There were three voting
interests; John and Connie gana had one vote, Jim Goodriahd Diana Wong had one vote,
and Troy Nitsche had one vote. Sometim2000, John and Connie Ayana divorced and John
Aragona left the state of Hawaii and also te# Hawaii LLC as a member. Nitsche TD1 49:25-
50:10. Shortly thereafter, in 2001, Connie Aragormatto extort the shrimp truck business from
Troy Nitsche and she hired peopdethreaten Troy and his famibt gunpoint if hedid not sign

over the business to her. NiteciiD1 50:11-21; see also Answar [ 5 and 6. Neither John
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Aragona nor Connie Aragona ever contacted Misdte, Mr. Goodrich, or anyone at the Hawaii
LLC after their departures. Nitsche TD1 51'8- Nitsche TD1 55:9-56:14 (“Q. When was the
first time John Aragona contacted you afterdisappeared around 2000? Fae first — the first
contact | had with John since | saw him walk obithe door of thébottling company was to
receive a letter from an attorneit. was said to be representihgn....Q. What is the date of the
letter you received depicted at page 585Névember 30, 2010”"). The Hawaii LLC continued
to operate after Registrantitle Nitsche TD1 82:7-18. The Hawaii LLC eventually dissolved.
Nitsche TD1 88:2:5.

The GIOVANNI'S marks are well-known due te extensive maeting and promaotion,
word of mouth and third-partarticles and TV shows higighting LuckyU’s use of the
GIOVANNI'S marks. See PNOR ExhibR, LuckyU 00047-53, LuckyU 000136-37, LuckyU
000210-314, LuckyU 000317 — 400, LuckyUl@32, LuckyU 001633, LuckyU 001635, Lucky
U 001642-46, LuckyU 002117-118, LuckyU 002127-128, JA000204-205, JA000206-209,
JA000210-212, JA000415-423, JA000438-440, JA000442-445, JA 000450-456); see also
Nitsche TD1 14:4-27:6; Nitsche TD1 Exs. 2 and 3). For example, LuckyU’s shrimp trucks are
featured in Fodor's Travel Guide and Fromreer'See Nitsche TD1 32:25-34-7; Nitsche TD1
Ex. 7, LuckyU 001809-13; PNOR Ex. 3, LuckyU 0016®A- LuckyU’s shrimp trucks are also
featured on the website “Hawaii for Visitdrs Nitsche TD1 34:12-17; Nitsche TD1 Ex. 7,
LuckyU 001815. LuckyU runs a 30-second commérmgiteen times a dagn the local hotel
channel. Nitsche TD1 15:9-20; Nitsche TD1Ext 2. LuckyU also has an advertisement in
Spotlight Hawaii, Oahu Gold, 101 Things To @m Oahu, among many other advertisements.
Nitsche TD1 15:21-19; PNOR Ex. 3, LuckyU000137ZuckyU is also featured on blogs,

including Buzzfeed. Nitsche TD1 at Ek. LuckyU 001868-71; PNOR Ex. 3, LuckyU 001642-
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46; Nitsche TD1 71:12-24. Luckyld also featured on televisi@hows, such as “Man versus
Food,” “Real Housewives of Orange County,” “Ice Loves Cocoa,” and “Baywatch Hawaii.”
Nitsche TD1 16:20-17:14. In addition to prior advertising efforts, LuckyU <Jil9.000 on
advertising from 2008-2013. Nitsche TD1 24:7-1Brior to Nitsche’s purchase of the business
there had not been any advertising by Cenand/or John Aragona. Nitsche TD1 25:4-6;
B 6. | uckyU has steadily @ased its annual revenyear over year and

the company grossed in exces{ililin 2013. Nitsche TD1 25:7-19.

B. Registrant is Not Affiliated With Any Company That Has Continuously Used
the GIOVANNI'S mark

After Registrant sold his shrimp truck bussis to Mr. Nitscheli G-
1, (i
S
I ) October of 2000, Regisint left the state of
Hawaii and was not heard from again until November 30, 2| I 2-65:6; Nitsche
D1 55:9-65: 14. [ C
I - During that ten year period,

Registrant lived in various locations on thesE&oast of the United States. PNOR Ex. 5,
Registrant’s Objections and Remises to Petitioner’'s First Set loterrogatories, Interrogatory
Response No. 12. Registrant has not been able to produce any evidence of sales or sufficient
evidence to establish an intent to tlee GIOVANNI'S marks during this period.

C. Registrant’s “Use” of the Trademarks Is Likely to Cause Confusion and Has
Caused Confusion

Aragona has four registrations for trademadht are likely to cause confusion and have
caused confusion with LuckyU’s GIOVANNI'S mak The four trademarks are entirely the

same, or nearly the same as those used lokylli For example, Aragona has a trademark
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registration for GIOVANNI'S ORIGINAL WHTE SHRIMP TRUCK for “mobile restaurant
services” in class 43, which is exactly the sam&k for exactly the same services used by
Petitioner. See PNOR at Ex. 1, TrademarkjiBteation No. 4,232,569. Similarly, Aragona’s
other GIOVANNI'S trademarks are likely to causmntusion with Petitioner’'sise of Petitioner’'s
GIOVANNI'S marks and have caused confusion.

a. Similarity of the Marks

Petitioner uses GIOVANNI'S ORIGINALWHITE SHRIMP TRUCK, GIOVANNI'S
SHRIMP TRUCK, and GIOVANNI'S ALOHA SHRIMPto promote its dod retail related
services. Nitsche TD1 9:11-16; Nitsche TD1 27:11-28:23; Nitsche TD1 61:10-63:5; Nitsche TD1
at Exs. 5 and 8 (identifying pictures found inii@h for Cancellation at p. 3). These services
include selling shrimp plates prepared in a scampi or hot & spicy sauce. Nitsche TD1 9:20-25;
Nitsche TD1 11:7-12:2; Nitsche TD1 64:6-25; Nitsche TD1 Ex. 8 (discussing Appendix E of
Exhibit 8). Registrant applie for the marks “Giovanni’'s @yinal White Shrimp Truck,”
“Giovanni’'s Aloha Foods,” “Giovanni’'s Scamplarinade,” and “Giovanni’s Hot & Spicy We
Really Mean IT! Sauce.” See Petition for Cancellation. During prosecution of the “Giovanni’s
Original White Shrimp Truck registration, Registrant disclaimedidi@®al White Shrimp
Truck.” PNOR Exhibit 1. During prosecutioof the Giovanni's Aloha Foods” registration,
Registrant disclaimed “Foods.” PNOR Exhildit During prosecution of the “Giovanni’s
Scampi Marinade” registration, Bistrant disclaimed “Scampi Marinade.” PNOR Exhibit 1.
During prosecution of the “Giovanni’'s Hot & Spitye Really Mean It! Sauce” mark, Registrant
disclaimed “Hot & Spicy” and “Sauce.” The nka of both Petitioner anegistrant include the
leading term GIOVANNI'S and Regirant considers the remaindsrthe marks as descriptive
of the recited goods and serviceft is clear the dominant pown of the respective marks is

GIOVANNI'S and the marks as a whole share this term.
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b. There is a Likelihood of Confusism and Ample Evidence of Actual
Confusion

Petitioner operates a mobile food truck, providing retail food services including selling
plates of shrimp in a scampi marinade or admat spicy sauce. Nitsche Dep. 9:20-25; Nitsche
Dep. 11:7-12:2; Nitsche Dep. 64:6-25 (dissimg Appendix E to Exhibit 8 of Nitsche
Deposition). Registrant’'s goods and servicesideatical or nearly idntical to Petitioner’s
services. For example, Registrant’s “Giovani@aginal White Shrimp Truck” registration is
for “mobile restaurant servicés PNOR Exhibit 1. Regisant’'s “Giovanni’'s Aloha Foods”
registration is for “food preparation servicesPNOR Exhibit 1. Registrant’s “Giovanni’'s
Scampi Marinade” is for “marinades.” PNOR Hzxhil. Registrant’s “Giovanni’'s Hot & Spicy
We really Mean It! Sauce” is for “hot sauce.” PNOR Exhibit 1.

Petitioner has been operating mobile foadcks and selling its retail food services,
including plates of shrimp witecampi marinade and hot sauce since 1997 and has since become
well-known. Nitsche TD1 60:17-22. Petitianepends approximate!|io0 annually on
advertising its services. Nitsche TD1 24:7-Petitioner's annual revenue is approximafffly $4
I = ycar. Nitsche TD1. 25:7-15. WhentiBener first purchased the business the annual
revenue was at be] 00 a year. NitsEB1 25:22-26:4. The annual revenues have
increased each year. Nitsche TD1 25:16-19. Bedéitiattributes this rise in sales revenue to
streamlining the business and focusing the bssinaotoriety. Nitsch TD1 26:5-18. As
explained by Petitioner, the company worked to become a brand. Nitsche TD1 26:18. This
notoriety is evidenced by the significant adigéng and third-party recognition of the business
addressed in Section A above.

Registrant has provided ample evidenceaofual confusion by his customeffffSee

I 05,
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I 002927
I 003409

Further, Petitioner has confirmeldat certain customer emailscegved by Registrant are from
confused customers. Nitsche TD1 57:8-25; Nisdibl at Ex. 10. Registnt also encourages
this confusion by placing customer reviews bis website that are@lescribing Petitioner's
business. See PNOR Exhibit 9, JA002608002610, JAO03006; Petition for Cancellation
Exhibit C; Aragona TD at Ex. 29. Registrantgbsite also has a picture of Petitioner’s shrimp
truck and uses the slogans, “What began asn&nown shrimp truck o®ahu’s North Shore —
Became a Legend!” and “you no longer have todafrdas Hawaii — to Get a Taste of Aloha.”

Registrant even admits that the use of the pactidrthe shrimp truck is to get people to buy his

I ) Nitsche TD1 67:20-68:8; Nitsche TR Ex. 14. Petitioner has also received
confusing comments on its Facebook pagétsdde TD1 70:14-71:11; Nitsche TD1 at Ex. 16,
LuckyU002139.

C. Registrant Has Otherwise Alandoned the Trademarks

Registrant has not offered any evidenceust or an intent to resume use of the
trademarks after he sold the business to Petitioner and/or he left the Hawaii LLC. Instead,
Registrant left the State of Waii in 2000 and lived on the EaSbast of the United States and
he never again operated a food truck and he digelbmarinades or hot gees for at least ten
vears || GGG -\ OR Ex. 5, Interrogatory Response
No. 12, Supplementary Interrogatory Respdiee5, Supplementary Interrogatory Response 9

(explaining that the only sales sduces during this period were safiem the Hawaii LLC).
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d. Registrant's GIOVANNI'S marks Falsely Suggest a Connection with
Petitioner and are Otherwise Deceptive.

Registrant uses his Registered marks in a way that encourages confusion among
customers. See PNOR Ex. 1 (Prosecutiondrysof Giovanni’s Aloha Foods Reg. 4,220,686
(specimen of use showing webpage picturePefitioner’'s Shrimp Truck and stating “What
began as an unknown shrimp truck on OalNosth Shore — Became a Legend! You no longer
have to travel to Hawaii — to Get a Tasté\@dha!)); Nitsche TD1 58:5-8; Nitsche TD1 at Ex. 11
(“Q. What is depicted in the upper right portiah Exhibit 11? A. That is the shrimp truck |
bought”); Nitsche TD1 65:7-66:4;itdche TD1 at Ex. 8, Appendik. Petitioner did not give

Registrant permission to use a picture oftitsck on the website. Nitsche TD1 58:24 — 59:2;

Petition for Cancellation Exhibit CAragona TD at Ex. 29 | G s o
e 1.5-
B

Much of this evidence isd@ressed above and in connectwith the facts associated
with actual confusion, but Registrizs website is replete with refences to Petitioner’s business.
Specifically, the website has a picture of therspriruck, two slogans referencing the shrimp
truck and Hawaii, and customer reviews indicating the customers are referencing Petitioner’'s
shrimp truck and not Registrant’s marinaméhot sauce. There is ample evidence of
Registrant’s deceptive usesPetitioner’s trademarks.

e. Registrant’s Trademark Applications were Fraudulent

Petitioner did not give Registrant permissiomuse pictures of the truck for Registrant’s
trademark applications. Nitsche TD1 68:9-N&sche TD1 69:12-70:3. Petitioner filed
trademark applications for similar marks well bef®egistrant, but Regrsint filed a Letter of

Protest against Petitioner’s applicati@aitaining misleading information showiRgtitioner
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owned the marksausing Office Actions to issue. Pietiter’s failure to respond resulted in
abandonment of the earlier applions. See PNOR Exhibit Aragona TD 92:9-14. Despite
knowledge of Petitioner’s applications, Registriled trademark applications omitting any
indication to the Trademark Office that Petitionsed the trademarks Registrant sought to
register. Further, specimens of use for tw&egistrant’s registratioriacluded pictures of
Petitioner’s shrimp truck. PNOR Exhildif specimens of use for GIOVANNI'S ALOHA
FOODS and GIOVANNI'S ORIGINAL WHITESHRIMP TRUCK; Nitsche TD1 67:4-19;
Nitsche TD1 at Ex. 14; Nitsche TD1 68:13-69:20; Nitsche TD1 at Ex. 15. The affirmative acts
of providing fraudulent specimens and the ssion of relevant ownership information are
material misrepresentations of fact resultinghi@ fraudulent procurement of the Registrations.
V. ARGUMENT

A. Petitioner’'s Long Use Establishe Its Priority and Standing

The evidence establishes that Petitionas been continuously using its GIOVANNI'S
marks in relation to its retail food services, paitiely plates of shrimp scampi and hot & spicy
shrimp, dating from the time the shrimp truck business was purchased from Registrant and his
wife in 1997 under the Asset Purchase AgreemBatitioner’s services are offered to customers
throughout the United States and the world, andi®egit's services are advertised to U.S. and
Japanese consumers and any othators to the State of Hawalee Interstate Commerce Issue
- Larry Harmon Pictures Corp. v. Williams Rest. Corg29 F.2d 662, 664, 18 USPQ2d 1292
(Fed. Cir. 1991) (finding that it isot required that services bendered in more #m one state to
satisfy the use in commerce requirement). ek, as the successor in interest to Nitsche
Enterprises, believes that it is being damagedhieyregistrations of Registrant’s “Giovanni’s”
marks, believes there is a likelihood ofnéasion between its GIOVANNI'S marks and

Registrant’s “Giovanni’'s” marks, and has a redkiast in this proceeding. This establishes
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Petitioner’s standing. Trademark Trial angp®al Board Manual of Procedure (“TBMP”) §
309.03(b) Petitioner had earlielefil trademark applicationsrfds GIOVANNI'S marks, but the
applications were abandoned farlure to respond to an Officaction after Registrant filed a
Letter of Protest. Finally, Petitioner'sattemark applicationgor GIOVANNI'S SHRIMP
TRUCK and GIOVANNI'S ORIGINAL WHITE SHRIMP TRUCK have ben provisionally
refused due to Registrant’s trademapgexding the outcome of this proceeding.

a. Registrant Cannot Establish Priority Relying on Uses of the
GIOVANNI'S marks by Un related Entities

It appears Registrant claims priorityskea on use by a company he sold and use by a
company he was merely a member of long betloeecompany dissolvedPriority based solely
on use by entities not associated with Registramtsisfficient to establish priority. Registrant
has not sold food at a mobile restaurant sineestie of his business 997. || EGBlso
@
B Further, from 1997 until 26@@jistrant was merely a member of an
LLC named Giovanni's Aloha Foods that bottled and sold scampi and hot sauce under the
“Giovanni's” mark. Registraneft the LLC in 2000 and the LL@issolved in 2004. Registrant
cannot claim priority based on use by other emstitiEThus, Registrant is unable to provide
evidence of use establishing prigrin any of the trademarks.

Registrant admits that since selling the business to Petitioner, the continued use in
commerce is related only to use by LuckyU, Giovanni’'s Aloha Foods, a Hawaii LLC, and
Nitsche Enterprises. | GTGTcEcGcGNCGNGEEEEEEEEEEEEEEEEEEEEEEEEE 5. scc PNOR
Exhibit 4, Registrants Admission No. 19 (Aragoadmitted to not owning a food truck that
provides mobile restaurant sems); see PNOR Exhibit 5, Rstriants Interrogatory Response

No. 8 (showing bottling dates only from 2008), Rygint’s InterrogatorjResponse no. 31 (“any
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use by Petitioner is use that iearto the benefit of RespondgntRegistrant’s Interrogatory
Response No. 35 (only food truck ever used tfoe registered services was truck sold to
Petitioner); Registrant’s Integatory Response No. 36 (the only two trucks that offer
“Registrant’s services” are Boner's food trucks in Hawg, Registrant’'s Supplemental
Interrogatory Response 36, Registrant’'s Suppletal InterrogatoryResponse No. 6 (“As
Registrant no longer has access to Giovanni’'s Aloha Shrimp or Giovanni's Aloha Foods, LLC
business records, nor the information contdimathin them, the numbe included above are
estimates provided to the extesft Registrant’s knowledge arighsed on information currently
available to Registrant’)Registrant’'s Supplemental Interrogey Response No. 9 (“Registrant
no longer has access to the information related to revenue from sales of hot sauce and
marinades...Documents dating from 1994-1997 wexesferred to Petitioner’'s sole custody in
1997 when Petitioner took possession of the on-going shrimp truck ssisiriRegistrant has
never had access to business records that vahad information as to the revenue earned by
Giovanni’'s Aloha Shrimp from 1997 through egent date”), Registrant’'s Supplemental
Interrogatory Response No. 38 (timeline demotisigano contact with Petitioner or Petitioner’s
predecessors-in-interest). Registrant sold siwemp truck business to Nitsche Enterprises in
1997 to selling sauces. Once Aragona sold thenghtruck business, hentered into an LLC
agreement with his then wife, ConniendaJim Goodrich and Diana Wong and formed
Giovanni's Aloha Foods. The investment inclddiéhe Aragona’s shrimp sauce recipes and
Goodrich and Wong’s business and legal expert®&eortly thereafter, and in need of financial
capital to sustain the busine§&pvanni’'s Aloha Foods offeretiroy Nitsche a 25% share in the

business in exchange for a $100,000 investmevit. Nitsche accepted. Not long after Mr.
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Nitsche joined the LLC, Registmadivorced Connie Aragona, lefte LLC, and disappeared for
another ten years.

Registrant has failed to prale any evidence of his usé the marks during the period
after he sold his portion of the shrimp truck besmto Nitsche Enterprises and after he left the
Hawaii LLC in 2000. Registrant allegedly begaailing sauces under thearks and operating as
Giovanni’'s Aloha Foods, a FloadCorporation in 2010. Thus, use of the marks by the Florida
Corporation in 2010, if any, is recent and does predate LuckyU’s use of the GIOVANNI'S
trademarks. Any such use does megate Petitioner’s prior rights.

i. LuckyU, and its predecessors, i@ not related to Registrant

If Registrant is indeed claiming priority basen use, the claimed priority is improper.
Registrant has failed to offer aryidence of direct control of ¢huse of the mark by LuckyU or
the Hawaii LLC. It is also well documented thlRegistrant, along with his then wife, sold his
shrimp truck business and the assets thereto, including the trucks themselves and all signage and
other means to run the business to Troy NitsoBace the assets were sold, Registrant did not
maintain or exercise any control over Troy Nitschlitsche Enterprises, or LuckyU Enterprises
and there is nothing to contradict the signed “A8sethase Agreement.” Further, as illustrated
by the corporate documents anthetevidence, Registrant wasrember of Giovanni’'s Aloha
Foods, LLC, a Hawaii Corporation, from itsrfieation in 1997 until he left in 2000. The
corporation bottled and sold shrimp scangmid hot & spicy sauces under GIOVANNI'S
ALOHA FOODS, GIOVANNI'S SCAMPI SAUCEand GIOVANNI'S HOT & SPICY SAUCE
trademarks. Long after Registrdatt the business, the LLContinued to operate and use the
various trademarks associated with the bussine Registrant had no interaction with the
company. It is also clear Registrant is ilgig his priority dates based on use by these other

companies. Section 5 of the Trademark At 1946 explains that legitimate use tslated
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companies(i.e., Nitsche Enterprises and Lucky U Enterprises) can inure to the benefit of a
Registrant. See 15 U.S.C. 8 105However in order to be considered a “related company,” a
Registrant must control the use of the mark lgyrdated companies “with respect to the nature
and quality of the goods or services in conioectvith the mark.” 8e 15 U.S.C. § 1127. There
is no evidence that there was any agreement trgistRent could use the marks when he left the
Hawaii Corporation or that he could continue tise of any goodwill in the marks when he left.
There is also no evidence of Registrant’s mariteing exercised over the Hawaii LLC, Nitsche
Enterprises, or LuckyU Enterprise The use of the marks by teemntities does not inure to the
benefit of Registrant because Registrami &is company Giovanni’s Aloha Foods, a Florida
Corporation are not “related companies” tam@inni’'s Aloha Foods, &lawaii Corporation or
LuckyU Enterprises. Registrant canmtdim priority based on this use.
ii. The Asset Purchase Agreement is Not a License

The Asset Purchase Agreement never usetethelicense, but clearis an agreement to
sell a whole business. Moreover, it also ues term “joint ownersip” to explain the
relationship between “buyer” and “seller” ohe name, i.e., the “Giovanni's Aloha Shrimp”
tradename, rather than licensee/licensor. ®Regit's attorney drafted the Asset Purchase
Agreement. If the intent of the parties wias the Asset Purchase Agreement to include a
trademark license, that understanding mussddeforth expressly in the contracdee McCoy v.
Mitsubishi Cutlery, In¢. 67 F.3d 917, 920, 36 USPQ2d 1289 (Fed. Cir. 1995) (“In most
instances under contract law, a patent adeémark owner intentionally creates an express
license”). Because there is no mention ofcarise agreement, the Asset Purchase Agreement

should not be construed to prdei rights to Aragona greaterath that conveyed in the four
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corners of the agreement. At best, the tradename “Giovanni’'s Aloha Shrimp” was contemplated
under the agreement to be jointly owr®y the parties to the contract.

The portions of the agreement related to Nitsche Enterprises make it clear that a
trademark “license” was not intended by tAsset Purchase Agreement. First, the non-
competition clause states “[tlhe terms of tRigragraph...the parties covenant and agree that
without the existence of this clsel that the buyer wadiinot have entered intbis Agreement.”

The non-competition clause expressly states Reggistrant and his then wife were prohibited
from ever operating a lunch wagon in the Statelaivaii without the express written consent of

the buyer. Second, section 21 expressly gramtcie Enterprise’s the right to use the name

“Giovanni's Aloha Shrimp” without any limitions. || G-
I, < o
. JE
B /'so absent from the agreemisnany license ternor quality control
measures or right of inspection. The failurdndude any of these terms and to exercise any
control over the use of the mark all indicates thatasset purchase agmeent was not, in fact, a
license agreement.

lii. Registrant Never Exercised Control Over Petitioner or its Predecessor
in Interest

There is no indication by the course @induct between the parties that the agreement
was a license agreement. None of the typmdicators of a license agement are found in the
Asset Purchase Agreement. Most importanthere is no indication that Registrant ever
exercised control over the quality of LuckyUsoducts or services.As a general rule, a
trademark license agreement requires “that ttenBor exercise control over the quality of the

goods which the licensee sellsdonnection with the markHaymaker Sports, Inc. v. Turian
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581 F.2d 257, 264 (CCPA 1978). However, as Troy Nitsche explained, no one acting on
Registrant’s behalf as ever reviewed the qualitiuckyU’s services. Nitsche TD1 52:24-53:2.
The only mention in the agreement of any requaat on Nitsche Enterprises was to include 12
shrimp on each plate, which, as Mr. Nitsche axkyd, was indicative of the requirements contract
entered into between the Aragtmand Nitsche Enterfses to spur volume sauce purchasing
from the Aragona’s. Nitsche TD1 46:11-18.

There are no license terms in the Asset Fase Agreement. Further, LuckyU is not a
related company to Registrant. The use ofntlagks by LuckyU Enterprises, therefore, does not
inure to the benefiof Registrant.

B. Registrant's GIOVANNI'S ORIG INAL WHITE SHRIMP TRUCK
Registration isVoid ab Initio

Registrant filed a trademark applicatifor GIOVANNI'S ORIGINAL WHITE SHRIMP
TRUCK, claiming use as far back as 1994 dase specimens of useahing only Petitioner’s
mobile trucks and signs. Registrant admits that he has not sold a plate of shrimp since the 1997
food truck business sale to Petitioner. Yet Regisgapplication claims a first use date of 1994
and use at least as of the apgiion filing date of September 21, 2011. Because there is no
license agreement between Petitioner or Peti’'s predecessor in interest, and Registrant,
Registrant cannot claim priorityased on Petitioner’'s use of timark. Registrant’s registration
must be deemedbid ab initia

The Asset Purchase Agreement entered litioveen Nitsche Emgrises and John and
Connie Aragona included a joiotvnership between the partieseothe tradename “Giovanni’'s
Aloha Shrimp. The agreement provided fotitRaer to use “Giovanrs Aloha Shrimp” for
selling plates of shrimp out of food trucksd John and Connie Aragona to use “Giovanni’'s

Aloha Shrimp” for selling sauces. The agreenaab mandated that Nitsche Enterprises would
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purchase sauce made by Registand his then wife, as long #se sauces could be provided.
Thus the sale of the shrimp truck business and joint ownership of the tradename did not provide
Registrant any rights inthe name GIOVANNI'S ORIGINALWHITE SHRIMP TRUCK.
Registrant’s priority claim andubsequent claim of use of the trademark is not supported by the
facts. The trademark registration for@MANNI'S ORIGINAL WHITE SHRIMP TRUCK is

void ab initiobecause applicant had not used the mar&anynof the goods or services identified

in the application prior to the filing of the applicatioreeSShutEm Down Sports, Inc. v. Carl
Dean Lucy 102 USPQ2d 1036, *11 (TTAB 2012).

The Asset Purchase Agreement assigned the entire food truck business to Nitsche
Enterprises, including the mobile food truckse #quipment to run the business, and even the
signs advertising the businelsem the roadway. “When a business is sold as a going concern,
trademarks and the good will of the business titnay symbolize are presumed to pass with the
sale of the business.” JHOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR
ComMPETITION § 18:37. The only retained “asset” was tight by Registrant and his wife, along
with Nitsche Enterprises, to jointly own the stétade name “Giovanni’s Aloha Shrimp.” There
is no ambiguity that all of the food truck assetmsferred to Nitsche Enterprises, including the
rights to use the trade name “Giovanni’s Aloha ®bpfiwith the shrimp truck business. Further,
there is no ambiguity as to whetherethrademarks GIOVANNI'S SHRIMP TRUCK or
GIOVANNI'S ORIGINAL WHITE SHRIMP TRUK were part of the Asset Purchase
Agreement, they were not. Petitioner purchased all of the shrimp truck assets and there is
absolutely no mention of the GIOVANNI'SHRIMP TRUCK or GIOVANNI'S ORIGINAL
WHITE SHRIMP TRUCK in the Asset Purchagggreement. Further, Registrant never

referenced the business as GIOVANNI'GRIGINTAL WHITE SHRIMP TRUCK or
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GIOVANNI'S SHRIMP TRUCK?® These marks were first used by Petitioner after Nitsche
Enterprises purchased the business. Nitsche ITD3-24; Nitsche TD1. 59:12-16; Nitsche TD1
74:4-22. Thus to the extent Registrantrasiany rights in the mark GIOVANNI'S ORIGINAL
WHITE SHRIMP TRUCK, he eithenever had rights in that traderkasr he soldall rights in
the name along with the saleNasche enterprises in 1997.

Thus, the trademark registration f@IOVANNI'S ORIGINAL WHITE SHRIMP
TRUCK isvoid ab initia®

C. Registrant's Marks Are Likely to Cause Confusion and have Caused
Confusion with Petitioner

Registrant's GIOVANNI'S marks are confagly similar to Petitioner's GIOVANNI'S
marks because: 1) The marks are identical and/or nearly identical because GIOVANNI'S is a
common leading component; 2) the goods are idant@nd/or closely related; 3) there is
significant evidence of actual carsion; and 4) Respondent intemally adopted its identical
and/or similar mark.

The factors relevant to the analysis oklikood of confusion leveen two marks were
established ifn re E.l. DuPont de Nemours & Cd.77 USPQ 563 (CCPA 1973). These factors
include the similarity or dissimilarity of thenarks in their entireties; the similarities or
dissimilarities of the goods or services; the sintyaor dissimilarity of established, likely-to-
continue trade channels; the conditions under higyers to whom sales are made; the fame or
strength of the prior mark; the number and nature of similar marks in use on similar goods; the

nature and extent of any actual confusion;uhgety of goods on which a mark is used or not

8 Registrant called the shrimp truck business “Giovanni’s Aloha Shrimp.” It was only after
Petitioner purchased the business thatdd#sEnterprises started using GIOVANNI'S
ORIGINAL WHITE SHRIMP TRUCK a&ad GIOVANNI'S SHRIMP TRUCK.

® For at least this reason, thegistration should also be caneellfor non-use, abandonment, and
fraud.
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used; the market interface between applicantth@e@wner of a prior mark, including laches and
estoppel attributableo owner of prior mark and which isditative of confusin; the extent to

which applicant has a right to exclude others from use of its mark on its goods; the extent of
potential confusion; and any other establgslfi@ct probative of the effect of usdd. at 567.

These factors, which establish likelihood of ambn with Registrant's GIOVANNI'S marks,

are discussed below.

a. The marks as a whole are identical ad/or highly similar because each
mark begins with GIOVANNI'S

Registrant has registered the ma@&OVANNI'S ORIGINAL WHITE SHRIMP
TRUCK, which is the exact mark used by Petition&imilarly, Registranhas registered three
other marks that begin with the term GIOVANSI The Trademark Trial and Appeal Board
(TTAB) has determined that consumers are generally more inclined to focus on the first word,
prefix, or syllable in any trademarkresto Prods., Inc. v. Nice-Pak Prods., |Ing.USPQ2d
1895, 1897 (TTAB 1988) (stating “it is often the figsrt of a mark which is most likely to be
impressed upon the mind of a purchaser and m#meeed” when making purchasing decision);
see Palm Bay Imps., Ing. Veuve Cliquot Pnsardin Maison Fondee En 1732 F.3d 1369,
1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2008ftel Inc. v. Funline Merch Cp81 USPQ2d
1372, 1374-75 (TTAB 2006). The dominance of the identical leading term GIOVANNI'S is
supported by the evidence of corddscustomers, discussed below.

Registrant has disclaimed almost evportion of his marks apart from GIOVANNI'S
indicating he believes the remainder of the marks are descriptive but for the GIOVANNI'S
portion. Matter that is descriptive of or rggic for a registrant’'s goods is typically less
significant in relation to other wording in a markee In re Chatam Int'l Inc380 F.3d 1340,

1342-43, 71 USPQ2d 1944, 1946 (Fed. Cir. 200%je Binion 93 USPQ2d 1531, 1534 (TTAB
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2009). For example, the GIOVANNI'S SCAMBIARINADE registration disclaims “scampi
marinade.” The GIOVANNI'S HOT & SPICYE REALLY MEAN IT!! SAUCE registration
disclaims “hot & spicy” and “saucé® The GIOVANNI'S ALOHA FOODS registration
disclaims “foods.” Thus, according to Registrant, GIOVANNI'S is the only distinctive portion
of his marks.

Petitioner also prominently uses GIOVANNI'S in branding and has done so since
acquiring all rights to the shrimp truck business. Petitioner also calls its dishes Giovanni’s

Scampi and Giovanni’'s Hot & Spicy and ughe trademark GIOVANNI'S ALOHA SHRIMP.

Thus, Registrant’'s marks areearly identical to Petitioner’snarks in appearance, sound,
meaning, and commercial impression, all of whraticates there is a léihood of confusion.

b. The Goods and Services Are Essentig the Same and/or Within the
Zone of Natural Expansion

Both Petitioner and Registrant sell shrimpd/or shrimp related products. Although
Registrant has admitted he has not sold foodobwt mobile food truck, the registration for
GIOVANNI'S ORIGINAL WHITE SHRIMP TRUX indicates exactly such services.
Petitioner sells shrimp scampi and shrimp witit & spicy sauce out of a mobile food truck.
Registrant, similarly, purports &ell shrimp scampi marinadada hot sauce and has registered
trademarks for these same goolst only are Registrant’s goodsd services ightical and/or
closely related to Petitieer's goods and services, bnarinades and hot saes are cledyr within
Petitioner’s zone of natural expgion. See Trademark Trial and Appeal Board Decision in Serial
No. 75,894,470 (finding that “steak sauce antbéque sauce” is relatgo “restaurant and pub

services”).

9 The specimen shows the GIOVANNI'S H@TSPICY WE REALLY MEAN IT! SAUCE
mark fails to function as a trademark under 88 and 45, but that has not been separately
alleged.
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Because the goods and services at issue entigdl and/or closely related, this DuPont
factor clearly supports a findingf likelihood of confusion.

C. Petitioner Has Strong Brand Recognition and is Well-Known for
Shrimp

The GIOVANNI'S mark is strong in relatioto the sale of shrimp and shrimp related
products. Petitioner is well known in this magate for these products under these marks.
Petitioner spends significant amounts on advagisn Hawaii, a tourist destination, and
specifically targets visitors to Oahu, and has eatured on worldwide television shows, third
party articles and internet blogs.

The advertising includes GIOVANNI'S and afte picture of the White Shrimp Truck.
Petitioner spends more thjfl000 annuallydwerising. Nitsche TID 24:7-15. Petitioner’s
sales are also significant. Sales under the GIOVANNI'S brand are in the millions of dollars a
year, all from selling plates of ship at two shrimp truck locations.

Sales have steadily increased since Petitipnechased the trucks in 1997. Nitsche TD1

25:22-4. Due to the extensiwadvertising by Petitioner, thigicrease in sales has led to

worldwide recognition. |IEEEEEE— 8 N, o
N, > truck
I, 6.

The numerous third party articles discussingtiBaer’s food also indicate its status as a
well-known brand for food retail and especially thale of shrimp and shrimp related products.
For example, there are numerous articles @mitin The Honolulu Adwtiser and The Star
Bulletin that reference PetitionePNOR Ex. 3, JA000204-212, JA000296-303, JA000415-423,

JA000438-445. The Honolulu Magazine, Hawaii MarLifestyles, and The Business Journals
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have also written articles referencingtiBener. PNOR Ex. 3JA000450-455, LuckyU 000047-
53.

d. There is Significant Evidence of Actual Confusion

There is significant evidence that custosnare actually confused between Petitioner’s
GIOVANNI'S marks and Registrant&GIOVANNI'S marks. In a typical case, there is difficulty
in obtaining evidence of actual confusion. The Board and the courts have frequently
acknowledged that evidence of actual confusiadiffcult to adduce, and, for this reason, a few
incidents of confusion are highly pratove of the likelihood of confusiorsee Plus Products v.
Physicians Formula Cosmetics, In¢98 USPQ 111, 114 (TTAB 1978&tating that “[e]vidence
of actual confusion is neither easy to come hbynmexessary to show thiitelihood of confusion
exists”); Molenaar, Inc. v. Happy Toys Incl88 USPQ 469, 471 (TTAB 1975) (stating that a
“single instance of confusion iat least ‘illustrative of a situation showing how and why
confusion is likely”). Not only is there evidem of actual confusiorut Registrant actively
invites confusion through his interaction wittustomers. It is clear that under such
circumstances, the amount of evidens especiallgignificant.

Even though actual confusion is not necesgasstablish likelihoo@f confusion, “[a]ny
evidence of actual confusion is strong probthe fact of a likkhood of confusion.” JTHOMAS
MCcCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 23:13. In fact, the best
evidence of likelihood of confusion is quided by evidence of actual confusiddee In re
Majestic Distilling Co, 65 USPQ2d 1201, 1205 (Fed. Cir. 2003) (stating that a “showing of
actual confusion would of courde highly probative, if not cohgsive, of a high likelihood of

confusion”).

I -
-
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e, - !
B 1his is all eviehce of actual confusion.See Edgecraft Corporation v. Smiths
Consumer Products, IN(CANCELLATION 9205294, 2013 WL 5407302, at *11 (TTAB 2013)
(finding that the nature of the declarant’s dims were probative of actual confusion).

Registrant also encourages this corduddy placing customer reviews on a that indicate

some relation to Petitioner's busine | | GGG - s i
T -2
Il There are numerous instanoéactual confusion betweerethse of the marks, all based

on Registrant’s intent to instill confusion.

e. There was Little or No Period of Cawcurrent Use Without Evidence of
Actual Confusion

Confusion resulted as soon as Registumatd the marks in the marketplace for sauces,
only to expand in frequency. Registrant #dno forming Giovanni’'s Aloha Foods, a Florida
Corporation and purportedly making some sagales in 2009 or 2010e8 Aragona TD at Ex.
30. Registrant’'s customer emails indicatefasion as early as January 17, 2011. See Nitsche
TD1 at Ex. 10. This is not a case of two nsadoexisting in the marketplace, side by side, for
many years with no reported instas of confusion. Rather, tleehave been numerous instances
of actual confusion in a shortiie. Especially given the diffitty of discovering such evidence,
this indicates there was little to no period aaincurrent use of Petitioner's and Registrant’s

marks without actual confusion and this fadtsongly supports the likood of confusion.
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f. Registrant Intentionally Adopted Mark s identical to and/or Similar to
Petitioner’'s Marks.

Registranintentionallyadoped identical and/or confusingly similar marks to Petitioner’s
marks in order to trade off of the significant goodwill Petitioner has developed in its marks over
the past 18 years.

“It is well established thaintent of the alleged infroger to gain through confusing
customers or others is relevantthe issue of likelihood of confusion.” THOMAS MCCARTHY,
MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 23:110 (citing td_ever Bros. Co. v.
Riodela Chemical Co 5 USPQ 152 (CCPA 1930) (“[W]e have a right in determining the
guestion of likelihood of confusioar mistake, to consider the motive in adopting the mark as
indicating an opinion, upon the part of one vitaltyerested, that confusion or mistake would
likely result from use of the mark”)). If aghtiff can show that a defendant adopted a mark
with the intent to cause confusion or to deceive, that can “justify an inference that confusion is
likely.” RESTATEMENT THIRD, UNFAIR COMPETITION § 22, COMMENT C (1995); Freedom Card,

Inc. v. JP Morgan Chase & Co77 USQP2d 1515 (3rd Cir. 2008stating that “[ijn a direct
confusion case, the defendant’s intent to conbusgeceive consumers can be very probative of
the likelihood of confusion”). Wére one tires to create an asation, it can be presumed that
one will succeed in doing so and this factor weigq favor of finding a likelihood of confusion.

Registrant was always aware of Petitioner and the use of Petitioner's marks. The record
establishes that Registrant sold Petitioner's predecessor a food truck business and also that he
was involved in a joint venture with the membef Petitioner in another business. The joint
business was entitled GIOVANNI'S ALOHA FOODSRegistrant, after leaving the business,
later named his new business and registeteadde@mark for the same exact name, GIOVANNI'S

ALOHA FOODS. Registmat, anticipating a challenge from Petitioner, sent Petitioner a letter
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advising Petitioner of an int¢ to adopt similar trademarks1 direct competition with
Petitioner’s business. See Nitsche TD1 at Ex. Régistrant also filed a Letter of Protest with
the U.S. Patent and Trademark Office claimifegitioner’s rights and gerating Office Actions
issued to Petitioner’s first trademark applicaio Registrant was wedware of Petitioner’s
rights in the trademarkna still adopted the idertl and nearly identical trademarks in hopes of
trading off of Petitioner’'s goodwill.

All of this evidence points directly to an intent to cause confusion, and in fact, actual
confusion resulted between Petitioner’s akeés marks and that of Registrant.

D. If Registrant Ever Had Any Rights in the Trademarks, Any Rights Are
Abandoned

Although Registrant has never himself haghts in any of the tramarks since selling

the business in 1997, to the extent he claintsatee used the marks before Petitioner he always
used the marks in conjunction with: 1) hignhwife; and 2) Giovanni’'s Aloha Foods, LLC, a
Hawaii Corporation. Registrant never gaged trademark rights on his own to any
GIOVANNI'S formative marks. Further, Registraamd his then wife, together sold the shrimp
truck business to Petitioner’s gutecessor, Nitsche Enterprises. Similarly, Registrant was a
member of Giovanni’'s Alohadeds, LLC, a Hawaii Corporation, and any use during that time
was attributed to the membership, and not tgi®ent. However, to the extent Registrant
claims he had separate rights ie tharks, he abandoned the marks.

a. By Leaving Giovanni’'s Aloha Foods, Registrant Abandoned Any
Claim to Trademark Rights in the Marks

Registrant abruptly withdrew fror@iovanni’'s Aloha Foods, LLC in 2000 and only
started his own “Giovanni’'s Aloha Foods, LLC"2010. See Aragona TD at Ex. 30. His abrupt
departure from the membership at least corstitlta cessation of use with an intent not to

resume such use. See 15 U.S.C. § 1127. Registrant never contested the Hawaii LLC’s use of the
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trademarks following his withdrawal from éhcompany. Registrant did not contest the
dissolution and asset apportionment when the emymlissolved in 2004. Registrant did not
receive any disbursement from the companterahe withdrew and he never requested a
disbursement. All of these factonfirm Registrant knew he had rights, but, at a minimum, to
the extent Registrant had any claim to a rightise the trademarks, he abandoned those claims
when he withdrew from the now-dissolved Hawaii LLC.

b. There is a Presumption of Abandonment

If Registrant has any personal claim to tteglemark rights, his failure to use the rights
for a ten year period constitutes nonuse and is prima facie evidence of abandonment. See 15
U.S.C. 8§ 1127 (“nonuse for three consecutive yesduall be prima facie abandonment”). The
burden to prove use or an intent not to abandemtarks then falls to Registrant. Use requires
more than mere token use. Use of a mark mtenbona fide use of such mark in the ordinary
course of trade.See Cumulus Media, Inc. v. Clear Channel Communications, 384. F.3d
1167 (11th Cir. 2002). Registrant has not providey evidence of use or intent not to abandon
use. Instead, he has only offered his self-sgrtestimony to try to “reclaim” the trademarks,
yet there is no corroborating evidence. THegistrant has abandoned the marks.

E. Registrant’'s Registration and Useof Registrant's GIOVANNI'S marks
Suggests a False Connection with Petitioner

Registrant not only adopted similar nameghose in use by Petitioner, but he adopted
the exact same names used by the Hawaii LLC, wikielssociated with Petitioner. Registrant
not only adopted similar trademarkat he also uses represerdasi of Petitioner’s shrimp truck
to boost the false connection. i$hs evidenced by Registrant'epresentation of Petitioner’s

shrimp truck on a website and also asipporting application specimen of use.
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It is unnecessary to reiterate the identical reatf the mark in Registrant’s registration
for GIOVANNI'S ORIGINAL WHITE SHRIMP TRUCK, which is not even in use by
Registrant. However, Registr&nther trademarks fall squarelynder the provisions of 15
U.S.C. 8 1052(a) because of the clear intentioas®ociate his use of the marks with that of
Petitioner. See Univ. of Notre Dame Du LacJ.C. Gourmet Food Imports C@03 F.2d 1372,
1377, 217 USPQ 505 (Fed. Cir. 1983). UndetJ1S.C. 8§ 1052, a registered trademark cannot
consist of or be comprised of matter whiclsédy suggests a connection with a corporatiSee
In re Wielinskj 49 USPQ2d 1754 (TTAB 1998) (discussitigat this seton applies to
corporations) (overruled on other grounds). efEhare four elements confirming the false
connection: (1) that the mark is the same asg olose approximation ofhe name or identity
previously used by another person or institution; (2) the mankddvbe recognized as such, in
that it points uniquely and unmigibly to that person or institution; (3) the person or institution
named by the mark is not connected with #utivities performed byhe applicant under the
mark; and (4) the fame or reputation of the person or institution is such that, when the mark is
used with the applicant’s goods or services, rection with the person amstitution would be
presumed. It is unmistakable that Registeamidoption and use of the marks are aimed at
identifying Petitioner and its predecessor comp#my Hawaii Corporation and thus Registrant’s
use and registration suggests ladaconnection with Petitioner.

Unlike in Notre Dame there is plenty of evidence to establish an intent on the part of
Registrant to identify Petitionegee Notre Dame&’03 F.2d at 1377. Not only does Registrant’s
website have a picture of Petitioner's shrimp truck, but the specimen of use for the
GIOVANNI'S ALOHA FOODS traderark application also shows use of Petitioner’'s shrimp

truck. Further, Registrant’s website haseat®n of “customer” quotes that are clearly and
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unequivocally describing Petitioner’'s goods andiises. See Nitsche TDat Ex. 8, Appendix

C (“Our friend told us to stop at the ‘White Shrimp Truck’ in Kahuka and we’re glad we
did!...Thanks for serving some of Oahu’s finesstiest, freshest shrimp scampi...I'm a shrimp
truck addict for 12 years — nothitmit Giovanni’s! | didn’t eat at the truck the first time | saw it
(2000)"). Registrant is also located in Florida, yet he has named his company “Giovanni’s Aloha
Foods” which creates an impression that the @mgs associated with the State of Hawaii,
where Petitioner conducts its business and is kntovdo so by customers. Registrant was a
former member of the Hawaiian Corporationf % has now registered the same trademarks
used by that company to sell his sauces. Ths caused consideraldenfusion as described
above. Registrant’s registrations fajssliggest a connection with Petitioner.

F. Registrant’s Website Evidences Registrant’'s Deceptiveness

Registrant's use of his ma& misrepresents the sour@nd further indicates the
deceptiveness of the registrations, confirming iiiarks should be cancelled under 15 U.S.C. §
1052(a). Under this section, the marks shduédcancelled because dg&trant deliberately
misrepresented that his sauces originate from Petitioner when in fact they dd@erddtto Int'l,
Inc.,83 USPQ2d 1861, 183 TAB 2007). Registrant took nunmars steps to deliberately pass
off its goods as those of LuckyU in a blatananner calculated to trade on the goodwill and
reputation of Petitionerld.

It is indisputable that Registrant was agvaf Petitioner’s shrimpruck business and the
use of Petitioner’'s trademarks whiba applied to register the texdarks at issue. Registrant,
along with his ex-wife, sold t®etitioner the shrimp truck business, including the trucks and
equipment. John and Connie Aragona were wedravihey sold those rightas illustrated by
the assault by Connie Aragona to try to faem” the rights once Petitioner's predecessor

company was turning the shrimp truck business ansuccessful business. Registrant even put
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Petitioner on notice that he was planningbagin selling his sauces under the GIOVANNI'S
mark and, seemingly understanding that Petitiomeuld object, asked that Petitioner register
any complaints well before Registrant appliedegister the trademarks. Nitsche TD1 at Ex. 10,
JA000585. Petitioner then applied for its own ém@drk registrations and Registrant filed a
Letter of Protest. See NitsehTD2 at Ex. 15A, Office Actionssued to Petitioner’s original

trademark application for GIOVANNI'S ORIGIAL WHITE SHRIMP TRUCK. IR

T (s e
B : herc is no disputat tRegistrant was aware of Petitioner and

Petitioner’s use of the trademarks.

With the knowledge of Petitioner’'s usehand, Registrant went beyond just registering
the trademarks, Registrant also used a pactirPetitioner's shrimp truck on his website and
memorialized customer reviews of the shrimgckr as if the reviewsvere his own. See PNOR

Ex. 1 (Prosecution History of Giovanni’'s@la Foods Reg. 4,220,686 (specimen of use showing

webpage picture of Petitioner's Shrimp Truck and stating “What began as an unknown shrimp
truck on Oahu’s North Shore — 8ame a Legend! You no longer hawetravel to Hawaii — to

Get a Taste of Alohal!)); Nitsche TD1 58:5-8; NitschD1 at Ex. 11 (“Q. What is depicted in the
upper right portion at Exhibit 11? A. That itehrimp truck | bought”); Nitsche TD1 65:7-66:4;
Nitsche TD1 at Ex. 8, Appendix C. Petitioner did not give Registrantipgon to use a picture

of its truck on the website. Nitsche TD1 58:2459:2; Petition for Cancellation Exhibit C;
Aragona TD at Ex. 29. “The fution of a trademark is to idéfy a single, albeit anonymous,
source of commercial sponsorship of the goods to which it pertale$iison & Johnson v. E.I.

du Pont de Nemours & Cal81 USPQ 790, 791 (TTAB 1974). Thus, even if the website does

not specifically name Petitioner or its trademafsgistrant achieves the same result by copying
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Petitioner’s distinctive shrimpuck and providing customer reviswhat indicate an association

with Petitione. |
I > . These specific acts by

Registrant were “aimed at deceiving the publi ithinking that [Registrant’s] goods actually
emanate from Petitioner” and thus the registrations should be cancdll#d. 83 USPQ2d
at1864.

G. Registrant’s Fraudulent Prosecution of the Applications Deceived the PTO

Registrant’s procurement ofghrademark registrations is the epitome of fraud. Not only
was Registrant aware of Petitioner’s claim to the trademarks, Registrant filed specimens of use
depicting the marks in use on Petitioner’s shrimyzks. Filing false specimens of use and/or
claiming ownership of another entity’s mark is a false, material misrepresentations of fact
necessitating cancellation of the trademark registrations.

To prove fraud, there must be clear andvincing evidence thain Applicant knowingly
made a false, material represematof fact in connection with siapplication with an intent to
deceive the PTOIn re Bose 580 F.3d 1240, 1245, 91 USPQ2d 1938 (Fed Cir. 2009).
Registrant’s conduct in procuring the registbai with specimens of Petitioner's usage more
than satisfies the clear and camsing evidence standard, showiagubjective intent to deceive
the PTO.

Registrant submitted pictures of Petitioner's use of the marks in order to demonstrate use
to the Trademark Office. “An Applicant’s statent®as to its use of a mark for particular goods
and services are unguestionablyten@l to registrability.” Nationstar Mortgage LLC 112
U.S.P.Q.2d 1361, *3 (TTAB 2014). “Averments anddewice of use of a mafor the goods or
services identified in a use-based applicatame critical to the approval of a use-based

application, and if it were disclosed to the examining attorney that the mark was not in use for

39



the identified services (or that the identifiecesinen was fabricated), registration would have
been refused.id. at *4. Registrant’s submission of Petitioner's use of the marks as specimens
of use, a requirement for regidtiiity, establishes materiality.

Registrant also claimed oership of the marks despiRetitioner's ongoing use of the
marks and Petitioner's denial d&tegistrant’'s claim to any righ in the marks. Registrant
willfully withheld this informaion from the trademark examining attorney during all facets of
the prosecution of the applicationghe application declarations meesigned wherein Registrant
claimed he owned the marks and knew of no ose eiith a right to use the marks. Willfully
withholding this ownership inforation was a material, false misrepentation of fact, and thus
fraudulent.See Kelly Services Inc. v. Greene’s Temporaries 25cUSPQ2d 1460, 1462 (TTAB
1992).

The Board has noted that “there are linitsvhat may be claimed in good faithld. at
*13. |, o
T O
B Hovever, in order abtain registrations for thesservices, Registrant filed
specimens of use showing Petitioner’s use oftlheks. See PNOR at Ex. 1 (Specimens of Use
to Registration Nos. 4,220,686 (GIOVANNIA_OHA FOODS) and 4,232,569 (GIOVANNI'S
ORIGINAL WHITE SHRIMP TRUCK)); NitscheTD1 61:19-64:25; Nitsche TD1 at Ex. 8.
Registrant submitted these specimens withbet permission of Petitioner and knowing that
Petitioner did not consider sualse to inure to Registrant. ¢istrant also did not notify the
trademark examining attorney that the claimed use was by an unrelated entity and that the entity
was contesting Registrant’s righo the trademarks. The specimen submissions illustrate

Petitioner's use of the trademarks, yet Regtraisrepresents sualise as his own. At a
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minimum, the circumstances corroborate that false information was provided to the Trademark
Office and some information was withheld by Registrant's attorney when she signed the
declaration’* The withholding of proper ownerghiinformation was fraudulent and the
registrations should be cegiled for these reasons.

VI.  CONCLUSION

For the foregoing reasons, Petitioner requesincellation of Trademark Registration

Nos. 4,220,686, 4,232,569, 4,248,595, and 4,224,400.

Respectfullsubmitted,

LuckyUEnterprisesibaGiovanni'sOriginal White
Shrimp Truck

Date: March 16, 2015 By: /Daniel Mullarkey/
Ennifer Fraser
Daniel P. Mullarkey
Novak Druce Connolly Bove + Quigg LLP
1875 Eye Street, NW, 11th Floor
Washington, DC 20006
Attorneys for Petitioner

" Counsel for Registrant resisted a depositiospite being the declarant to the applications.
However, Registrant stipulated that all inf@tion in the applications was provided by John
Aragona. PNOR Ex. 8 (TTABVue #15).
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CERTIFICATE OF SERVICE

| hereby certify that on this T6day of March 2015 a true acdrrect copy of the foregoing
PETITONER’S BRIEF was served on Respondent’s Counsel, Jamie N. Pitts., The Law Office
of Jamie N. Pitts, Esq., 887 W. Mariettae®t, NW, Ste. M-105, Atlanta, GA 30318, via First
Class Mail, with a courtesy copy serwad e-mail to jamienpitts@jnplawfirm.com.

gDaniel Mullarkey/

Daniel Mullarkey
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