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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
Jack Rajca )

)
Petitioner, )

v. ) Cancellation No. 92056995
) Registration No. 4,299,698

New Yorker S.H.K. Jeans GmbH & Co. KG )
)

Registrant. )
)

125234-346231

FIRST AMENDED PETITION FOR CANCELLATION
OF REGISTRATION NO. 4,299,698

Petitioner, Jack Rajca, a U.S. Citizen with a business address at P.O. Box 2008

Ridgway, Colorado 81432 believes that it is and will continue to be damaged by Registration No.

4,299,698 issued on the Principal Register on March 12, 2013 to Registrant for the trademark

FISHBONE for goods in International Classes 3, 9, 14, 18, and 25.

As grounds for this Petition, it is alleged that:

1. Petitioner is now, and for many years, has sold t-shirts with silk screen designs under the

Mark FISHBONE with and without design (“Petitioner’s Mark”).

2. Petitioner is the owner of U.S. Incontestable Registration No. 2,089,406 issued

August 19, 1997 for the mark FISHBONE and design covering "t-shirts with silk screen designs"

in International Class 25 claiming use since August 20, 1996.See attached Exhibit 1.

3. Registrant filed Application Serial No. 79/101985 for the mark FISHBONE as astandard

character mark on November 17, 2010.

4. Registrant’s Application Serial No. 79/101985 was issued as Registration No. 4299698

on March 12, 2013 covering the following goods: “Products for beauty and body care, namely,

skin soap, body soap, shower gels, body lotions; perfumery, namely, perfumes, eau de perfume,
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eau de toilette, deodorants for personal use; cosmetics, namely, eye-shadow, foundation make-

up, make-up creams, make-up powders, eye-makeup, nail polish remover; lipsticks; make-up,” in

International Class 3; “Eye glasses and their parts, particularly sunglasses, sports glasses, ski

glasses, frames for eye glasses, cases for eyes glasses,” in International Class 9; “Costume

jewelry; horological and chronometric instruments; watch straps,” in International Class 14;

“Bags, namely, travelling bags, backpacks, shoulder bags, handbags, purses, all-purpose carrying

bags; sports bags, school bags,” in International Class 18; “Clothing, namely, long trousers,

jeans, pants, slacks, short trousers, shorts, boxer shorts, 3/4 length trousers, slacks with strap

under foot, culottes, blouses, dresses, sweaters, shirts, short-sleeved shirts, T-shirts, long-sleeved

shirts, socks; footwear, headgear, namely, hats, caps, head kerchiefs; outerwear for gentlemen

and ladies, namely, waistcoats, jackets, denim jackets, coats, tunics, blazers,lounging jackets,

bomber jackets, overalls, dungarees; underwear; undergarments; belts, scarves, gloves, bathing

fashion for gentlemen and ladies, namely, beachwear, swim wear, bathing suits, swimsuits and

bathing trunks; leisure and city shoes for gentlemen and ladies,” in International Class 25.See

attached Exhibit 2.

5. Petitioner used Petitioner’s Mark in commerce in the United States in connection with the

goods identified in its registration since at least as early as August 20, 1996.

6. Petitioner has used Petitioner’s Mark in commerce in the United States in connection

with its goods, including t-shirts, tank tops, sweatshirts, jackets, leggings, women’s garments,

hats, underwear, long sleeved t-shirts (“Petitioner’s Goods”) since at least as early as August 20,

1996.

7. Petitioner has used Petitioner’s Mark on its own retail store (Petitioner’s Services”) since

as early as 1996.
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8. Petitioner sells Petitioner’s Goods direct to businesses and direct to consumers.

9. Petitioner sells Petitioner’s Goods in its own retail store called FISHBONE, in third party

retail stores and at various other venues including concerts and festivals.

10. Petitioner’s customers include young, trend conscious consumers like those of Registrant.

11. Registrant has known of Petitioner’s prior rights since at least as early as2001.

12. Registrant approached Petitioner in 2001 to negotiate the purchase and sale of

Petitioner’s Registration. The discussions between Petitioner and Registrant concluded without

agreement.

13. Registrant petitioned to cancel Petitioner’s registration in 2000 and withdrew the Petition

with Prejudice.See Cancellation No. 92031433, attached Exhibit 3.

14. Upon information and belief, Registrant has not used its mark in commerce in the United

States and allowed its prior Registrations to be abandoned for failure to filethe Section 8

Declaration of Continued Use. See Registration Nos. 2619501, 2544012, 2774308, 2760570, and

2763064.See attached Exhibit 4.

15. Registrant filed Application Serial No. 79/101985 with full knowledge of Petitioner’s

prior rights.

16. Registrant again approached Petitioner to discuss the purchase of Petitioner’s

Registration in August 2012. Again, no agreement was reached and Registrant continued with

its attempt to register the mark FISHBONE with the USPTO.

17. Petitioner met with principals of Registrant, Frederic Knapp and Claus Reece, in New

York in August 2012 to discuss the proposed purchase of Petitioner’s Mark. The parties

discussed Petitioner’s use of its Mark, Petitioner’s goods, Petitioner’s sales outlets and

Petitioner’s targeted customers.
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COUNT I: Petitioner has priority

18. Petitioners incorporates the allegations set forth in paragraphs numbered 1 through 17 of

this Petition as if fully set forth herein.

19. Petitioner has used Petitioner’s Mark in commerce in the United States in connection

with Petitioner’s Goods since prior to any date of first use in the United States that may be relied

upon by the Registrant of its Mark.

20. Petitioner used Petitioner’s Mark in commerce in the United States in connection with

Petitioner’s Goods since at least as early as August 20, 1996.

21. On information and belief, Registrant did not use the mark FISHBONE in the United

States on or in connection with any of the goods listed in its Registration No. 4,299,698 prior to

any first use date that can be relied upon by Petitioner.

22. On information and belief, Registrant does not currently use the mark FISHBONE as a

trademark in the United States for any of the goods described in its Registration No. 4,299,698.

COUNT II: Likelihood of Confusion

23. Petitioner incorporates the allegations set forth in paragraphs numbered 1 through 22 of

this Petition as if fully set forth herein.

24. The mark FISHBONE is so similar to Petitioner's Mark that Registrant'suse and

registration of its trademark to identify its goods is likely to cause confusion and lead to

deception as to the source of origin and/or the sponsorship of Registrant's goods and/or

Petitioner's Goods and Services.

25. Registrant’s standard character mark FISHBONE incorporates the term FISHBONE

shown in Petitioner’s Mark in its entirety.
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26. Registrant’s goods listed in its Registration No. 4,299,698 are not restricted tochannels

of trade or to potential customers.

27. Petitioner’s Goods listed in its Registration No. 2,089,406 are not restricted tochannels

of trade or to potential customers.

28. Because Registrant’s goods are broadly defined, it is presumed that the Registrant’s

Registration No. 4,299,698 encompasses all goods of the type described, including those in the

Petitioner’s more specific identification, that the goods move in all normal channels of trade, and

that they are available to all potential customers.

29. The goods listed in Registrant’s Registration No. 4,299,698 are the same or related to

Petitioner’s Goods and Services provided under Petitioner’s Mark.

30. Registrant's goods intended to be offered under the mark FISHBONE will travel in the

same channels of trade and will be offered to the same consumers as Petitioner's Goods offered

under Petitioner’s Mark.

31. If the Registrant were permitted to use its mark and maintain its Registration No.

4,299,698 for its goods, confusion among consumers resulting in damage and injury to Petitioner

would be caused by virtue of the similarity between Registrant’s trademark and Petitioner’s

Mark, and the related nature of the goods covered by those marks. Any defect, objection or fault

found with Registrant’s goods would reflect upon, seriously injure, and dilute the reputation and

value that Petitioner has established under its trademark.

WHEREFORE, Petitioner prays that Registration No. 4,299,698 be cancelled, and that

this cancellation be sustained in favor of the Petitioner.
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Petitioner has paid the fees for filing its Petition for Cancellation; however, if any

additional fees are required please deduct the statutory filing fees from deposit Account No. 22-

0261 and notify the undersigned accordingly.

Please recognize as attorneys for petitioner in this proceeding Jacqueline Levasseur Patt,

Mark Harrison, Janet Satterthwaite, Andrew Price, Elissa Brockbank Reese,Rebecca Liebowitz,

Michael Hall, Jeremy Klass and Scott Oslick and, at VENABLE, P.O. Box 34385, Washington,

D.C. 20005, Telephone (202) 344-4000, Fax (202) 344-8300

Respectfully submitted,

By:

Jacqueline Patt
VENABLE
P.O. Box 34385
Washington, D.C. 20005
Telephone (202) 344-4000
Telefax (202) 344-8300

Attorneys for Petitioner
Dated: May 31, 2013
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CERTIFICATE OF SERVICE

The undersigned, attorney for Petitioner, hereby certifies that a true and complete copy of

foregoing Petition for Cancellation has been served on this 31th day of May, 2013 via overnight

mail, postage prepaid to attorney of record for Registrant:

William C. Wright

Epstein Drangel LLP

60 East 42nd Street, Suite 2410

New York, NEW YORK 10165

______________________________
Jacqueline Levasseur Patt




































































































