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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Bacardi & Company Limited

Entity Corporation Citizenship Liechtenstein

Address 5 Aeulestrasse
Vaduz, 9490
LIECHTENSTEIN

Attorney
information

Janice Housey
Symbus Law Group, LLC
PO Box 11085
McLean, VA 22102
UNITED STATES
jhousey@symbus.com

Registration Subject to Cancellation

Registration No 4293143 Registration date 02/19/2013

Registrant Brauerei Beck GmbH & Co. KG
Am Deich 18/19
Bremen 28199,
GERMANY

Goods/Services Subject to Cancellation

Class 032. First Use: 2012/12/31 First Use In Commerce: 2012/12/31
All goods and services in the class are cancelled, namely: Beer

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act section 2(d)

The mark is merely descriptive Trademark Act section 2(e)(1)

The mark is primarily merely a surname Trademark Act section 2(e)(4)

Dilution Trademark Act section 43(c)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration
No.

1650299 Application Date 08/29/1988

Registration Date 07/09/1991 Foreign Priority
Date

NONE

Word Mark SAPPHIRE

Design Mark

http://estta.uspto.gov


Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1987/11/00 First Use In Commerce: 1987/11/00
GIN

U.S. Registration
No.

2284988 Application Date 06/05/1998

Registration Date 10/12/1999 Foreign Priority
Date

NONE

Word Mark BOMBAY SAPPHIRE

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1987/01/00 First Use In Commerce: 1987/01/00
[wines,] distilled spirits [ and liqueurs ]

U.S. Registration
No.

2329989 Application Date 06/28/1999

Registration Date 03/14/2000 Foreign Priority
Date

NONE

Word Mark BOMBAY SAPPHIRE

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1987/01/00 First Use In Commerce: 1987/01/00
[WINES,] DISTILLED SPIRITS [AND LIQUEURS]

U.S. Registration
No.

3470445 Application Date 05/24/2007

Registration Date 07/22/2008 Foreign Priority
Date

NONE

Word Mark BOMBAY SAPPHIRE



Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use:
Alcoholic beverages, except beers, namely, wines, distilled spirits and liqueurs

U.S. Registration
No.

3470447 Application Date 05/24/2007

Registration Date 07/22/2008 Foreign Priority
Date

NONE

Word Mark BOMBAY SAPPHIRE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use:
Sunglasses; sunglasses and spectacle cases; cameras; audio cassette, digital
audio, CD and DVD players; radios; compact discs, laser discs and audio
cassettes featuring music; compact discs and laser discs featuring video content
on the subject of beverage alcohol, the history of beverage making, and
entertainment, cultural and sporting events
Class 016. First use:
Paper napkins; printed matter, namely, printed informational brochures on the
subjects of alcoholic beverages, the history of beverage making, entertainment,
cultural, and sporting events; posters, pens, office requisites, namely, desktop
business card holders, pencils, money clips, passport clips
Class 021. First use:
Glassware, porcelain and earthenware for use in drinking, holding and
dispensing beverages, namely, drinking glasses, mugs, cups made of glass and
plastic, serving pitchers made of glass and aluminum, cups and drinking
vessels, serving trays not of precious metal, napkin holders, plastic beverage
stirrers, cocktail shakers used in bars, drinking tumblers made of glass; ice
buckets; bottle juice mixer holders made of plastic; plastic pourers, namely,
plastic pouring spouts for household use; glass and plastic bottles, sold empty



Class 024. First use:
Textiles and textile goods, specifically, bed and table covers and towels
Class 025. First use:
Clothing, namely, sweatshirts, sport shirts, t-shirts, polo shirts, shorts, pants,
trousers, shirts, jackets, wind resistant jackets, rain jackets, turtlenecks,
sweaters, ties, belts, suspenders, sweatbands; footwear; headgear, namely,
caps, visors
Class 041. First use:
Entertainment services, namely, providing a web site featuring music videos,
music, related film clips, photographs and other multimedia materials;
organization, provision and running of cultural and sporting events; organization,
provision and running of entertainment events, namely, discotheques and live
music concerts; organization, provision and running of exhibitions, conferences
in the field of music entertainment; advice, information and consultancy services
relating to all of the aforesaid services; providing prerecorded digital music,
digital audio presentations featuring live and prerecorded musical performances,
and digital video featuring live and prerecorded cultural and sporting events, all
online via a global computer network; providing prerecorded digital music not
downloadable from the Internet; production of radio programs; radio
entertainment, namely, radio programs featuring performances and interviews
with recording artists and musical entertainers; gathering and providing recorded
and live entertainment programs featuring musical performances and cultural
and sporting events for non-downloadable retrieval from a global computer
network; nightclub services
Class 043. First use:
Bar and cocktail bar services; restaurants; catering for the provision of food and
drink; providing facilities for fairs and exhibitions for the consumption of alcoholic
and non-alcoholic beverages
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /janice housey/

Name Janice Housey

Date 02/19/2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
 
 
------------------------------------------------------ 
      : 
Bacardi & Company Limited   : 
Petitioner,      : 
      : 
v.       : 
      :  Cancellation No.____________ 
      : 
Brauerei Beck GmbH & Co. KG  : Reg. No. 4,293,143 
Registrant.      : 
      : 
------------------------------------------------------ 
 
 
 

PETITION FOR CANCELLATION 

 

 Bacardi & Company Limited, through its attorneys, hereby petitions to cancel the U.S. 

Reg. No. 4,293,143. 

 As grounds for this petition, it is alleged that: 

1. Bacardi & Company Limited, a corporation of Liechtenstein, with a principal place of 

business at 5 Aeulestrasse, Vaduz 9490, Liechtenstein (hereinafter “Petitioner”) asserts 

that it is and will continue to be damaged by registration of the mark that is the subject of 

the registration referenced above, and accordingly, for the reasons set forth herein, 

petitions to cancel registration of the same.  

2. On information and belief, Brauerei Beck GmbH & Co. KG is organized and existing 

under the laws of Germany with a principal business address at Am Deich 18/19 Bremen 

28199, GERMANY.  (Hereinafter “Registrant”) 



Page 2 of 6 

3. Upon information and belief, Registrant filed the application for the subject registration, 

BECK’S SAPPHIRE (“Registrant’s Mark”), on October 31, 2011 for “beer” in 

International Class 32.  The application proceeded to registration on February 19, 2013 

and the registration was assigned Reg. No.  4,293,143. The same was filed based upon 

Section 1(b) and a Statement of Use was filed January 7, 2013. 

4. Petitioner is well-known and recognized in the marketplace as the originator and provider 

of spirits and alcoholic beverages as well as having a strong reputation for offering and 

sponsoring a variety of events, including entertainment events. 

5. Petitioner acquired and has used its distinctive BOMBAY SAPPHIRE and SAPPHIRE 

marks in commerce in the U.S. in connection with distilled spirits, gin since well before 

any use by Registrant of Registrant’s Mark, specifically since at least as early as 1987 as 

well as for a variety of promotional items and other goods and services since well before 

any use by Registrant. 

6. Petitioner is the owner of the following U.S. Registrations:  

 (1) Mark:  SAPPHIRE 

  Reg. No. 1650299 

  Registered July 9, 1991  

 (2) Mark: BOMBAY SAPPHIRE and Design  

  Reg. No. 2284988 

  Registered October 12, 1999 

 (3) Mark: BOMBAY SAPPHIRE  

   Reg. No. 2329989 

   Registered March 14, 2000 
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  (4)  Mark: BOMBAY SAPPHIRE  

   Reg. No. 3470445 

   Registered July 22, 2008 

 (5)   Mark: BOMBAY SAPPHIRE  

   Reg. No. 3470447 

   Registered July 22, 2008 

 

 Copies of registration data from the USPTO records are attached as Exhibit A. 

(Hereinafter, together “Petitioner’s Marks”) 

7.     These registrations are prima facie evidence of Petitioner's ownership of the trademarks 

shown in the registrations and are prima facie evidence of Petitioner's exclusive right to use 

the trademarks shown in such registrations in commerce in connection with the goods and 

services listed in the registrations. 

8. Petitioner presently markets and offers a wide variety of goods and services, including 

gin, distilled spirits and a plethora of promotional goods as well as sponsorship and 

entertainment-related services in the U.S. under the BOMBAY SAPPHIRE and 

SAPPHIRE marks. 

9.     Upon information and belief, Registrant has only commenced use of Registrant’s Mark 

on the goods identified in the subject registration recently, and well after the adoption and 

use of the Petitioner’s Marks by Petitioner.  

10. Petitioner’s use and registration of the Petitioner’s Marks predates any constructive or 

actual use date of the Registrant’s Mark.   



Page 4 of 6 

11.  Petitioner’s Marks have become recognized by the public as indicative of Petitioner’s    

goods and services and the high quality thereof. 

12. Upon information and belief, the respective goods do or will travel in the same channels 

of trade and have the same target market, i.e., people who consume alcoholic beverages. 

13.  Registrant’s Mark is visually and aurally very similar to Petitioner’s Marks and is 

identical as to SAPPHIRE.   

14.  The subject registration for closely related goods is likely to cause confusion, mistake or 

deception among consumers and potential consumers resulting in damage to Petitioner. 

Section 2(d) of the Lanham Act. 

15.  The subject registration for closely related goods is likely to cause confusion, mistake or 

deception that Registrant’s goods are those of Petitioner, or are otherwise endorsed, 

sponsored, approved and/or licensed by Petitioner, causing further damage to Petitioner. 

Section 2(d) of the Lanham Act. 

16. Through extensive use and promotion, Petitioner’s Marks have become famous. Sect. 

43(c)(1) of the Lanham Act. 

17. The fame of Petitioner’s Marks predates the date Registrant filed its application for 

BECK’S SAPPHIRE. 

18. Registrant’s Mark so resembles Petitioner’s Marks that it is likely to dilute the distinctive 

qualities of Petitioner’s Marks. 

19. BECK is a surname. 

20. In the alternative, Petitioner states that the SAPPHIRE portion of Registrant’s Mark is 

merely descriptive of, or generic for, an ingredient of the beer Registrant identifies in the 
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subject registration.  That is, SAPPHIRE is the generic name for the hops used in 

Registrant’s beer.   

21. Further in the alternative, Registrant states that Registrant’s Mark is primarily merely a 

surname since it includes the common surname “BECK” with the generic word for a key 

ingredient of Registrant’s beer, “SAPPHIRE” hops, and therefore, BECK’S SAPPHIRE 

is not registrable on the Principal Register. 

22. Petitioner will be damaged by the continued registration of Registrant’s Mark pursuant to 

the allegations set forth herein. 

 

WHEREFORE, Petitioner respectfully requests that its Petition be granted and that the 

registration that is the subject of this petition be canceled.  Alternatively, Petitioner respectfully 

requests that Registrant be required to enter a disclaimer for SAPPHIRE. 

Payment of $300 for the official fees associated with this Cancellation is remitted 

herewith. 

 
Respectfully submitted, 

       
      Bacardi & Company Limited.  
       
 
Date: February 19, 2013 __________________________ 

Janice W. Housey  
      Counsel for Petitioner  
 
 
 
Janice W. Housey 
Symbus Law Group, LLC 
PO Box 11085 
McLean, VA 22102 
703.957.5274 office 
540.518.9037 fax 
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CERTIFICATE OF SERVICE 

 
On this 19th day of February 2013, a true and correct copy of the foregoing PETITION 

FOR CANCELLATION is being sent via first class mail, postage prepaid and addressed as follows: 
 

ANDREA K. CANNON 
JEREMY ROE 
ANHEUSER-BUSCH, LLC 
1 BUSCH PL 
SAINT LOUIS, MISSOURI 63118-1852 
 
 
 

         
       _______________________ 
       Janice W. Housey 
 
 






















































