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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE  
THE TRADEMARK TRIAL AND APPEAL BOARD  

 
 

In re Reg. No. 3872561 

 
Frank Clegg Leatherworks LLC, 
 

Petitioner, 
 
v. 
 
El Group, LLC, 
 

Respondent. 
 

Cancellation No. 92056574 

 

PETITIONER’S  REPLY IN SUPPORT OF ITS  

MOTION TO EXTEND DISCOVERY PERIOD AND TRIAL DATES  

Since Petitioner filed its Motion to Extend Discovery Period and Trial Dates on August 

23, 2013, Respondent El Group, LLC (“Respondent”) has served extensive written discovery on 

Petitioner.  Because both parties have now exchanged and will be responding to written 

discovery, it is in the interest of justice to grant an extension of the discovery period and 

subsequent trial dates so that the parties may conduct full discovery, and so this case may be 

tried on the merits with a full record. 

RELEVANT FACTS  

After a failed business endeavor between Petitioner and Respondent, Respondent 

registered the mark LOTUFF & CLEGG without Petitioner’s knowledge or consent.  As 

discovery will reveal, the word CLEGG in Respondent’s mark refers to Frank Clegg, Petitioner’s 

founder and sole member.  Upon learning of the existence of Respondent’s registration during 



- 2 – 
REPLY IN SUPPORT OF PETITIONER’S MOTION TO EXTEND TIME 

the application process for its marks FRANK CLEGG and F. CLEGG, Petitioner initiated this 

Cancellation proceeding.  (Dkt. No. 1)  Petitioner’s counsel was substituted into this Cancellation 

proceeding on August 19, 2013, just five days before the close of the discovery period.  (Dkt. 

No. 5)  At that point, no discovery had yet been conducted in this proceeding and no prior 

extension requests had been made.  Respondent’s counsel refused Petitioner’s counsel’s request 

for an extension of the discovery period, stating that there was “little chance that extending 

discovery would lead to the production of additional evidence.”  Salvatore Decl., ¶ 3; Ex. A.  

Despite this statement, on August 26, 2013, two days after the scheduled closing day of the 

discovery period, Respondent served extensive discovery on Petitioner, including forty Requests 

for Production of Documents and Things, fourteen Interrogatories and two Requests for 

Admission, to which Petitioner is currently endeavoring to respond.  See attached Exhibit A.  

And in light of Respondent’s refusal to agree to an extension, Petitioner served written discovery 

on Respondent on August 21, 2013.  

ARGUMENT  

Because both parties have now served and will be responding to written discovery, it is in 

the interest of justice to allow this matter to proceed upon a full record, and to be tried on the 

merits.  Respondent’s refusal to consent to a short extension of the discovery period because “too 

many resources have already been expended on this matter” and “[i]n light of [] the little chance 

that extending discovery would lead to the production of additional evidence that would 

substantially impact the resolution of this matter” is belied by the fact that Respondent has now 

served extensive written discovery on Petitioner.  The parties, now having both exchanged 

written discovery, should be allowed the opportunity to test their respective written discovery 
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responses through depositions and to create a full record for trial.  There has been no prior 

extension of the original discovery dates.  

Contrary to the assertions in Respondent’s Opposition, Petitioner has set out detailed 

facts constituting good cause to extend the discovery period in this matter.  As stated in 

Petitioner’s Motion, Petitioner’s counsel substituted into this matter on August 19, 2013, just five 

days before the close of the discovery period.  Because Petitioner’s primary counsel Steven 

Weinberg was attending out of town depositions in another pressing litigation matter during the 

week of August 19, Petitioner sought a brief extension of the discovery period so that its newly 

substituted counsel could familiarize itself with the case and take the discovery appropriate to 

competently represent its client.  This Motion was necessitated by Respondent’s counsel’s 

refusal to accommodate Petitioner’s newly substituted counsel’s request,1 and because the Board 

has granted Motions to Extend Time in similar circumstances.  See, e.g., Societa Per Azioni 

Chianti Ruffino Esportazione Vinicola Toscana v. Colli Spolentini Spoletoducale SCRL, 59 

USPQ2d 1383, 1384 (TTAB 2001) (granting an extension of opposer’s testimony period upon a 

finding that opposer’s counsel’s “press of other litigation may indeed constitute good cause for 

an extension of time, in appropriate circumstances”). 

Also relevant to Petitioner’s request for an extension of the discovery period in this 

matter is the fact that this is Petitioner’s first such request for an extension of time.  Respondent 

points to the Board’s decision in Leumme, Inc. v. D.B. Plus Inc., 53 USPQ2d 1758 (TTAB 1999) 

in opposition.  However, the decision in Leumme addressed a refusal to grant petitioner’s second 

                                                   
1 While Respondent’s counsel asserts that there were no settlement discussions between 
Petitioner and Respondent during the discovery period, Respondent’s counsel admits that a 
telephone conversation was held with Petitioner’s prior counsel during which Respondent’s 
counsel “proposed certain terms to resolve this matter.”  (Dkt. No. 8, p. 2) 
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request for extension, after its first request had been granted, and is thus distinguishable.  Nat’l 

Football League v. DNH Management LLC, 85 USPQ2d 1852 (TTAB 2008), another case relied 

on by Respondent, is also distinguishable from the present matter due to the fact that the NFL 

waited until two days after the close of discovery to serve its initial requests, which is not the 

case here.  On the contrary, Petitioner’s new counsel diligently served discovery requests 

immediately upon receiving Respondent’s counsel’s initial refusal to extend the discovery 

period.   

Finally, Respondent is in no way prejudiced by Petitioner’s request to extend time.  Since 

both parties have now served written discovery, the only prejudice that could arise is that which 

would mutually affect both Petitioner and Respondent should they not be allowed to complete 

discovery and proceed to a trial on the merits based on a full record.  The interests of justice 

would not be served by denying Petitioner the ability to competent representation, namely the 

taking of discovery through its newly substituted counsel, nor by the unconsented registration of 

its name by Respondent. 

CONCLUSION 

In light of the foregoing, Petitioner’s Motion to Extend Discovery Period and Trial Dates 

should be granted.   

Dated:  September 24, 2013    Respectfully submitted, 

HOLMES WEINBERG, PC 

 /Steven M. Weinberg/  
Steven M. Weinberg 
30765 Pacific Coast Highway, Suite 411 
Malibu, CA 90265 
Tel:  310.457.6100 
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Fax: 310.457.9555 
Email:  smweinberg@holmesweinberg.com 
 
Attorneys for Petitioner, Frank Clegg 
Leatherworks LLC 
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CERTIFICATE OF SERVICE 
 
 I hereby certify that on September 24, 2013, a true and correct copy of this 
PETITIONER’S REPLY IN SUPPORT OF ITS MOTION TO EXTEND TIME was served by 
Priority Mail to Respondent’s counsel at the below address: 
 
James C. Duda 
Bulkley, Richardson and Gelinas, LLP 
1500 Main Street, Suite 2700 
P.O. Box 15507 
Springfield, MA 01115-5507  
 
        /Nelda Piper/ __________ 
       Nelda Piper 
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