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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE  
THE TRADEMARK TRIAL AND APPEAL BOARD  

 
 

In re Reg. No. 3872561 

 
Frank Clegg Leatherworks LLC, 
 

Petitioner, 
 
v. 
 
El Group, LLC, 
 

Respondent. 
 

Cancellation No. 92056574 

 

PETITIONER’S  MOTION TO SUSPEND PROCEEDING FOR CIVIL ACTION  

Petitioner Frank Clegg Leatherworks LLC (“Petitioner”)  respectfully moves the Board, 

pursuant to TMBP § 510.02, 37 CFR § 2.117(a), for an order suspending the proceedings herein 

beginning on April 15, 2014, based on the filing by Respondent El Group, LLC (“Respondent”) 

of a civil lawsuit in Massachusetts Superior Court, arising in part under the Lanham Act, 15 

U.S.C. §1114, and pertaining to the trademark LOTUFF & CLEGG, which is the subject of this 

proceeding.  

FACTUAL BACKGROUN D 

 In this proceeding Petitioner seeks to cancel Respondent’s registration of the mark 

LOTUFF & CLEGG on the grounds that Petitioner has prior rights in the CLEGG portion of that 

mark and that Respondent’s mark is likely to cause confusion with Petitioner’s mark; that 

Respondent has failed to obtain Petitioner’s written consent to register a mark with its principal, 

Frank Clegg’s surname, and that Petitioner has abandoned any rights in the registered mark.  
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Thus, this proceeding involves the parties’ respective rights in the LOTUFF & CLEGG and 

CLEGG marks. 

 Petitioner has just become aware of a lawsuit that Respondent and Respondent’s 

principal Joseph Lotuff, filed against Petitioner and its principal Frank Clegg in Massachusetts 

Superior Court.  Declaration of Michael J. Salvatore (“Salvatore Dec.”) ¶ 5, Ex. C 

(“Complaint”).  The Massachusetts Superior Court lawsuit asserts, inter alia, a claim under the 

Lanham Act, 15 U.S.C § 1114, that the FRANK CLEGG and CLEGG marks as used by 

Petitioner/Defendants  infringe Respondent/Plaintiffs alleged rights in the LOTUFF & CLEGG 

registered mark.  Complaint, Count VI (“Federal Trademark Infringement – Violation of 15 

U.S.C. § 1114”).  Petitioner/Defendants will be filing a counterclaim for infringement seeking as 

a remedy, in addition to others, cancellation of the LOTUFF & CLEGG registration.  

To date, no depositions have taken place in this proceeding. Prior to Petitioner’s learning 

of the civil action, Petitioner and Respondent noticed depositions of the parties’ two principals 

for April 17 and 18, 2014, respectively.  Salvatore Dec.¶ 3.  The depositions were noticed for 

Springfield, MA.  Id.  In an April 2 email regarding the scheduling of these depositions, counsel 

for Petitioner told counsel for Respondent that Petitioner’s counsel would be travelling cross 

country to attend the depositions, and that he wished to avoid his client having to incur this 

expense more than once.  Salvatore Dec., ¶ 3, Ex. B.  Counsel for Respondent then noticed on 

April 14, 2014 three additional depositions of Petitioner’s witnesses, including third parties, for 

April 23-25, in Boston, MA, Springfield, MA, and Providence, RI, respectively.  Salvatore Dec., 

¶ 4.  This was quite surprising, not only because counsel had never mentioned these other 

depositions when depositions were being scheduled, id., and he knew that Petitioner’s counsel 

was trying to avoid the expense of having to travel extensively, but also, and significantly, 
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because Respondent earlier had refused to agree to an extension of the discovery period on the 

ground that “too many resources have already been expended on this matter.”  Salvatore Dec., ¶ 

2, Ex. A.    

Accordingly, since the issues that will be decided in the Massachusetts Superior Court 

lawsuit will have a bearing on the Board’s determination in the present matter, and indeed will 

finally decide the very same issues, Petitioner requests a suspension of this Cancellation 

proceeding so that it can avoid the duplicitous efforts and very significant expense of taking 

discovery and litigating the same issues in both cases.  Petitioner has sought Respondent’s 

consent to the filing of this Motion, but Respondent, through its counsel, has declined to give its 

consent without providing any specific reason for its refusal. Salvatore Dec., ¶¶ 6-7, Ex. D-E.  

LEGAL ARGUMENT  

 37 CFR § 2.117(a) provides that: “whenever it shall come to the attention of the 

Trademark Trial and Appeal Board that a party or parties to a pending case are engaged in a civil 

action…which may have a bearing on the case, proceedings before the Board may be suspended 

until termination of the civil action.”  See General Motors Corp. v. Cadillac Club Fashions Inc., 

22 USPQ2d 1933, 1936-37 (TTAB 1992); Toro Co. v. Hardigg Industries, Inc., 187 USPQ 689, 

692 (TTAB 1975), rev’d on other grounds, 549 F.2d 785, 193 USPQ 149 (CCPA 1977); Other 

Telephone Co. v. Connecticut National Telephone Co., 181 USPQ 125, 126-27 (TTAB 1974); 

petition denied, 181 USPQ 779 (Comm’r 1974); Tokaido v. Honda Associates Inc., 179 USPQ 

861, 862 (TTAB 1973); Whopper-Burger, Inc. v. Burger King Corp., 171 USPQ 805, 806-07 

(TTAB 1971).  Ordinarily, the Board will suspend proceedings in the case before it if the final 

determination of the other proceeding may have a bearing on the issues before the Board.  New 
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Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 2011) (“The 

civil action does not have to be dispositive of the Board proceeding to warrant suspension, it 

need only have a bearing on the issues before the Board.”).  Further, the Board may suspend a 

proceeding pending the final determination of a civil action pending between the parties in a 

state court.  See Mother's Restaurant Inc. v. Mama's Pizza, Inc., 723 F.2d 1566, 221 USPQ 394, 

395 (Fed. Cir. 1983) (holding that state court findings of prior use and confusing similarity of 

service marks were preclusive in TTAB cancellation proceeding); Professional Economics 

Incorporated v. Professional Economic Services, Inc., 205 USPQ 368, 376 (TTAB 1979) 

(decision of Massachusetts state court, although not binding on the Board, was considered 

persuasive on the question of likelihood of confusion; however, in light of later decided Mother’s 

Restaurant case, would be binding). 

 Respondent and its principal, Joseph Lotuff, have filed a civil action in Massachusetts 

Superior Court against Petitioner and its principal, Frank Clegg, in which the issues in this 

Cancellation proceeding will be actually litigated and finally determined under Section 32(1) of 

the Lanham Act, 15 U.S.C. § 1114, since that claim pertains to Respondent’s LOTUFF & 

CLEGG registration as well as Petitioner’s trademarks FRANK CLEGG and F. CLEGG.  See 

Complaint Count VI.  Further, Respondent seeks an injunction preventing Petitioner’s use of the 

marks FRANK CLEGG and F. CLEGG in connection with its leather goods business.  

Complaint at ¶ 19.  Thus, there can be no doubt that the resolution of the Superior Court lawsuit 

will have a bearing on and in fact will have preclusive effect on the issues that are being litigated 

in this Cancellation proceeding, namely priority, abandonment and likelihood of confusion.  

Accordingly, this proceeding should be suspended pending disposition of the Superior Court 
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civil action filed by Respondent, so that neither party has to incur the prejudicial costs of 

duplicating its efforts during discovery or otherwise in connection with these litigations. 

 Respondent will not be prejudiced by a suspension of these proceedings pending 

determination of the Superior Court lawsuit that it has filed.  In filing that civil action, 

Respondent no doubt foresaw that a stay of this proceeding would be sought to avoid additional 

and unnecessary expense; indeed, as Respondent’s counsel stated on August 21, 2013: “My 

clients believe that too many resources have already been expended on this matter.”  Salvatore 

Dec., ¶2, Ex. A.  

This proceeding is still in the discovery stage, and neither of the parties has yet incurred 

the costs of taking or defending any depositions or presenting any trial testimony.  Additionally, 

Respondent’s business is located in Ware, MA, which is only 26 miles from Springfield, MA, 

where the scheduled depositions were set to occur on April 17 and 18, so there are no long-range 

travel arrangements that Respondent would need to cancel.  Petitioner, on the other hand, would 

be highly prejudiced if it had to engage in duplicative litigation since its resources are limited 

and its income depends primarily on Mr. Clegg’s being at work and not tied up in litigation.  

Salvatore Dec., Dec., ¶8. 

CONCLUSION  

 Based on the foregoing, Petitioner respectfully requests the Board to suspend the 

proceedings herein until the civil  lawsuit filed by Respondent in Massachusetts Superior Court is 

resolved.   
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Dated:  April 15, 2014    Respectfully submitted, 

HOLMES WEINBERG, PC 

 /Michael J. Salvatore/_  
Michael J. Salvatore 
30765 Pacific Coast Highway, Suite 411 
Malibu, CA 90265 
Tel:  310.457.6100 
Fax: 310.457.9555 
Email:  msalvatore@holmesweinberg.com 
 
Attorneys for Petitioner, Frank Clegg 
Leatherworks LLC 

 

 

 

 

CERTIFICATE OF SERVICE  

 
 I hereby certify that on April 15, 2014, a true and correct copy of this PETITIONER’S 
MOTION TO SUSPEND PROCEEDING FOR CIVIL ACTION was served by USPS Priority 
Mail to Respondent’s counsel at the below address: 
 
James C. Duda 
Bulkley, Richardson and Gelinas, LLP 
1500 Main Street, Suite 2700 
P.O. Box 15507 
Springfield, MA 01115-5507  
 
        /Nelda Piper/ __________ 
       Nelda Piper 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE  
THE TRADEMARK TRIAL AND APPEAL BOARD  

 
 

In re Reg. No. 3872561 

 
Frank Clegg Leatherworks LLC, 
 

Petitioner, 
 
v. 
 
El Group, LLC, 
 

Respondent. 
 

Cancellation No. 92056574 

 

DECLARATION OF MICHAEL J. SALVATORE  

 I, Michael J. Salvatore, hereby declare as follows: 

 1. I am a counsel of record for Petitioner Frank Clegg Leatherworks LLC 

(“Petitioner”).  I submit this declaration in support of Petitioner’s Motion to Suspend Proceeding 

for Civil Action.  I have personal knowledge of the facts set forth herein and if called as a 

witness, I could and would testify competently thereto. 

2. On August 19, 2013, I sent an email to respondent’s counsel requesting 

Respondent’s consent for an extension of the discovery period on the ground that my law firm 

had just substituted into the proceeding five days before the close of discovery and no discovery 

had yet been conducted.  Respondent’s counsel responded two days later with a denial of my 

request, stating as its reason for the denial that:  “My clients believe that too many resources 

have already been expended on this matter.”  Ultimately, the Board granted Petitioner’s Motion 

to Extend Discovery, which Respondent opposed.  Attached hereto as Exhibit A  is a true and 

correct copy of the email I sent on April 19, 2013 and the April 21, 2014 response. 

3. Attached hereto as Exhibit B  is a true and correct copy of an email I sent to 

Respondent’s counsel on April 2, 2014, regarding the scheduling of depositions in this matter.  
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Since the depositions were noticed for Respondent’s counsel’s offices in Springfield, MA, and 

our firm is located in California, I stated in the email that: “the dates of the two depositions will 

need to be together so that we are not travelling cross country twice.”  I offered to make our 

client available on an alternative date in order to accommodate Respondent’s principal, Joseph 

Lotuff’s religious holiday.  Ultimately, the parties agreed to hold the depositions on April 17, 

2014, and April 18, 2014, in Springfield, MA, at Respondent’s counsel’s office. 

4. On April 14, 2014, Respondent’s counsel sent me copies of three additional 

deposition notices via email, each pertaining to Petitioner’s witnesses, including third party 

witnesses.  These depositions were noticed for April 23, 24 and 25, in Providence, RI, 

Springfield, MA, and Boston, MA, respectively.  Respondent’s counsel had never mentioned 

these other depositions when depositions were being scheduled. 

5. In the interim, Petitioner became aware of a civil action that was filed against it 

by Respondent and Respondent’s principal, Joseph Lotuff, in Massachusetts Superior Court, 

Civil Action No. BRCV2014-0354C.  This action arises under the Lanham Act, 15 U.S.C. § 

1114, and related state claims.  A true and correct copy of the Complaint in this action is attached 

hereto as Exhibit C .  The Lanham Act claim involves the same marks and ownership issues in 

this Cancellation proceeding. 

6. On April 14, 2014, I sent a letter to Respondent’s counsel requesting 

Respondent’s consent to file a motion to stay this Cancellation proceeding in light of the filing of 

the Massachusetts lawsuit, which includes a Lanham Act claim in which all of the issues in this 

Cancellation proceeding will be decided, and in order to avoid duplication of efforts and costs in 

these matters.  A true and correct copy of my letter is attached hereto as Exhibit D . 

7. On April 15, 2014, Respondent’s counsel replied to my letter stating that 

Respondent would not consent to the filing of the motion to suspend this proceeding.  A true and 

correct copy of this letter is attached hereto as Exhibit E .  
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8. Petitioner would be highly prejudiced if it had to engage in duplicative litigation 

since its resources are limited and its income depends primarily on Mr. Clegg’s being at work 

and not tied up in litigation 

I declare under penalty of perjury, under the laws of the United States of America, that 

the foregoing is true and correct.  Executed this 15th day of April, 2014, at Malibu, California. 

  

/Michael J. Salvatore/__ 

Michael J. Salvatore 
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From: Duda,  James

To: Michael J Salvatore

Subject: RE:  Cancellation  No.  92056574 /  Frank Clegg v.  El Group, LLC /Request  to Extend Discovery

Date: Wednesday, August  21, 2013 7:12:20 AM

Dear Mike,

 

My clients believe that too many resources have already been expended on this matter,

they are frustrated with its progression, and they would like to bring it to a resolution at

the earliest possible date.  In light of (1) the little chance that extending discovery would

lead to the production of additional evidence that would substantially impact the

resolution of this matter; (2) the significant costs that the parties likely would incur as a

result of any extension; and (3) the more than ample time that has been available for

discovery during the past eight months, we see no value to extending the discovery

period at this time. 

 

Please note that we also remain concerned by the absence of a good faith response to our

offer in February to resolve this matter efficiently through a properly crafted Consent

Letter, which we believe should remove the root cause of this litigation by likely

removing the LOTUFF & CLEGG registration as an obstacle to your client’s efforts to

register the FRANK CLEGG and F. CLEGG marks with the U.S. Patent and Trademark

Office.

 

Please call me if you would like to discuss any aspect of this matter.

 

Thank you.

Jim

 

James C. Duda, Partner

Bulkley, Richardson and Gelinas, LLP

1500 Main Street, Suite 2700 | P.O. Box 15507 | Springfield, MA 01115-5507

Direct: 413-272-6284 | Fax: 413-272-6806

jduda@bulkley.com | www.bulkley.com

From:  Michael J Salvatore [mailto:MSalvatore@holmesweinberg.com]  
Sent: Monday, August  19,  2013 3:55 PM
To: Duda,  James
Cc:  Steven M. Weinberg;  Nelda Piper
Subject:  Cancellation No. 92056574 /  Frank Clegg v. El Group, LLC /  Substitution  of  Attorney
 

Dear James:

 

Our firm has just substituted into the above-referenced cancellation proceeding.  The attached is

being sent to you today via US Mail.  We are writing to request a 4-month extension of all pending

dates, since no discovery has yet been conducted in this proceeding. 

mailto:jduda@bulkley.com
mailto:MSalvatore@holmesweinberg.com
mailto:jduda@bulkley.com
http://www.bulkley.com/


 

Please let us know if you will agree to the 4-month extension by close of business tomorrow, August

20, 2013.

 

Thank you very much,

 

Mike

 

Michael J. Salvatore
Holmes Weinberg, PC
30765 Pacific Coast Highway, Ste. 411 | Malibu CA 90265
t: 310.457.6100 x 201 | c. 914.263.1001 | f: 310.457.9555
msalvatore@holmesweinberg.com  | www.holmesweinberg.com | Bio
 
CONFIDENTIALITY NOTICE: This e-mail message is for the personal and confidential use of the recipient(s) named
above. This message may also contain privileged client information or work product. If the reader of this message is not
the intended recipient or an agent responsible for delivering it to the intended recipient, you are hereby notified that you
have received this document in error and that any review, dissemination, distribution, or copying of this message is strictly
prohibited. If you have received this message in error, please notify us immediately by e-mail, and delete the original
message and any attachments.

 

----------------------------------------

To comply with U.S.  Treasury regulations, we inform you that  any tax advice
contained in this e-mail, including attachments, unless expressly stated otherwise,  is
not intended or written to be used, and cannot be used, for the purpose of (i)
avoiding tax-related penalties under the Internal Revenue Code or (ii)  promoting,
marketing or recommending to another party any tax-related matter(s)  addressed
herein.

----------------------------------------

This e-mail communication, including all attachments to it, contains information from
the law firm of Bulkley, Richardson and Gelinas, LLP that  may be confidential and
privileged. This information is intended only for the use of the listed recipient(s). I f
you are not an intended recipient,  you may not review, copy, or distribute this
message or any attachment thereto. I f  you have received this communication in
error,  please notify the sender immediately by e-mail and delete the original
message.

----------------------------------------

mailto:msalvatore@holmesweinberg.com
http://www.holmesweinberg.com/
http://www.holmesweinberg.com/attorneys/Michael-Salvatore


Exhibit B 



From: Michael J Salvatore

To: "Duda,  James"

Cc: Steven M. Weinberg ;  Nelda Piper ;  Vincent, Carol

Subject: RE:  Frank Clegg Leatherworks LLC v.  El Group LLC:  Notice of  Deposition

Date: Wednesday, April 02, 2014 10:48:18 AM

Hi Jim,

 

We will need to pick a day for Mr. Lotuff’s deposition for which he is available the full 7 hours. 

Additionally, the dates of the two depositions will need to be together so that we are not travelling

cross country twice.  If it works for you, we could take Mr. Lotuff’s deposition on the 17th, and Mr.

Clegg could be available on the 16th.  It may be easier to discuss this scheduling over the phone, so

please let me know if you would like to set up a time for that.

 

Thank you,

 

Mike

 

Michael J. Salvatore

Holmes Weinberg, PC
30765 Pacific Coast Highway, Ste. 411 | Malibu CA 90265
t: 310.457.6100 x 201 | c. 914.263.1001 | f: 310.457.9555
msalvatore@holmesweinberg.com  | www.holmesweinberg.com | Bio
 
CONFIDENTIALITY NOTICE: This e-mail message is for the personal and confidential use of the recipient(s) named
above. This message may also contain privileged client information or work product. If the reader of this message is not
the intended recipient or an agent responsible for delivering it to the intended recipient, you are hereby notified that you
have received this document in error and that any review, dissemination, distribution, or copying of this message is strictly
prohibited. If you have received this message in error, please notify us immediately by e-mail, and delete the original
message and any attachments.

 

From:  Duda,  James [mailto: jduda@bulkley.com]  
Sent: Wednesday,  April 02,  2014 10:14 AM
To: Michael J Salvatore
Cc:  Steven M. Weinberg;  Nelda Piper;  Vincent,  Carol
Subject:  Frank Clegg Leatherworks LLC v. El Group LLC:  Notice of  Deposition
 

Hello Mike,

 

Mr. Lotuff can be available from 9 a.m. to 2 p.m. on Friday, April 18 at our offices for his

deposition regarding your client’s efforts to cancel the LOTUFF & CLEGG mark in the

above captioned matter.  That day is the beginning of a religious holiday, and Mr. Lotuff

will need to leave by 2 p.m.  Please confirm at your earliest convenience that the time

frame will work, and also that Mr. Clegg will be available at our offices for his deposition

in this matter the day before (that is, April 17) beginning at 10 a.m.

 

Thank you.

Jim

 

James C. Duda, Partner

mailto:jduda@bulkley.com
mailto:smweinberg@holmesweinberg.com
mailto:NPiper@holmesweinberg.com
mailto:cvincent@bulkley.com
mailto:msalvatore@holmesweinberg.com
http://www.holmesweinberg.com/
http://www.holmesweinberg.com/attorneys/Michael-Salvatore
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Exhibit D 



 

 

Michael J. Salvatore 
msalvatore@holmesweinberg.com 
t: 310.457.6100  
f: 310.457.9555 

 

30765 Pacific Coast Hwy 
Suite 411 

Malibu, CA 90265 
www.holmesweinberg.com 

 

April 14, 2014 
 
 
Sent via USPS Priority Mail and Email 
 
James C. Duda, Esq.  
BULKLEY, RICHARDSON AND GELINAS, LLP 
1500 Main Street, Suite 2700 
Springfield, MA 01115 
jduda@bulkley.com  
 
Re: Frank Clegg Leatherworks LLC v. El Group, LLC, Cancellation No. 

92056574 
 
Dear James,  
 
Our firm just became aware of a Massachusetts Superior Court lawsuit that was 
filed by El Group, LLC and Joseph Lotuff against Frank Clegg Leatherworks LLC, et 
al., Docket No. BRCV2014-0354C.   
 
In light of the filing of this lawsuit, which includes a Lanham Act claim in which all 
of the issues in this cancellation proceeding will be decided, as well as the costs 
attendant to the lawsuit and the need to avoid duplication of efforts and costs, we 
plan to file a motion to stay this TTAB proceeding.  We of course prefer that your 
client consent to the stay.  Please let us know by Noon tomorrow if your client will 
consent to the stay; if not, we will file the motion. 
 
Given the foregoing, as well as our client’s desire to avoid the duplication of costs 
and time away from its business, and the likelihood that the TTAB will grant the 
stay, we will avoid the time and expense attendant to the scheduled depositions in 
this cancellation proceeding.  Accordingly, we will not be taking Joe Lotuff’s 
deposition on April 18, nor will we be making Frank Clegg or any of the other 
witnesses that have been noticed or subpoenaed available at this time.  Should the 
TTAB not grant the motion, we will stipulate to rescheduling the depositions for a 
later date. 
 
We look forward to your response by Noon tomorrow. 
 
Sincerely yours, 

 
Michael J. Salvatore 
 
Cc: Steven M. Weinberg 

mailto:jduda@bulkley.com


Exhibit E 



äR}åtr-ffisoN
Ap.il '15,2014

VIA ELECTRONIC AND l"t CLASS MAIL

Michael J. Salvatore, Esq.

Holmes Weinberg, PC

30765 Pacific Coast Highway, Suite 411

Malibu, CA 90265

RE: Erønk CleggLeøthenoorks LLC a.EL Group, LLÇ No. 92056574

Petitioney's Intent to Move to Stay Proceedings

Dear Mr. Salvatore:

We have reviewed your letter of yesterday, April '1.4,2014, stating your intent to file a

motion to stay the above captioned proceeding, pending before the Trademark Trial and
Appeal Board. We do not agree with either the analysis or observations presented in your
letter, and we decline to consent at this time to your anticipated motion.

We also understand from your letter that the Petitioner, Frank Clegg, will not appear
for his deposition that we have scheduled, with your prior agreemen! for this Friday, April
L8, and that you are cancelling the deposition of Joseph Lotuff that you had scheduled for
Thursday, April 17. We further understand that you will be directing the three third party
wifuresses - Peter Flarriss, Andrew Clegg, and Stuart Douglas -- upon whom we have served
deposition subpoenas to not appear for their depositions as we have scheduled and as stated
in their respective subpoenas. We request that you confirm as soon as possible that each of
these witnesses will nof in fact, be appearing for their depositions as scheduled. We
understand that you are taking these actions because of a proceeding that was initiated
against Frank Clegg and other parties in Massachusetts Superior Court in which, you believe,
all of the issues in the cancellation proceeding will be decided.

Respondent will consent to the withdrawal with prejudice of Petitioner's Amended
Petition for Cancellation in t}re Frank Clegg Leatherworks LLC a. EL Group, LLC matter.

ICD/cmv

BULKLEY, RICHARDSON AND GELINAS, LLP, AttoTneys at Law
1500 Main Street, Suite 2700, P.O. Box 15507, Springfield, MA 01115-5507 phone: 4L3-78t-2820 fax: 413-272-6806 www,bulkley.com

James C. Duda, Partner
direct: 4L3-272-6284

jduda@bulkley.com
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