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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Autodesk, Inc., ) 
) 
) 
) 

Petitioner, 

v. 

3D Systems, Inc., 

Respondent. 

) Cancellation No. 92056509 
) 
) 
) 
) 

ｾｾｾｾｾｾｾｾｾｾｾｾｾｾｾｾｾＩ＠

PETITIONER AUTODESK'S RESPONSES TO 
RESPONDENT 3D SYSTEMS' FIRST SET OF INTERROGATORIES 

Pursuant to Federal Rule of Civil Procedure 33 and the Trademark Trial and Appeal 

Board Manual of Procedure ("TBMP"), Petitioner Autodesk, Inc. ("Autodesk"), by and through 

its undersigned counsel, hereby responds to the First Set of Interrogatories ("Interrogatories") 

by Respondent 3D Systems, Inc. as follows: 

GENERAL OBJECTIONS 

GENERAL OBJECTION NO. 1: 

Autodesk has not completed its investigation in this matter. All responses to the 

Interrogatories are based upon the information presently known to Autodesk and are given 

without prejudice to Autodesk's right to adduce evidence discovered or analyzed subsequent to 

the date of these responses. Autodesk expressly reserves the right to revise and supplement its 

responses to the Interrogatories in the event that its continuing investigation of the facts and/or 

discovery bring to light any additional information responsive to the Interrogatories. 

GENERAL OBJECTION NO. 2: 

Autodesk objects to the Interrogatories, and to each and every individual interrogatory, to 

the extent they seek information protected by the attorney-client privilege, work product 

doctrine, and/or any other applicable privilege or protection. Without prejudice to this objection, 
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Autodesk will provide responses to the Interrogatories to the extent that such responses do not 

waive such privileges or protections. 

GENERAL OBJECTION NO. 3: 

Autodesk objects to the Interrogatories, including, but not limited to, the "Definitions" 

therein, and to each and every individual interrogatory, to the extent they purport to impose 

duties on Autodesk that are greater than those imposed by the Federal Rules of Civil Procedure 

and/or the TBMP. 

GENERAL OBJECTION NO. 4: 

Autodesk objects to the Interrogatories, and to each and every individual interrogatory, to 

the extent they seek information outside of Autodesk's possession, custody, or control, on the 

grounds that any such interrogatory is overbroad and .unduly burdensome, seeks to impose 

discovery obligations in excess of those imposed by the Federal Rules of Civil Procedure and/or 

the TBMP, and would subject Autodesk to unreasonable annoyance, burden, and expense. 

GENERAL OBJECTION NO. 5: 

Autodesk obJects to the Interrogatories, and to each and every individual interrogatory, as 

unduly burdensome, oppressive and in violation of the Federal Rules of Civil Procedure and/or 

the TBMP to the extent they purport to require Autodesk to respond on behalf of, or conduct any 

inquiry or investigation with respect to, any party other than Autodesk. Autodesk will only 

answer the Interrogatories on its own behalf. 

GENERAL OBJECTION NO. 6: 

Autodesk objects to the Interrogatories, and to each and every individual interrogatory, to 

the extent they seek information that is neither admissible nor reasonably calculated to lead to 

the discovery of admissible evidence. 
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GENERAL OBJECTION NO. 7: 

Autodesk objects to the Interrogatories, and to each and every individual interrogatory, as 

overbroad and unduly burdensome to the extent they do not include a limitation or proposed 

definition of a relevant time period. 

GENERAL OBJECTION NO. 8: 

Autodesk objects to the Interrogatories, and to each and every individual interrogatory, to 

the extent they are not consistent with or do not meet the requirements of Federal Rule of Civil 

Procedure 33 or the TBMP. 

GENERAL OBJECTION NO. 9: 

Autodesk specifically reserves all objections as to the competence, relevancy, materiality, 

and admissibility of its documents and interrogatory responses or the subject matter thereof, and 

all rights to object on any ground to the use of any document or interrogatory response, or the 

subject matter thereof, in any subsequent proceeding, including without limitation the trial of this 

or any action. 

GENERAL OBJECTION NO. 10: 

Autodesk objects to the Interrogatories, and to each and every individual interrogatory 

contained therein, to the extent they seek confidential or proprietary information pertaining to 

Autodesk's business, trade secrets and/or economic relationships ("Trade Secret Information"). 

To the extent such information is responsive to these Interrogatories and within the proper 

scope of discovery in this action, Autodesk will provide such information subject to the terms 

of a Protective Order signed by the parties in this matter and approved by the Trademark Trial 

and Appeal Board. Autodesk objects to producing Trade Secret Information before the 

execution of such a protective order and approval of such a Protective Order by the Trademark 

Trial and Appeal Board. 

-3-



Autodesk expressly incorporates the above General Objections as though set forth fully in 

response to each of the following individual interrogatories, and, to the extent they are not raised 

in any particular response, Autodesk does not waive those objections. An answer to an 

interrogatory shall not be deemed a waiver of any applicable specific or general objection to an 

interrogatory. Likewise, an answer to an interrogatory shall not be deemed an admission of any 

assertions contained in that interrogatory. 

RESPONSES 

INTERROGATORY NO. 1: 

Identify the three persons who are the most knowledgeable concerning the use of the 3DS 

MAX Mark by Autodesk and/or its Licensees in the United States, including the date of first use, 

and the products and services sold and/or provided, or to be sold or provided, under the 3DS 

MAX Mark. 

RESPONSE TO INTERROGATORY NO. 1: 

Autodesk objects to this request, and particularly to the request for identification of three 

persons, on the grounds that it is unduly burdensome. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: the individual most knowledgeable concerning the use of the 3DS MAX 

Mark by Autodesk is Maurice Patel, Sr. Manager, Media & Entertainment, Industry Marketing 

for Autodesk. 

INTERROGATORY NO. 2: 

Identify each of Autodesk' s related companies, as well as each predecessor or successor 

in interest of Autodesk, insofar as the business or interest of such related company pertains to 

any use of the 3DS MAX Mark in the United States. 
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RESPONSE TO INTERROGATORY NO. 2: 

Autodesk objects to this request as vague and ambiguous on the grounds that the terms 

"related," "interest" and "pertains" are unclear and not defined. Autodesk objects to this request 

on the grounds that it is overbroad and unduly burdensome. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk, pursuant to Federal Rule of Civil Procedure 33(d), will produce non-privileged 

documents that are responsive to the request after a reasonable search. 

INTERROGATORY NO. 3: 

If Autodesk now has, or ever had, any agreement, either written or oral, concerning any 

use or non-use of the 3DS MAX Mark, then, for each such agreement or understanding, identify 

all parties to the agreement, including all persons participating in its creation, and state the nature 

and substance of the agreement and the circumstances which led to its existence. 

RESPONSE TO INTERROGATORY NO. 3: 

Autodesk objects to this interrogatory on the grounds that it is vague, overly broad and 

unduly burdensome. Autodesk further objects to this request on the grounds that it calls for 

disclosure of highly sensitive commercial information and/or trade secrets subject to contractual 

or other confidentiality restrictions. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: Autodesk is not party to any licenses or other agreements directed 

specifically at the use of the trademark 3DS MAX. Autodesk, as a software manufacturer, is 

party to thousands of agreements with training centers, distributors and other channel partners 

permitting them to market and/or sell licenses to Autodesk products, including products bearing 

the 3DS MAX trademark; to the extent this interrogatory calls for disclosure of the requested 

information concerning all such agreements, it is patently improper. 
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INTERROGATORY NO. 4: 

State all ways in which Autodesk (or any of its Licensees) has used the 3DS MAX Mark 

in the United States (including an .identification of all materials on which said mark has been 

used), and identify when each such use began. 

RESPONSE TO INTERROGATORY NO. 4: 

Autodesk objects to this request on the grounds that it is overbroad and unduly 

burdensome. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: Since at least as early as January 22, 2001, Autodesk and its licensees have 

displayed the 3DS MAX Mark on discs and product packaging, and they have also displayed the 

mark in advertising and promotional material, including on Autodesk's primary website located 

at <autodesk.com>, and at trade ｳｾｯｷｳＮ＠

INTERROGATORY NO. 5: 

(a) Identify with particularity each different type of product and service ever offered 

for sale or sold in the United States by Autodesk (or its Licensees) under the 3DS MAX Mark. 

(b) Separately for each type of product and service identified in response to 

Interrogatory No. S(a), state in detail: 

(i) the date on which Autodesk (or its Licensees) commenced offering for 

sale or selling each such type of product or service under said mark in this country; 

(ii) the date on which Autodesk (or its Licensees) ceased offering for sale, 

selling or otherwise using the Ｓｄｾ＠ MAX Mark in connection with each such type of product or 

service in the United States; 

(iii) the classes or types of customers in this country who purchased (or will be 

targeted as purchasers) directly from Autodesk (or its Licensees) each such type of product or 

service; 

(iv) the channels of trade through which each product or service is offered for 

sale; 

-6-



(v) the manner in which the 3DS Max Mark has been used in the United 

States in connection with each type of product or service and its promotion; and 

(vi) the gross sales revenue generated annually by sales of such goods and 

services in this country by Autodesk and its Licensees, for each calendar year in which such 

goods or services have been sold, including, without limitation, that portion of the current year. 

RESPONSE TO INTERROGATORY NO. 5: 

Autodesk objects to this request as compound. Autodesk objects to this request as overly 

broad and unduly burdensome. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: Since at least as early as January 22, 2001, Autodesk has ｯｾｦ･ｲ･､＠ for sale 

computer software for animating, modeling and rendering images, under marks· containing the 

3DS MAX Mark. Said marks include, but are not limited to: 3DS MAX 4.0, 3DS MAX 4.3, 

3DS MAX 5.0, 3DS MAX 5 DISREET, 3DS MAX 6 DISCREET, 3DS MAX 7, 3DS MAX 7 

DISCREET, 3DS MAX 8, 3DS MAX 9, 3DS MAX 2008, 3DS MAX 2009, 3DS MAX 

DESIGN 2009, 3DS MAX 2010, 3DS MAX DESIGN 2010, 3DS MAX ENTERTAINMENT 

CREATION SUITE 2010, 3DS MAX REAL-TIME ANIMATION SUITE 2010, 3DS MAX 

2011, 3DS MAX DESIGN 2011, 3DS MAX ENTERTAINMENT CREATION SUITE 2011, 

3DS MAX 2012, 3DS MAX DESIGN 2012, 3DS MAX ENTERTAINMENT CREATION 

SUITE STANDARD 2012, 3DS MAX ENTERTAINMENT CREATION SUITE PREMIUM 

2012, 3DS MAX 2013, 3DS MAX DESIGN 2013, 3DS MAX ENTERTAINMENT CREATION 

SUITE STANDARD 2013 and 3DS MAX ENTERTAINMENT CREATION SUITE 

PREMIUM 2013. The classes of consumers for products bearing the 3DS MAX Mark include 

developers of computer games and films as well as motion graphic artists. Software licenses for 

products bearing the 3DS MAX Mark are purchased directly from Autodesk and from authorized 

distributors, channel partners and training centers. 
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INTERROGATORY NO. 6: 

Identify the three persons most knowledgeable about the sales and distribution of 

products or services sold by Autodesk in connection with the 3DS MAX Mark. 

RESPONSE TO INTERROGATORY NO. 6: 

Autodesk objects to this request, and particularly to the request for identification of three 

persons, on the grounds that it is unduly burdensome. 

Subject to and without waiving the General Objections above, Autodesk responds: The 

individual most knowledgeable about the sales and distribution of products or services sold by 

Autodesk in connection with the 3DS MAX Mark is Maurice Patel, Sr. Manager, Media & 

Entertainment, Industry Marketing for Autodesk. 

INTERROGATORY NO. 7: 

Identify each person whom Autodesk may call as a fact witness on its behalf in this 

proceeding, and state, for each such witness, the expected subject matter, substance and 

foundation of and for his or her testimony. 

RESPONSE TO INTERROGATORY NO. 7: 

Autodesk objects to this request on the ground that it calls for information protected by 

the attorney-client privilege and/or attorney work product doctrines. Autodesk further objects to 

this request on the grounds that it is overbroad and unduly burdensome. Autodesk objects to this 

request as compound. 

INTEkR.OGATORY NO. 8: 

Identify each person Autodesk may call as an expert witness on its behalf in this 

proceeding, and for each such person, state the basis for his or her qualification as an expert, the 

subject matter on which he or she is expected to give testimony, the substance of the facts and 

opinions to which he or she is expected to give testimony, and any reports prepared by each 

expert. 
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RESPONSE TO INTERROGATORY NO. 8: 

Autodesk objects to this request on the ground that it calls for information protected by 

the attorney-client privilege and/or attorney work product doctrines. Autodesk further objects to 

this request on the grounds that it is unduly burdensome. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: Autodesk has not yet decided which experts, if any, on which it will rely in 

this proceeding. Autodesk will supplement its response if necessary. 

INTERROGATORY NO. 9: 

Identify all Licensees, and any other third parties authorized by Autodesk to market, sell, 

offer for sale, or distribute goods or services under the 3DS MAX Mark. 

RESPONSE TO INTERROGATORY NO. 9: 

Autodesk objects to this request on the grounds that it is overly broad and unduly 

burdensome. Autodesk further objects to this request on the grounds that it calls for disclosure 

of highly sensitive commercial information and/or trade secrets subject to contractual or other 

confidentiality restrictions. Autodesk objects to this request as compound. 

Subject to and without waiving the General Objections above, Autodesk responds: 

Autodesk is not party to any ｬｩ｣･ｮｾ･ｳ＠ or other agreements directed specifically at the use of the 

trademark 3DS MAX. Autodesk, as a software manufacturer, is party to thousands of 

agreements with training centers, distributors and other channel partners permitting them to 

market and/or sell licenses to Autodesk products, including products bearing the 3DS MAX 

trademark. 

INTERROGATORY NO. 10: 

Identify each instance known to Autodesk of use of any marks incorporating the term 

"3DS" by any other person or entity and with respect to each such instance of use, specify: 

(a) the manner of use; 

(b) when Autodesk ｦｩｲｾｴ＠ became aware of such use, and the means by which 

Autodesk became aware of such use; 
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(c) identify any steps ｴｾ･ｮ＠ by Autodesk to enforce the rights it claims in the 3DS 

MAX Mark against such use; and 

( d) identify the persons who have knowledge of such use, or reported such use to 

Autodesk. 

RESPONSE TO INTERROGATORY NO. 10: 

Autodesk objects to this re·quest on the grounds that it is overbroad and unduly 

burdensome. Autodesk objects to this request on the ground that it seeks information related to 

uses of marks consisting of or containing 3DS that occurred outside the United States. Autodesk 

objects to the request to the extent it seeks information protected by the attorney-client privilege 

and/or work product doctrine. Autodesk objects to this request as compound. 

INTERROGATORY NO. 11: 

Identify any and all efforts Autodesk has made to enforce the rights it claims in the 3DS 

MAX Mark. 

RESPONSE TO INTERROGATORY NO. 11: 

Autodesk objects to the request to the extent it seeks information protected by the 

attorney-client privilege and/or work product doctrine. Autodesk objects to this request 

Autodesk objects to this request as vague and ambiguous on the grounds that the term "efforts" is 

undefined and unclear. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: Autodesk has initiated Uniform Domain Name Resolution Proceedings for 

the recovery of the domain names <3ds-max.com>, <autodesk3dmax.com> and 

<3dsmax3d.com>. Autodesk has also initiated adversary proceedings before the Trademark 

Trial and Appeal Board at the U.S. Patent and Trademark Office concerning federal trademark 

applications for marks similar to 3DS MAX, including against Position Imaging, Inc. (opposition 

no. 91189720; opposition sustained) and Dassault Systemes S. A. (opposition no. 91158625; 

application abandoned). Moreover, Autodesk has persuaded third parties to abandon federal 
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trademark applications for similar marks, including application serial no. 77339008 owned by 

Cognex Corporation. 

INTERROGATORY NO. 12: 

Identify the three persons who are most knowledgeable about Autodesk's enforcement of 

the rights it claims in the 3 DS MAX Mark. 

RESPONSE TO INTERROGATORY NO. 12: 

Autodesk objects to this request, and particularly to the request for identification of three 

persons, on the grounds that it is unduly burdensome. Autodesk objects to the request to the 

extent it seeks information protected by the attorney-client privilege and/or work product 

doctrine. 

Subject to and without waiving the General Objections or specific objections above, 

Autodesk responds: The individual most knowledgeable about Autodesk's enforcement of the 

rights it claims in the 3 DS MAX Mark is Lisa Tur bis, Corporate Counsel for Autodesk. 

INTERROGATORY NO. 13: 

Identify each instance of which Autodesk has actual or hearsay knowledge, directly or 

indirectly, or any actual or purported association or confusion of any type between Autodesk (or 

its Licensees) and/or its products and services sold in connection with the 3DS MAX Mark, on 

the one hand, and 3D Systems and/or its products and services sold in connection with the 3DS 

& Design Mark, on the other hand. 

RESPONSE TO INTERROGATORY NO. 13: 

Autodesk objects to this request to the extent that it calls for legal conclusions. Autodesk 

objects to this request on the ground that its investigation is ongoing, and accordingly it is 

premature to respond to this request. 

INTERROGATORY NO. 14: 

Identify the persons who are most knowledgeable about the adoption or use of the 3DS & 

Design Mark by 3D Systems, and describe with particularity the circumstances under which 

Autodesk first became aware of the 3 DS & Design Mark. 
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RESPONSE TO INTERROGATORY NO. 14: 

Autodesk objects to this request as compound. Autodesk objects to the request to the 

extent it seeks information protected by the attorney-client privilege and/or work product 

doctrine. 

INTERROGATORY N0.15: 

Set forth each and every factual basis for Autodesk's contention that the 3DS MAX Mark 

is confusingly similar to the 3DS & Design Mark. 

RESPONSE TO INTERROGATORY NO. 15: 

Autodesk objects to the request to the extent it seeks information protected by the 

attorney-client privilege and/or work product doctrine. Autodesk further objects to this request 

to the extent that it calls for legal conclusions. Autodesk objects to this request on the ground 

that its investigation is ongoing, and accordingly it is premature to respond to this request. 

INTERROGATORY NO. 16: 

Identify the annual expenditures of Autodesk and its Licensees on the marketing and 

promotion of goods and services offered under the 3DS MAX Mark in the United States. 

RESPONSE TO INTERROGATORY NO. 16: 

Autodesk objects to this request on the grounds that it calls for disclosure of highly 

sensitive commercial information .and/or trade secrets. 

Subject to and without waiving the General Objections or specific objections above, 

Autodesk responds: Autodesk does not track annual marketing and promotion expenditures data 

by product or service, such as those under the 3DS MAX Mark. 

INTERROGATORYN0.17: 

Identify the three persons most knowledgeable about the advertising and promotion of 

goods and services offered by you under the 3DS MAX Mark. 

RESPONSE TO INTERROGATORY NO. 17: 

Autodesk objects to this request, and in particular to the request for identification of three 

persons, on the grounds that it is unduly burdensome. 
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Subject to and without waiving the General Objections above, Autodesk responds: The 

individual that is most knowledgeable about the advertising and promotion of goods and services 

offered by Autodesk under the 3DS MAX Mark is Maurice Patel, Sr. Manager, Media & 

Entertainment, Industry Marketing for Autodesk. 

INTERROGATORY NO. 18: 

Identify the earliest date on which Autodesk contends that it commenced use of the 3DS 

MAX Mark in commerce in the United States. 

RESPONSE TO INTERROGATORY NO. 18: 

Autodesk objects to this request to the extent that it calls for legal conclusions. 

Subject to and without wai.ving the General Objections and specific objection above, 

Autodesk responds: Autodesk commenced use of the 3DS MAX Mark in commerce in the 

United States on or before January 22, 2001. 

INTERROGATORY NO. 19: 

Identify the earliest date on which Autodesk contends that it commenced use of any mark 

containing the term "3DS" in commerce in the United States. 

RESPONSE TO INTERROGATORY NO. 19: 

Autodesk objects to this request to the extent that it calls for legal conclusions. 

Subject to and without waiving the General Objections and specific objection above, 

Autodesk responds: Autodesk any mark containing the term "3DS" in commerce in the United 

States on or before January 22, 2001. 

INTERROGATORY NO. 20: 

Identify the three person(s) most knowledgeable about the creation, selection and 

decision by Autodesk (and/or its predecessors) to adopt the 3DS MAX Mark, and identify all 

documents related to the creation,.selection and adoption of the 3DS MAX Mark, including but 

not limited to search reports and opinions, advertising agency, marketing or public relations firm 

documents, and internal memoranda and emails. 
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RESPONSE TO INTERROGATORY NO. 20: 

Autodesk objects to this request, and in particular to the request for identification of three 

persons, on the grounds that it is unduly burdensome. Autodesk objects to this request as 

compound. Autodesk objects to the request to the extent it seeks information protected by the 

attorney-client privilege and/or work product ｾｯ｣ｴｲｩｮ･Ｎ＠

INTERROGATORY NO. 21: 

Explain the use of the term ''MAX" in the 3DS MAX Mark, including, without 

limitation, what it signifies, how it was created, and/or how it came to be used, as a component 

thereof. 

RESPONSE TO INTERROGATORY NO. 21: 

Autodesk objects to this request as vague and ambiguous on the grounds that meaning of 

the phrases "how it was created" and "how it came to be used" in this context are unclear. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: "MAX" in the 3DS MAX Mark signifies "maximum." 

INTERROGATORY NO. 22: 

Identify the three person(s) most knowledgeable about the adoption of".3ds" as a 

filename extension by Autodesk, its Licensees, or any third party. 

RESPONSE TO INTERROGATORY NO. 22: 

Autodesk objects to this request, and in particular to the request for identification of three 

persons, on the grounds that it is unduly burdensome. Autodesk further objects to this request on 

the ground that it calls for information not relevant to the claims or defenses in this proceeding. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: The individual that is most knowledgeable about the adoption of ".3ds" as a 

filename extension by Autodesk is Chris Young, VP Engineering, Media & Entertainment, for 

Autodesk. 
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INTERROGATORY NO. 23: 

Describe the nature of the ".3ds" filename extension, including, without limitation, what 

it signifies, what goods it may be used in connection with, who may use it, and what software 

programs recognize it. 

RESPONSE TO INTERROGATORY NO. 23: 

Autodesk objects to this request on the ground that it calls for information not relevant to 

the claims or defenses in this proceeding. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: the ".3ds" filename extension can be used for exporting files created or 

viewed in Autodesk's 3DS MAX-related software products. 

INTERROGATORY NO. 24: 

Identify any studies, tests, polls or surveys related to consumer recognition of the 3DS 

MAX Mark. 

RESPONSE TO INTERROGATORY NO. 24: 

Autodesk objects to the request to the extent it seeks information protected by the 

attorney-client privilege and/or work product doctrine. 

Subject to and without waiving the General Objections and specific objections above, 

Autodesk responds: Autodesk has not conducted any studies, tests, polls or surveys related to 

consumer recognition of the 3DS MAX Mark. 

INTERROGATORY NO. 25: 

As to each Request for Admission that you did not admit, explain the basis for your 

refusal to admit the matter. 
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RESPONSE TO INTERROGATORY NO. 25: 

Autodesk objects to the request to the extent it seeks information protected by the 

attorney-client privilege and/or work product doctrine. Autodesk objects to this request as 

compound. 

Dated: January 27, 2014 Respectfully submitted, 

WILSON SONSINI GOODRICH & ROSATI 
Professional Corporation 

By: ｾ＠ ｾ｟ＮＭＯ＠
JohnLSkY ｾ＠

Attorneys for Petitioner 
AUTODESK, INC. 
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CERTIFICATE OF SERVICE BY MAIL 

I, Elvira Minjarez, declare: 

I am employed in Santa Clara County. I am over the age of 18 years and not a party to 

the within action. My business address is Wilson Sonsini Goodrich & Rosati, 650 Page Mill 

Road, Palo Alto, California, 94304-1050. 

I am readily familiar with Wilson Sonsini Goodrich & Rosati's practice for collection and 

. processing of correspondence with the United States Postal Service. In the ordinary course of 

business, correspondence would be deposited with the United States Postal Service on this date. 

On this date, I caused to be personally served PETITIONER AUTODESK'S 

RESPONSES TO RESPONDENT 3D SYSTEMS' FIRST SET OF INTERROGATORIES 

on the person(s) listed below by placing the document(s) described above in an envelope 

addressed as indicated below, which I sealed. I placed the envelope(s) for collection and mailing 

with the United States Postal Service on this day, following ordinary business practices at 

Wilson Sonsini Goodrich & Rosati. 

Jason M. Sneed 
SNEEDPLLC 
610 Jetton St., Suite 120-107 
Davidson, North Carolina 28036 

I declare under penalty of perjury under the laws of the State of California that the 

foregoing is true and correct. Executed at Palo Alto, California on January 27, 2014. 



































Sarah C. Hsia, Esq.                                                                                                                    Tel:  212-481-0004 

Admitted in NY, not admitted in NC                                                                                               Sarah@SneedLegal.com 

 

 

610 Jetton St., Suite 120-107, Davidson, NC 28036 

www.SneedLegal.com 

 

 

 

August 2, 2014 

 

via email 

 

John L. Slafsky, Esq. 

Wilson Sonsini Goodrich & Rosati LLP 

650 Page Mill Road 

Palo Alto, CA 94304-1050 

jslafsky@wsgr.com 

 

 

Re: Autodesk, Inc. v. 3D Systems, Inc., Trademark Trial and Appeal Board 

Cancellation No. 92056509 

Dear John: 

 We were surprised – to say the least – to understand that you filed a Motion to Compel 

shortly after receiving our letter dated August 5, 2014 concerning the continuing deficiencies in 

Autodesk’s discovery responses and document production and requesting a meet and confer to 

discuss the remaining deficiencies and to satisfy our obligation under Fed. R. Civ. P. 37(a)(1) 

and 37 C.F.R. § 2.120(e)(1) to make a good faith effort to resolve these issues prior to filing a 

Motion to Compel.   

Your Motion to Compel comes without warning, after months of silence from you, and 

with no communication from you whatsoever subsequent to receipt of 3D Systems’ document 

production outlining any continuing objections from you or your client as to the sufficiency of 

said production.  We do not believe that you have complied with your obligation under Fed. R. 

Civ. P. 37(a)(1) and 37 C.F.R. § 2.120(e)(1) to make a good faith effort to resolve issues prior to 

filing a Motion to Compel, and we thus ask that you withdraw your motion to avoid unnecessary 

motion practice and the cost associated therewith. 

We further note that your Motion to Compel was filed after service (including a courtesy 

copy by email) of 3D Systems’ second set of discovery requests on August 6, 2014, and your 

client’s obligation to timely respond thereto is thus not affected by the suspension order. 

As for the depositions that we also noticed on August 6, 2014, in view of your Motion to 

Compel, and refusal to provide us with dates and times that you are available to meet and confer, 

we will be adjourning these depositions sine dia until such time as Autodesk’s production and 

discovery responses are sufficiently complete. 

We also reiterate our request – made in our letter of August 5, 2014 – that you provide 

dates and times that you are available for a meet and confer to discuss the issues set forth therein. 
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       Sincerely, 

 
Sarah C. Hsia, Esq. 

 

 

 

cc:  Jason M. Sneed, Esq. (via email) 

 Stephanie Brannen, Esq. (via email) 







Sarah C. Hsia, Esq.                                                                                                                    Tel:  212-481-0004 

Admitted in NY, not admitted in NC                                                                                               Sarah@SneedLegal.com 

 

 

610 Jetton St., Suite 120-107, Davidson, NC 28036 

www.SneedLegal.com 

 

 

 

August 25, 2014 

 

via email 

 

John L. Slafsky, Esq. 

Wilson Sonsini Goodrich & Rosati LLP 

650 Page Mill Road 

Palo Alto, CA 94304-1050 

jslafsky@wsgr.com 

 

 

Re: Autodesk, Inc. v. 3D Systems, Inc., Trademark Trial and Appeal Board 

Cancellation No. 92056509 

Dear John: 

 I am responding to a letter dated August 12, 2014 from Luke Liss, as well as to 

Autodesk’s privilege log and amended discovery responses.  

Contrary to Mr. Liss’ assertions in his August 12, 2014 letter, the TBMP does not require 

that the depositions of foreign party witnesses be taken on written questions; rather, the parties 

may stipulate to depositions on oral examination of foreign party witnesses, and the TTAB may 

also order that such depositions be taken on oral examination on a motion for good cause.   

We note that regardless of whether Mr. Young and Mr. Patel reside and/or work in 

Canada, Autodesk’s Initial Disclosures pursuant to Fed. R. Civ. P. 26(a)(1) suggest that 

Mr. Young and Mr. Patel will be made available for deposition in California, as the employer of 

both of these individuals is given as Autodesk, Inc. (a Delaware corporation with a principal 

place of business in California), and the address for both of these witnesses is given as “Contact 

through Autodesk’s counsel,” who, as you know, is located in Palo Alto, CA.  Moreover, 

Autodesk’s responses to Interrogatories No. 1, 6, 17, and 22 – which require an address to be 

stated for each witness – are disingenuously deficient in this respect, and we did not raise the 

issue earlier as we were relying on the representations made in Autodesk’s Initial Disclosures. 

As such, we believe that our depositions are duly noticed, and are not deficient.  

Moreover, given that the registration on which this cancellation proceeding is based is a U.S. 

trademark registration owned by a U.S. company, we have little doubt that the TTAB will not 

look kindly on Autodesk’s gamesmanship and attempts to obfuscate evidence and impede the 

fair resolution of this matter by conveniently claiming that all of the relevant witnesses reside 

and work in Canada, and are thus only available for deposition on written questions.  

We believe that the depositions should take place, as noticed, on oral examination in 

California; however, we are willing to travel to Canada if you will stipulate to make these 

witnesses available for oral examination.  Please let us know within five (5) business days if you 

will stipulate to make Mr. Patel and Mr. Young available for deposition on oral examination in 
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either the U.S. or Canada.  If we do not hear from you in this time, we will assume that you 

disagree with our position and will take action accordingly. 

With respect to Autodesk’s amended discovery responses, we note that you have still not 

indicated whether documents concerning the creation, selection and adoption of the 3DS MAX 

mark exist (Interrogatory No. 20) and despite Autodesk’s commitment to produce additional 

documents in its amended Responses to 3D Systems’ Requests for the Production of Documents, 

we have still received no supplemental production of documents.  We also find it curious that 

Autodesk is complaining about 3D Systems’ inability to answer the question of how it first 

became aware of Autodesk and its use of the 3DS MAX mark, but Autodesk still refuses to 

answer the much more specific question of how it became aware of 3D System’s 3DS & Design 

mark, or to identify a witness knowledgeable about 3D Systems’ use thereof.  And, of course, we 

continue to disagree about the relevance of the information sought by 3D Systems’ Requests for 

Admission No. 1 & 2, as well as Autodesk’s obligation to answer contention interrogatories, 

such as those seeking the factual basis for Autodesk’s refusal to admit Requests for Admision 

No. 1-3.  With respect to the foregoing deficiencies, we hereby put Autodesk on notice that, 

failing a response from Autodesk that sufficiently addresses such deficiencies within five 

business days of this letter, we believe the parties have reached an impasse and, as such, these 

matters are ripe for a Motion to Compel. 

Finally, the privilege log produced by Autodesk fails to provide adequate descriptions of 

the subject matter of the documents over which your client is claiming privilege, and thus fails to 

comply with the minimum requirements of disclosure for such a log.  Please send us an amended 

privilege log without further delay, or provide us with dates and times that you are available for a 

meet and confer to discuss the matter further. 

 

       Sincerely, 

 
Sarah C. Hsia, Esq. 

 

 

 

cc:  Jason M. Sneed, Esq. (via email) 

 Stephanie Brannen, Esq. (via email) 

























































    

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
AUTODESK, INC., 
 

Petitioner, 
 

v. 
 
3D SYSTEMS, INC., 
 

Respondent. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
Cancellation No. 92056509 
 
 
 

 

NOTICE OF DEPOSITION  

PLEASE TAKE NOTICE that, pursuant to Rule 30 of the Federal Rules of Civil 

Procedure and TBMP § 404.05, Petitioner Autodesk, Inc. (“Autodesk”), will take the deposition 

upon oral examination of Respondent 3D Systems, Inc. (“3D Systems”).  Pursuant to Federal 

Rule of Civil Procedure 30(b)(6), 3D Systems shall designate “one or more officers, directors, or 

managing agents, or other persons who consent to testify on its behalf” to testify as to 

information known or reasonably available to 3D Systems regarding the subject matters set forth 

in Exhibit A hereto. 

The deposition will begin on December 17, 2014 at 10 a.m. at the Hilton Garden Inn 

Rock Hill, located at 650 Tinsley Way, Rock Hill,  South Carolina 29730.  The deposition will 

be transcribed stenographically, and will continue from day-to-day until completed.  You are 

invited to attend and cross-examine. 

Dated: November 10, 2014 Respectfully submitted, 
 
 WILSON SONSINI GOODRICH & ROSATI 

Professional Corporation 
 
 
 
By:   

John L. Slafsky 
 
Attorneys for Petitioner 
AUTODESK, INC.  
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EXHIBIT A 

DEFINITIONS 

As used herein, the following terms have the following definitions: 

a. “3D Systems” means not only 3D Systems, but also its partners, agents, officers, 

employees, representatives, and attorneys, and any predecessors, subsidiaries, controlled and 

affiliated companies, and their agents, officers, employees, representatives and attorneys. 

b. “3DS & Design Mark” refers to the subject of U.S. Reg. No. 4,125,612. 

c. “3DS MAX Mark” refers to the subject of U.S. Reg. No. 2,733,869. 

TOPICS 

1. The application to register the 3DS & Design Mark. 

2. The identity of any competitors of 3D Systems. 

3. The classes of purchasers to who 3D Systems markets, advertises or promotes its 
products and services. 

4. Autodesk’s 3DS MAX mark and its 3DS MAX product. 

5. 3D Systems’ past and present plans for use of the designation “3DS” or variations 
thereof in connection with its branding, advertising, marketing or promotion. 

6. The adoption and use of the 3DS & Design Mark by 3D Systems.     

7. 3D Systems’ awareness of Autodesk’s 3DS MAX Mark and 3DS MAX product. 

8. The products and services offered by 3D Systems and by Autodesk, respectively. 

9. Future products and services to be offered by 3D Systems and by Autodesk, 
respectively.  

10. Consumer confusion, if any, between products developed or distributed by 3D 
Systems and products developed or distributed by Autodesk. 

11. Consumer awareness of the 3DS & Design Mark. 

12. 3D Systems’ efforts or plans, if any, to interest users of Autodesk products or 
services in 3D Systems products or services. 

13. 3D Systems’ efforts to preserve, collect and produce documents and information 
responsive to Autodesk’s discovery requests. 
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CERTIFICATE OF SERVICE BY MAIL 

I, Elvira Minjarez, declare: 

I am employed in Santa Clara County.  I am over the age of 18 years and not a party to 

the within action.  My business address is Wilson Sonsini Goodrich & Rosati, 650 Page Mill 

Road, Palo Alto, California 94304-1050. 

I am readily familiar with Wilson Sonsini Goodrich & Rosati’s practice for collection 

and processing of correspondence for mailing with the United States Postal Service.  In the 

ordinary course of business, correspondence would be deposited with the United States Postal 

Service on this date. 

On this date, I served NOTICE OF DEPOSITION on each person listed below, by 

placing the document described above in an envelope addressed as indicated below, which I 

sealed.  I placed the envelope for collection and mailing with the United States Postal Service 

on this day, following ordinary business practices at Wilson Sonsini Goodrich & Rosati. 

Jason M. Sneed 
Sneed PLLC 
610 Jetton St, Suite 120-107  
Davidson, NC  28036 

I declare under penalty of perjury under the laws of the State of California that the 

foregoing is true and correct.  Executed at Palo Alto, California on November 10, 2014. 
 
 
  

Elvira Minjarez 



    

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
AUTODESK, INC., 
 

Petitioner, 
 

v. 
 
3D SYSTEMS, INC., 
 

Respondent. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
Cancellation No. 92056509 
 
 
 

 

NOTICE OF DEPOSITION OF CATHY LEWIS 

PLEASE TAKE NOTICE that, pursuant to Rule 30 of the Federal Rules of Civil 

Procedure and TBMP § 404.05, Petitioner Autodesk, Inc. (“Autodesk”), will take the 

deposition upon oral examination of Cathy Lewis, Chief Marketing Officer, 3D Systems, Inc.  

Ms. Lewis was identified in the Initial Disclosures of Respondent 3D Systems, Inc., in the 

above-captioned action. 

The deposition will begin on December 16, 2014 at 10 a.m. at the Hilton Garden Inn 

Rock Hill, located at 650 Tinsley Way, Rock Hill, South Carolina 29730.  The deposition will 

be transcribed stenographically, and will continue from day-to-day until completed.  You are 

invited to attend and cross-examine. 
 

Dated: November 10, 2014 Respectfully submitted, 
 
 WILSON SONSINI GOODRICH & ROSATI 

Professional Corporation 
 
 
 
By:    

John L. Slafsky 
 
Attorneys for Petitioner 
AUTODESK, INC.  
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CERTIFICATE OF SERVICE BY MAIL 

I, Elvira Minjarez, declare: 

I am employed in Santa Clara County.  I am over the age of 18 years and not a party to 

the within action.  My business address is Wilson Sonsini Goodrich & Rosati, 650 Page Mill 

Road, Palo Alto, California 94304-1050. 

I am readily familiar with Wilson Sonsini Goodrich & Rosati’s practice for collection 

and processing of correspondence for mailing with the United States Postal Service.  In the 

ordinary course of business, correspondence would be deposited with the United States Postal 

Service on this date. 

On this date, I served NOTICE OF DEPOSITION OF CATHY LEWIS on each 

person listed below, by placing the document described above in an envelope addressed as 

indicated below, which I sealed.  I placed the envelope for collection and mailing with the 

United States Postal Service on this day, following ordinary business practices at Wilson 

Sonsini Goodrich & Rosati. 

Jason M. Sneed 
Sneed PLLC 
610 Jetton St, Suite 120-107  
Davidson, NC  28036 

I declare under penalty of perjury under the laws of the State of California that the 

foregoing is true and correct.  Executed at Palo Alto, California on November 10, 2014. 
 
 
 
  

Elvira Minjarez 



   

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
AUTODESK, INC., 
 

Petitioner, 
 

v. 
 
3D SYSTEMS, INC., 
 

Respondent. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
Cancellation No. 92056509 
 
 
 

 

NOTICE OF DEPOSITION OF JAMES HOPECK 

PLEASE TAKE NOTICE that, pursuant to Rule 30 of the Federal Rules of Civil 

Procedure and TBMP § 404.05, Petitioner Autodesk, Inc. (“Autodesk”), will take the 

deposition upon oral examination of James Hopeck, Vice-President and Corporate Controller, 

3D Systems, Inc.  Mr. Hopeck was identified in the Initial Disclosures of Respondent 3D 

Systems, Inc., in the above-captioned action. 

The deposition will begin on December 15, 2014 at 10 a.m. at the Hilton Garden Inn 

Rock Hill, located at 650 Tinsley Way, Rock Hill, South Carolina 29730.  The deposition will 

be transcribed stenographically, and will continue from day-to-day until completed.  You are 

invited to attend and cross-examine. 
 

Dated: November 10, 2014 Respectfully submitted, 
 
 WILSON SONSINI GOODRICH & ROSATI 

Professional Corporation 
 
 
 
By:   

John L. Slafsky 
 
Attorneys for Petitioner 
AUTODESK, INC.  
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CERTIFICATE OF SERVICE BY MAIL 

I, Elvira Minjarez, declare: 

I am employed in Santa Clara County.  I am over the age of 18 years and not a party to 

the within action.  My business address is Wilson Sonsini Goodrich & Rosati, 650 Page Mill 

Road, Palo Alto, California 94304-1050. 

I am readily familiar with Wilson Sonsini Goodrich & Rosati’s practice for collection 

and processing of correspondence for mailing with the United States Postal Service.  In the 

ordinary course of business, correspondence would be deposited with the United States Postal 

Service on this date. 

On this date, I served NOTICE OF DEPOSITION OF JAMES HOPECK on each 

person listed below, by placing the document described above in an envelope addressed as 

indicated below, which I sealed.  I placed the envelope for collection and mailing with the 

United States Postal Service on this day, following ordinary business practices at Wilson 

Sonsini Goodrich & Rosati. 

Jason M. Sneed 
Sneed PLLC 
610 Jetton St, Suite 120-107  
Davidson, NC  28036 

I declare under penalty of perjury under the laws of the State of California that the 

foregoing is true and correct.  Executed at Palo Alto, California on November 10, 2014. 
 
 
 
  

Elvira Minjarez 
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