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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
Registrant:  3D Systems, Inc. 
Mark:  3DS & Design 
Reg. No.:  4,125,612 in Classes 1, 7, 9 and 40 
Registered: April 10, 2012 
        
       ) 
Autodesk, Inc.      ) 
       ) 
 Petitioner,     ) 
       ) 
  v.     ) Cancellation No. 92056509 
       ) 
3D Systems, Inc.,     ) 
       ) 
 Respondent     ) 
       ) 
 
 

RESPONDENT’S OPPOSITION TO PETITIONER’S MOTION TO COMPEL 
DISCOVERY 

 

I. Introduction 

Having made no real effort to complete discovery within the discovery period, Petitioner 

has filed a Motion to Compel which is nothing more than a disingenuous attempt to further 

extend the discovery deadline in this proceeding, despite the Board’s unequivocal statement that 

it would “not entertain any further requests to extend the close of discovery whether 

consented to or not.”  Docket 24 (emphasis in original).   Petitioner has ignored its duty under 

Fed. R. Civ. P. and Trademark Rule 2.120(e)(1) to make a good faith effort to resolve the issues 

presented by its motion, and instead, shortly after Respondent put Petitioner on notice of its 

request for a further meet and confer to attempt to resolve deficiencies in Petitioner’s discovery 

responses prior to filing a Motion to Compel, Petitioner scrambled to file the instant motion, with 

not even so much as a telephone call or an email to try and resolve the matters presented therein.  
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Notwithstanding the fact that Petitioner’s complaints are without merit, as discussed further 

below, Petitioner’s motion to compel should be viewed as mere gamesmanship, and a waste of 

judicial resources, and denied for failure to comply with the requirements of Fed. R. Civ. P. 37 

and 37 C.F.R. § 2.120(e)(1). 

II. Background Facts and Procedural Posture 

Petitioner Autodesk, Inc. (“Petitioner” or “Autodesk”) initiated this cancellation 

proceeding on November 29, 2012, challenging Respondent 3D Systems, Inc.’s (“Respondent” 

or “3D Systems”) registration for 3DS & Design (Reg. No. 4,125,612) on the basis of priority 

and likelihood of confusion and dilution in favor of Autodesk’s 3DS MAX mark.1  Over the next 

year, the parties requested various extensions of time to accommodate settlement negotiations 

that were ongoing.  See, e.g., Docket Nos. 8, 10, 15, 17.  In the fall of 2013, Petitioner served 

discovery requests on Respondent, and subsequently, in a heavy-handed settlement tactic, 

refused to provide any further extension of time for Respondent to respond thereto, despite the 

advancement of settlement discussions.  See Docket No. 19, ¶¶ 6-7.  Respondent thus filed a 

motion to extend (without consent) its time to respond to discovery requests.  Docket No. 19.  

Shortly thereafter, Petitioner filed its own motion to extend (without consent) seeking extension 

of the remaining deadlines in the proceeding by 90 days, and a 40 day extension of time to 

respond to discovery requests served by 3D Systems on Autodesk.  See Docket No. 20.  Having 

had no response from the TTAB as to its first motion, and with settlement discussions 

continuing, Respondent filed a second motion to extend time to respond to discovery requests on 

December 18, 2014.  Docket No. 21.  Finally, on March 18, 2014, the parties filed a consent 

motion to a further extend the remaining deadlines in the proceeding, and the motion was granted 

                                                 
1 Petitioner later consented to dismissal of its dilution claim; hence the only remaining issues are priority and 
likelihood of confusion.  See Docket Nos. 12, 13. 
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on April 12, 2014, in an order noting that no further requests to extend the close of discovery 

would be granted.  See Docket Nos. 23, 24. 

On January 17, 2014, 3D Systems served responses to Autodesk’s discovery requests, 

and on January 27, 2014, Autodesk served its discovery responses on 3D Systems.  On March 

18, 2014, having reviewed Autodesk’s discovery responses, but not received any document 

production, Jason Sneed, Counsel for 3D Systems, wrote to John Slafsky, Counsel for Autodesk, 

outlining the deficiencies in Autodesk’s discovery responses, and requesting a discovery 

conference during the week of March 24th to discuss.  Exhibit 1.  On March 28, 2014, Mr. 

Slafsky wrote to Mr. Sneed outlining perceived deficiencies in 3D Systems’ discovery responses, 

but completely failing to acknowledge Mr. Sneed’s letter of March 18th, or responding in any 

way to Mr. Sneed’s request for a discovery conference during the week of March 24th.  Exhibit 2.  

The parties eventually agreed to hold a meet and confer on May 2nd, and, unable to address all 

the issues of both parties during that call, the call was continued on May 6th.   

During the meet and confer, Counsel for 3D Systems withdrew certain objections, agreed 

to supplement or amend certain discovery responses, maintained certain objections, and agreed 

to produce documents.  3D Systems’ document production was made on June 11, 2014 by 

providing Counsel for Petitioner with a link to electronically download the production (with 

consent).  On June 17, 2014, Counsel for Petitioner (Stephanie Brannen) emailed Counsel for 

Respondent (Sarah Hsia) stating that they were unable to download documents using the link 

provided.  Exhibit 3.  On June 18, 2014, Ms. Hsia responded to Ms. Brannen’s email, first to 

state that she was looking into the matter, and then to explain how to download the documents.  

Exhibits 3-4.  Approximately six hours later, Ms. Brannen emailed a letter summarizing the meet 

and confer in early May (six weeks earlier), stating that they would contact Counsel for 
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Respondent if they were unable to resolve the technical difficulties in downloading Respondent’s 

production, and asking when they could expect amended and supplemented responses from 

Respondent.  Exhibit 5. 

Importantly, Ms. Brannen’s letter of June 18, 2014 was the last communication Counsel 

for Respondent received from Counsel for Petitioner prior to the instant Motion to Compel: not a 

single phone call, email, or letter was made or sent between June 18, 2014 and August 7, 

2014.  Counsel for Petitioner did not make a single phone call, or send even one email or letter to 

Counsel for Respondent indicating that they considered Respondent’s document production to be 

deficient in any way.  At the time of the last communication from Counsel for Petitioner, 

Counsel for Petitioner had not even reviewed Respondent’s document production. 

Counsel for Respondent sent a letter summarizing the discovery conference of May 2nd 

and May 6th, and also sent an email inquiring as to the status of Autodesk’s document 

production, which was not made until June 27, 2014.  Exhibits 6,7.   However, unlike Petitioner, 

when Counsel for Respondent had not received any supplemented or amended discovery 

responses from Petitioner, despite Petitioner’s commitment to provide such responses nearly 

three months prior, Counsel for Respondent wrote to Counsel for Petitioner on August 5, 2014, 

requesting a meet and confer before August 13, 2014 “to discuss the remaining deficiencies and 

to satisfy our obligation under Fed. R. Civ. P. 37(a)(1) and 37 C.F.R. § 2.120(e)(1) to make a 

good faith effort to resolve these issues prior to filing a Motion to Compel.”  Exhibit 8. 

Incredibly, rather than respond to Mr. Sneed’s letter, or put Counsel for Respondent on 

notice that there were still issues with 3D Systems’ discovery that it believed were unresolved 

three months after its last communication, Counsel for Petitioner merely proceeded to file the 

instant motion on August 7, 2014.  Docket No. 25.   
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III. Argument 

A. Petitioner has not satisfied its obligation to make a good faith effort to resolve the 

issues prior to filing a Motion to Compel 

After seven weeks of silence, and having not even reviewed Respondent’s document 

production at the time of its last communication, Petitioner simply cannot be said to have 

satisfied its obligation pursuant to Fed. R. Civ. P. 37(a)(1) and 37 C.F.R. § 2.120(e)(1) to make a 

good faith effort to resolve the issues presented in the motion prior to filing, and its motion thus 

should be denied.  Petitioner ignored the ticking of the discovery clock, and then rather than 

following up with Respondent to determine the status of its privilege log and amended and 

supplemental discovery responses, it simply filed a Motion to Compel.  Moreover, Petitioner has 

never put Respondent on notice that it considered Respondent’s document production to be 

deficient as its last communication with Respondent was prior to having even reviewed 

Respondent’s document production. 

The Board has recently made clear that it requires more effort than a “single, non-

substantive communication” prior to filing a motion to compel.  Hot Tamale Mama…and More, 

LLC v. SF Investments, Inc., 110 USPQ2d 1080 (TTAB 2014).  Yet here, Petitioner failed to 

make even a single communication with Respondent concerning the alleged insufficiency of its 

document production.  Moreover, even when a party fails completely to respond to discovery, 

the other party has a duty to contact its adversary to ascertain why it has not received responses 

and whether the matter can be resolved amicably.  If the discovering party is not satisfied with 

the answer, only then may it file a motion to compel. Id. By contrast, the Petitioner here did not 

follow up even once with Respondent to determine when its amended discovery responses would 

be forthcoming. 
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Moreover, this is not the first time that Petitioner has resorted to filing a motion rather 

than simply communicating with opposing counsel.  See Docket No. 20.  Petitioner should not be 

allowed to continue to waste judicial resources by requiring the TTAB to adjudicate matters that 

could have been resolved through a simple telephone call or email to opposing counsel.   

And indeed, many of the issues presented by Petitioner’s instant motion have – and could 

have – been resolved by mere communication with Counsel for Respondent.  For example, the 

failure to produce a privilege log was mere oversight on the part of Counsel for Respondent, and 

a simple telephone call or email could have resolved this issue without necessitating the 

intervention of the TTAB.2  Similarly, Petitioner’s claims that Respondent’s production is 

insufficient due to the limited timeframe of production could perhaps have been resolved by a 

telephone call or email to Counsel for Respondent to allow for the explanation that, since the 

date of first use of Respondent’s registered 3DS & Design mark was in 2011, it is not surprising 

that the only relevant documents do not pre-date 2011.  As Petitioner has utterly failed to comply 

with the requirements of Fed. R. Civ. P. 37(a)(1) and 37 C.F.R. § 2.120(e)(1), its motion to 

compel should be denied in its entirety. 

B. Respondent is seeking material that is irrelevant and impermissibly broad 

“A party need not provide discovery with respect to those of its marks…that are not 

involved in the proceeding and have no relevance thereto.” TBMP § 414(11); see also 

Volkswagenwerk Aktiengesellschaft v. Thermo-Chem Corp., 176 USPQ 493 (TTAB 1973) 

(denying a motion to compel discovery about marks not at issue in a proceeding on the grounds 

that they are not relevant to the issue of likelihood of confusion).  There is only one mark named 

in the cancellation petition: U.S. Reg. No. 4,125,612 for 3DS & Design, and the central issue 

                                                 
2 A privilege log was produced to Petitioner on August 25, 2014. 
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with respect thereto is whether such registration is likely to cause confusion with Petitioner’s 

3DS MAX mark.  Petitioner has not petitioned to cancel any other registration in its petition for 

cancellation, and the authority of the TTAB does not extend to unregistered marks.  TBMP 

§ 102.01 (“The Board is empowered to determine only the right to register.”); see also 

Firsthealth of Carolinas v. Carefirst of Maryland, 479 F.3d 825, 828 (Fed. Cir. 2007).  Petitioner 

appears to be seeking to use this proceeding as a fishing expedition to get discovery on other of 

Respondent’s marks, but this discovery is irrelevant and impermissibly broad, and Petitioner’s 

motion to compel should thus be denied. 

Petitioner’s argument that discovery on other marks used by Respondent is somehow 

relevant for purposes of understanding “the full scope of goods and services promoted by 

Respondent under its 3DS-related marks generally” is unavailing.  Petitioner’s brief at p. 8.  

Petitioner itself notes that the 3DS & Design mark is “used by Respondent as a house mark, to 

promote many, if not all, of Respondent’s products generally.”  Petitioner’s brief at p. 2.  

Moreover, even a cursory review of the discovery materials provided by Respondent would show 

that Respondent does, indeed, use the registered 3DS & Design mark in connection with every 

product and service that it currently provides.   

Moreover, Petitioner’s argument that Respondent’s discovery requests to Petitioner 

concerning the term “3DS” somehow render Respondent’s other marks relevant to the 

cancellation proceeding is similarly without merit.  Respondent is entitled, for purposes of a 

likelihood of confusion analysis, to attack the strength of Petitioner’s mark, and to seek 

discovery on other, similar marks coexisting with Petitioner’s mark.  Those inquiries do not 

magically make Respondent’s other marks – whether or not they contain the term “3DS” – 

relevant. 
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Petitioner then argues that “Respondent…reserves its right to argue that “3DS” is an 

abbreviation of its business name that it has used for years” and that this renders Respondent’s 

other marks relevant to this proceeding.  However, in support of this contention, Petitioner cites 

to a letter written by Counsel for Petitioner which does not even mention the proposition for 

which it is cited.  Exhibit 5.   

C. Respondent’s document production is sufficient 

Apart from the fact that Petitioner had not even reviewed Respondent’s document 

production at the time of its last communication to Respondent, and that no deficiencies with its 

document production have ever been identified to Respondent prior to service of this motion, 

Petitioner’s argument that it “can only conclude that Respondent has not conducted a thorough 

search or collection of its records for responsive documents” is ludicrous.  As an initial matter, 

ALL of the documents produced by Respondent are responsive to Petitioner’s discovery requests 

– that’s why they were produced.  Petitioner argues that the timeframe for production is limited 

to 2011-2013, and this conclusively demonstrates that Respondent’s production is deficient; 

however, as noted above, had Petitioner even called or emailed Counsel for Respondent to raise 

this issue, Counsel for Respondent could have pointed out that Respondent’s use of the mark did 

not commence until 2011 – hence the timeframe for production.  Petitioner’s motion to compel 

should thus be denied. 

D. Other Disputed Discovery Issues 

1) Petitioner complains that Respondent has declined to produce promotional, 

marketing and business plans; however, Petitioner has not shown – and cannot show – that such 

plans are relevant in any way to the issues in this proceeding.  Petitioner argues that such plans 

are relevant to the “proximity or overlap of the parties’ businesses and the potential for 
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commercial conflict.”  Petitioner’s Brief at p. 10.  However, Petitioner has alleged in its Petition 

for Cancellation that Respondent is a direct competitor, and Respondent has produced ample 

documents, including marketing materials, showing the range and scope of products and services 

that it currently provides in connection with the 3DS & Design registration.  This information 

should be more than sufficient to show the “proximity or overlap of the parties’ businesses and 

the potential for commercial conflict.”  Respondent has further stated, in response to 

Interrogatory Nos. 13 and 14, which sought “plans to use the mark 3DS,” and “efforts or plans to 

promote or expand awareness of the mark 3DS,” that “it plans to use the mark 3DS & Design 

generally in the manners in which it currently uses the mark.”  Exhibit 9.  Respondent is unclear 

as to what further light any prospective “promotional, marketing or business plans” would shed 

on a likelihood of confusion analysis, or that the value to Petitioner would outweigh 

Respondent’s acute intent in protecting the confidentiality and trade secret nature of its future 

business plans. 

Importantly, to the extent that Autodesk is arguing that the goods and services provided 

by 3D Systems are within the natural scope of expansion of the goods claimed by Autodesk in its 

registration for 3DS MAX, as suggested by the Johnston Pump/General Valve case cited by 

Petitioner, such an inquiry would focus on Petitioner’s plans for expansion, not Respondent’s.  

See Johnston Pump/General Valve, Inc. v. Chromalloy American Corp., 10 U.S.P.Q.2d 1671, at 

*4 (TTAB 1988).  And since a bona fide intent to use is not at issue in this proceeding, 

Respondent sees no reason why its promotional, marketing or business plans are relevant in any 

way to a likelihood of confusion analysis.  Cf. Intel Corp. v. Steven Emeny, Opp. No. 91123312, 

2007 WL 1520948, at *7 (TTAB May 15, 2007). 
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Finally, such plans are both highly speculative and highly confidential.  There is no 

guarantee that any plans would actually be enacted, and the potential detriment to Respondent of 

disclosing such plans to an adversary claiming to be a direct competitor – even under a protective 

order – would vastly outweigh the relevance of such plans to further establishing any overlap 

between the parties’ businesses. 

2) Petitioner’s complaint that Respondent refuses to supply key information and 

documents pertaining to its selection of the [3DS & Design] mark” is specious and baseless.  

Respondent responded to Interrogatory No. 15, which sought “the reasons why you selected and 

adopted the mark 3DS,” but declined to identify any marks that were considered in the process of 

selecting the 3DS & Design mark.  In its response, Respondent stated as follows:  

Respondent adopted the mark 3DS & Design so as to create a brand that is immediately 
recognizable to consumers, which calls to consumers’ and potential consumers’ minds 
the source from which the subject goods and services originate, namely 3D Systems, Inc., 
by use of the term "3D" and Respondent’s 3D & Design mark (see U.S. Reg. No. 
3,023,690) and incorporating the letter "S," as an abbreviation for "Systems," and which 
suggests a quality or characteristic of the products and related services offered and sold 
by the company through use of the cubical design element. [Exhibit 9]  

Petitioner claims that Respondent’s intent is at issue and that thus other marks that were 

considered are relevant; however, here, where the stated reasons for adoption of the mark are so 

clearly free from malevolent intent, and more closely related to Respondent’s name than 

Petitioner’s 3DS MAX mark, the inquiry as to intent falls flat, and other marks considered by 

Respondent are not relevant or necessary for the adjudication of issues presented in this 

proceeding. 

3) In response to Interrogatory No. 17, which sought identification of any “studies, 

tests, rating, or surveys related to the quality of the 3DS Products or Services,” at the discovery 

conference on May 6, 2014, Counsel for Respondent took the position that without a claim for 

tarnishment, the quality of goods provided under the contested mark was not relevant to a 
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cancellation proceeding.  Counsel for Respondent asked Counsel for Petitioner to provide 

authority in support of its position, and agreed to take any such authority under advisement.  

However, up to the filing of the instant motion, Counsel for Petitioner failed to produce any such 

authority to Counsel for Respondent.  Thus, Respondent fails to see how this matter is ripe for a 

motion to compel where Counsel for Petitioner failed to provide authority on which it intended 

to rely, in an effort to resolve this issue without necessitating Board intervention.  Yet perhaps 

the reason why Petitioner never provided any authority to Respondent in support of its position is 

that it was unable to find any; indeed, Petitioner’s sole argument for the relevance of information 

pertaining to the quality of goods and services offered under the 3DS & Design mark is that it 

“sheds light on the relationship between the parties’ goods and businesses and how consumers 

perceive Respondent and the goods and services it offers under the [3DS & Design] mark [and] 

therefore it unquestionably is a ‘fact probative of the effect of use’” for purposes of a likelihood 

of confusion analysis.  

Yet in its Petition for Cancellation, Petitioner makes no allegations as to bad faith or 

tarnishment, and “studies, tests, rating, or surveys related to the quality of the 3DS Products or 

Services,” cannot be said to be relevant to a likelihood of confusion analysis, or to this 

proceeding generally.  See Devries v. Ncc Corp., 227 USPQ 705, at n.3 (TTAB 1985) (noting 

that tarnishment is “not [a] matter[] which may be entertained by the Board as grounds for 

cancellation, nor is it necessary that petitioner prove either dilution or tarnishment in order to 

prevail on his claim of likelihood of confusion.”) 

4) Interrogatory No. 27 sought information about “the circumstances under which 

(including, but not limited to, the date) [3D Systems] first became aware of Petitioner or its use 

of the [3DS MAX] mark.  Respondent responded that it “generally has been aware of Petitioner 
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for many years.”  Respondent is at a loss as to how to state, with any further precision or more 

detail, how a large, publicly traded company became aware of another large, publicly traded 

company.  Indeed, during the discovery conference on May 6, 2014, Petitioner narrowed its 

request to specifically seek information concerning whether Respondent was aware of Autodesk 

or its use of the 3DS MAX mark at the time Respondent adopted its 3DS & Design mark.  

Counsel for Respondent agreed to take this under advisement, and Counsel for Petitioner never 

followed up on the status of this issue. 

5) Petitioner’s Request for Production No. 25 seeks “[a]ll documents relating to 

internal communications, other than with your legal counsel, concerning the right to use the 

[3DS & Design mark] or this trademark dispute.  Due to the way this request was phrased, 

Respondent pointed out during the May 6, 2014 discovery conference that such documents 

(communications internally about a legal matter), if they exist, were protected by the work-

product immunity and declined to produce.  Petitioner now complains that Respondent is 

refusing to “produce documents relating to internal communications” concerning the 3DS & 

Design mark – which is clearly beyond the scope of what was originally requested.  Petitioner 

cites its concern that “documents relating to concerns about confusion with Petitioner” would be 

withheld; however, Respondent refers to its response to Petitioner’s Request for Production No. 

32, in which it agreed to produce documents relating to any actual confusion between Petitioner 

and Respondent and their respective products and services.  

E. Conclusion 

Petitioner has waited until the eleventh hour to attempt to move the discovery process 

along, and now seeks to obtain a further extension of the discovery period by filing a motion to 

compel on issues that are not ripe for judicial resolution.  For this reason, and the other foregoing 
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reasons, Respondent respectfully requests that the Board deny Petitioner’s Motion to Compel in 

its entirety. 

 

Dated:  August 27, 2014    Respectfully Submitted, 

 

       /s/ Jason M. Sneed    
       Jason M. Sneed, Esq. 

Sarah C. Hsia, Esq. 
Gina Iacona, Esq. 

       SNEED PLLC 
       610 Jetton St., Suite 120-107 
       Davidson, NC 28036 
       Tel.:  704-779-3611 
       Email:  JSneed@SneedLegal.com  
      

Attorneys for Respondent 3D Systems, Inc. 
 
 
 
  

mailto:JSneed@SneedLegal.com
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Certificate of Filing / Certificate of Service 
 
 The undersigned hereby certifies that the foregoing  Respondent’s Opposition to 

Petitioner’s Motion to Compel was filed via ESTTA, and that a copy was placed in U.S. Mail, 

postage prepaid, addressed to the following counsel of record: 

 
John L. Slafsky 

Wilson Sonsini Goodrich & Rosati 
650 Page Mill Road 

Palo Alto, California 94304-1050 
Attorneys for Petitioner Autodesk, Inc. 

 
This the 27th day of August, 2014. 
 
 
      /s/ Gina Iacona    
      An Attorney for Respondent 
 
 

 


























































































































