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ANIN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Ava Ruha Corporation dba Mother’s Market &
Kitchen,

Petitioner,
v.

Mother’s Nutritional Center, Inc.,

Respondent.

Cancellation No. 92/056,067
(Cancellation No. 92/056,080 consol)

Reg. No. 3,675,056

Mark: MOTHER’S NUTRITIONAL
CENTER

Reg. No. 3,675,020

Mark: MOTHER’S (Stylized)

Registration Date: September 1, 2009

RESPONDENT’S MOTION FOR SUMMARY JUDGMENT

Respondent Mother’s Nutritional Center, Inc. (“Respondent”) hereby submits its Motion

for Summary Judgment (the “Motion”) of these consolidated proceedings in its favor, and

against petitioner Ava Ruha Corporation dba Mother’s Market & Kitchen (“Petitioner”) on the

ground that, as a matter of law, Petitioner’s claims are barred by laches.

I. INTRODUCTION

This is a classic case of laches. Respondent has been using its MOTHER’S and

MOTHER’S NUTRITIONAL CENTER (“Respondent’s Marks”) for its chain of retail grocery

stores focused on the federal supplemental Food Program for Women, Infants and Children

(WIC) since 1995. Petitioner learned about Respondent, its grocery stores, and Respondent’s

Marks, some time prior to February 5, 1998, at which time it sent Respondent a cease and desist

letter. Respondent responded to the cease and desist letter, refuting Petitioner’s allegations.

Despite Respondent’s clear statement that intended to continue to use Respondent’s

Marks, Petitioner did not further object to Respondent’s use of Respondent’s Marks. It filed no
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lawsuit. It sought no injunction. In fact, it took no action whatsoever until filing the instant

actions for cancellation.

Believing that Petitioner had abandoned its baseless allegations of infringement,

Respondent invested in its stores, and steadily built up goodwill in Respondent’s Marks. During

Petitioner’s nearly 15 years of silence, Respondent grew from a single grocery store in 1995, to a

chain of more than 70 stores in August 2012, when the cancellation actions were filed. In the

more than three years that elapsed between the publication of Respondent’s applications to

register Respondent’s Marks and the filing of the cancellation action, Petitioner added at least 15

stores, and from 2009, when the applications were published, through the end of 2012,

Respondent spent in excess of $7.5 million in promoting Respondent’s Marks and its services

offered thereunder.

Now, after nearly 15 years of acquiescence, after Petitioner seeks to take action against

Respondent’s Marks. Petitioner unreasonably delayed in taking action, and that delay prejudiced

Respondent, who, in reliance of Petitioner’s inaction, expended tens of millions of dollars

growing its business from a single store to more than 70 stores. Accordingly, summary

judgment in Respondent’s favor is appropriate. Respondent’s Motion should be granted.

II. STATEMENT OF RELEVANT FACTS

Respondent began using Respondent’s Marks for its chain of grocery stores focusing on

WIC program participants in 1995, and has continuously operated its grocery stores since that

time. Declaration of Juan-Carlos Monnaco (“Monnaco Decl.”), ¶ 2. Respondent has, throughout

the entirety of its existence, operated its grocery stores in Southern California. Monnaco Decl.,

¶¶ 2-3.
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It is undisputed that Petitioner has had actual knowledge of Respondent since prior to

February 5, 1998, when its counsel sent Respondent a cease and desist letter. Monnaco Decl.,

¶ 4, Exh. A. On February 13, 1998, counsel for Respondent responded to the cease and desist

letter stating that its belief that, due to the differences between the parties’ names and parties’

services, as well as the plethora of third-party retail establishments also using names

incorporating the common term “Mother’s”, no confusion was likely. Id. at ¶ 5, Exh. B.

Respondent clearly communicated to Petitioner that it intended to continue using

Respondent’s Marks. Id. Respondent continued advertising Respondent’s Marks, and continued

to expand and add additional stores. Id. at ¶¶ 7-10. Nonetheless, Petitioner took no action

against Respondent, or its use or registration of the MOTHER’S and MOTHER’S

NUTRITIONAL CENTER trademarks for nearly fifteen years, until it filed the instant

cancellation actions. Id. at ¶ 6.

The applications for Respondent’s Registrations, which were based on actual use in

commerce, were filed on November 29, 2007 and January 10, 2009, and were both published for

opposition on June 16, 2009. Declaration of Jessica C. Bromall (“Bromall Decl.”), ¶¶ 4-5, Exhs.

C-F. Petitioner did not oppose Respondent’s applications. Id. Respondent’s Registrations both

issued on September 1, 2009. Id. at ¶ 6, Exhs. G-H. Petitioner did not initiate the instant

cancellation action until August 21, 2012, more than three years after the applications for the

Registrations were published for opposition, and nearly fifteen years after Petitioner became

aware of Respondent’s use of Respondent’s Marks.

In February 1998, Respondent had been using Respondent’s Marks for less than three

years. Monnaco Decl., ¶ 2. At that time, Respondent was operating only 13 stores under

Respondent’s Marks. In view of Petitioner’s silence following its 1998 letter, Respondent



LA 10001924v1

4

reasonably assumed that Petitioner had abandoned its objection to Respondent’s use of

Respondent’s Marks. From 1998 through July 2009, when the period for opposing the

applications for the Registrations had closed, Respondent had invested significant time and

energy in promoting and growing its business. Id. at ¶¶ 6-9.

Between February 1998 and July 2009, Respondent grew from only 13 stores, to more

than 55 stores. Id. at ¶¶ 8-9. Between July 2009, when the period for opposing the applications

for the Registrations closed, and August 2012 when the cancellation actions were filed,

Respondent invested more than $7 million to advertise and promote its services offered under

Respondent’s Marks, and added at least 15 new stores. Id. at ¶¶ 8-10. In total, during the fifteen

years in which Petitioner sat silently on its rights, Respondent grew from less than 15 stores to a

chain of more than 70 stores. Id. at ¶ 7-9.

III. LEGAL STANDARD FOR SUMMARY JUDGMENT

Summary judgment should be granted where there are no genuine disputes as to any

material fact, and the moving party is entitled to judgment as a matter of law. Fed. R. Civ. Pro.

56; Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 247-248 (1986). “[T]here is no issue for trial

unless there is sufficient evidence favoring the nonmoving party for a jury to return a verdict for

that party. If the evidence is merely colorable . . . or is not significantly probative, . . . summary

judgment may be granted.” Anderson, 477 U.S. at 249-50 (citations omitted). To avoid

summary judgment, Petitioner must “go beyond the pleadings and . . . designate specific facts

showing that there is a genuine issue for trial.” Celotex Corporation v. Catrett, 477 U.S. 317,

325, 106 S. Ct. 2548, 91 L. Ed. 2d 265 (1986) (internal quotes omitted).
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IV. AS A MATTER OF LAW, PETITIONER’S ACTION IS BARRED BY LACHES

To establish the defense of laches, Respondent “must show undue or unreasonable delay

by plaintiff in asserting its rights, and prejudice to defendant from the delay.” Fishking

Processors Inc. v. Fisher King Seafoods Ltd., 83 U.S.P.Q.2d 1762, 1766 (T.T.A.B. 2007); 58

U.S.P.Q.2d 1460, 1462-63, 245 F.3d 1359 (Fed. Cir. 2011). Here, there is no genuine dispute of

material fact as to either element. Thus, Respondent is entitled to judgment in its favor as a

matter of law.

A. Unreasonable Delay

The period of delay is measured from the date on which the applications for

Respondent’s Registrations were published for opposition – June 16, 2009. See Teledyne

Technologies, Inc. v. Western Skyways, Inc., 78 U.S.P.Q.2d 1203, 1210 (T.T.A.B. 2006) (where

petitioner has actual knowledge of respondent’s business activities under the registered mark,

laches period runs from date of publication); see also Christian Broadcasting Network Inc. v.

ABS-CBN International, 84 U.S.P.Q.2d 1560, 1572 (T.T.A.B. 2007) (same). Where, as here, the

petitioner has known about the use of the challenged mark prior to the time when the registrant

filed the application or registration at issue, the Board may also consider that time period in

determining whether a delay was reasonable. See James Burrough Ltd. v. La Joie, 162 U.S.P.Q.

269 (T.T.A.B. 1969); Bigfoot 4x4 Inc. v. Bear Foot Inc., 5 U.S.P.Q.2d 1444, 1448-49 (T.T.A.B.

1987).

Here, Petitioner delayed more than three years from when Petitioner’s applications for

the Registrations were published for opposition. Moreover, at the time Petitioner’s applications

for the Registrations were published for opposition, Petitioner had already been aware of, and

taken no action against, Respondent’s use of its Marks for the services in Respondent’s
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registrations for more than 11 years. Petitioner’s total delay in taking action against

Respondent’s marks is at least 14 and a half years. Moreover, this entire period of delay

commenced following Petitioner’s failure to take any action following Respondent’s written

response refuting the positions taken by Petitioner in its February 1998 cease and desist letter.

As a matter of law, this extended period of delay is unreasonable. James Burrough Ltd.,

162 U.S.P.Q. 269 (T.T.A.B. 1969) (five years inaction following sending of cease and desist

letter constituted laches and estopped opposition to registration); Bigfoot 4x4 Inc., 5 U.S.P.Q.2d

at 1448-49 (T.T.A.B. 1987) (two and a half year delay is “an almost classic example of laches

and/or acquiescence” where “opposer's knowledge coupled with the silence as to any objections

regarding applicant's use of the mark created an estoppel herein where applicant . . . acted on this

silence by opposer to build up its business and the goodwill”).1

B. Prejudice

As a matter of law, Petitioner’s unreasonable delay resulted in prejudice to Respondent.

In 1998, at the time it received Petitioner’s cease and desist letter, Respondent owned and

operated only 13 stores. When no action was taken following Respondent’s response to

Petitioner’s cease and desist letter, between 1998 and 2009, Respondent’s expanded to more than

55 stores. Between July 2009 and August 2012, Respondent expanded from approximately 58

stores to 73 stores. Respondent has also spent in excess of $7million since 2009, and much more

since the February 1998, to promote Respondent’s Marks and Respondent’s grocery services.

Over the past 14-plus years, “Respondent was given reason to presume that there would

be no challenge from petitioner and, during [that] period . . . , respondent continued to open

additional stores and add to its goodwill.” Marshall Field & Co., 25 U.S.P.Q.2d at 1335. Under



LA 10001924v1

7

these circumstances, Respondent has been “severely prejudiced by the untimeliness of

petitioner's decision to challenge the marks shown in its registrations.” Id.

Accordingly, as a matter of law, Respondent has been prejudiced by Petitioner’s

unreasonable delay.

V. CONCLUSION

For the reasons stated herein, Respondent’s Motion should be granted and summary

judgment should be entered in Respondent’s favor.

Dated: October 8, 2013 /S/ JESSICA C. BROMALL
Rod S. Berman, Esq.
Jessica C. Bromall, Esq.
JEFFER MANGELS BUTLER & MITCHELL LLP

1900 Avenue of the Stars, Seventh Floor
Los Angeles, CA 90067
Telephone: (310) 203-8080
Facsimile: (310) 203-0567
E-mail: trademarkdocket@jmbm.com
Attorneys for Respondent MOTHER’S
NUTRITIONAL CENTER, INC.

1 See also Marshall Field & Co. v. Mrs. Fields Cookies, 25 U.S.P.Q.2d 1321, 1335 (T.T.A.B. 1992) (four year delay
is unreasonable); Teledyne Technologies, Inc. v. Western Skyways, Inc., 78 U.S.P.Q.2d at 1210 (3 years, 8 months of
unexplained delay held sufficient for laches).
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DECLARATION OF JUAN-CARLOS MONNACO

1. I am Chief Financial Officer of respondent herein Mother’s Nutritional Center,

Inc. (“Respondent”). I have personal knowledge of the facts set forth herein, or knowledge

based on the documents in my companies files in the relevant matters, and, if called as a witness,

could and would competently testify thereto. I submit this declaration in support of

Respondent’s Motion for Summary Judgment (the “Motion”).

2. Respondent has continuously used its MOTHER’S and MOTHER’S

NUTRITIONAL CENTER (“Respondent’s Marks”) for its chain of retail grocery stores focused

on the federal supplemental Food Program for Women, Infants and Children (WIC) since 1995.

3. Respondent has WIC stores throughout Southern California, and has, since 1995,

operated stores in Southern California.

4. Attached hereto as Exhibit A is a true and correct copy of a letter dated February

5, 1998 that was sent to Respondent by counsel for Petitioner.

5. Attached hereto as Exhibit B is a true and correct copy of a letter dated February

13, 1998 that counsel for Respondent sent to counsel for Petitioner in response to the February 5,

1998 letter.

6. Prior to filing the instant cancellation proceedings, Petitioner had not further

objected to Respondent’s use or registration of MOTHER’S or MOTHER’S NUTRITIONAL

CENTER, since Petitioner’s counsel sent its February 13, 1998 letter. When Respondent heard

nothing further from Petitioner following the February 1998 letter exchange, it assumed that

Petitioner had abandoned any objection it had to Respondent’s use of MOTHER’S and

MOTHER’S NUTRITIONAL CENTER. In the 14-plus years between Petitioner’s February

1998 letter and the filing of the instant cancellation action, Petitioner took no action to prevent

Respondent’s use of MOTHER’S or MOTHER’S NUTRITIONAL CENTER: it sent no letters,

it filed no lawsuits, and it sought zero injunctions.

7. In February 1998, Respondent was operating only 13 grocery stores under its

MOTHER’S and MOTHER’S NUTRITIONAL CENTER marks.
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DECLARATION OF JESSICA C. BROMALL

1. I am an attorney licensed to practice law in the State of California and an

associate at the law firm of Jeffer Mangels Butler & Mitchell LLP, counsel for respondent

Mother’s Nutritional Center, Inc.(“Respondent”) in the above-referenced matter. I have personal

knowledge of the facts set forth herein, or knowledge based on the documents in my firm’s files

in the relevant matters, and, if called as a witness, could and would competently testify thereto. I

submit this declaration in support of Respondent’s Motion for Summary Judgment (the

“Motion”).

2. Attached hereto as Exhibit A is a true and correct copy of a letter dated February

5, 1998 that was sent to Respondent by counsel for Petitioner.

3. Attached hereto as Exhibit B is a true and correct copy of a letter dated February

13, 1998 that counsel for Respondent sent to counsel for Petitioner in response to the February 5,

1998 letter.

4. Attached hereto as Exhibits C and D are true and correct copies of Respondent’s

applications to register MOTHER’S and MOTHER’S NUTRITIONAL CENTER, filed on

November 29, 2007 and January 10, 2008, respectively.

5. Attached hereto as Exhibits E and F are true and correct copies of the Notices of

Publication of Respondent’s applications, each of which were published for opposition on June

16, 2009. Petitioner did not oppose Respondent’s applications.

6. Attached hereto as Exhibits G and H are true and correct copies of Respondent’s

registrations for MOTHER’S and MOTHER’S NUTRITIONAL CENTER, issued on September

1, 2009.

I declare under penalty of perjury under the laws of the United States of America

and the State of California that the foregoing is true and correct, and that this Declaration is

executed on October 8, 2013 at Los Angeles, California.

/S/ JESSICA C. BROMALL
JESSICA C. BROMALL
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EXHIBIT E



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA  22313-1451
www.uspto.gov

May 27, 2009

NOTICE OF PUBLICATION UNDER 12(a) 
1. Serial No.:

77/340,519
2. Mark:

MOTHER'S
and design

3. International Class(es):
35

4. Publication Date:
Jun 16, 2009

5. Applicant:
MOTHER'S NUTRITIONAL CENTER, INC.

The mark of the application identified appears to be entitled to registration. The mark will, in accordance with Section 12(a) of
the Trademark Act of 1946, as amended, be published in the Official Gazette on the date indicated above for the purpose of
opposition by any person who believes he will be damaged by the registration of the mark. If no opposition is filed within the time
specified by Section 13(a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules, the Commissioner of Patents and
Trademarks may issue a certificate of registration.

Copies of the trademark portion of the Official Gazette containing the publication of the mark may be obtained from:

The Superintendent of Documents
U.S. Government Printing Office
PO Box 371954
Pittsburgh, PA 15250-7954
Phone: 202-512-1800

By direction of the Commissioner.

Correspondence Address:

ROD S. BERMAN
JEFFER MANGELS BUTLER & MARMARO LLP
1900 AVENUE OF THE STARS
7TH FLOOR

TMP&I



LOS ANGELES, CA 90067-4308
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA  22313-1451
www.uspto.gov

May 27, 2009

NOTICE OF PUBLICATION UNDER 12(a) 
1. Serial No.:

77/368,478
2. Mark:

MOTHER'S NUTRITIONAL CENTER
Standard Character Mark

3. International Class(es):
35

4. Publication Date:
Jun 16, 2009

5. Applicant:
MOTHER'S NUTRITIONAL CENTER, INC.

The mark of the application identified appears to be entitled to registration. The mark will, in accordance with Section 12(a) of
the Trademark Act of 1946, as amended, be published in the Official Gazette on the date indicated above for the purpose of
opposition by any person who believes he will be damaged by the registration of the mark. If no opposition is filed within the time
specified by Section 13(a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules, the Commissioner of Patents and
Trademarks may issue a certificate of registration.

Copies of the trademark portion of the Official Gazette containing the publication of the mark may be obtained from:

The Superintendent of Documents
U.S. Government Printing Office
PO Box 371954
Pittsburgh, PA 15250-7954
Phone: 202-512-1800

By direction of the Commissioner.

Correspondence Address:

ROD S. BERMAN
JEFFER MANGELS BUTLER & MARMARO LLP
1900 AVENUE OF THE STARS
7TH FLOOR

TMP&I



LOS ANGELES, CA 90067-4308
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CERTIFICATE OF SERVICE

It is hereby certified that one (1) copy of the foregoing RESPONDENT’S

MOTION FOR SUMMARY JUDGMENT is being sent via U.S. mail to Petitioner Ava Ruha

Corporation dba Mother’s Market & Kitchen’s attorney of record as follows:

Stephen Z. Vegh

Stetina Brunda Garred & Brucker

75 Enterprise, Suite 250

Aliso Viejo, CA 92656

Dated: October 8, 2013

Esther Silverman


