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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,271,825
Registered on July 31, 2007
Mark: ADVANTAGE SALES AND MARKETING

AFM Food Service Corp. Cancellation No. 92055927

Petitioner,
Registration No.: 3,271,825
v.

Advantage Sales & Marketing LLC,

Respondent

RESPONDENT’S MOTION FOR SUMMARY JUDGMENT AND
BRIEF IN SUPPORT

Respondent Advantage Sales & Marketing LLC (“Respondent” or “ASM”) respectfully

moves for summary judgment in the cancellation action filed by Petitioner AFM Food Service
Corp. (“Petitioner” or “AFM”) against ASM’s federally registered mark ADVANTAGE SALES
AND MARKETING, Reg. No. 3,271,825 (the “ASM Mark™), because there are no genuine
issues of material fact that ASM has priority in the ASM Mark over Petitioner’s mark
ADVANTAGE MARKETING (“Petitioner’s Mark™) and that there is no likelihood of confusion
between the marks. This motion is supported by the following Memorandum of Points and
Authorities and the Declarations of Sonny King and Emily Bayton filed contemporaneously with

this document.

L EXECUTIVE SUMMARY

ASM is the owner of the distinctive and federally registered mark ADVANTAGE
SALES AND MARKETING, Reg. No. 3,271,825, for “advertising, promotion, product
merchandising, sales promotion and field marketing services for manufactured edible and non-

edible goods for sale to the consumer; distributorships featuring a wide variety of consumer



goods for others; business consulting services regarding advertising, promotion, product
merchandising, sales promotion and field marketing of manufactured edible and non-edible
goods for sale to the consumer; product merchandising; import services in field of manufactured
edible and non-edible goods for sale to the consumer; independent sales representatives in the
field of a wide variety of consumer goods for others” in Class 35; and “brokerage services in the
field of manufactured edible and non-edible goods for sale to the consumer” in Class 36. The
ASM Mark published for opposition on May 15, 2007, and registered on July 31, 2007.

ASM has been doing business under the trade name and trademark ADVANTAGE
SALES AND MARKETING since at least as early as April 17, 1987 when ASM’s predecessor
in interest, King Brokerage, Inc., filed a fictitious business name filing for ADVANTAGE
SALES AND MARKETING CO. Since that time, ASM and its predecessors in interest have
conducted business under the trademark and trade name ADVANTAGE SALES AND
MARKETING in connection with food brokerage services focused on sales and marketing to the
consumer packaged goods industry. As a result of ASM’s long term and widespread use and
promotion of the ADVANTAGE SALES AND MARKETING trademark, the mark has acquired
considerable goodwill and is known in the food brokerage industry as referring to ASM and its
services.

The strength of the ASM Mark is evidenced by the over $1 billion in revenue generated
under the ASM Mark annually. ASM promotes the services it provides under the ASM Mark to
industry members through its involvement in various trade organizations and attendance of
various trade shows annually. Moreover, awards and media mentions have also helped establish
considerable goodwill in the ASM Mark, including for example, numerous awards ASM and its
associates have received over the years for their exemplary performance in the food brokerage
field. Because no genuine issues of material fact exist that ASM has priority in the ASM Mark
and that its continued use and registration of the ASM Mark will not result in a likelihood of
confusion, ASM moves for summary judgment. ASM’s motion is based on the following

independent grounds, which are supported by Petitioner’s admissions:
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Petitioner has had actual knowledge of the ASM Mark since at least as early as
1987 and has not taken action against ASM’s registration for the ASM Mark until
it filed this action on July 30, 2012 - over 25 years after first learning of ASM’s
use of the ASM Mark.

Petitioner’s use of ADVANTAGE MARKETING, which Petitioner relies on in
support of its cancellation action, was well after ASM’s first use of the ASM
Mark.

Petitioner was not in existence prior to 2004, and thus cannot establish priority in
Petitioner’s Mark for purposes of this action.

Petitioner does not have any rights in the trademarks or trade names
ADVANTAGE FOOD MARKETING or AFM ADVANTAGE FOOD
MARKETING CORP., which Petitioner attempts to assert for tacking purposes to
establish priority in Petitioner’s Mark.

The mark ADVANTAGE MARKETING is not the “legal equivalent” of, and
does not convey the same commercial impression as, ADVANTAGE FOOD
MARKETING or AFM ADVANTAGE FOOD MARKETING CORP., and thus
cannot be used by Petitioner for tacking purposes.

The ASM Mark is not confusingly similar to Petitioner’s Mark in sight, sound,
connotation, and thus differ in overall commercial impression.

The goods and services in the federal application for the ASM Mark are not
identical or commercially related to the goods and services offered by Petitioner
under Petitioner’s Mark.

ASM does not market or promote its services provided under the ASM Mark
through the same channels of trade as the goods and services provided by
Petitioner under Petitioner’s Mark.

There is no evidence of actual confusion between the ASM Mark and Petitioner’s
Mark.

In sum, the undisputed material facts establish that ASM has priority in the ASM Mark

over Petitioner’s Mark - in fact, Petitioner admits that ASM has priority. Additionally, the

undisputed facts establish that there is no likelihood of confusion between the ASM Mark and

Petitioner’s Mark. Petitioner has admitted that such confusion is unlikely because the ASM

Mark and Petitioner’s Mark do not convey the same commercial impression, that ASM and

Petitioner provide different services under their respective marks, ASM and Petitioner operate in

different channels of trade, and that Petitioner is aware of no instances of actual confusion
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resulting from ASM’s use of the ASM Mark. Because no genuine issues of material fact exist,
ASM respectfully requests that the Board grant summary judgment in favor of ASM, and that the
cancellation against U.S. Trademark Registration Number 3,271,825 be denied.

IL. PROCEDURAL BACKGROUND
On January 27, 2006, ASM filed application Serial No. 78/801,507 to register

ADVANTAGE SALES AND MARKETING for advertisement and marketing services for
manufactured edible and/or non-edible goods for sale to the consumer; distributorship services
for consumer good of others; business consulting services of manufactured edible and/or non-
edible goods for sale to the consumer; product merchandize services; import services in the field
of manufactured edible and/or non-edible goods for sale to the consumer; and independent sale
representative in the filed of a wide variety of consumer goods of others in Class 35, and
brokerage services in the field of manufactured edible and/or non-edible goods for sole to the
consumer in Class 36. The application was published for opposition on May 15, 2007, and
obtained federal registration on July 31, 2007, Reg. No. 3,271,825.

On July 30, 2012 - one day shy of the five year anniversary of the registration for the
ASM Mark - Petitioner filed a petition for cancellation of the ASM Mark. Petitioner based its
petition on the grounds that it has prior rights in “ADVANTAGE MARKETING” and that
continued registration of the ASM Mark is likely to cause confusion with Petitioner’s Mark.
ASM files this Motion for Summary Judgment because discovery has confirmed that ASM has
priority in the ASM Mark over Petitioner’s Mark and that no likelihood of confusion exists
between the marks. The parties do not dispute that the marks do not convey the same
commercial impression, the goods and services offered under the marks are not identical or
commercially related, the parties’ goods and services are advertised and sold in different
channels of trade, and there have been no incidents of confusion between Petitioner’s Mark and

the ASM Mark. Consequently, summary judgment should be granted in favor of ASM.



III. PETITIONER’S ADMISSIONS SUPPORT GRANTING ASM’S MOTION
FOR SUMMARY JUDGMENT

Under Rule 56 of the Federal Rules of Civil Procedure, summary judgment is appropriate
when “depositions, documents, electronically stored information, affidavits or declarations,
stipulations (including those made for purposes of the motion only), admissions, interrogatory
answers, or other materials” show that there is “no genuine dispute as to any material fact and
that movant is entitled to judgment as a matter of law.” Fed. R. Civ. P. 56(a), (c). Pursuant to
Fed R. Civ. P. 36(a), the matters requested in admissions are deemed admitted unless answered
within thirty (30) days or within the time stipulated to by the parties. See also Trademark Trial
and Appeal Board Manual of Procedure (TBMP) §407.039(a) (Time for Service of Responses).
Pursuant to Fed. R. Civ. P. 36(b), “[a] matter admitted under this rule is conclusively
established.”

In the present case, ASM served its First Requests for Admission and other written
discovery on Petitioner via email on February 5, 2013. Exhibit 1, Declaration of Emily A.
Bayton (“Bayton Decl.”) at | 4, Exhibit C. Per the parties’ agreement at the discovery
conference held on October 23, 2012, responses to the written discovery, including the First
Requests for Admission, were due forty-five (45) days later on March 22, 2013. Bayton Decl. at
9 5. Given that Petitioner’s counsel did not acknowledge receipt of the email and had not
responded to other emails and phone calls related to outstanding discovery and case management
issues dating back to the October 2012 discovery conference, including outstanding issues on
possible modifications to the protective order, ASM’s proposed ACR track for the proceeding,
and other issues, ASM’s counsel sent a copy of all previously served written discovery via First-
Class Mail® delivery to Petitioner’s counsel on March 15, 2013. Bayton Decl. at § 6, Exhibit D.
Petitioner did not respond to written discovery by the deadline of March 22, 2013. Bayton Decl.
atq7.

ASM’s counsel sent follow-up emails to Petitioner’s counsel on March 25, 2013 and
March 28, 2013 regarding the outstanding discovery reminding Petitioner’s counsel that the

deadline to respond to written discovery had passed and asking if Petitioner intended to respond
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to discovery. Bayton Decl. at | 8, Exhibit E. ASM’s counsel also called Petitioner’s counsel at
least twice during the week of March 25, 2013 regarding the discovery deadline and left
messages with Petitioner’s counsel regarding the deadline. Bayton Decl. at § 9. ASM’s
counsel sent a follow up letter to Petitioner’s counsel on April 4, 2013 expressly stating that the
time to answer written discovery had passed and that ASM had not received any responses from
Petitioner on the outstanding discovery, nor had it received a request from Petitioner seeking
additional time to respond to the outstanding discovery. Bayton Decl. at § 10, Exhibit F.
Petitioner did not respond to ASM’s prior emails, including its March 25, 2013 and March 28,
2013, ASM’s voicemail messages, or ASM’s letter dated April 4, 2013, until Petitioner’s counsel
called on the last day of discovery, April 22, 2013, requesting a 60-day extension of time of all
deadlines in this proceeding. Bayton Decl. at § 11, Exhibit G.

After careful consideration of Petitioner’s counsel’s request, ASM elected to not grant the
extension request for the reasons outlined in its April 26, 2013 letter to Petitioner’s counsel.
Bayton Decl. at q 12, Exhibit H. At the time of filing this Motion for Summary Judgment,
Petitioner has still not responded to ASM’s written discovery. Bayton Decl. at § 13. Because
over 105 days have passed since ASM first served Petitioner with written discovery on February
5, 2013, and more than 60 days have passed since ASM mailed the written discovery to
Petitioner, ASM’s First Requests for Admissions are deemed admitted pursuant to Fed. R. Civ.
P. 36(b). Petitioner has had ample opportunity to respond to written discovery and has elected
not to respond to any outstanding written discovery or deposition notices at the time of filing this
Motion for Summary Judgment. Bayton Decl. at § 14. Petitioner has also not responded to
ASM'’s proposed ACR track and other outstanding case management issues relating to this
action. Bayton Decl. at § 15. To date, Petitioner has also failed to serve an Expert Disclosure
Statement in accordance with 37 CFR § 2.120(a)(2). Bayton Decl. at § 16. Through its silence,
Petitioner indicates that it does not dispute the admissions and that it no longer wishes to pursue

this cancellation action.
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IV. MATERIAL FACTS AS TO WHICH THERE IS NO DISPUTE

1. On or around March 6, 1987, King Brokerage, Inc., a California corporation
located in Irvine, California, was formed. Exhibit 2, Declaration of Sonny King (“King
Decl.”) at § 4, Exhibit A.

2. Shortly after formation, on or around April 17, 1987, King Brokerage, Inc. filed a
fictitious business name registration with the Los Angeles County Recorder’s Office to do
business under the name ADVANTAGE SALES AND MARKETING CO. in California. King
Decl. at q 6.

3. Since April 17, 1987, King Brokerage and its successors in interest have
maintained the fictitious business name registration for ADVANTAGE SALES AND
MARKETING with the Los Angeles County Recorder’s Office. /d., Exhibit B.

4. On or around December 6, 1995, King Brokerage formed Advantage Sales &
Marketing LLC, a California limited liability company, which substantially took over all of its
operations. King Decl. at § 7.

5. Subsequent corporate structure and formation actions led to several name changes
and the creation of other legal entities, with a massive consolidation in 2004 resulting in all
entities merging into one entity - Respondent ASM. King Decl. at {f 8-12.

6. As a result of this massive industry consolidation and through other strategic
market growth, ASM has been able to increase its size and is currently the largest food brokerage
company in the United States, with revenues in excess of §1 billion. King Decl. at 7 12.

7. The 2004 consolidation greatly expanded and strengthened the ADVANTAGE
SALES AND MARKETING brand. King Decl. at §13.

8. Since first opening its doors as King Brokerage, Inc. d/b/a Advantage Sales and
Marketing Co., ASM and its predecessors in interest have conducted business under the
trademark and trade name ADVANTAGE SALES AND MARKETING. King Decl. at | 14,
Exhibit C.
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9. Since 1987, ASM and its predecessors in interest have used the ADVANTAGE
SALES AND MARKETING trademark in connection with food brokerage services focused on
sales and marketing to the consumer packaged good industry. King Decl. at § 5.

10.  Today, ASM’s expanded service offerings include, among other services, sales,
merchandising, category management and marketing services to manufacturers, suppliers and
producers of food products and consumer packaged goods for sale to consumers. King Decl. at
1 22.

11.  ASM provides its services to grocery, mass merchandise, specialty, convenience,
drug, dollar, club, hardware, home centers and other consumer-facing channels of trade. King
Decl. at § 23.

12. Over the years, ASM has spent vast amounts of money and resources on
advertising and promoting the ADVANTAGE SALES AND MARKETING trademark. King
Decl. at 4 24.

13.  ASM has advertised its services in a variety of ways, including in local and
national print publications. King Decl. at §17.

14.  ASM also promotes its ADVANTAGE SALES AND MARKETING trademark
through its sponsorship of charitable events and organization, its involvement in numerous trade
organization, and attendance at various trade shows annually. King Decl. at { 18-20.

15. ASM’s associates and teams have received numerous awards over the years for its
exemplary performance and outstanding service, which has further increased the recognition of
the ADVANTAGE SALES AND MARKETING trademark. King Decl. at §21.

16.  As a result of ASM’s long term and widespread use and promotion of the
ADVANTAGE SALES AND MARKETING trademark, the ASM Mark has acquired
considerable goodwill and is known in the industry as referring to ASM and its services. King
Decl. at q 24.

17. On January 27, 2006, Patent and Trademark Office records reflect that ASM
filed application Serial No. 78/801,507 to register the trademark ADVANTAGE SALES AND

12



MARKETING for “advertising, promotion, product merchandising, sales promotion and field
marketing services for manufactured edible and non-edible goods for sale to the consumer;
distributorships featuring a wide variety of consumer goods for others; business consulting
services regarding advertising, promotion, product merchandising, sales promotion and field
marketing of manufactured edible and non-edible goods for sale to the consumer; product
merchandising; import services in field of manufactured edible and non-edible goods for sale to
the consumer; independent sales representatives in the field of a wide variety of consumer goods
for others” in Class 35; and brokerage services in the field of manufactured edible and non-
edible goods for sale to the consumer” in Class 36. Bayton Decl. § 2, Exhibit A.

18.  Patent and Trademark Office state that the application was published for
opposition on May 15, 2007, and obtained federal registration on July 31, 2007, Reg. No.
3,271,825, Bayton Decl. § 3, Exhibit B.

19.  Petitioner admits it had actual knowledge of ASM’s Mark since at least as early as
1987 when ASM first started using the ASM Mark. Bayton Decl. at § 4, Exhibit C, No. 2.

20.  Petitioner admits it did not exist as a legal entity until 2004. Bayton Decl. at { 4,
Exhibit C, No. 24.

21.  Petitioner admits that it is a separate legal entity from AFM Advantage Food
Marketing Corp. and that it has no documents supporting a claim that AFM Advantage Food
Marketing Corp. is related to, affiliated with, or somehow connected to Petitioner. Bayton
Decl. at 9 4, Exhibit C, Nos. 28-29.

22.  Petitioner admits it does not have any documents demonstrating a transfer of
assets, including but not limited to a transfer in rights in the mark ADVANTAGE
MARKETING or any ADVANTAGE formative trademark, from AFM Advantage Food
Marketing Corp. to Petitioner. Bayton Decl. at § 4, Exhibit C, No. 30.

23.  Petitioner admits it is a separate legal entity from Advantage Food Marketing

Corp. and that it has no documents supporting a claim that Advantage Food Marketing Corp. is
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related to, affiliated with, or somehow connected to Petitioner. Bayton Decl. at § 4, Exhibit C,
Nos. 31-32.

24.  Petitioner admits that it does not have any documents demonstrating a transfer
of assets, including but not limited to a transfer in rights in ADVANTAGE MARKETING or
any ADVANTAGE formative trademark from Advantage Food Marketing Corp. to Petitioner.
Bayton Decl. at { 4, Exhibit C, No. 33.

25.  Petitioner admits that any use by Petitioner of “ADVANTAGE MARKETING”
standing alone was after ASM’s first use of the ASM Mark on April 17, 1987. Bayton Decl. at
4, Exhibit C, No. 34.

26.  Petitioner admits that any use by Petitioner of “ADVANTAGE MARKETING”
occurred after 2000. Bayton Decl. at ] 4, Exhibit C, Nos. 35-61.

27.  Petitioner admits that ADVANTAGE FOOD MARKETING and ADVANTAGE
FOOD MARKETING CORP. are not legal equivalents to Petitioner’s Mark. Bayton Decl. at
4, Exhibit C, Nos. 62, 66.

28. Petitioner admits that Petitioner’s Mark and the ASM Mark do not convey the
same commercial impression. Bayton Decl. at § 4, Exhibit C, No. 67.

29.  Petitioner admits it does not provide services in the retail industry. Bayton Decl.
at 9 4, Exhibit C, No. 68.

30.  Petitioner admits it does not provide brokerage services in the field of
manufactured edible and/or non-edible goods for sale to the consumer. Bayton Decl. at | 4,
Exhibit C, No. 70.

31.  Petitioner admits it does not provide advertising and marketing services for
manufactured edible and/or non-edible goods for sale to the consumer. Bayton Decl. at | 4,

Exhibit C, No. 71.!

' Respondent’s Request for Admission inadvertently contains two sets of Admissions numbered 71-80. This
references the first admission numbered 71, found on page 9.
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32.  Petitioner admits it does not provide distribution services for consumer goods for
others or product merchandise services. Bayton Decl. at ] 4, Exhibit C, Nos. 72, 742

33.  Petitioner admits it does not provide business consulting services of manufactured
edible and/or non-edible goods for sale to the consumer nor does it provide import services in the
filed of manufactured edible and/or non-edible goods for sale to the consumer. Bayton Decl. at
4, Exhibit C, Nos. 73, 75.°

34.  Petitioner admits it does not offer independent sales representatives in the field of
a wide variety of consumer goods for others or sells goods to retail customers. Bayton Decl. at
4, Exhibit C, Nos. 76-77.*

35.  Petitioner admits that it does not operate in the same channels of trade as ASM
operates under the ASM Mark. Bayton Decl. at J 4, Exhibit C, No. 69.

36. Petitioner admits that it is aware of no instances of actual confusion resulting
from ASM’s use of the ASM Mark. Bayton Decl. at § 4, Exhibit C, No. 78.°

37.  Petitioner admits that any use by Petitioner of the term “ADVANTAGE” has not
been exclusive in the food brokerage, advertising, and marketing services field. Bayton Decl. at
9 4, Exhibit C, No. 83.

38.  Petitioner admits that it is aware of third parties using ADVANTAGE and
ADVANTAGE formative trademarks in the food brokerage industry. Bayton Decl. at § 4,
Exhibit C, No. 73.°

39.  Petitioner admits that it is not aware of any instances of actual confusion resulting
from ASM's use of the ASM Mark. Bayton Dec. at § 4, Exhibit C, No. 79.7

40.  Petitioner admits that it will not be damaged by the continued registration of the

ASM Mark. Bayton Dec. at | 4, Exhibit C, No. 82.

2 This references the first admissions numbered 72, 74, found on page 9.

* This references the first admissions numbered 73, 75, found on page 9.

* This references the first admissions numbered 76-77, found on pages 9-10.
% This references the first admission numbered 78, found on page 10.

® This references the second admission numbered 73, found on page 11.

" This references the first admission numbered 79, found on page 10.
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V. SUMMARY JUDGMENT STANDARD

Federal Rule of Civil Procedure 56 provides that a party may move for summary
judgment in the moving party’s favor upon all or any part of a claim. A motion for summary
judgment is a pretrial device to dispose of cases in which there is no genuine issue as to any
material fact and that the moving party is entitled to judgment as a matter of law. Copelands’
Enterprises Inc. v. CNV, Inc., 20 USPQ2d 1295 (Fed. Cir. 1991). The summary judgment
procedure is regarded as “a salutary method of disposition” and, when appropriate, the Board
does not hesitate to dispose of cases on summary judgment. Sweats Fashions Inc. v. Pannill
Knitting Co., 4 USPQ2d 1793 (Fed. Cir. 1987), as cited in Hurley International LLC v Volta, 82
USPQ2d 1339 (TTAB 2007), Hachette Filipacchi Presse v. Elle Belle, LLC, 85 USPQ2d 1090
(TTAB 2007), and Sinclair Oil Corp. v. Kendrick, 85 USPQ2d 1032 (TTAB 2007).

Where, as here, the defendant is the moving party, it may satisfy its burden by
demonstrating the lack of any genuine issue of material fact as to plaintiff’s claims. Celofex
Corp. v. Catrett, 477 U.S. 317, 322-24 (1986). To do so, the defendant need not disprove
plaintiff’s claims, but rather must merely demonstrate the absence of any real issue of fact as to
one or more elements essential to support such claims. Wilson v. City of Zanesville, 954 F.2d
349, 351 (6th Cir. 1992); see also Celotex Corp., 477 US at 322 (noting that Rule 56 “mandates
the entry of summary judgment, after adequate time for discovery and upon motion, against a
party who fails to make a showing sufficient to establish the existence of an element essential to
that party’s case, and on which that party will bear the burden of proof at trial.”). Once the
defendant meets its burden, and has supported its motion with affidavits or other evidence,
which if unopposed would establish its right to judgment, the non-moving party may not rest
upon mere allegations or denials, but must offer countering evidence, by affidavit or otherwise,
provided in Fed. R. Civ. P. 56, showing that there is, in fact, a genuine issue of fact for trial.
Fed. R. Civ. P. 56(c); see also Octocom Systems Inc. v. Houston Computer Services Inc.,

918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir. 1990).
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Here summary judgment is appropriate because Petitioner cannot meet its burden to
proceed in this case. The undisputed material facts unequivocally demonstrate that Petitioner
does not have priority in Petitioner’s Mark over the ASM Mark and that confusion is not
likely. Moreover, Petitioner admits that it will not be damaged by the continued registration of
the ASM Mark. Thus, the Board should find that no genuine issue of material fact exists on this
record and should grant ASM’s motion.

VI. LEGAL ARGUMENT
To successfully petition to cancel a federally registered trademark, the petitioning party

must show standing and valid grounds for cancellation. Cunningham v. Laser Golf Corp., 222
F.3d 943, 945, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000). A petition to cancel a registration can
be filed by any person who believes that he is or will be damaged by the continued registration of
a mark on the principal register. See 15 U.S.C. §§1063(a), 1064; see also 37 C.F.R. §§ 2.101(b),
2.111(b). In its petition for cancellation, Petitioner alleges that standing is appropriate because it
is and will continue to be damaged by the registration of the ASM Mark. With regard to the
grounds for cancellation, Petitioner relies on Section 2(d) of the Lanham Act, which precludes
registration when a mark is likely to cause confusion with a mark or trade name previously used
or registered by another. 15 U.S.C. § 1052(d). Thus, to establish valid grounds for cancellation,
Petitioner must show that its relied-upon mark has priority and that continued registration of the
ASM Mark is likely to result in consumer confusion. See Herbko Int'l, Inc. v. Kappa Books, Inc.,
308 F.3d 1156, 1162, 64 USPQ2d 1375 (Fed. Cir. 2002).

The undisputed facts show that Petitioner has not demonstrated standing, and cannot
meet its burden relating to priority in the relied-upon mark. Instead, the facts conclusively
demonstrate that Petitioner lacks standing to bring the cancellation action, the ASM Mark for
ADVANTAGE SALES AND MARKETING has priority over Petitioner’s Mark, and that there
is no likelihood of confusion between the two marks.

I
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A. Petitioner admits it will not be damaged by continued registration of
the ASM Mark.

Although Petitioner asserts in its petition for cancellation that it will be damaged by
continued- registration of the ASM Mark, Petitioner has since admitted that it will not be
damaged by continued registration of the ASM Mark. Bayton Dec. at 9 4, Exhibit C, No. 82.
Thus, Petitioner fails to demonstrate standing for purposes of this action. See 15 U.S.C. §§
1063(a), 1064; 37 C.F.R. §§ 2.101(b), 2.111(b) (A petition to cancel a registration of a mark
“may be filed ... by any person who believes that he is or will be damaged . . . by the
registration of the mark on the principal register.”); see also McDermott v. San Francisco
Women's Motorcycle Contingent, 240 F. App'x 865, 867 (Fed. Cir. 2007) (affirming Board
decision that opposer lacked the requisite standing to oppose the registration of the mark because
he had failed to allege facts that would show he had a “reasonable” basis for his belief that he

would be damaged by the registration).

B. ASM’s prior rights are undisputed

Not only does Petitioner admit that it will not be damaged by continued registration of
the ASM Mark, but the undisputed facts demonstrate that Petitioner lacks priority in the mark
relied upon for this proceeding. To establish priority, a party must show proprietary rights in its
mark that produces a likelihood of confusion. Otto Roth & Co. v. Universal Foods Corp., 209
USPQ 40, 43 (CCPA 1981). Proprietary rights in a mark may arise from a prior registration,
prior trademark or service mark use, prior use as a trade name, prior use analogous to trademark
or service mark use, or any other use sufficient to establish proprietary rights. Id.; see, e.g., Nat’l
Cable Television Ass’n, Inc. v. Am. Cinema Editors, Inc., 19 USPQ2d 1424 (Fed. Cir. 1991);
Knickerbocker Toy Co. v. Faultless Starch Co., 175 USPQ 417 (CCPA 1972). In this case, ASM
has established proprietary rights in the ASM mark based on its prior use of the Mark as a trade
name and trademark. In fact, Petitioner does not dispute that ASM has prior rights in the ASM

Mark.
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Specifically, the undisputed facts demonstrate that ASM has priority over Petitioner’s
Mark because it has been using the ADVANTAGE SALES AND MARKETING trademark and
trade name since at least as early as April 17, 1987. S. King Dec. at § 6. Since first opening its
doors in 1987 as King Brokerage, Inc. d/b/a ADVANTAGE SALES AND MARKETING CO.,
ASM and its predecessors in interest have conducted business under the ASM Mark. Id at | 14.
In contrast, Petitioner admits that it did not make use of Petitioner’s Mark until after 2000 - well
after ASM’s first use of the ASM Mark. Bayton Dec. at § 4, Exhibit C, Nos. 35-61.

Petitioner seems to tack any rights in the relied-upon mark, namely ADVANTAGE
MARKETING, to possible prior use of ADVANTAGE FOOD MARKETING or
ADVANTAGE FOOD MARKETING CORP. in an effort to establish priority to support its
petition for cancellation. However, Petitioner cannot tack on its rights in ADVANTAGE
MARKETING to the claimed earlier date of first use of the marks or trade names
ADVANTAGE FOOD MARKETING or ADVANTAGE FOOD MARKETING CORP. because
it admits that it does not own the marks ADVANTAGE FOOD MARKETING and
ADVANTAGE FOOD MARKETING CORP. Bayton Dec. at § 4, Exhibit C, Nos. 27, 30, 33.
Petitioner also admits that Petitioner’s Mark does not satisfy the standard for tacking.
Specifically, Petitioner admits that ADVANTAGE MARKETING is not the legal equivalent of
ADVANTAGE FOOD MARKETING or ADVANTAGE FOOD MARKETING CORP. Bayton
Dec. at { 4, Exhibit C, Nos. 62, 66.

A trademark owner may tack its use of an earlier mark onto a later mark for priority
purposes only in the exceptionally narrow instance where the previously used mark is the legal
equivalent of the mark in question or indistinguishable therefrom, such that consumers consider
both as the same mark. Van Dyne-Crotty, Inc. v. Wear-Guard Corp., 926 F.2d 1156, 1159 (Fed.
Cir. 1991) (citing omitted). Thus, for purposes of tacking, even if the two marks are confusingly
similar, they still may not be legal equivalents. Id. Instead, the marks must create “the same,
continuing commercial impression, and the later mark should not materially differ from or alter

the character of the mark attempted to be ‘tacked.”” Id.
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First, Petitioner is unable to tack its use of ADVANTAGE MARKETING onto the earlier
use of ADVANTAGE FOOD MARKETING or ADVANTAGE FOOD MARKETING CORP.
because it is not the owner of all of these marks. Petitioner did not exist as a legal entity until
2004. Bayton Dec. at Y 4, Exhibit C, No. 24. The trademarks or trade names ADVANTAGE
FOOD MARKETING and ADVANTAGE FOOD MARKETING CORP. were used by separate
legal entities, AFM Advantage Food Marketing Corp. and Advantage Food Marketing Corp. -
not Petitioner. Bayton Dec. at { 4, Exhibit C, Nos. 25-26, 28-29, 31-32. Additionally, there are
no documents demonstrating a transfer of assets, including but not limited to a transfer in rights
in the marks ADVANTAGE FOOD MARKETING or ADVANTAGE FOOD MARKETING
CORP., from AFM Advantage Food Marketing Corp. and Advantage Food Marketing Corp. to
Petitioner. Bayton Dec. at § 4, Exhibit C, Nos. 27, 30, 33. Thus, without legal rights to the prior
marks, Petitioner cannot tack onto an earlier date of first use.

Second, Petitioner cannot tack onto the prior marks because, as Petitioner admits, they
are not the legal equivalent to Petitioner’s Mark nor do they convey the same commercial
impression. Bayton Dec. at § 4, Exhibit C, Nos. 62-67. As a result, the earliest date that
Petitioner can demonstrate of Petitioner’s Mark is 2004, which is well after ASM’s date of first
use of the ASM Mark.

C. Petitioner admits that there is no likelihood of confusion between the ASM
Mark and Petitioner’s Mark

Not only do the undisputed facts demonstrate that Petitioner lacks priority, the Board
should grant summary judgment in favor of ASM because the facts unequivocally indicate that
there is no likelihood of confusion between the ASM Mark and Petitioner’s Mark. The well
established test for likelihood of confusion between two trademarks was set forth in In re E. I
duPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973), and requires an
application of thirteen factors, some more relevant than others, depending on the nature of the
case. Id at 567. A proper application of the relevant du Pont factors to the facts of this case

leads to the inevitable conclusion that there is no likelihood of confusion.
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1. Petitioner admits that the ASM Mark and Petitioner’s Mark
do not convey the same commercial impression.

Turning to the relevant du Pont factors, the “similarity or dissimilarity of the marks in
their entireties” is a predominant inquiry. duPont, 476 F.2d at 1361. This inquiry examines the
relevant features of the marks, including appearance, sound, and connotation in their entirety.
Recot, Inc. v. Becton, 214 F.3d 1322, 1329 (Fed. Cir. 2000). All relevant facts pertaining to
appearance, sound, and connotation must be considered before similarity as to one or more of
those factors may be sufficient to support a finding that the marks are similar or dissimilar. Id.

Examining the ASM Mark and Petitioner’s Mark in their entireties, it is clear that the
marks are not highly similar in sound, appearance, or connotation and thus do not convey the
same commercial impression. In fact, Petitioner admits that Petitioner’s Mark does not convey
the same commercial impression as the ASM Mark. Bayton Dec. at ] 4, Exhibit C, No. 67. The
marks are not phonetically similar nor are they similar in appearance due to the additional terms
found in the ASM Mark. Moreover, the inclusion of “ADVANTAGE” in the ASM Mark and
Petitioner’s Mark is not enough to convey a similar commercial impression in the marketplace
because, as Petitioner admits, its use of “ADVANTAGE” is not exclusive in the food brokerage,
advertising, and marketing services field and there are other third parties using ADVANTAGE
and ADVANTAGE formative trademarks in the food brokerage industry. Bayton Dec. at 4,
Exhibit C, Nos. 83, 73. Thus, the undisputed facts demonstrate that the marks are more
dissimilar in sight, sound, and connotation than they are similar, which weighs strongly against a

likelihood of confusion.
2. The parties’ services and goods are dissimilar.

Another duPont factor relevant to the present case is the “similarity or dissimilarity and
nature of the goods or services as described in an application or registration or in connection with
which a prior mark is in use.” duPont, 476 F.2d at 1361.

The ASM Mark covers the following goods and services:

Advertising, promotion, product merchandising, sales promotion and field
marketing services for manufactured edible and non-edible goods for sale to the
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consumer; distributorships featuring a wide variety of consumer goods for others;
business consulting services regarding advertising, promotion, product
merchandising, sales promotion and field marketing of manufactured edible and
non-edible goods for sale to the consumer; product merchandising; import
services in field of manufactured edible and non-edible goods for sale to the
consumer; independent sales representatives in the field of a wide variety of
consumer goods for others, in Class 35; and

Brokerage services in the field of manufactured edible and non-edible goods for
sale to the consumer, in Class 36.

Bayton Dec. at § 2, Exhibit A.
Thus, ASM’s goods and services are limited to food brokerage and other services for

manufactured edible and non-edible goods for sale to retail consumers. Petitioner, on the other

hand, does not provide any of these services, nor does it provide services to the retail industry.
Bayton Dec. at § 4, Exhibit C, No. 68. Petitioner also admits that it does not provide the
following services: brokerage services in the field of manufactured edible and/or non-edible
goods for sale to the consumer, advertising and marketing services for manufactured edible
and/or non-edible goods for sale to the consumer, distribution services for consumer goods for
others, product merchandise services, business consulting services of manufactured edible and/or
non-edible goods for sale to the consumer, import services in the field of manufactured edible
and/or non-edible goods for sale to the consumer, and independent sales representatives in the
field of a wide variety of consumer goods for others or sell goods to retail customers. Bayton
Dec. at § 4, Exhibit C, Nos. 70-77. Therefore, Petitioner admits that it does not provide any

services overlapping with those offered under the ASM Mark.

3. Petitioner admits that its mark is used in different trade
channels.

The third relevant duPont factor is “[t]he similarity or dissimilarity of established, likely-
to-continue trade channels.” duPont, 476 F.2d at 1361. ASM’s registration for the ASM Mark
specifically restricts the channels of trade in which its goods and services will be offered to end
consumers. This restriction controls for purposes of this proceeding. See Octocom Systems, Inc.

v. Houston Computer Services, Inc., 918 F.2d 937, 942, 16 USPQ2d 1783 (Fed. Cir. 1990). In
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contrast, Petitioner’s admits that its products and services are offered exclusively to the food
service industry and it does not provide any services or offer any goods to retail customers.
Bayton Dec. at § 4, Exhibit C, No. 77. Petitioner admits that it does not operate in the same
channels of trade as ASM operates under the ASM Mark. Bayton Dec. at 4 4, Exhibit C, No. 69.
As a result, there are no genuine issues of material fact that the parties operate in different

channels of trade.

4. Petitioner admits that it does not have any evidence of actual
consumer confusion related to its use and registration of the ASM
Mark.

The final relevant duPont factor is evidence of actual confusion. ASM, and its
predecessors in interest, have conducted business under the trademark and trade name
ADVANTAGE SALES AND MARKETING since 1987. Since that time, Petitioner admits that
it is unaware of any instances of actual confusion resulting from ASM’s use of the ASM Mark.
Bayton Dec. at § 4, Exhibit C, No. 78. “When two marks have existed side by side in commerce,
the evidence of actual confusion among consumers, or of absence of confusion, can be very
helpful in determining whether a likelihood of confusion results” from use of the mark. TCPIP
Holding Co., Inc. v. Haar Communications, Inc., 244 F.3d 88, 102, 57 USPQ2d 1969 (2d Cir.
2001).

Here, the lack of evidence of actual confusion weighs against a finding a likelihood of
confusion. See Citigroup Inc. v. Capital City Bank Group, Inc., 94 USPQ2d 1645, 1662, 2010
WL 595586 (TTAB 2010), aff’d, 637 F.3d 1344, 98 USPQ2d 1253 (Fed. Cir. 2011) (Because
there was a reasonable opportunity for confusion to occur, the lack of any reported instances
weighed against a finding of likely confusion. No likelihood of confusion was found). Petitioner
admits that it is not aware of any instances of consumer confusion resulting from ASM’s use of
the ASM Mark. Bayton Dec. at ] 4, Exhibit C, No. 79.

Thus, because “[e]vidence of actual confusion is ... the best evidence of the likelihood of

confusion,” Society of Financial Examiners v. National Ass'n of Certified Fraud Examiners, Inc.,
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33 USPQ2d 1328 (5th Cir. 1995) (citations omitted), and none has been found here, this factor
weighs against finding a likelihood of confusion.

Overall, the duPont factors weigh heavily against a finding that there is a likelihood of
confusion between the ASM Mark and Petitioner’s Mark. Because the undisputed facts show
that there is no genuine issue of material fact, and Petitioner cannot establish a likelihood of

confusion, the Board should grant summary judgment for ASM.

VII. CONCLUSION

For the reasons set forth above, the Board should grant summary judgment in favor of
ASM and deny Petitioner’s Petition for Cancellation.

ADVANTAGE SALES & MARKETING LLC

By: m
Jennifer A, irk
ily A. on

LEWIS and ROCA LLP
40 N. Central Avenue Ste. 1900

Phoenix, Arizona 85004-4429
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing Motion for Summary Judgment was served by
First-Class Mail® and e-mail, postage prepaid, upon the following:

Panagiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Little Harbor Road

MT Sinai, NY 11766

E-mail: Betty@intellectulaw.com

Mailed and E-mailed this 23" day of May, 2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,271,825
Registered on July 31, 2007
Mark: ADVANTAGE SALES AND MARKETING

AFM Food Service Corp. Cancellation No. 92055927

Petitioner,
Registration No.: 3,271,825
v.

Advantage Sales & Marketing LLC,

Respondent

DECLARATION OF EMILY A. BAYTON IN SUPPORT OF
ASM'S MOTION FOR SUMMARY JUDGMENT

I, Emily A. Bayton, declare under penalty of perjury under the laws of the United States
as follows:

1. My name is Emily A. Bayton, and I am an attorney admitted to practice in the
state of Arizona. I am a partner with the law firm of Lewis and Roca LLP, which represents
Respondent Advantage Sales & Marketing LLC (“Respondent” or “ASM?”) in this matter. I am
competent to make this Declaration and I have personal knowledge of the following facts, which
are true and correct to the best of my knowledge, and am competent to testify thereto.

2. On January 27, 2006, Patent and Trademark Office records reflect that ASM filed
application Serial No. 78/801,507 to register the trademark ADVANTAGE SALES AND
MARKETING for “advertising, promotion, product merchandising, sales promotion and field
marketing services for manufactured edible and non-edible goods for sale to the consumer;
distributorships featuring a wide variety of consumer goods for others; business consulting

services regarding advertising, promotion, product merchandising, sales promotion and field



marketing of manufactured edible and non-edible goods for sale to the consumer; product
merchandising; import services in field of manufactured edible and non-edible goods for sale to
the consumer; independent sales representatives in the field of a wide variety of consumer goods
for others” in Class 35; and brokerage services in the field of manufactured edible and non-
edible goods for sale to the consumer” in Class 36. Our firm handled the filing of the application
of Serial No. 78/801,507. Attached hereto at Exhibit A is a TARR printout reflecting the filing
date and information for Serial No. 78/801,507.

3. Patent and Trademark Office reflect that the application was published for
opposition on May 15, 2007, and obtained federal registration on July 31, 2007, Reg. No.
3,271,825. Attached hereto at Exhibit B is a TARR printout reflecting the publication date of
Serial No. 78/801,507 and a copy of the federal registration certificate for Federal Registration
No. 3271825.

4, Attached hereto at Exhibit C is a copy of Respondent’s First Requests for
Admission served on counsel for AFM Food Service Corp. (“Petitioner” or “AFM”) via email on
February 5, 2013.

S. Per the parties’ agreement at the discovery conference held on October 23, 2012,
responses to the written discovery, including the First Requests for Admission were due forty-
five (45) days later on March 22, 2013

6. Given that Petitioner’s counsel did not acknowledge receipt of the email and had
not responded to other emails and phone calls related to outstanding discovery and case
management issues dating back to the October 2012 discovery conference, including outstanding
issues on possible modifications to the protective order, ASM’s proposed ACR track for the

proceeding, and other issues, ASM’s counsel sent a copy of all previously served written



discovery‘via First-Class Mail® delivery to Petitioner’s counsel on March 15, 2013. Attached
hereto as Exhibit D is a copy of the March 15, 2013 letter.

7. Petitioner did not respond to written discovery by the deadline of March 22, 2013.

8. ASM'’s counsel sent follow-up emails to Petitioner’s counsel on March 25, 2013
and March 28, 2013 regarding the outstanding discovery reminding Petitioner’s counsel that the
deadline to respond to written discovery had passed and asking if Petitioner intended to respond
to discovery. Attached hereto as Exhibit E is a copy of two follow-up emails sent to
Petitioner’s attorney on March 25, 2013 and March 28, 2013.

9. ASM'’s counsel also called Petitioner’s counsel at least twice during the week of
March 25, 2013 regarding the discovery deadline and left messages with Petitioner’s counsel
regarding the deadline.

10.  ASM’s counsel sent a follow up letter to Petitioner’s counsel on April 4, 2013
expressly stating that the time to answer written discovery had passed and that ASM had not
received any responses from Petitioner on the outstanding discovery, nor had it received a
request from Petitioner seeking additional time to respond to the outstanding discovery.
Attached hereto as Exhibit F is a copy of a follow-up letter that was sent on April 4, 2013 to
Petitioner’s attorney.

11.  Petitioner did not respond to ASM’s emails of March 25, 2013 and March 28,
2013, ASM’s voicemail messages, or ASM’s letter dated April 4, 2013, until Petitioner’s counsel
called on the last day of discovery, April 22, 2013, requesting a 60-day extension of time of all
deadlines in this proceeding. Attached hereto as Exhibit G is a copy of an email dated April 22,
2013, discussing the April 22, 2013 call.

12.  After careful consideration of Petitioner’s counsel’s request, ASM elected to not



grant the extension request for the reasons outlined in its April 26, 2013, letter to Petitioner’s
counsel. Attached hereto as Exhibit H is a copy of the April 26, 2013 Letter.

13. At the time of filing this Motion for Summary Judgment, Petitioner has not
responded to ASM’s written discovery.

14.  Petitioner has had ample opportunity to respond to written discovery and has
elected not to respond to any outstanding written discovery or to deposition notices at the time of
filing this Motion for Summary Judgment.

15.  Petitioner has also not responded to ASM’s proposed ACR track and other
outstanding case management issues relating to this action.

16.  To date, Petitioner also failed to serve an Expert Disclosure Statement in
accordance with 37 CFR § 2.120(a)(2).

(A
Executed this day of May, 2013, at Phoenix, Arizona.

% ilyA.Ba
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ADVANTAGE SALES & MARKETING
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ADVANTAGE SALES & MARKETING
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ASSIGNMENT RECORDED

JENNIFER A. VAN KIRK

NO CLAM IS MADE TO THE EXCLUSIVE RIGHT TO USE SALES & MARKETING APART FROM THE MARK AS SHOWN
SERVICE MARK

PRINCIPAL

SECT 8 (6-YR).

LIVE

| HOME | SITE INDEX| SEARCH | sBUSINESS | HELP | PRIVACY POLICY



Int, Cls.: 35 and 36
Prior U.S. Cls.: 100, 101 and 102

United States Patent and Trademark Office

Reg. No. 3,271,825
Registered July 31, 2007

SERVICE MARK
PRINCIPAL REGISTER

ADVANTAGE SALES & MARKETING

ADVANTAGE SALES & MARKETING LLC (CA-
LIFORNIA LTD LIAB CO)

19100 VON KARMAN AVENUE

IRVINE, CA 92612

FOR: ADVERTISING, PROMOTION, PRODUCT
MERCHANDISING, SALES PROMOTION AND
FIELD MARKETING SERVICES FOR MANUFAC-
TURED EDIBLE AND NON-EDIBLE GOODS FOR
SALE TO THE CONSUMER,; DISTRIBUTORSHIPS
FEATURING A WIDE VARIETY OF CONSUMER
GOODS OF OTHERS; BUSINESS CONSULTING
SERVICES REGARDING ADVERTISING, PROMO-
TION, PRODUCT MERCHANDISING, SALES PRO-
MOTION AND FIELD MARKETING OF
MANUFACTURED EDIBLE AND NON-EDIBLE
GOODS FOR SALE TO THE CONSUMER; PRO-
DUCT MERCHANDISING; IMPORT SERVICES IN
THE FIELD OF MANUFACTURED EDIBLE AND
NON-EDIBLE GOODS FOR SALE TO THE CONSU-
MER; INDEPENDENT SALES REPRESENTATIVES
IN THE FIELD OF A WIDE VARIETY OF CONSU-
MER GOODS OF OTHERS, IN CLASS 35 (U.S. CLS.
100, 101 AND 102).

FIRST USE 10-8-1997; IN COMMERCE 10-8-1997.

FOR: BROKERAGE SERVICES IN THE FIELD OF
MANUFACTURED EDIBLE AND NON-EDIBLE
GOODS FOR SALE TO THE CONSUMER, IN CLASS
36 (U.S. CLS. 100, 101 AND 102).

FIRST USE 10-8-1997; IN COMMERCE 10-8-1997,

THE MARK CONSISTS OF STANDARD CHAR-
ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE SALES & MARKETING, APART
FROM THE MARK AS SHOWN.

SER. NO. 78-801,507, FILED 1-27-2006.

WILLIAM VERHOSEK, EXAMINING ATTORNEY
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Page 1 of 1

Bayton, Emily

From: Wildman, Karen

Sent: Tuesday, February 05, 2013 4:29 PM
To: 'betty @intellectulaw.com'

Cc: Van Kirk, Jennifer; Bayton, Emily

Subject: Advantage Sales & Marketing LLC adv. AFM Food Service Corp., TTAB No. 92055927

Attachments: LTR re Discovery.pdf; Advantage 1st Set of Interrogatories.pdf; Advantage 1st Requests for
Admission.pdf; Advantage 1st Requests for Production.pdf

Dear Ms. Tufariello,
Please see the attached.

Regards,
Karen Wildman

LEWI S Karen |. Wildman
i Paralegal
AND Lewis and Roca LLP * 19th Floor

RC)C A 40 North Central Avenue « Phoenix, Arizona 85004-4429

) Tel (602) 262-5703 « Fax (602) 734-3870
LAWYERSs Kwildman@LRLaw.com ¢ www.LewisandRoca.com

» Please consider the environment before printing this e-mail.

5/23/2013



LEWIS

Emily A. Bayton Direct Dial: (602) 262-5768
RO C A 40 North Central Avenue, 19th Floor Direct Pax: (602) 734-3786
Phopnix, Arizona 85004-4429 EBayton@LRLaw.com
——LLP—— Admitted in: Arizona

LAWYERS

Our File Number: 37320-00077

February 5, 2013
Via e-mail only: Be ntellectulaw.com

Ms. P. Betty Tufariello
Intellectulaw

Law Offices of P. B. Tufariello, P.C.
25 Little Harbor Road

Mt. Sinai, NY 11766

Re:  Advantage Sales & Marketing LLC adv. AFM Food Service Corp., TTAB No.
92055927

Dear Betty:

Enclosed please find Advantage Sales & Marketing LLC’s First Set of Interrogatories,
First Set of Requests. for Admissions, and First Set of Requests for Production. Per the parties
Discovery Conference, we are serving via e-mail only and AFM has forty-five (45) days to
respond to the discovery.

Please contact me with any questions.

Sincerely,

EAB/kiw
Enclosures

33075011
TUCSON o LAS VEGAS e RENO L] PHOENIX s ALBUQUERQUE o SILICON VALLEY

www.lewisandroca.com



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No, 3,271,825
Registered on July 31, |2007
Mark; ADVANTAGE SALES AND MARKETING

AFM Food Service Corp. Cancellation No. 92055927

Petitioner,
Registration No.: 3,271,825

\ D

RESPONDENT ADVANTAGE SALES &

Advantage Sales & Marketing LLC, MARKETING LLC’S FIRST REQUESTS
FOR ADMISSION
Respondent
RESPONDENT’S FIRST ESTS FOR ADMISSION

Pursuant to Rule 36 of the Federal Rules of Civil Procedure and Rule 2.120 of the
Trademark Rules of Practice, 37 C.FR.§2.120, Advantage Sales & Marketing LLC
(“Respondent”) requests that AFM Food Service Corp. (“Petitioner”) in accordance with the
attached Deﬁnitions!and Instructions, answer in writing and under oath its first requests for
admission set forth below. Such responses must be made within forty-five (45) days as agreed
upon by the parties in their October 23, 2012 Discovery Conference.

The Definitions set forth in Respondent’s First Set of Requests for Production, served

concurrently herewith, are incorporated by reference.
REQUESTS FOR ADMISSION
1. All dokuments or items submitted by Petitioner in response to Respondent’s First
Requests for the Pro#luction of Documents are true and correct copies of what they purport to

represent. ‘

Admit Deny

3298312.1



2.
as 1987.

3.

as 1988.

as 1989.

S.

as 1990.

as 1991.

as 1992.

as 1993.

9.
as 1994,

10.

as 1995,

Petiti&gner has had actual knowledge of Respondent’s Mark since at least as early

|
Admit Deny

Peﬁti¢ner has had actual knowledge of Respondent’s Mark since at least as early

| Admit Deny
Petiti?ner has had actual knowledge of Respondent’s Mark since at least as early
|
Admit Deny
Petitic#ner has had actual knowledge of Respondent’s Mark since at least as early
| Admit Deny
Petitigner has had actual knowledge of Respondent’s Mark since at least as early

t

Admit Deny

Petitic%ner has had actual knowledge of Respondent’s Mark since at least as early
! Admit Deny

Petitiq'ner has had actual knowledge of Respondent’s Mark since at least as early
Admit Deny

Petitidlner has had actual knowledge of Respondent’s Mark since at least as early
i Admit Deny

Petitiqner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny

3298312.1



11.

as 1996,

12.

as 1997.

13.

as 1998.

14.

as 1999.

15.

as 2000.

16.

as 2001.

17.

as 2002.

18.

as 2003.

19.

as 2004.

Petiti+ner has had actual knowledge of Respondent’s Mark since at least as early
I

|

Admit Deny

Pctltu#ner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny
Petiti+ner has had actual knowledge of Respondent’s Mark since at least as early

. Admit Deny
Petitic'?ner has had actual knowledge of Respondent’s Mark since at least as early

|
| Admit _ Deny
Petxtx#ner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny

Petitic*ner has had actual knowledge of Respondent’s Mark since at least as early

| Admit Deny
Petiti#ner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny

Petitiﬂner has had actual knowledge of Respondent’s Mark since at least as early

|
: Admit Deny
Petiti%ner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny

3298312.1



20. Petitici)ner has had actual knowledge of Respondent’s Mark since at least as early
as 2005. '
Admit Deny

21. Petitiq'mer has had actual knowledge of Respondent’s Mark since at least as early

as 2006. ‘
| Admit Deny
22. Petiticﬁner had actual knowledge of Respondent’s Mark since on or before May
15, 2007, when Re%pondent’s Mark was published for opposition with the U.S. Patent and
Trademark Office. '

i Admit Deny

23. Petitic&ner had constructive knowledge of Respondent’s Mark since on or before
May 15, 2007, when{I Respondent’s Mark was published for opposition with the U.S. Patent and
Trademark Office. i

|

; Admit Deny
24. Petitic%ner did not exist as a legal entity until 2004.
. Admit Deny
25. AFM IAdvantage Food Marketing Corp. is a separate legal entity from Advantage
Food Marketing Corp.
Admit Deny
26. Petitiq‘ner does not have any documents supporting a claim that AFM Advantage
Food Marketing Corb. is related to, affiliated with, or somehow connected to Advantage Food
Marketing Corp. l
Admit Deny

|
|
I
/" |
I

3298312.1



|
27.  Petitipner does not have any documents demonstrating a transfer of assets,
including but not linited to a transfer in rights in the mark ADVANTAGE MARKETING or any
ADVANTAGE formative trademark, from AFM Advantage Food Marketing Corp. to Advantage
Food Marketing Corp.
' Admit Deny
28.  AFM |Advantage Food Marketing Corp. is a separate legal entity from AFM Food

Service Corp. i
, Admit Deny

29.  Petiti |ner does not have any documents supporting a claim that AFM Advantage
Food Marketing Corp. is related to, affiliated with, or somehow connected to AFM Food Service
Corp. |
Admit Deny

30.  Petitioner does not have any documents demonstrating a transfer of assets,
including but not limited to a transfer in rights in the mark ADVANTAGE MARKETING or any
ADVANTAGE formative trademark, from AFM Advantage Food Marketing Corp. to AFM
Food Service Corp.
Admit Deny

31.  Advantage Food Marketing Corp. is a separate legal entity from AFM Food
Service Corp.
Admit Deny

32. Petitiqner does not have any documents supporting a claim that Advantage Food
Marketing Corp. is related to, affiliated with, or somehow connected to Petitioner.
Admit Deny
"
/"
/I

3298312.1



|
|
Petitioner does not have any documents demonstrating a transfer of assets,

including but not lulTIted to a transfer in rights in the mark ADVANTAGE MARKETING or any
ADVANTAGE forrTxatlve trademark, from Advantage Food Marketing Corp. to AFM Food
Service Corp. !

| Admit Deny

34, Any IPSC by Petitioner of ADVANTAGE MARKETING standing alone was

subsequent to Respo+1dent’s first use of Respondent’s Mark on April 17, 1987.

| Admit Deny

!

35. Petitij'mer was not using the mark ADVANTAGE MARKETING in 1974.

Admit Deny
36. Petiti+ner was not using the mark ADVANTAGE MARKETING in 1975.
Admit Deny

37. Petln(?ner was not using the mark ADVANTAGE MARKETING in 1976.
| Admit Deny

38. Petm#ner was not using the mark ADVANTAGE MARKETING in 1977.
|

Admit Deny

39.  Petitigner was not using the mark ADVANTAGE MARKETING in 1978.
Admit__ Deny

40.  Petitioner was not using the mark ADVANTAGE MARKETING in 1979.
Admit Deny

41.  Petitioner was not using the mark ADVANTAGE MARKETING in 1980.
Admit Deny
42.  Petitioner was not using the mark ADVANTAGE MARKETING in 1981.
Admit Deny
43.  Petitioner was not using the mark ADVANTAGE MARKETING in 1982.

Admit Deny
"

3298312.1



"

44,

45,

46.

47.

48.

49.

50.

S1.

52.

53.

54.

33.

56.

Petitioner was not using the mark ADVANTAGE MARKETING in 1983.

Admit Deny

Petitipner was not using the mark ADVANTAGE MARKETING in 1984,

Admit Deny

l

Petitioner was not using the mark ADVANTAGE MARKETING in 1985.

Admit Deny

Admit Deny

|
Petaner was not using the mark ADVANTAGE MARKETING in 1986.
Pet1t1+ner was not using the mark ADVANTAGE MARKETING in 1987.

y Admit Deny

Petitio?ner was not using the mark ADVANTAGE MARKETING in 1988.

Admit Deny

Petitioner was not using the mark ADVANTAGE MARKETING in 1989.

i Admit Deny

Petitioner was not using the mark ADVANTAGE MARKETING in 1990.

Admit Deny

Petitioner was not using the mark ADVANTAGE MARKETING in 1991.

Admit Deny

|

1
Petitigner was not using the mark ADVANTAGE MARKETING in 1992.

' Admit

| Deny

Petitioner was not using the mark ADVANTAGE MARKETING in 1993.

Admit Deny

Petitigner was not using the mark ADVANTAGE MARKETING in 1994.

Admit Deny

Petitigner was not using the mark ADVANTAGE MARKETING in 1995.

Admit Deny

3298312.1



|

57. Petiti#mer was not using the mark ADVANTAGE MARKETING in 1996.

Admit Deny

58. Petiti%)ner was not using the mark ADVANTAGE MARKETING in 1997.

Admit Deny

59. Petiti#)ner was not using the mark ADVANTAGE MARKETING in 1998.

| Admit Deny

60. Petiti$ner was not using the mark ADVANTAGE MARKETING in 1999.

E Admit Deny

61. Petiti+ner was not using the mark ADVANTAGE MARKETING in 2000.

62. AFM
of ADVANTAGE M

63. AFM
MARKETING do ng

64. AFM

|

; Admit Deny
ADVANTAGE FOOD MARKETING CORP., is not the “legal equivalent”
ARKETING as defined under trademark law.
! Admit Deny
ADVANTAGE FOOD MARKETING CORP. and ADVANTAGE

t convey the same commercial impression.
Admit Deny
ADVANTAGE FOOD MARKETING is not the “legal equivalent” of

ADVANTAGE MATKETING as defined under trademark law.

65. AFM
MARKETING do ng

Admit Deny
ADVANTAGE FOOD MARKETING and ADVANTAGE

t convey the same commercial impression.

Admit Deny

66. ADVANTAGE FOOD MARKETING is not the “legal equivalent” of

ADVANTAGE MAF

"

RKETING as defined under trademark law,
Admit Deny

3298312.1



|
|
i

67.

ADVJANTAGE FOOD MARKETING and ADVANTAGE MARKETING do not

convey the same commercial impression,

68.

69.  Petiti

under Respondent’s
|
70.

Admit Deny

Petitipner does not provide services to the retail industry.

Admit Deny

oner does not operate in the same channels of trade as Respondent operates

Mark.

Admit Deny

Petitioner does not provide brokerage services in the field of manufactured edible

and/or non-edible goods for sale to the consumer.

I
71.

Admit Deny

Petitioner does not provide advertising and marketing services for manufactured

edible and/or non-edible goods for sale to the consumer.

72. Petitio

73.  Petitig

Admit Deny
ner does not provide distributorship services for consumers goods of others.
Admit Deny

ner does not provide business consulting services of manufactured edible

and/or non-edible goods for sale to the consumer.

74.  Petitig

75. Petitia

and/or non-edible ga

76.

variety of consumer

Admit Deny

ner does not provide product merchandise services.
Admit Deny

ner does not provide import services in the field of manufactured edible

ods for sale to the consumer.

Admit Deny

Petitioner does not have independent sales representatives in the field of a wide

goods of others.

Admit

Deny

3298312.1



i
!

77.  Petitibner does not provide services or sell goods to retail customers.
: Admit Deny
78. Pctitilpner is aware of no instances of actual confusion resulting from
Respondent’s use o? Respondent’s Mark.
’ Admit Deny
79. The <+nly instances of confusion that Petitioner is or may be aware of between
Respondent and Petitioner relate to use of the trademark or trade name ADVANTAGE
WAYPOINT by Adj/antage Waypoint LLC.
| Admit Deny

80. Adva{'ltage Waypoint LLC is not a party to this proceeding.

Admit Deny
81. The nrark ADVANTAGE WAYPOINT is not the subject of this proceeding.
Admit Deny

82. Pctiti(#ner will not be damaged by the continued registration of Respondent’s

Mark.
; Admit Deny
83. Petiti(*ner’s use of the term “ADVANTAGE?” has not been exclusive in the food
brokerage, advertisinl? and marketing services field.
' Admit Deny
71.  Petitioner is concerned with Advantage Waypoint LLC’s use of the mark
ADVANTAGE WAYPOINT, not Respondent’s use of Respondent’s Mark.
Admit Deny
72.  Petitigner does not have any documents evidencing a name change to
ADVANTAGE MARKETING in 2000.
| Admit Deny

1

10
3298312.1



73.  Petitioner is aware of other third parties using ADVANTAGE and
ADVANTAGE fomv}lative trademarks in the food brokerage industry.
| Admit Deny
74. Petiti%ner does not have any documents supporting a claim that Respondent’s
Mark is used in com{ection with services provided, or goods sold to the food service industry.
: Admit Deny
75. AF M‘ADVANTAGE FOOD MARKETING CORP. is not the “legal equivalent”
of ADVANTAGE WAYPOINT as defined under trademark law.
; Admit Deny
76. AF Nﬂ ADVANTAGE FOOD MARKETING CORP. and ADVANTAGE
WAYPOINT do not }convcy the same commercial impression.
Admit Deny
77. ADV*\NTAGE FOOD MARKETING CORP. is not the “legal equivalent” of
ADVANTAGE WAP(POIN T as defined under trademark law.
| Admit Deny
78. ADVANTAGE FOOD MARKETING CORP. and ADVANTAGE
WAYPOINT do not convey the same commercial impression.
g Admit __ Deny
79. ADV,:ﬁNTAGE MARKETING is not the “legal equivalent” of ADVANTAGE
WAYPOINT as deﬁ+ed under trademark law.
Admit Deny
80. ADVANTAGE MARKETING and ADVANTAGE WAYPOINT do not convey
the same commercial impression.

Admit Deny

/!
"

11
3298312.1



l

DATED Febhuary Str2013.

40 N. Central Avenue Ste. 1900
Phoenix, Arizona 85004-4429

On behalf of Respondent
Advantage Sales & Marketing LLC

12
3298312.1



CERTIFICATE OF SERVICE

[ hereby certify tha* a true copy of the foregoing First Requests for Admission was served by e-
mail upon the following:

PanaLiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Little Harbor Road

MT iinai, NY 11766

E-mail: Betty@intellectulaw.com

E-mailed thi{s Gv day of February, 2013

o UL~

13
3298312.1



EXHIBIT D

EXHIBIT D



LEWIS

AN Emily A. Bayton Direct Dial: (602) 262-5768
RO C 40 North Central Avenue, 19th Floor Direct Fax: (602) 734-3786
A \. Phoenix, Arizona 85004-4429 EBayton@LRLaw.com
—LLP— ey A
LAWYERS Admitted in: Arizona
Our File Number: 37320-00001
March 15, 2013

Via email to betty@intellectulaw.com
and via U.S. Mail

Ms. P. Betty Tufariello
Intellectulaw

Law Offices of P. B. Tufariello, P.C.
25 Little Harbor Road

Mt. Sinai, NY 11766

Re:  Advantage Sales & Marketing LLC adv. AFM Food Service Corp., TTAB No.
92055927

Dear Betty:

Enclosed please find deposition notices for Mitchell Levine, Brigitte Rounds, John
Williams and Lorraine Peterson to be taken April 11 and April 12, 2013. Because you did not
acknowledge receipt of the attached written discovery when served via email on February 5th,
we enclose a courtesy copy of the previously served discovery.

We also have not heard back from you on the standard protective order, settlement
proposal, or any other matter in this proceeding. I suggest we set up a time to discuss the
outstanding issues related to this proceeding. Please let me know a time that works for a call.

Sincerely,
&1\ B e
Emily A. Bayton

EAB/kiw
Enclosures

3380569.1
TUCSON s LASVEGAS e RENO o PHOENIX e ALBUQUERQUE e SILICON VALLEY

www.lewisandroca.com



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AFM Food Service Corp. Cancellation No. 92055927

Petitioner,
\£ Registration No.: 3,271,825
Advantage Sales & Marketing LLC,

Respondent

NOTICE OF DEPOSITION

PLEASE TAKE NOTICE that pursuant to Rule 2.120, 37 C.R.F. § 2.120, and the Federal
Rules of Civil Procedure, Respondent, Advantage Sales & Marketing LLC, will take the

deposition on oral examination of:

Mitchell Levine

President

AFM Food Service Corp.

159 Adams Avenue
Hauppauge, New York 11788

upon oath and before a notary public or other duly authorized officer authorized to administer
oaths on April 11, 2013 at The Law Offices of Pantagiota Betty Tufariello PC, 25 Little Harbor
Road, MT Sinai, New York. The deposition shall commence at 9:00 a.m. EST and continue

until completed.

LEWIS and ROCA LLP
40 N. Central Avenue Ste. 1900
Phoenix, Arizona 85004-4429

3371276.1



CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing Notice of Deposition of Mitchell Levine was
served by First-Class Mail® and e-mail, postage prepaid, upon the following:

Panagiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Little Harbor Road

MT Sinai, NY 11766

E-mail: Betty@intellectulaw.com

Mailed and E-mailed this {C%day of March, 2013

\L—

3371276.1



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AFMF i .
M Food Service Corp Cancellation No. 92055927

Petitioner,

v. Registration No.: 3,271,825
Advantage Sales & Marketing LLC,

Respondent

NOTICE OF DEPOSITION

PLEASE TAKE NOTICE that pursuant to Rule 2.120, 37 C.R.F. § 2.120, and the Federal
Rules of Civil Procedure, Respondent, Advantage Sales & Marketing LLC, will take the

deposition on oral examination of:

Brigitte Rounds

Vice President of Municipal Sales
AFM Food Service Corp.

159 Adams Avenue

Hauppauge, New York 11788

upon oath and before a notary public or other duly authorized officer authorized to administer
oaths on April 11, 2013 at The Law Offices of Pantagiota Betty Tufariello PC, 25 Little Harbor
Road, MT Sinai, New York. The deposition shall commence at 1:00 p.m. EST and continue

until completed.

ADVANTAGE SALES & MARKETING LLC

LEWIS and ROCA LLP
40 N. Central Avenue Ste. 1900
Phoenix, Arizona 85004-4429

3374343.1



CERTIFICATE QF SERVICE

I hereby certify that a true copy of the foregoing Notice of Deposition of Brigitte Rounds was
served by First-Class Mail® and e-mail, postage prepaid, upon the following:

Panagiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Little Harbor Road

MT Sinai, NY 11766

E-mail: Betty@intellectulaw.com

Mailed and E-mailed this S day of March, 2013

G —

3374343.1



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AFM Food Service Corp. Cancellation No. 92055927

Petitioner,
V. Registration No.: 3,271,825
Advantage Sales & Marketing LLC,

Respondent

NOTICE OF DEPOSITION

PLEASE TAKE NOTICE that pursuant to Rule 2.120, 37 C.R.F. § 2.120, and the Federal
Rules of Civil Procedure, Respondent, Advantage Sales & Marketing LLC, will take the

deposition on oral examination of:

John Williams

Vice President of Food Services Sales
AFM Food Service Corp.

159 Adams Avenue

Hauppauge, New York 11788

upon oath and before a notary public or other duly authorized officer authorized to administer
oaths on April 12, 2013 at The Law Offices of Pantagiota Betty Tufariello PC, 25 Little Harbor
Road, MT Sinai, New York. The deposition shall commence at 9:00 am. EST and continue

until completed.

ADVANTAGE SALES & MARKETING LLC

By: — A
K
milyA. Ba
LEWIS and ROCA LLP

40 N. Central Avenue Ste. 1900
Phoenix, Arizona 85004-4429

3374344.1



CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing Notice of Deposition of John Williams was
served by First-Class Mail® and e-mail, postage prepaid, upon the following:

Panagiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Little Harbor Road

MT Sinai, NY 11766

E-mail: Betty@intellectulaw.com

Mailed and E-mailed this &day of March, 2013

U

3374344.1



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AF i :
M Food Service Corp Cancellation No. 92055927

Petitioner,

V. Registration No.: 3,271,825

Advantage Sales & Marketing LLC,

Respondent

NOTICE OF DEPOSITION

PLEASE TAKE NOTICE that pursuant to Rule 2.120, 37 C.R.F. § 2.120, and the Federal
Rules of Civil Procedure, Respondent, Advantage Sales & Marketing LLC, will take the

deposition on oral examination of:

Lorraine Peterson

Director of Business Administration
AFM Food Service Corp.

159 Adams Avenue

Hauppauge, New York 11788

upon oath and before a notary public or other duly authorized officer authorized to administer
oaths on April 12, 2013 at The Law Offices of Pantagiota Betty Tufariello PC, 25 Little Harbor
Road, MT Sinai, New York. The deposition shall commence at 1:00 p.m. EST and continue

until completed.

ADVANTAGE SALES & MARKETEN\(\; LLC

\

LEWIS and ROCA LLP
40 N. Central Avenue Ste. 1900
Phoenix, Arizona 85004-4429

3374345.1



CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing Notice of Deposition of Lorraine Peterson was
served by First-Class Mail® and e-mail, postage prepaid, upon the following:

Panagiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Little Harbor Road

MT Sinai, NY 11766

E-mail: Betty@intellectulaw.com

Mailed and E-mailed this {$ day of March, 2013

G

3374345.1



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,271,825
Registered on July 31,2007
Mark: ADVANTAGE SALES AND MARKETING

AFM Food Service Cofp. Cancellation No. 92055927

Petitioner,
Registration No.: 3,271,825
\ B
RESPONDENT ADVANTAGE SALES &

Advantage Sales & Marketing LLC, MARKETING LLC’S FIRST REQUESTS

FOR ADMISSION
Respondent

RESP ENT’S FIRST REQUESTS FOR ADMISSION
Pursuant to Rule 36 of the Federal Rules of Civil Procedure and Rule 2.120 of the

Trademark Rules ¢f Practice, 37 C.F.R.§2.120, Advantage Sales & Marketing LLC
(“Respondent”) requests that AFM Food Service Corp. (“Petitioner”) in accordance with the
attached Definitions |and Instructions, answer in writing and under oath its first requests for
admission set forth below. Such responses must be made within forty-five (45) days as agreed
upon by the parties in their October 23, 2012 Discovery Conference.

The Definitions set forth in Respondent’s First Set of Requests for Production, served

concurrently herewith, are incorporated by reference.
REQUESTS FOR ADMISSION
1. All documents or items submitted by Petitioner in response to Respondent’s First
Requests for the Prohuction of Documents are true and correct copies of what they purport to

represent, |

Admit Deny
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2.
as 1987.

3.

as 1988.

as 1989.

as 1990.

6.

as 1991.

as 1992.

as 1993.

as 1994,

10.

as 1995.

Petiti+ner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny

Petiti¢ner has had actual knowledge of Respondent’s Mark since at least as early

; Admit Deny

Petiti?ner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny
Petiticimer has had actual knowledge of Respondent’s Mark since at least as early
. Admit Deny
Petitidner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny

Petitic:fner has had actual knowledge of Respondent’s Mark since at least as early
! Admit Deny

Petitiq'ner has had actual knowledge of Respondent’s Mark since at least as early
Admit Deny

Petitic{ner has had actual knowledge of Respondent’s Mark since at least as early
i Admit Deny

Petitiqner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny
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11.

as 1996.

12.

as 1997,

13.

as 1998.

14.

as 1999,

15.

as 2000.

16.

as 2001.

17.

as 2002.

18.

as 2003,

19.

as 2004.

Petiti?ner has had actual knowledge of Respondent’s Mark since at least as early
|

!

‘ Admit Deny
Petitié?ner has had actual knowledge of Respondent’s Mark since at least as early
l

Admit Deny

Petiticjrner has had actual knowledge of Respondent’s Mark since at least as early

. Admit Deny
Petitic%ner has had actual knowledge of Respondent’s Mark since at least as early

i
| Admit Deny
Petiti#ner has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny
Petitic#ner has had actual knowledge of Respondent’s Mark since at least as early

’ Admit Deny

Petitic*ner has had actual knowledge of Respondent’s Mark since at least as early
: 3
| Admit Deny

Petiti#ner has had actual knowledge of Respondent’s Mark since at least as early
|
|

Admit Deny

Petiti+er has had actual knowledge of Respondent’s Mark since at least as early

Admit Deny
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20. Petitiqlmer has had actual knowledge of Respondent’s Mark since at least as early
as 200S. |
Admit Deny
21. Petitiqimer has had actual knowledge of Respondent’s Mark since at least as early
as 2006.
| Admit Deny
22, Petitic#ncr had actual knowledge of Respondent’s Mark since on or before May
15, 2007, when Re%pondent’s Mark was published for opposition with the U.S. Patent and
Trademark Office. '
: Admit Deny
23. Petiti&ner had constructive knowledge of Respondent’s Mark since on or before
May 15, 2007, wheni Respondent’s Mark was published for opposition with the U.S. Patent and
Trademark Office. i

! Admit Deny
24.  Petitigner did not exist as  legal entity until 2004,
1 Admit Deny
25. AFM L\dvantage Food Marketing Corp. is a separate legal entity from Advantage
Food Marketing Co@.
Admit__ Deny
26. Petitiqlner does not have any documents supporting a claim that AFM Advantage
Food Marketing Cor'P. is related to, affiliated with, or somehow connected to Advantage Food
Marketing Corp. i
Admit Deny

|

|
/"
/" |
/"
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27.  Petitipner does not have any documents demonstrating a transfer of assets,
including but not limited to a transfer in rights in the mark ADVANTAGE MARKETING or any
ADVANTAGE formative trademark, from AFM Advantage Food Marketing Corp. to Advantage
Food Marketing Co

' Admit Deny

28.  AFM |Advantage Food Marketing Corp. is a separate legal entity from AFM Food

Service Corp. i
: Admit Deny

29.  Petiti ;ner does not have any documents supporting a claim that AFM Advantage
Food Marketing Corp. is related to, affiliated with, or somehow connected to AFM Food Service
Corp. |
Admit Deny

30.  Petitigner does not have any documents demonstrating a transfer of assets,
including but not lim[ited to a transfer in rights in the mark ADVANTAGE MARKETING or any
ADVANTAGE formative trademark, from AFM Advantage Food Marketing Corp. to AFM
Food Service Corp.
Admit Deny

31.  Advantage Food Marketing Corp. is a separate legal entity from AFM Food
Service Corp.
Admit Deny

32.  Petitianer does not have any documents supporting a claim that Advantage Food
Marketing Corp. is related to, affiliated with, or somehow connected to Petitioner.
Admit___ Deny
/"
I
/"
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Petitioner does not have any documents demonstrating a transfer of assets,
including but not lmJited to a transfer in rights in the mark ADVANTAGE MARKETING or any
ADVANTAGE formative trademark, from Advantage Food Marketing Corp. to AFM Food
Service Corp. !
| Admit Deny

34. Any Irlse by Petitioner of ADVANTAGE MARKETING standing alone was
subsequent to Respondent’s first use of Respondent’s Mark on April 17, 1987.
i Admit __ Demy
35. Petltxoner was not using the mark ADVANTAGE MARKETING in 1974,
Admit Deny

36. Petltmner was not using the mark ADVANTAGE MARKETING in 1975.

’ Admit Deny
37. Petiti#ner was not using the mark ADVANTAGE MARKETING in 1976.
| Admit Deny

38,  Petitigner was not using the mark ADVANTAGE MARKETING in 1977.
[ Admit Deny
39.  Petitigner was not using the mark ADVANTAGE MARKETING in 1978.

Admit Deny
40.  Petitioner was not using the mark ADVANTAGE MARKETING in 1979.
Admit Deny

41.  Petitioner was not using the mark ADVANTAGE MARKETING in 1980.
Admit Deny
42.  Petitioner was not using the mark ADVANTAGE MARKETING in 1981.
Admit Deny
43, Petitioiner was not using the mark ADVANTAGE MARKETING in 1982.

Admit Deny
/"
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44.

45,

46.

47.

48.

49.

50.

S

52,

53.

54.

55.

56.

Petitioner was not using the mark ADVANTAGE MARKETING in 1983,

Admit Deny

Petitipner was not using the mark ADVANTAGE MARKETING in 1984.

] Admit Deny

Petitijmer was not using the mark ADVANTAGE MARKETING in 1985.

| Admit Deny

Pet1t1$ner was not using the mark ADVANTAGE MARKETING in 1986.

Admit Deny

Petitioner was not using the mark ADVANTAGE MARKETING in 1987.

| Admit Deny

Petitioner was not using the mark ADVANTAGE MARKETING in 1988.

Admit Deny

Petitioner was not using the mark ADVANTAGE MARKETING in 1989.

Admit Deny

Admit Deny

|
Pctaner was not using the mark ADVANTAGE MARKETING in 1990.
|
PctltlcTner was not using the mark ADVANTAGE MARKETING in 1991.

Admit Deny
Petiti

Admit Deny

———— O~ .

Petitioner was not using the mark ADVANTAGE MARKETING in 1993.

Admit Deny

Petitioner was not using the mark ADVANTAGE MARKETING in 1994.

Admit Deny

Petitioner was not using the mark ADVANTAGE MARKETING in 1995.

Admit Deny

ner was not using the mark ADVANTAGE MARKETING in 1992.
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57. Petiti#mcr was not using the mark ADVANTAGE MARKETING in 1996.

Admit Deny

58. Petiti}mer was not using the mark ADVANTAGE MARKETING in 1997.

'

Admit Deny

59. Pctiti%ner was not using the mark ADVANTAGE MARKETING in 1998.

Admit Deny

60.  Petitioner was not using the mark ADVANTAGE MARKETING in 1999.

Admit Deny

61.  Petitioner was not using the mark ADVANTAGE MARKETING in 2000.

|
62. AFM

of ADVANTAGE M

63. AFM
MARKETING do ng

64. AFM

Admit Deny
ADVANTAGE FOOD MARKETING CORP. is not the “legal equivalent”
ARKETING as defined under trademark law.
Admit Deny
ADVANTAGE FOOD MARKETING CORP. and ADVANTAGE
t convey the same commercial impression.
Admit Deny
ADVANTAGE FOOD MARKETING is not the “legal equivalent” of

ADVANTAGE MAIT\KETING as defined under trademark law.

!

Admit Deny

65. AFMl ADVANTAGE FOOD MARKETING and ADVANTAGE

MARKETING do n+ convey the same commercial impression.

66. ADV/
ADVANTAGE MAJ

"

- Admit Deny

ANTAGE FOOD MARKETING is not the “legal equivalent” of
RKETING as defined under trademark law.
Admit Deny
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|
|
i

67.

convey the same con

68.  Petitis

69.  Petitig

under Respondent’s

70.

and/or non-edible g

ADV]ANTAGE FOOD MARKETING and ADVANTAGE MARKETING do not

nmercial impression.

Admit Deny

bner does not provide services to the retail industry.
Admit Deny

bner does not operate in the same channels of trade as Respondent operates
Mark.

|

Petitic

Admit Deny
yner does not provide brokerage services in the field of manufactured edible

pods for sale to the consumer.

71.

Admit Deny

Petitioner does not provide advertising and marketing services for manufactured

edible and/or non-edible goods for sale to the consumer.

72.

73.

and/or non-edible g¢

74.

75.

and/or non-edible gq

76.

variety of consumer

Petitiqg

Petitiq

Petitiqg

Petitig

Admit Deny

mer does not provide distributorship services for consumers goods of others.

Admit Deny

ner does not provide business consulting services of manufactured edible

vods for sale to the consumer.

Admit Deny

ner does not provide product merchandise services.
Admit Deny

ner does not provide import services in the field of manufactured edible

ods for sale to the consumer.

Admit Deny

Petitioner does not have independent sales representatives in the field of a wide

goods of others.

Admit Deny

3298312.1



77.  Petitibner does not provide services or sell goods to retail customers.
} Admit Deny
78. PetitiPner is aware of no instances of actual confusion resulting from
Respondent’s use o{% Respondent’s Mark.
i

Admit Deny

79. The c}nly instances of confusion that Petitioner is or may be aware of between
Respondent and Petitioner relate to use of the trademark or trade name ADVANTAGE
WAYPOINT by Adj/a.ntage Waypoint LLC.

| Admit Deny
80. Adva*ltage Waypoint LLC is not a party to this proceeding.
| Admit _____ Demy
81. The nrark ADVANTAGE WAYPOINT is not the subject of this proceeding.
Admit Deny

82. Petiti%ner will not be damaged by the continued registration of Respondent’s
Mark.

; Admit Deny

83. Petiti<$ner’s use of the term “ADVANTAGE” has not been exclusive in the food
brokerage, advertisin;g and marketing services field.

l Admit Deny

71.  Petitioner is concerned with Advantage Waypoint LLC’s use of the mark
ADVANTAGE WAYPOINT, not Respondent’s use of Respondent’s Mark.

Admit Deny

72.  Petitigner does not have any documents evidencing a name change to
ADVANTAGE MA TING in 2000.

! Admit Deny
I |

10
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73.  Petitipner is aware of other third parties using ADVANTAGE and
ADVANTAGE fom?ative trademarks in the food brokerage industry.
| Admit____ Deny
74. Petiti%ner does not have any documents supporting a claim that Respondent’s
Mark is used in com#ection with services provided, or goods sold to the food service industry.
: Admit Deny
75. AFM’ADVANTAGE FOOD MARKETING CORP. is not the “legal equivalent”
of ADVANTAGE WAYPOINT as defined under trademark law.
! Admit Deny
76. AF Mi ADVANTAGE FOOD MARKETING CORP. and ADVANTAGE
WAYPOINT do not }convey the same commercial impression.
Admit Deny
77. ADVAN TAGE FOOD MARKETING CORP. is not the “legal equivalent” of
ADVANTAGE WAP(POIN T as defined under trademark law.
! Admit Deny
78. ADVANTAGE FOOD MARKETING CORP. and ADVANTAGE
WAYPOINT do not convey the same commercial impression.
g Admit Deny
79. ADV%‘N’I‘AGE MARKETING is not the “legal equivalent” of ADVANTAGE
WAYPOINT as deﬁrlred under trademark law.
Admit Deny
80. ADVANTAGE MARKETING and ADVANTAGE WAYPOINT do not convey
the same commercial impression.

Admit Deny

1
"

11
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|

DATED Febfuary St%2013.

40 N. Central Avenue Ste. 1900
Phoenix, Arizona 85004-4429

On behalf of Respondent
Advantage Sales & Marketing LLC

12
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CERTIFICATE OF SERVICE

I hereby certify thatI a true copy of the foregoing First Requests for Admission was served by e-
mail upon the following:

PanaLiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Little Harbor Road

MT iinai, NY 11766

E-mail: Betty@intellectulaw.com

E-mailed thi 6‘0 day of February, 2013

13
3298312.1



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,271,825
Registered on July 31, 2007
Mark: ADVANTAGE SALES AND MARKETING

AFM Food Service Corp. Cancellation No. 92055927
Petitioner,
Registration No.: 3,271,825
\ A
RESPONDENT ADVANTAGE SALES &
Advantage Sales & Marketing LLC, MARKETING LLC’S FIRST REQUESTS

FOR PRODUCTION
Respondent

RESP ENT’S FIRST REQUESTS FOR PRODUCTION
Pursuant to Rule 34 of the Federal Rules of Civil Procedures, Respondent Advantage

Sales & Marketing LLC (“Respondent™) hereby requests that Petitioner AFM Food Service
Corp. (“Petitioner”) produce for inspection and copying the documents listed below. The
documents shall be produced within forty-five (45) days, as agreed upon by the parties during
their October 23, 2012 Discovery Conference, at a place where the parties agree pursuant to

Rule 2.120(d)(2) of the Trademark Rules of Practice.
DEFINITIONS

A. “Respondent” or “ASM” means Advantage Sales & Marketing LLC and any
predecessor(s) in interest, subsidiaries, divisions and related companies, and any present or
former officers, directors, employees, attorneys, agents, consultants or other persons acting on
behalf of any of them.

B. “Petitioner” or “You” means AFM Food Services Corp. and any predecessor(s) or
successor(s) in interest, parent, subsidiary, division, licensee, affiliated or related company, and
any present or former officers, directors, employees, attorneys, agents, consultants or other

persons acting on behalf of any of them. When an answer is supplied with respect to any
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predecessor or successor in interest, division, licensee, parent, subsidiary, affiliated or related
company, this fact should be stated and such predecessor in interest, division, licensee, parent,
subsidiary, affiliated or related company should be fully identified by name and principal place
of business.

C. “Respondent’s Mark” means the mark shown in Federal Registration No.
3,271,825, which is the subject of this proceeding.

D. The term “document” shall have the full meaning ascribed to it under Rule 34 of
the Federal Rules of Civil Procedure, including the original (and every copy of the original that
differs in any way from it) of any written, recorded, or graphic matter in any and all media,
however produced or reproduced, in the possession, custody or control of Petitioner. The terms
“document” and “writing” also include information stored or archived electronically on
computers, computer discs, CD-ROMs, DVDs and any other form of electronic media storage.

E. “And” and “or” shall be construed conjunctively and disjunctively so as to
achieve the broadest meaning possible.

F. “All” means any and all.

G. All references to the singular shall be read to include the plural, and all references
to the plural shall be read to include the singular. All references to masculine gender shall be
deemed to include the feminine and neuter.

H. “Communication” shall mean any transmission of information by one or more
persons by any means, including but not limited to all meetings, telephone conversations,
personal conversations, writings, letters, correspondence, and emails, electronic communications
of any type, including voicemails, facsimiles, SMS text messages, MMS messages, and BBM

messages.

3298314.1



L. “Person” shall include any natural person, any business or corporation, any firm,
partnership, or other business organization, any charitable, religious, educational, governmental,
or other institution, foundation, body or organization, any employee, agent, or representative of

any of the foregoing.

J. All requests are continuing as provided by Rule 26(¢) of the Federal Rules of

Civil Procedure.

INSTRUCTIONS

A In the event that Your response to a request for production is “do not know” or
words of similar import, state where the responses to that request for production might be found,
and who might have any information concerning that request for production, and explain in
detail all efforts you made to obtain a response to that request for production.

B. In the event that Your response to any request for production is “not applicable”
or any similar phrase, explain in detail why that request for production is not applicable.

C. With respect to any document or tangible thing sought which no longer exists,
please so state, specifying for each document: (1) the type of document; (2) the types of
information contained therein; (3) the date upon which it ceased to exist; (4) the circumstances
under which it ceased to exist; (5) the identity of all persons having knowledge of such
circumstances; and (6) the identity of all persons having knowledge or who had knowledge of
the contents thereof.

D. For any document covered by this request that is withheld or not produced,
provide the following information:

¢)) the reason for and the facts supporting the withholding;
(2) the date such document was prepared;
(3)  the names, employment positions and addresses of the authors and/or

preparers of such document;
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(4)  the names, employment positions and addresses of each person who
received a copy of such document;
&) a brief description of such document; and

(6)  the number of the request under which such document would otherwise be

produced.
E. Any documents existing in electronic form should be produced in their native
format.
F. Any document bearing on any sheet or side thereof any marks, including by way

of illustration only and not by way of limitation, initials, stamped indicia, comment or notation of
any character and not a part of the original text or any reproduction thereof, is to be considered a
separate document for purposes of responding to the following specific document requests.

G. If Petitioner objects to any request on any ground, set forth in detail all reasons

therefore.

DOCUMENT REQUESTS

1. All documents and things identified, mentioned, or referenced in, or reviewed or
relied upon in the preparation of Petitioner’s answers to Respondent’s First Set of
Interrogatories.

2. All documents and things referring or relating to Petitioner’s use of or intent to
use the mark ADVANTAGE MARKETING.

3. All documents and things referring or relating to Petitioner’s use of or intent to
use any ADVANTAGE formative trademark or trade name, including but not limited to AFM
ADVANTAGE FOOD MARKETING CORP. and ADVANTAGE FOOD MARKETING.

4, All documents that list, show, explain or describe the services used in connection

with the mark ADVANTAGE MARKETING.
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5. All documents that list, show, explain or describe the services used in connection
with any ADVANTAGE formative mark, including but not limited to ADVANTAGE FOOD

MARKETING CORP. and ADVANTAGE FOOD MARKETING.

6. All documents establishing the date of first use in commerce by Petitioner of the
mark ADVANTAGE MARKETING.
7. All documents establishing the date of first use in commerce by Petitioner of any

ADVANTAGE formative mark it intends to rely on to support this cancellation action, including
but not limited to AFM ADVANTAGE FOOD MARKETING CORP. and ADVANTAGE
FOOD MARKETING.

8. All documents supporting Petitioner’s claim in Paragraph 1 of its Petition for
Cancellation that “Petitioner was first formed in 1974 under the name Advantage Food
Marketing Corporation.”

9. All documents supporting Petitioner’s claim in Paragraph 2 of its Petition for
Cancellation that “[s]ince its inception in 1974, Petitioner has provided and continues to provide
brokerage, advertising and marketing services in the field of manufactured food products for
distribution and sale to the food service industry for eventual sale to consumers in the New York
Metro Tri State area.”

10,  All documents supporting Petitioner’s claim in Paragraph 4 of its Petition for
Cancellation that “[o]n or about 1974, Petitioner adopted and started using the mark ‘AFM
ADVANTAGE FOOD MARKETING CORP.’ in connection with its [s]ervices.”

11.  All documents supporting Petitioner’s claim in Paragraph 5 of the Petition for

39

Cancellation that “[b]y 1990 [Petitioner] was known in the industry as ‘Advantage Marketing.
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12. All documents supporting Petitioner’s claim in Paragraph 6 of its Petition for
Cancellation that “[o]n or about 2000, Petitioner changed its mark to ADVANTAGE
MARKETING, in connection with its services.”

13.  One sample of each document or thing that Petitioner has ever used, or intends to
use, to advertise or promote Petitioner’s actual or intended services under the mark
ADVANTAGE MARKETING, including, but not limited to, signs, business cards, letterhead,
published advertisements, flyers, brochures, mailings, telephone Yellow Pages listings, website
pages and advertisements, and promotional items. If due to the physical size of any such
“document,” it would be unduly burdensome for Petitioner to produce the same, a clearly legible
color photograph thereof may be produced in lieu of the actual “document.”

14.  All documents relating to unsolicited publicity or recognition obtained or received
by Petitioner for the mark ADVANTAGE MARKETING.

15.  Documents sufficient to show the date(s) during which, and locations in which,
Petitioner used or distributed, or intends to use or distribute, each advertisement or promotional
material produced in response to Document Request No. 15.

16.  All other documents and things referring or relating to the advertising o.r
promotion of, or plans to advertise or promote, Petitioner’s products or services under the
ADVANTAGE MARKETING mark.

17.  All documents and things referring or relating to the actual or potential purchasers
for Petitioner’s products or services under the ADVANTAGE MARKETING mark, including
demographic characteristics.

18. All documents which identify, discuss, refer to, or relate to, the channels of trade
in which Petitioner does sell or intends to sell goods or services under the ADVANTAGE
MARKETING mark.
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19. All documents that identify, discuss, refer to, relate to, or evidence Petitioner
selling or intending to sell goods or services under the ADVANTAGE MARKETING mark in
connection with brokerage services in the field of manufactured edible and/or non-edible goods
for sale to the consumer.

20. All documents that identify, discuss, refer to, relate to, or evidence Petitioner
selling or intending to sell goods or services under the ADVANTAGE MARKETING mark in
connection with advertising, promotion, product merchandising, sales promotion and field
marketing services for manufactured edible and/or non-edible goods for sale to the consumer.

21.  All documents that identify, discuss, refer to, relate to, or evidence Petitioner
selling or intending to sell goods or services under the ADVANTAGE MARKETING mark in
connection with distributorships featuring a wide variety of consumer goods others,

22. All documents that identify, discuss, refer to, relate to, or evidence Petitioner
selling or intending to sell goods or services under the ADVANTAGE MARKETING mark in
connection with business consulting services regarding advertising, promotion, product
merchandising, sales promotion and field marketing of manufactured edible and non-edible
goods for sale to the consumer.

23.  All documents that identify, discuss, refer to, relate to, or evidence Petitioner
selling or intending to sell goods or services under the ADVANTAGE MARKETING mark in
connection with import services in the field of manufactured edible and non-edible goods for sale
to the consumer.

24, All documents that identify, discuss, refer to, relate to, or evidence Petitioner
selling or intending to sell goods or services under the ADVANTAGE MARKETING mark in
connection with independent sales representatives in the field of a wide variety of consumer
goods of others.
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25.  All documents relating to the geographic scope of the advertising and offering of
Petitioner’s goods or services offered under the ADVANTAGE MARKETING mark, such as,
but not limited to, documents that indicate the states or countries where these goods or services
are advertised and offered.

26.  All documents and things referring or relating to any intent by Petitioner to
expand the use of the ADVANTAGE MARKETING mark to new products or services or to new
consumer bases or to new geographic scopes.

27. All documents (including, but not limited to, accounting records, bank statements,
tax returns and invoices) reflecting Petitioner’s annual sales and/or gross revenues, in dollar
volume, for services and/or products sold under the mark ADVANTAGE MARKETING.

28.  All documents supporting Petitioner’s claim in Paragraph 11 of the Petition for
Cancellation that in the last five years from the date of filing its Petition that it “has invested in
excess of half a million dollars in its advertising and promotion programs.”

29.  All documents and things referring or relating to the creation or selection of the
mark ADVANTAGE MARKETING, including documentation relating to the decision to modify
any existing trademark or trade name used by Petitioner to ADVANTAGE MARKETING.

30.  All documents and things referring or relating to any trademark search undertaken
by or on behalf of Petitioner for ADVANTAGE MARKETING or any similar mark, and any
opinions rendered as a result.

31.  All documents and things referring or relating to any trademark search undertaken
by or on behalf of Petitioner for any ADVANTAGE formative trademark or trade name,
including but not limited to AFM ADVANTAGE FOOD MARKETING CORP. or

ADVANTAGE FOOD MARKETING, and any opinions rendered as a result.
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32.  All dacuments and things referring or relating to all trademark registrations or
applications for any mark incorporating the word “ADVANTAGE,” whether federal, state, or
foreign, owned by Petitioner.

33.  All documents and things referring or relating to how and when Petitioner first
became aware of Respondent’s Mark and any actions taken, or decisions made, by Petitioner in
whole or in part as a result thereof.

34.  All documents and things in Your possession referring or relating to Respondent’s
Mark and the products and/or services offered under it.

35.  All documents and things referring or relating to the relationship, if any, between
AFM Advantage Food Marketing Corp. and AFM Food Service Corp.

36.  All documents and things referring or relating to the sale or transfer of any assets
from AFM Advantage Food Marketing Corp. to AFM Food Service Corp., including but not
limited to the sale or transfer of any rights associated with the mark ADVANTAGE
MARKETING or any ADVANTAGE formative mark.

37.  All documents and things referring or relating to the relationship, if any, between
AFM Advantage Food Marketing Corp. and Advantage Food Marketing Corp.

38.  All documents and things referring or relating to the sale or transfer of any assets
from AFM Advantage Food Marketing Corp. to Advantage Food Marketing Corp., including but
not limited to the sale or transfer of any rights associated with the mark ADVANTAGE
MARKETING or any ADVANTAGE formative mark.

39.  All documents and things referring or relating to the relationship, if any, between
AFM Food Service Corp. and Advantage Food Marketing Corp.

40.  All documents and things referring or relating to the sale or transfer of any assets
from AFM Food Service Corp. to Advantage Food Marketing Corp., including but not limited to

9
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the sale or transfer of any rights associated with the mark ADVANTAGE MARKETING or any
ADVANTAGE formative mark.

41. All documents and things referring or relating to any surveys or polls or any
other research or investigations that have been conducted or are planned with respect to
Respondent’s Mark ar Petitioner’s use of the mark ADVANTAGE MARKETING.

42. Al documents and things referring or relating to the name(s) and design(s)
previously applied to or used with Petitioner’s services now identified with the use of the mark
ADVANTAGE MARKETING.

43.  All documents and things relied upon, either in whole or in part, as a basis for
each opinion to be rendered by:

a. each expert witness that Petitioner will or may call; and
b. each person from whom Petitioner has obtained, or will obtain, statements
or affidavits, or who is expected to give testimony in this case.

44.  All documents constituting and/or compromising any opinion(s) and/or report(s)
furnished by:

a. each expert witness that Petitioner will or may call; and
b. each person from whom Petitioner has obtained, or will obtain, statements
or affidavits, or who is expected to give testimony in this case.

45.  All documents and things referring or relating to any challenges to, or complaints
regarding, Petitioner’s actual or intended use or registration of ADVANTAGE MARKETING by
any person, including, but not limited to, any actions or proceedings before any court or before
the Trademark Trial and Appeal Board.

46.  All documents and things referring or' relating to any instance where any person
evidenced in any manner, any inquiry, question or confusion as to whether any of Petitioner’s

10
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actual or intended products or services offered under the ADVANTAGE MARKETING mark
was or will be connedted, affiliated, or in any manner associated with Respondent.

47.  All documents and things referring or relating to any instance where any person
evidenced in any manner, any inquiry, question or éonfusion as to whether any of Petitioner’s
actual or intended pr‘pducts or services offered under the ADVANTAGE MARKETING mark
was or will be conngcted, affiliated, or in any manner associated with Respondent based on
Respondent’s use of qhe mark ADVANTAGE SALES AND MARKETING.

48.  All dacuments which refer, relate or in any way summarize or analyze any use
made of Petitioner’s website including, but not limited to, the visitors to your home page and any
other page within your website; the number of requests for each page at your website, the search
phrase used by visitqrs to arrive at your home page or to any other page at your website; and
usage patterns in terms of time of day, day of the week and seasonally.

49.  All dgcuments supporting Petitioner’s claim in Paragraph 16 of its Petition for
Cancellation that “as a result of Petitioner’s use and promotion of its mark ADVANTAGE
MARKETING, such|mark has acquired considerable value, and is well-known in the relevant
food service trade.”

50.  All dgcuments supporting Petitioner’s claim in Paragraph 16 of its Petition for
Cancellation that “[a]s early as the 1990s Advantage Marketing came to known as ‘the

9%

Advantage Team.

51.  All documents supporting Petitioner’s claim in Paragraph 17 of its Petition for
Cancellation that “the mark ADVANTAGE MARKETING identifies and distinguishes
Petitioner as the sourge for high quality food service sales and marketing services with which the

mark is being used.”

11
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52.  All dgcuments supporting Petitioner’s claim in Paragraph 18 of its Petition for
Cancellation that “P¢titioner is the owner of all common law rights, title, and interest in and to
the Mark ADVANTAGE MARKETING.”

53.  All dgcuments supporting Petitioner’s claim in Paragraph 19 of its Petition for
Cancellation that based on Petitioner’s “extensive use and promotion of its services in
commerce, the ADWANTAGE MARKETING mark has acquired considerable value, is well-
known to the consuming public and trade, and identifies and distinguishes Petitioner exclusively
and uniquely as th¢ source of the high quality services with which the ADVANTAGE
MARKETING mark is being used.”

54.  All dgcuments that Petitioner has relating to its knowledge of any third party use
of ADVANTAGE orjany ADVANTAGE formative trademark in the food brokerage industry.

55.  All ddcuments supporting Petitioner’s claim in Paragraph 24 of its Petition that
“[i]t recently came to Petitioner’s attention that Respondent/Registrant has expanded its business
to offer its services [to the food service industry under its trademark ADVANTAGE SALES
AND MARKETING; in direct competition with Petitioner.”

56.  All dgcuments and things relating to the alleged instances of actual confusion
identified in Paragraph 25 of its Petition for Cancellation.

57.  All décuments and things demonstrating a clear chain of title in and to the
ADVANTAGE MARKETING trademark by Petitioner dating back to 1974, as alleged in the
Petition for Cancellation.

58.  All dpcuments and things evidencing a name change by Petitioner from
Advantage Food Marikcting Corporation to AFM Food Service Corp. in or around 2004 or at any
time.

12
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59. Al dqcuments and things referring or relating to Petitioner’s filing of an assumed

business name filing ffor ADVANTAGE MARKETING in or around 2007.

60.  All ddcuments and things in Petitioner’s possession evidencing Respondent’s use

of the mark ADVANTAGE SALES AND MARKETING in connection with services provided

to the food service industry.

61. All ot'her documents and things that Petitioner intends or expects to rely upon in

this matter.

DATED Febr,llaryEE_)( , 2013,

»

I
JemﬁfrA.v%g}m/
ily A. Bdyton

e

LEWIS and ROCA LLP
40 N. Central Avenue Ste. 1900
Phoenix, Arizona 85004-4429

On behalf of Respondent
Advantage Sales & Marketing LLC

13
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| CERTIFICATE OF SERVICE

I hereby certify that 4 true copy of the foregoing First Requests for Production of Documents was
served by e-mail upon the following:

Panagiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Little Harbor Road

MT Sinai, NY 11766

E-mail: Betty@intellectulaw.com

E-mailed this > day of February, 2013

e
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,271,825
Registered on July 31, 2007
Mark: ADVANTAGE SALES AND MARKETING

AFM Food Service Corp. Cancellation No. 92055927

Petitioner,
Registration No.: 3,271,825
\2
RESPONDENT ADVANTAGE SALES &
Advantage Sales & Marketing LLC, MARKETING LLC’S FIRST SET OF
INTERROGATORIES
Respondent

RESPONDENT’S FIRST SET OF INTERROGATORIES

Pursuant to Rule 2.120 of the Trademark Rules of Practice and Rule 33 of the Federal
Rules of Civil Procedure, Respondent Advantage Sales & Marketing LLC (“Respondent™)
requests that Petitioner AFM Food Service Corp. (“Petitioner”) answer in writing and under oath
the interrogatories set forth below within forty-five (45) days as agreed upon by the parties in
their October 23, 2012, Discovery Conference.

DEFINITIONS

1. The Definitions set forth in Respondent’s First Set of Requests for Production,
served concurrently herewith, are incorporated by reference.

2, In addition, “state all facts” means to state all facts discoverable under Rule 26(b)
of the Federal Rules of Civil Procedure. When used in reference to a contention, “state all facts”
shall include all facts negating as well as supporting the contention.

INSTRUCTIONS

A. The Instructions set forth in Respondent’s First Set of Requests for Production,

served concurrently herewith, are incorporated by reference.

3298309.1



B. If You contend that You are entitled to withhold the whole or any part of any
responsive communication on the basis of the attorney-client privilege, the work product
doctrine, or other grounds, for all such communications: (a) state the nature of the
communication; (b) state the date of the communication; (c) identify the sender, author, and all
recipients of the communication; (d) summarize the subject matter of the communication; and (e)
state the basis on which You contend that You are entitled to withhold the communication from
production.

C. If an objection is made to any interrogatory herein, all responsive information not
subject to the objection should be disclosed. Similarly, if an objection is made to production of
any portion of a document, the portion(s) not subject to objection should be produced with the
portion(s) objected to redacted and indicated clearly.

D. If Your answer to an interrogatory is “not applicable,” “unknown,”
“objectionable” or words to that effect, explain specifically and in detail why the interrogatory is
not applicable, unknown, objectionable, or cannot be answered.

E. If, in answering any interrogatory, Petitioner avails itself of the option to produce
business records under Rule 33(d) of the Federal Rules of Civil Procedure, identify in sufficient
detail the document or documents from which the answer may be derived or ascertained in order
to permit a determination as to whether the burden to derive or ascertain the answer to the
interrogatory is substantially the same for Respondent as it is for Petitioner.

F. If answers to these interrogatories are supplied upon information and belief, so
state, and specifically identify and describe all sources of such information and belief, If
Petitioner is unable to answer any interrogatory or portion thereof either by actual knowledge or
upon information and belief, so state, and describe in detail the efforts made to obtain such
knowledge or information.

3298309.1



G. All interrogatories are continuing to the extent provided by Rule 26(e) of the

Federal Rules of Civil Procedure.

INTERROGATORIES

1. Identify and describe separately each good or service advertised, offered for sale,

or sold by Petitioner under the mark ADVANTAGE MARKETING, and for each such product

or service specifically state:

(a)

(b)

(©

(d)

(e)

The time periods during which You have sold the product and/or provided
the service under the ADVANTAGE MARKETING mark, including the
date when the product and/or service was first offered under the
ADVANTAGE MARKETING mark;

If the use of the ADVANTAGE MARKETING mark was by a person
other than AFM Food Service Corp. and You claim such use inures to
Your benefit, identify the person and state in detail the basis upon which
You claim such use inures to Your benefit, including but not limited to all
relevant time periods such use inured to Your benefit;

each manner of use of the ADVANTAGE MARKETING mark (e.g.,
printing it on signs, brochures for services, website, etc.) in connection
with such service and/or product;

the actual or expected sales in dollars and units of the service and/or
product in each state or other geographic region for each year identified in
subpart (a) above; and

the actual or intended advertising or promotional expenditures for the
service and/or product in each state or other geographic region for each
year identified in subpart (a) above.

3
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2. Identify the date Petitioner first started using ADVANTAGE MARKETING in its
exact form in commerce in connection with its services.

3. Identify the trade channels in which the goods or services provided under the
ADVANTAGE MARKETING mark have traveled or will travel. For purposes of this
interrogatory, the phrase “trade channels” should be interpreted consistent with its use in In re
E.I. DuPont DeNemours & Co., 476 F.2d 1357 (C.C.P.A. 1973).

4. Identify and describe in detail what products or services You offer under the
ADVANTAGE MARKETING mark to the retail industry.

5. Identify and describe in detail any brokerage services You provide uhder the
ADVANTAGE MARKETING mark in the field of manufactured edible and/or non-edible goods
for sale to consumers,

6. Identify and describe in detail any advertising or marketing services You provide
under the ADVANTAGE MARKETING mark for manufactured edible and/or non-edible goods
to consumers.

7. Identify and describe in detail any distributorship services You provide under the
ADVANTAGE MARKETING mark of consumer goods to consumers.

8. Identify and describe in detail any business consulting services You provide under
the ADVANTAGE MARKETING mark of manufactured edible and/or non-edible goods to
consumers.

9. Identify and describe in detail any product merchandising services You provide
under the ADVANTAGE MARKETING mark.

10.  Identify and describe in detail any import services You provide under the
ADVANTAGE MARKETING mark in the field of manufactured edible and/or non-edible goods
for sale to the consumer.
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11. Identify and describe in detail any independent sales representative services You
provide under the ADVANTAGE MARKETING mark in the field of consumer goods of others.

12, Identify and describe each and every medium on which the ADVANTAGE
MARKETING mark has appeared, including by way of example newspaper, periodical, trade
journal, radio station, television station, advertising sign, poster, transportation vehicle, web site,
press release, etc., including the periods of time in which each display was used.

13.  Describe in detail the manner in which Petitioner advertises or promotes, or
intends to advertise or promote, Petitioner’s services and/or products under the ADVANTAGE
MARKETING mark.

14, Identify all persons, including any outside consultants or agencies, who have
contributed in any way to the advertising or promotion of, or plans to advertise or promote,
Petitioner’s services and/or products under the ADVANTAGE MARKETING mark, describe
with particularity the contribution of each such person, and identify the person(s) most
knowledgeable regarding the advertising or promotion of, or plans to advertise or promote,
Petitioner’s products and/or services under the ADVANTAGE MARKETING mark.

15.  Identify separately all categories of purchasers (e.g., retailers, general public,
wholesalers) of each category of goods and/or services You have offered or intend to offer under
the ADVANTAGE MARKETING mark.

16.  Identify all Persons who were involved in or responsible for the creation,
selection or adoption of the ADVANTAGE MARKETING mark.

17.  State all facts relating to Petitioner’s creation or selection of the ADVANTAGE
MARKETING mark, including but not limited to any decision by Petitioner to modify any
Petitioner trademark or trade name in a way to come up with the ADVANTAGE MARKETING
mark.
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18. State in detail how Petitioner derived the ADVANTAGE MARKETING mark,
including any meaning or suggestive connotation of the mark.

19.  Identify and describe any search, survey, investigation, analysis, study or other
due diligence relating to Respondent’s Mark, the ADVANTAGE MARKETING mark, or any
other Mark that includes the word “Advantage.”

20.  State in detail any connection the mark ADVANTAGE MARKETING has to
Respondent’s Mark.

21.  State the facts relating to how and when You first became aware of Respondent
and any actions taken, or decisions made in whole or in part as a result thereof.

22, Identify and describe any document, file, record, and/or database retention and/or
destruction policies or practices of Petitioner.

23.  State all facts relating to any surveys, polls or any other research that has been
conducted or is planned with respect to Petitioner’s use of the ADVANTAGE MARKETING
mark, Respondent’s Mark, or the goods and services with which Petitioner and Respondent use
their respective marks.

24.  Identify any and all instances where any person thought, assumed or otherwise
indicated a belief that there is or may be an association between Petitioner and Respondent
and/or their respective services and/or products or businesses. If the answer is anything other
than an unqualified negative, identify each such instance where any person thought, assumed, or
otherwise indicated a belief that there is or may be an association between Petitioner and
Respondent and/or their respective services, products or businesses.

25.  Identify any and all instances where any person thought, assumed or otherwise
indicated a belief that there is or may be an association between Petitioner and Respondent based
on Respondent’s use of Respondent’s Mark. If the answer is anything other than an unqualified

6
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negative, identify each such instance where any person thought, assumed, or otherwise indicated
a belief that there is or may be an association between Petitioner and Respondent and/or their
respective services, products or businesses.

26.  Identify all third-party marks known to You using “ADVANTAGE?” in the food
brokerage industry.

27.  Identify each person whom You expect to rely on as a witness in this proceeding,
whether expert or non-expert, and for each such person, state the substance of the facts, opinions,
or conclusions as to which the person is expected to testify.

28.  Identify all persons retained by Petitioner as expert consultants or witnesses in
connection with this opposition, the subjects about which each such expert has been retained to
provide advice or to testify and the substance of any testimony or evidence Petitioner intends to
offer through each such expert in this opposition.

29.  Identify and describe all Documents or things that may support or refute any of
Your claims or defenses, and/or which You believe would be admissible evidence on Your
behalf in this proceeding.

30.  Identify each person who furnished any information on which any part of an
answer to these interrogatories is based, indicating the parts based on information so furnished
by such person, and whether such information is within the personal knowledge of such person,
and if not within such personal knowledge, identify the source of the information so furnished.

31.  State all facts relating to the relationship between Petitioner and AFM Advantage
Food Marketing Corp., including detailed information evidencing any sort of relationship or

affiliation between Petitioner and AFM Advantage Food Marketing Corp.
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32, State all facts regarding any transfer or sale of assets, including any rights related
to the ADVANTAGE MARKETING mark or any ADVANTAGE formative trademark, from
AFM Advantage Food Marketing Corp. to Petitioner.

33. State all facts relating to the relationship between AFM Advantage Food
Marketing Corp. and Advantage Food Markctian Corp., including detailed information
evidencing any sort.of relationship or affiliation between AFM Advantage Food Marketing Corp.
and Advantage Food Marketing Corp.

34.  Stateall facts regarding any transfer or sale of assets, including any rights related
to the ADVANTAGE MARKETING mark or any ADVANTAGE formative trademark, from
AFM Advantage Food Marketing Corp. to Advantage Food Marketing Corp.

35.  State all facts relating to the relationship between Petitioner and Advantage Food
Marketing Corp., including detailed information evidencing any sort of relationship or affiliation
between Petitioner and Advantage Food Marketing Corp.

36.  State all facts regarding any transfer or sale of assets, including any rights related
to the ADVANTAGE MARKETING mark or any ADVANTAGE formative trademark, from
Advantage Food Marketing Corp. to Petitioner.

37.  State all facts relating to a name change from Advantage Food Marketing
Corporation to AFM Food Service Corp.

38.  State all facts relating to Petitioner’s knowledge of Respondent’s use of the mark
ADVANTAGE SALES AND MARKETING in connection with goods sold or services provided
to the food service industry.

"
4
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DATED February St 2013.
Respec bmitted,
Jenni . {
mily A. B
LEWIS and ROCA LLP

40 N. Central Avenue Ste. 1900
Phoenix, Arizona 85004-4429

On behalf of Respondent
Advantage Sales & Marketing LLC
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CERTIFICATE OF SERVICE

I hereby certify that i true copy of the foregoing First Set of Interrogatories was served by e-mail
upon the following:

Panagiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Ligtle Harbor Road

MT Sinai, NY 11766

E-maﬁl: Betty@intellectulaw.com

E-mailed this 5 : day of February, 2013

g Vi~
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Page 1 of 1

Bayton, Emily

From: Bayton, Emily

Sent:  Monday, March 25, 2013 5:29 PM

To: ‘betty@intellectulaw.com'

Subject: RE: Advantage Sales & Marketing LLC adv. AFM Food Service Corp., TTAB No. 92055927

Dear Betty: We haven't yet received the responses to the written discovery that were due on Friday,
March 22nd. Will your client be responding to the requests? Also, as you know, we sent out deposition
notices. Do those dates work for your client for scheduling?

Thanks,
Emily
LEW I S Emily Bayton
Y Partner
ARD Lewis and Roca LLP « 19th Floor

(CA 40 Norih Central Avenue + Phoenix, Arizona 85004-4429
h i 1 Te1(602) 262-5768 » Fax (602) 734-3786
L AW YEHRS EBayton@RLaw.com » www.lewisandRoca.com/Bayton

» Please consider the environment before printing this e-mail.

From: Wildman, Karen

Sent: Tuesday, February 05, 2013 4:29 PM

To: 'betty@intellectulaw.com’

Cc: Van Kirk, Jennifer; Bayton, Emily

Subject: Advantage Sales & Marketing LLC adv. AFM Food Service Corp., TTAB No. 92055927

Dear Ms. Tufariello,
Please see the attached.

Regards,
Karen Wildman

e t Karen 1. Wildman
Paralegal
| Lewis and Roca LLP « 19th Floor
| 40 North Central Avenue  Phoenix, Arizona 85004-4429
’ Tel (602) 262-5703 » Fax (602) 734-3870
| KWildman@LRLaw.com * www.LewisandRoca.com

b% Please consider the environment before printing this e-mail.
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Bayton, Emily

From: Bayton, Emily

Sent: Thursday, March 28, 2013 9:15 AM
To: ‘betty @intellectulaw.com'’

Subject: RE: Advantage Sales & Marketing LLC adv. AFM Food Service Corp., TTAB No. 92055927

Importance: High

Hi Betty: I've left you two messages this week regarding this matter. Although | understand that you may
be in trial this week, we haven't heard from you in this matter since November. Are you still representing
AFM Food Service Corp. in the cancellation action? If so, can you please advise if the deposition
dates/times work for you? We need to plan accordingly. Also, we have not received your client's
responses to written discovery, which were due to us last week. At this point, we will assume your client
does not intend to response to the written discovery.

I look forward to receiving your response.

Thanks,
Emily
LE : S Emily Bayton
) WI Partner
ARD Lewis and Roca LLP « 19th Floor

ROC A 40 North Central Avenue * Phoenix, Arizona 85004-4429
S OISIE Y Tel (602) 262-5768 + Fax (602) 734-3786
LA Y Ry EBaylon@RLaw.com » www.LewisandRoca.com/Bayton

» Please consider the environment before printing this e-mail.

From: Bayton, Emily

Sent: Monday, March 25, 2013 5:29 PM

To: 'betty@intellectulaw.com’

Subject: RE: Advantage Sales & Marketing LLC adv. AFM Food Service Corp., TTAB No. 92055927

Dear Betty: We haven't yet received the responses to the written discovery that were due on Friday,
March 22nd. WIill your client be responding to the requests? Also, as you know, we sent out deposition
notices. Do those dates work for your client for scheduling?

Thanks,
Emily
LEWIS rama™e"
" Partner
AND Lewis and Roca LLP « 19th Floor

A 40 North Central Avenue * Phoenix, Arizona 85004-4429
S Y Tel (602) 262-5768 « Fax (602) 734-3786
LAW Y¥ERy EBaylon@Rlaw.com » www.lewisandRoca.com/Bayton

[ Please consider the environment before printing this e-mail.

From: Wildman, Karen

Sent: Tuesday, February 05, 2013 4:29 PM

To: 'betty@inteliectulaw.com’

Cc: Van Kirk, Jennifer; Bayton, Emily

Subject: Advantage Sales & Marketing LLC adv. AFM Food Service Corp., TTAB No. 92055927

5/23/2013
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Dear Ms. Tufariello,
Please see the attached.

Regards,
Karen Wildman

| Karen . Wildman
x Paralegal
Lewis and Roca LLP * 19th Floor
40 North Central Avenue ¢ Phoenix, Arizona 85004-4429
Tel (602) 262-5703 » Fax (602) 734-3870
KWildman@LRLaw.com * www.LewisandRoca.com

b‘% Please consider the environment before printing this e-mail.
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LEWIS

AND Emily A. Bayton Direct Dial: (602) 262-5768
RO C A 40 Noz‘th Ce:nml Avenue, 19th Floor Direct Fax: (602) 734-3786
NN Phoenix, Arizona 85004-4429 EBayton@LRLaw.com
LAWYERS Admitted in; Arizona

Qur File Number: 88888-80468

April 4, 2013

Via First-Class Mail® Delivery and e-mail (betty@intellectulaw.com)

P. Betty Tufariello

Intellectulaw™

The Law Offices of P.B. Tufariello, P.C.
25 Little Harbor Road

Mount Sinai, NY 11766

Re:  AFM Food Service Corp. v. Advantage Sales & Marketing LLC
Cancellation No. 92055927

Dear Betty:

I am writing in regards to the above-referenced cancellation proceeding.

Discovery Responses

As you know, Advantage Sales & Marketing LLC (“ASM”) served AFM Food Service
Corp. (“AFM”) with written discovery by e-mail on February 5, 2013.! Per the parties’
agreement at the discovery conference, AFM had 45 days - or until March 22, 2013 - to respond
to the discovery requests. You did not, and have not to date, acknowledged receipt of this e-mail
or follow-up e-mails and phone calls regarding the outstanding discovery requests. Given that
you did not acknowledge receipt of the e-mail, we sent a copy of all previously served written
discovery via First-Class Mail® delivery to you on March 15, 2013. Follow up emails were sent
to you on March 25" and 28th relating to the outstanding discovery. To date, we have not
received any response from you on the outstanding discovery requests, or any indication that
additional time is needed to respond to written discovery. In fact, we have not heard from you
since November 21, 2012,

Depositions

We served you via e-mail and First-Class Mail® with Deposition Notices for the
following individuals previously identified by AFM as having information relating to this
proceeding: Mitchell Levine, Brigitte Rounds, John Williams, and Lorraine Peterson. The

! The discovery requests included a First Request for Production of Documents, a First Set of Interrogatories, and a
First Set of Requests for Admissions. The parties agreed to service by e-mail at the discovery conference held on
October 23, 2012.

34225821
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depositions are scheduled for April 11™ and 12", Despite several emails and phone calls, I have
not heard back from you as to whether these dates work for your client and whether the above
individuals will be present for the scheduled depositions. Given that we have not received
confirmation from you that these dates work or that the individuals will be present, we will not
be movinthg forward with deposing Mr. Levine, Ms. Rounds, Mr. Williams, or Ms. Peterson on
April 11"™ and 12" Please provide us with alternative dates that work for your client for
depositions as soon as possible.

Expert Disclosures

ASM does not expect to introduce testimony by any expert in this proceeding. Please
advise us immediately if AFM intends to use any expert witness in this cancellation action.

We look forward to hearing from you as soon as possible in this matter.

Sincerely,

2%’1)"&,. Baytos ;

cc:  Advantage Sales & Marketing LLC

EAB/e
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Bayton, Emily

From: Betty Tufariello [PBTufariello@intellectulaw.com]

Sent: Monday, April 22, 2013 2:20 PM

To: Bayton, Emily

Subject: RE: Advantage Sales & Marketing LLC adv. AFM Food Service Corp., TTAB No. 92055927

Attachments: LETTER TO MAGISTRATE JUDGE BROWN OF APRIL 12, 2013.pdf
Emily:

Annexed hereto is the letter that we filed on another case in which we had to request for additional
time to accommodate my husband’s illness.

At the same time, as you can see from the letter, while | have been dealing with my personal issues with
my spouse’s illness, we have also been faced with the pressures of keeping my practice afloat on other
matters. In addition, my regular paralegal Mr. lonut Crivac, who was primarily responsible for my docket
has resigned since February 1, 2012, and it led to some confusion in my docketing until such time as my
new paralegal Ms. Melanie Martinez took over and finally got control of the whole process. It certainly
does not excuse my silence to you and your client, for which 1 apologize to you, but it does explain it,

in the meanwhile, all we are asking is a 60 day extension of all of the dates across the board to give me a
chance to get back on track. | hope in view of the professional courtesies we have extended to you in
the past, you will find it in your heart to extend me the same professional courtesies back.

in addition, my client did agree to expedited calendar, which unfortunately because of all the pressures
since New Years, | have not been able to communicate to you. So, | promise if you agree to my request
for an extension, we will move forward quickly.

Once again your understanding is greatly appreciated.

Betty

P. Betty Tufariello

Intellectulaw™

The Law Offices of P.B. Tufariello, P.C.
25 Little Harbor Road

Mount Sinai, NY 11766

Telephone: 631-476-8734

Fax: 631-476-8737

E-mail: betty@inteliectulaw.com

On the web at:
www.intellectulaw.com

www.intellectulawlitigation.com

This message originates from Intellectulaw™, The Law Offices of P.B. Tufariello, P.C.. The message and any file transmitted with it contain
confidential information which may be subject to the attorey-client privilege, or otherwise protected against unauthorized use. The
information contained in this message and any file transmitted with it is transmitted in this form based on a reasonable expectation of privacy
consistent with ABA Formal Opinion No. 99-413. Any disclosure, distribution, copying or use of the information by anyone other than the
intended recipient, regardless of address or routing, is strictly prohibited. If you have received this message in error, please advise the
sender by immediate reply and delete the original message. Personal messages express views solely of the sender and are not attributable
to Intellectulaw™, The Law Offices of P.B. Tufariello, P.C..
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April 12,2013 -

VIA FACSIMILE
' TION CF

Hon. Gary R. Brown

U.S. Magistrate Judge

Long Island Federal Courthouse
100 Federal Plaza

Central Islip, New York 11722

Re: JEDDY VENTURES LLC AND SIMA S.ENTERPRISES LLC V.
COMMFRONT COMMUNICATIONS PTE. L'I’D
Case No. 11-cv-5 710(DRH)(GRB)
Our File No.: 7386-2 -
Your Honor:

We represent Plaintiffs Jeddy Ventures LLC and Sima S. Enterprises LLC, (collectively,
“Jeddy™), in the matter referenced herein above, For the reasons set forth below, we are writing to
respectﬁllly request that the Court provide Jeddy with a one-week extension of time to file its
opposition to Defendant’s April 8, 2013 Letter Motion to Strike Plaintiff’s Expert Report (Court
Doc. No. 48)( “The Letter Motion™), as well as a one-week extensmn of tlme for the parues to ﬁle
their Joint Pretrial Order T

1, the under51gned attorney, Panagiota Betty Tufanello hereby declare upon penalty of ‘
perjury under the laws of the United States that I just returned from admitting my spouse, Angelo
Tufariello in Charles Mather Hospital, located in Port Jefferson, Néw York, due to an unexpected
medical emergency. The emergency occurred around 4:00 pm on Thursday, April 11, 2013 and
necessitated the transfer of Mr. Tufariello to the hospital via ambulance, provided by the Port
Jefferson Station Volunteer Fire Department. Mr. Tufariello’s Emergency evaluation was completed
by 2:00 am on April 12, 2013, and his admission to the hospital was perfected by 3:30 am on the
same day. This unexpected emergency and Mr. Tufariello’s continued acute medical condition and
stay at Charles Mather, are further reasons (above and beyond what is set forth herein below) forour -
request for the additional time on behalf of our client and the partles We pray for the court’s
understanding and indulgence in this matter. :

During the time of the emergency, we were still awaiting plaintiff’s counsel’s communication
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in response to our April 11, 2013 morning e-mail requestmg whether plaintiff would strpulate toa
one week extension of time for Jeddy to file its Opposition to Plaintiff's Motion to Strike Expert -
Report and an extension for the filing of the Partles Joint Pre-Tnal Order Counsel has yet to -
respond to our request. : "

Providing Jeddy with the extension it is requesting to file its opposmon to the letter motion
would obviate any appearance of unfairness and place the parties at arm’s length regarding same.
Defendant’s Letter Motion was filed on April 8, 2013, in the afternoon, 14 days after Jeddy served its
Expert Report upon Defendant’s counsel, on March 25, 2013. This means that counsel for Defendant
had fourteen days to review Jeddy’s Expert Report, develop a strategy, conduct its legal research,
formulate its argument and file its Motion to Strike, i in the form ofa letter motlon. ' .

In the meanwhile, in the past month and a half, we had to prepare for, appear and part1c1pate
in the trial for Giumenta Corp. v Desktop Solutions Software, Inc. (Index No. 032277/2007. More .
specifically, as we have indicated to the Court in past communications, the trial inthe
aforementioned case began on March 25th and ended this past Monday, April 8th, 2013. In fact
when Defendant filed its Motion to Strike we were having closing arguments in the case. Thus, we
did not actually review the Letter Motion until the next day. As a  result, the four days’ trme allotted
to us by the Local Rules to respond to the Letter Motion, has been significantly reduced and our
ability to properly respond to each and every one of the substantive arguments raised by Defendant in
the Letter Motion, severely compromised. It would not be fair that Defendant should have had 14
days to prepare a 3-page Letter Motion while Jeddy be expected to respond to all of the substantive
issues defendant has raised in just 2-3 days. Providing Jeddy with the extension it is requesting
would obviate any appearance of unfairness and place the partres at arm’s. length vz.s' a vis the Letter
Motion, Otherw15e Jeddy would be severely pre]udlced

Likewise, providing the parties with an extenswn of ttme to ﬁle the1r Joint Pre-Tnal Order
would obviate any appearance of unfairness and place the parties at arm’s length vis a vis the -
pre-trial preparations. The parties have exchanged over 70,000 documents with each other that must
be meticulously reviewed for determining admissibility and/or raise objections to same. In addition
both parties have filed letters with the Honorable Judge Hurley to request Pre-Motion Conferences in -
connection with their intention to file Motions for Summary Judgment. Further, there are multiple-
claims and multiple issues that need to be identified for trial, Finally, the present date for the parties’
filing of the stipulated Joint Pre-Trial Order conflicts with our April 15, 2013 deadline to file our

Joint Pre-Trial Appendix and Brief in the case Egrfect Pearl Comgany, Inc h'2 Malestlc Pg_aﬂ & S;gne

Inc, Docket No 13-99 (2d. Cir.).

This is Jeddy’s first request for extension of time. As was 'set forth herein above,
Defendant’s counsel has not indicated to us its consent, or its reasons for withholding its consent.

We truly regret that it has become necessary to invoke the Court’s intervention in this matter.
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Based on the foregomg, we respectfully request and pray for the Court’s Order extendmg Jeddy’s |
deadline to respond to Defendant’s Letter Motion to Strike Expert Report by one week to April 19,
2013; and extending parties’ time to submit their Joint Pretrial Order by one week 1o Apnl'22l 2013,

We greatly appreciate the Court’s patience, courtesies and understanding in this matter.

Respectfu]ly submltted, ‘ -A

/ i wﬁ/ m/é

Panaglota Betty Tufanello ¥
PBT:mm

RTIFI OF SERVI

I hereby certify that a true and correct copy of the foregomg LE'ITER TO HON
MAGISTRATE JUDGE BROWN has been filed via ECF; a notice of whlch will be sent by

operation of the Court’s electronic filing system to all parties, mcludmg the followmg attomeys foi: . N

Defendant, as well as served via facsimile upon the same attorneys:

Todd A. Higgins

CROSBY & HIGGINS LLP

477 Madison Avenue

6" Floor

New York, NY 10022
E-mail:thiggins@crosbyhiggins.com
Facsimile; 646 452 2301

on Friday, April 12, 2013 / T
”"’/‘gt—/ m//

PANAGIOTA BETTY TUFARIELLO ESQ
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Bayton, Emily

From: Perez, Angie

Sent: Friday, Apri! 26, 2013 10:04 AM

To: '‘betty@intellectulaw.com'

Cc: Bayton, Emily

Subject: Advantage Sales & Marketing LLC adv. AFM Food Service Corp. - TTAB No. 92055927

Attachments: Ltr to Tufariello re_ AFM.PDF
SENT ON BEHALF OF EMILY A. BAYTON

Ms. Tufariello,

The attached letter regarding Advantage Sales & Marketing LLC adv. AFM Food Service Corp. - TTAB
No. 92055927 is for your attention.

Thank you,

LEWI S Angie Perez
3 Legal Secretary
AND Lewis and Roca LLP « 19th Floor

RO CA 40 North Central Avenue ¢ Phoenix, Arizona 85004-4429

_—r Directions to Building and Garage
LAW YERs Tel(602)239-7423 » APerez@LRLaw.com

» Please consider the environment before printing this e-mail.

5/23/2013



LEWIS

AND Emily A. Bayton Direct Dial: (602) 262-5768
RO C 40 Nm'—th C(.tntral Avenue, 19th Floor Direct Fax: (602) 734-3786
25 [ & Phoenix, Arizona 85004-4429 EBayton@LRLaw.com
LAWYERS Admitted in: Arizona
Our File Number: 51601-00001

April 26,2013

Via email to betty@intellectulaw.com
and via U.S. Mail

Ms. P. Betty Tufariello
Intellectulaw

Law Offices of P. B. Tufariello, P.C.
25 Little Harbor Road

Mt. Sinai, NY 11766

Re:  Advantage Sales & Marketing LLC adv. AFM Food Service Corp.,

TTAB No. 92055927

Dear Betty:

This letter is in response to your phone call and c-mail seeking Advantage Sales &
Marketing LLC’s (“ASM”) consent to extend all deadlines in this procceding, including all
discovery deadlines.! ASM has reviewed the letter you provided and carefully considered your
request. Unfortunately ASM cannot agree to your request. Although we are sorry to hear of
your recent personal circumstances, ASM’s decision is based on several reasons:

(a) ASM is anxious to move this proceeding forward to resolution and does not want to
further delay this proceeding by reopening discovery and extending all deadlines.

(b) Although we understand that you have been dealing with some recent personal
circumstances, we haven’t received a response from you in this procecding since
November despite numerous e-mails, telephone calls, and letters to discuss various
unresolved issues dating back to the parties’ October 23, 2012 scheduling conference.
At no point over the last five months did you or anyone else in your firm request an
extension or indicate that you were dealing with any personal issues that were
impacting this proceeding. Moreover, on at least two occasions when trying to reach
you, I was informed by your office receptionist and/or assistant that you were or had
been in the office but were unavailable because you were at court at the time or on a

call.

(c) Aficr trying to reach you after several months, I asked your office receptionist and/or
assistant whether someone else in the office was working on this action and could

! As you know, discovery in this proceeding closed on Monday.

TUcsSON e LAS VEGAS e RENO .

3460636.)
PHOENIX e ALBUQUERQUE e SILICON VALLEY

www.lewisandroca.com
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respond to me and the receptionist indicated that there was someone else in the office
working on the action and they would call me back, which no one did.

(d) Our review of the docket sheet for the case referenced in the letter you provided
discussing your personal circumstances (Case No. 11-CV-5710) indicates that you
have been actively litigating that case and filed several pleadings in case in January,
February, March and April.

Although ASM is not in the position to consent to extend all deadlines, it is eager to have
this case resolved as quickly as possible and wants to work with AFM to develop an ACR track
that will be beneficial to both parties. ASM would consider, for example, allowing this case to
be decided on depositive motions, thereby eliminating thc time and costs associated with a
testimonial period and trial briefs. Please let us know when you’re available to discuss a
possible ACR track.

Sincerely,

Maﬁonw/&
EAB/EAB

cc: Advantage Sales & Marketing LLC

3460636.1



EXHIBIT 2

EXHIBIT 2



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AFM Food Service Corp. Cancellation No. 92055927

Petitioner,
Registration No.: 3,271,825
v.

Advantage Sales & Marketing LLC,

Respondent

DECLARATION OF SONNY KING

I, Sonny King, declare as follows:

1. I am submitting this Declaration in support of Advantage Sales &
Marketing LLC’s (“ASM”) defense in the cancellation action filed by petitioner AFM
Food Service Corp. (“Petitioner” or “AFM”) against ASM’s federal registration for
ADVANTAGE SALES AND MARKETING, Reg. No. 3,271,825. I make this
Declaration based on information known to me personally and based on the records of
ASM and others within the employ of ASM who have knowledge of these facts.

2. I am currently employed by ASM. TIhave been employed by ASM
(including its predecessor in interest) for twenty-five (25) years.

3. I currently serve as Executive Chairman.

4. On or around March 6, 1987, I formed the company, King Brokerage, Inc.,
a California corporation located in Irvine, California. Attached at Exhibit A is a true and
accurate copy of California Secretary of State records evidencing the formation of King
Brokerage, Inc.

5. King Brokerage, Inc.’s primary business was food brokerage services



focused on sales and marketing to the consumer packaged goods industry.

6. Shortly after formation, on or around April 17, 1987, King Brokerage, Inc.
filed a fictitious business name registration with the Los Angeles County Recorder’s
Office to do business under the name ADVANTAGE SALES AND MARKETING CO.
in California. Since April 17, 1987, King Brokerage and its successors in interest have
renewed the fictitious business name registration with the Los Angeles County
Recorder’s Office. Attached at Exhibit B is a true and accurate copy of a Proof of
Publication filed on February 13, 1995 with the Los Angeles County Recorder’s Office
evidencing the fictitious business name filing dating back to April 17, 1987.

7. On or around December 6, 1995, King Brokerage formed Advantage Sales
& Marketing LLC, a California limited liability company, which substantially took over
all of its operations.

8. On or around October 8, 1997, Advantage Sales & Marketing LLC filed
its restated articles of organization to change its name to Advantage-Crown Sales &
Marketing LL.C, a California limited liability company.

9. On or around October 14, 2003, Advantage Sales & Marketing Inc., a
California corporation was formed, and in 2004 it acquired certain members of
Advantage Sales & Marketing LLC.

12. On or around June 30, 2005, Advantage Crown-Sales & Marketing LLC
merged into the foregoing entity as well. ASM is the surviving company. As a result of
this massive industry consolidation and through other strategic market growth, ASM has
been able to increase its size and is currently the largest food brokerage company in the

United States, with revenues in excess of $1 billion.



13. The 2004 industry consolidation into a single organization not only
significantly increased the size of ASM, but it greatly expanded and strengthened the
ADVANTAGE SALES AND MARKETING brand.

14.  Since first opening its doors as King Brokerage, Inc. d/b/a ADVANTAGE
SALES AND MARKETING CO., ASM and its predecessors in interest have conducted
business under the trademark and trade name ADVANTAGE SALES AND
MARKETING. Attached at Exhibit C is a true and accurate copy of documents
evidencing ASM’s use of ADVANTAGE SALES AND MARKETING in conducting its
business, including use on company letterhead, in lease agreements, and on company
checks used to pay creditors for normal business operating expenses.

15.  During my over two decade tenure at ASM, I have served in the roles of
Chairman and Chief Executive Officer and have been directly involved in all aspects of
ASM’s business - from strategic growth of the company to sales and marketing of ASM’s
services offered under the ADVANTAGE SALES AND MARKETING trade name and
trademark.

16. My dedication to growing and building ASM and the ADVANTAGE
SALES AND MARKETING brand was recognized in 2003 when I was awarded
“Entrepreneur of the Year” at the Ernst & Young Orange County/Inland Empire
Entrepreneur of the Year awards.

17. Through the years, ASM has advertised its services in a variety of ways,
including advertisements in local and national print publications.

18.  ASM also promotes its ADVANTAGE SALES AND MARKETING

trademark through its sponsorship of charitable events and organizations, such as its co-



sponsorship of the Second Annual Color of Hope Gala and the 16™ Annual Will Golf 4
Kids charity events to benefit Arkansas Children’s Hospital, as well as its sponsorship of
the Network of Executive Women, City of Hope, American Heart Association, The
Cancer Challenge, Foundation for Appalachian Ohio, Enactus formerly known as
Students in Free Enterprise, and many other organizations.

19.  ASM has also actively been involved in numerous trade organizations
since first conducting business, including the National Food Brokers Association, Food
Marketing Institute, General Merchandise Distributor Counsel, National Association
Chain Drug Stores, Category Management Association, and Dairy Deli Bakery Council,
to name a few. Through its involvement in these organizations, ASM is able to promote
the services offered under the ADVANTAGE SALES AND MARKETING brand to
industry members.

20.  ASM also attends various trade shows annually, including but not limited
to Natural Products Expo West, Produce Marketing Association, National Frozen and
Refrigerated Association, International Dairy, Deli, and Bakery Association, Unified
Expo, California Grocers Association, as well as other nationally recognized trade shows.

21.  ASM'’s associates and teams have received numerous awards over the
years for its exemplary performance, including the 1994 Broker of the Future Award, the
2003 Midwest Region Broker of the Year, 2004 T. Marzetti Midwest Broker of the Year,
2007 Bumble Bee Broker of the Year, 2007 Sunstar Americas Broker of the Year, 2008
T. Marzetti National Broker of the Year, 2008 Broker of the Year by Method and
Lundberg Family Farms at the 29™ Annual Natural Products Expo West, 2008 Tillamook

County Creamery Association’s Broker of the Year, 2008 Hy-Vee’s Broker of the Year,



2012 Daisy Broker of the Year, as well as many other awards recognizing ASM and its
associates for their outstanding service.

22,  Today, ASM’s expanded service offerings include, among other services,
sales, merchandising, category management and marketing services to manufacturers,
suppliers and producers of food products and consumer packaged goods for sale to
consumers,

23.  ASM provides its services to grocery, mass merchandise, specialty,
convenience, drug, dollar, club, hardware, home centers and other consumer-facing
channels of trade.

24, Over the years, ASM has spent vast amounts of money and resources on
advertising and promoting the ADVANTAGE SALES AND MARKETING trademark.
As a result of ASM long term and widespread use and promotion of the ADVANTAGE
SALES AND MARKETING trademark, its mark has acquired considerable goodwill and
is known in the industry as referring to ASM and its services.

Pursuant to 28 U.S.C. § 1746, [ declare under penalty of perjury that the foregoing

statements are true and correct.

DATED this 22"“‘ day of M(Mﬁ ,2013.

%KM :5/"/

Sonny King i
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‘California Sccretary of State Debra |

Secretary of State

Business Entities (BE)

Online Services

- E-File Statements of
Information for
Corporations

- Business Search

- Processing Times

- Disclosure Search

Main Page

Service Options

Name Availability
Forms, Samples & Fees

Statements of Information
(annual/biennial reports)
Filing Tips

Information Requests
(certificates, copies &
status reports)

Service of Process
FAQs
Contact Information

Resources

- Business Resources
- Tax Information
- Starting A Business

Customer Alerts

- Business Identity Theft
- Misleading Business
Solicitations

http://kepler.sos.ca.gov/

LR

#

Administration Elections Business Programs Political Reform

Business Entity Detail

Data is updated to the California Business Search on Wednesday and Saturday
mornings. Results reflect work processed through Tuesday, May 14, 2013.
Please refer to Processing Times for the received dates of filings currently
being processed. The data provided is not a compiete or certified record of an
entity.

Entity Name: KING BROKERAGE, INC.
Entity Number: C1401096

Date Filed: 03/06/1987

Status: MERGED OUT
Jurisdiction: CALIFORNIA

Entity Address: 18851 BARDEEN AVE
Entity City, State, Zip: IRVINE CA 92715
Agent for Service of Process: SONNY KING

Agent Address: 18851 BARDEEN AVE
Agent City, State, Zip: IRVINE CA 92715

* Indicates the information is not contained in the California Secretary of
State's database.

» If the status of the corporation is "Surrender," the agent for service of
process is automatically revoked. Please refer to California Corporations

Descriptions and Status Definitions.

Maodify Search New Search Printer Friendly Back to Search Results

5/16/2013
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(When required)
RECORDING REQUESTED BY AND MAIL TO:

DAILY COMMERCE
...Since 1917...

9156 East First Street  P.O. Box 54026
Los Angeles, California 90064-0026
Telephone {213) 229-5300
Fax (213) 680-3682

LARRY H CORBETT, JR.

IRBY, PAUL

17541 EAST 17TH STREET 2ND FLR
TUSTIN CA 92680

Proof of Publication

{2015.5 C.C.P.)

otate of California )
County of Los Angeles ) SS

ADVANTAGE SALES AND MARKETING

| am a citizen of the United States and a resident of the
County of Los Angeles; | am over the age of eighteen years,
and not a party to or interested in the above entitled matter.
I am the principal clerk of the printer and publisher of the
DAILY COMMERCE, a daily newspaper printed and
published in the English language in the City of Los Angeles,
and adjudged a newspaper of general circulation as defined
by the laws of the State of California by the Superior Court
of County of Los Angeles, State of California, under date of
June 17, 1952, Case No. 599,760. That the notice, of
“~rhich the annexed Is a printed copy, has been published in
4ch regular and entire issue of sald newspaper and not in
any supplement thereof on the following dates, to-wit;

01/05/95, 01/12/95, 01/19/95
01/26/95

EXECUTED ON : 01/26/95
AT LOS ANGELES, CALIFORNIA

I certity (or declare) under penalty of perjury that the
foregoing is true and correct.

This space Tor filing stamp only

COP Y of Document Recorded

Has not been compared with original.
Original will be returned when
processing has been completed.

LOS ANGELES COUNTY REGISTRAR - RECORDER

CNS1234149

Business

Name Statemant
File No. 842276397
The following parson(s) is

CO., 18861
g;r;loen Avenue, Irvine, Californla

King Brokerags, Inc., a Call-
fornia corporation, 18851
Bardesn Avenus, Irvine, California
82716

This business Is conducted
by a corporation.

S/ KING BROKERAGE, INC.

SONNY KING, President

This statement was filad with
the County Clerk of Los Angeles
County on Dscember 28, 1994,

Theregistrant(s) commanced
to trensact business under the
fictitious business nams or nemes
listed above on April 17, 1987.

NOTICE-This Fictitious Busi-
ness Name Statementsxpires five
years from the date it was filed in
the offica of the County Clerk, A
new Fictitious Businass Name
Statement must be flled before
that time,

The fmn%t:f this statement
does not of itself authorize the
use in this state of a Fictitious
Businass Name in violation of the
rights of another under Federal,
Stats, or common law {See Sec-
tion 14400 et seq., Business and
Professions Code).

Renawa) Filin,

[*C-CNS1234148
01/05, 01/12, 01719, 01/28

FEB13 1995
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ADVANTAGE SALES & MARKETING

10701 Los Alamitos Blvd., Third Floor + Los Alamitos, CA 90720
(213) 493-6601 * FAX (213) 598-4971

i

May 10, 1988

Ms. Judith E. Deming
5316 E. Chapman Avenue
Suite 202

Orange, CA 92669

Dear Ms. Deming:
As per our attorney's advisement, we have put on deposit at Farmers &
Merchants Bank, Seal Beach Branch, an amount of funds to cover May rent

and also property taxes owed.

Once proof of ownership has been established, we will make payment of
monies owed to the proper party.

Please find enclosed proof of deposit along with your requested proof
of payments for the period of January through April, 1988.

Sincerely,
ADVANTAGE SALES & MARKETING

=

Sonuny
President

tk
Enclosures
cc: Trinity Valley Mortgage

Far West Investments
Irby, Levene & Swensen
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PAUL IRBY INTERNATIONAL PLAZA
ROBERT G. LEVENE 7581 IRVINE BOULEVARD, SUITE 211
ROSIAT H, SWENSIN TUSTIN, CALIFORNIA 92880 ¢714) 8393003
FACSMILE MESSAGE
DATE: . 11/9/88

NO. OP PAGES INCLUDING THIS PAGE Two (2).

———

TO: Pacific Finance FROM: Robert G. Levene, Esq.
Attention: Leah . . ‘ - A

RE: King Brokerage, Inc. dba Advantage sales g Marketing Co.

B

RN

Our Facsmile number is (714) 832-1539, If you have

questions, please do not hesitate to telephone ug, any



) General Mills, Inc.
Consumer Foods Sales Division

Southern California Region

500 North State College Boulevard
Suite 570

Orange, Cafifornia 92668

Telsphone: (714) 935-2772

May 27, 1996

Mr. Walt Gallagher
Advantage Sales & Marketing
18851 Bardeen Avenue
Irvine, CA 92715

Dear Mr. Gallagher:

This letter shall serve as the understanding and agreement by and between Advantage
Sales & Marketing (ASM), 18851 Bardeen Avenue, Irvine, CA 92715, and Yoplait USA
(YOP), Number One General Mills Bivd., Minneapolis, Minnesota, 55426, whereby it is
agreed that ASM will perform certain in-store merchandising services for Yoplait.

In consideration of the mutual promises and covenants contained herein, the parties
hereto agree as foliows:

1.

ASM shall perform merchandising services for all Yoplait products only at Vons,
Ralphs, Lucky, Hughes and Albertsons in the Southern California marketing area.

The Yoplait products (hereinafter referred to as “Products”) covered by this
Agreement include all sizes and flavors, except Yoplait Frozen Yogurt, namely,
Yoplait Original Style, Yoplait Custard Style, Yoplait Light, Yoplait Snack-Size Muiti-
Packs, Yoplait Non-Fat Plain, Yoplait Non-Fat Vanilia, Yoplait Fat Free, Yoplait Trix,
Yoplait Crunch, and any new items introduced by Yoplait during the term of this
Agreement.

The initial term of this Agreement shall be the period from May 27, 1996 to May 26,
1997. After May 26, 1997, this service agreement will automatically extend on a
month-by-month basis. During the initial contract period and after May 26, 1997,
either party may terminate this Agresment at any time by giving thirty (30) days
written notice of such termination to the other party.

ASM agrees to perform merchandising services for YOP, on the Products, including
but not limited to improving Product facings, improving YOP's share of shelf, shelf
management, in consideration of the payménts made under paragraph 5, YOP is
free to use, in any way, any and all information concerning such services
transmitted to YOP by ASM.



10.

11.

12.

13.

“In consideration of the services to be provided by ASM under the Agreement, YOP

agrees to pay ASM a monthly fee of eight thousand two hundred twenty five dollars
($8,225.00) per month.

ASM shall perform all services under this Agreement as an independent contractor
and all persons assisting ASM shall be ASM employees. ASM is not an agent or
representative of YOP for any purpose and ASM shall have no power or authority to
bind YOP in any endeavor.

YOP may provide ASM with certain information during the term of this relevant to
YOP's marketing plans. It is expressly agreed that all such information shall be kept
strictly confidential by ASM and ASM shall do nothing to jeopardize the confidential
and proprietary rights of YOP in such information. All service reports and any other
reports generated by ASM under this Agreement shall be the exclusive property of
YOP and shall be kept confidential by ASM. Furthermore, all data included in the
reports to YOP is the sole property of YOP and shall be kept confidential by ASM.
This paragraph shall survive the termination of this Agreement.

ASM agrees that it will provide adequate staff for the performance of all tsrms and
conditions of this Agreement.

Each party shall indemnify and hold harmless the other from any and all liabilities,
damages, claims suits, judgments, costs, and expenses (including reasonable
counsel fees), directly or indirectly incurred, as a result of: a) the breach of any of
the provisions hereof by said party; b) any claims by third parties or govemnment
agencies arising out of or in connection with any breach or allegation by any third
party of any breach of the provisions hereof by said party; ¢) representations and/or
warranties rising out of or in connection with the respective products or services of
said party; d) acts or omissions of the party or any firm employed by said each party
in performing or not performing it's duties and obligations under this Agreement.
This paragraph shall survive the termination of this Agreement.

This Agreement may not be assigned by either party without the prior written
consent of the other party.

If any provision of this Agreement is invalid under the laws of state where used,
such provisions shall be deemed not to be part of this Agreement in such state, but
shall not invalidate any other provision hereof.

ASM shall comply with all Federal, State and Local laws and regulations in the
performance of it's services hereunder.

This Agreement represents the full understanding of the parties concerning the
relationship between the ASM and YOP and supersedes any prior or
contemporaneous written or oral understanding between the parties conceming
said relationship and cannot be changed or modified except in writing signed by
both parties.



14.  ASM shall be responsible for obtaining all necessary business licenses, payments,
of any taxes, sales or otherwise, arising out of it's business activities; satisfaction of
all tax, insurancs, withholding, worker's compensation, unemployment and other
obligations regarding it's employees and the conduct of it's business.

15. Any controversy or claim arising out of or relating to this Agreement, or the breach
thereof, shall be settled by arbitration in Minneapolis, Minnesota in accordance with
the Commercial Arbitration Rules of the American Arbitration Association (the
“AAA") as such rules may be modified herein. Notice of the demand for arbitration
shall be filed in writing with the other party and with the AAA within two (2) years
after the controversy or claim has arisen. An award rendered in connection with this

arbitration (excluding punitive dama
upon such an award may be entered

jurisdiction.

ges) shall be final and binding and judgment
and enforced in any court of competent

If this Agreement is acceptable to you, please sign and duplicate the original and return

one of them to Yoplait USA.
Sincerely,

YOPLAIT USA

By:_Chana X Wepees
Chana L. Weaver
Region Sales Manager

Califomnia Region

Date: S -23-9¢(

Accepted By:
ADV, AGE SALES & MARKETING

N/

E. K Bixby
President,

onsumer Folrds ales Djvision
m(, ] . .
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PAUL IRBY INTERNATIONAL PLAZA
ROBERT G. LEVENE 17581 iRVINE BOULEVARD, SUITE 21
ROBERT M. SWENSEN TUSTIN, CALIFORNIA 926880 (714) 838-9932

June 23, 1987

Sonny King

Advantage Sales & Marketing Company
Third Floor

10701 Los Alamitos Boulevard

Los Alamitos, California 90720
Dear Sonny:

Enclosed is the Corporation Estimated Tax Payment
Voucher, with instruction booklets.

This should be completed and mailed at your next
opportunity.

Sincerely,

IRBY, LEVENE & SWENSEN

Robert G. Levene, Esq.
Enclosures

RGL/cas
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ADVANTAGE SALES & MARKETING

L
I
i

10701 Los Alamitos Bivd., Third Floor - Los Alamitos, CA 90720
(213) 493-6601 * FAX (213) 598-4971

April 26, 1988

é' ’< ‘Q \c\A
‘?7‘“‘9

o

Ms. Judith E. Deming
5316 E. chapman Avenue
Suire 202

Orange, CA 92669

Dear Ms. Deming:

We will be happy to supply you with the information you have asked for and
algo to pay our future lease payments to you as soon as you provide proof
that you are the title holder.

Please be advised, that this is the second such letter I have received
claming to be the new title holder, and Far West still claims payments

are to be made there?!

Sincerely,

ADVANTAGE SALES & MARKETING

ol <

Sonny King
President

lam

PR
¥ _
cc: Trinity Vvalley Mortgage \ : W OWWeE
Par West -~ “ﬁﬁqvwi

Irby Levine & Swensen




2 g ADVANTAGE SALES & MARKETING

— : 10701 Los Alamitos Blvd., Third Floor = Los Alamitos, CA 90720

{213) 493-6601 » FAX (213) 598-4971
TICTIVED

L4 L 4
A e

June 23, 1988 JUN 24 RECD

—————

FAR WEST INVESTMENTS
3552 Green Avenue, Suite 201
Los Alamitos, CA 90720

Debtor-In~Possession:

In answer to your statement requesting $17,831.94 in past rent, utilities,
and taxes, we would like to clarify several points:

1. April rent was paid in full on April 14, 1988, (See cancelled
check enclosed.) According to your statement, Advantage is -
due $600.00 overpayment.

2. Per our Lease Agreement, we are also due a refund of $6,500.00
to cover our last month's rent plus deposit. ‘

3. It is our understanding that the Property Taxes have not been
paid by Far West Investments.

4. Concerning Triple-Net Expenses: Our building has not been pro-
perly maintained for many months. Just one example of this
neglect is the air conditioning system. In a recent survey of
the system, we were told that major repairs would soon be un-
"avoidable due to an obvious lack of regular maintenance. In
addition, we have had to maintain other areas on our own due
to neglect by Far West.

Rental Expense Statements have been consistently inaccurate.
January thru April's are unsubstantiated. It has not. been un—
common to find bills paid in one month and then reappear several
months later tou be paid agaiu.

We will not be paying any of the attached bills at this time.

ADVANTAGE SALES & MARKETING

< g
- 4/3
Sonny f;g

President
tk
Enclosures

ec: Trinity Valley Mortgage
Irby, Levene & Swensen
Judith E. Deming
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f. FarWest
“wa» Investments

3552 Green Avenue Suite 201
Los Alamitos, Ca. 90720 .

(213} 493-2525 {714} 827-8220

F.W.I. LOS ALAMITOS PROJECT
Debtor-In-Possession
(As of April 27, 1988)

ADVANTAGE SALES & MARKETING CO.
10701 Los Alamitos Blvd.
Los Alamitos, CA 90720

Rent for the month of April, 1988
(27/30 x $6,000.00)

Triple-Net Expenses for the months
January through April, 1988

Please make check payable to:

$

5,400.00

12,431.94

$17,831.94

F.W.I. LOS ALAMITOS PROJECT/DEBTOR-IN-POSSESSION



li. FarWest

L1 gl

' INVestments
3552 Green Avenue Suite 201
lLos Alamitos, Ca. 90720

{213) 493-2525 (714) 827.8220

LOS ALAMITOS BUILDING
RENTAL EXPENSES FOR January, 1988

ADVANTAGE SALES & MARKETIMG CO.
10701 LOS ALAMITOS BLVD.
LOS ALAMITOS, CA 90720

THIS BILL IS YOUR COMPANY'S SHARE IN THE BUILDING EXPENSES FOR THE MONTH OF

EXPENSES ALLOCATED BY SQUARE FEET.

TOTAL COST RATIO TOTAL
ACCOUNTING $ 70.00 28% $ 19.60
INSURANCE 822.00 28 230.16
ELEVATOR MAINTENANCE 133.00 28 : 37.24
GARDENING 100.00 28 28.00
PLUMBER - 28 -
DISPOSAL 65.00 28 18.20
WATER - 49.13 -
ELECTRICITY 3,035.60 49.13 1,491.39
GAS 1,014.91 49.13 498.62
PEST CONTROL - 28 -
OTHER -Property Taxes 2,444.59 28 684.48
Heating & A/C 569.00 159.32
Glass Repair 677.82 189.78
TOTAL EXPENSES DUE: $3,356.79
.28% = your percentage of total sq ft bldg.

49.13% = your percentage of total occupancy.
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FarWesl

3552 Green Avenue: Suile 200
lLos Alamitos, Ca. 20720

{213) 493-2525 {714) 827-8220

ADVANTAGE SALES & MARKETING CO.

10701 LOS ALAMITOS BLVD.
LOS ALAMITOS, CA 90720

THIS BILL IS YOUR COMPANY'S SHARE IN THE BUILDING EXPENSES FOR THE MONTH OF

EXPENSES ALLOCATED BY SQUARE FEET.

ACCOUNTING

INSURANCE

ELEVATOR MAINTENANCE
GARDENING

PLUMBER

DISPOSAL

WATER

ELECTRICITY

GAS

PEST CONTROL

OTHER -Property Taxes

Heating & A/C

TOTAL EXPENSES DUE:

’ Invesitments

TOTAL COST

$

70
822
133

100.

40
65
169

$ 3,199.85

.00
.00
.00

00

.00
.00
.73
2,858.

742.

55
13

.59
.85

LOS ALAMITOS BUILDING
RENTAL EXPENSES FOR February,

-28%
3

49,132

1988

RATIO TOTAL
.28% $ 19
28 230
28 37
28 28.
28 n
28 18

49.13 83

43.13 1,404.

49.13 364
28

28 684 .

318.

your percentage of total
your percentage of total

.60
.16
.24

00

.20
.20
.38

40
60

48
59

sq ft bldg.

occupancy.

i



l,,&.« FarWest

s INvestments

3552 Green Avenue Suite 201
Los Aloamntos, Ca. 90720

{213) 493-2525 (714) 827-8220

LOS ALAMITOS BUILDING
RENTAL EXPENSES FOR March, 1988

ADVANTAGE SALES & MARKETING CO.

10701 LOS ALAMITOS BLVD.
LOS ALAMITOS, CA 90720

THIS BILL IS YOUR COMPANY'S SHARE IN THE BUILDING EXPENSES FOR THE MONTH OF

EXPENSES ALLOCATED BY SQUARE FEET.

TOTAL COST RATIO TOTAL
ACCOUNTING $ 70.00 .28% $ 19.60
INSURANCE © 822.00 28 230.16
ELEVATOR MAINTENANCE 133.00 28 37.24
GARDENING | 100.00 28 28.00
PLUMBER i, 28 -
DISPOSAL 65.00 28 18.20
WATER i 49.13 -
ELECTRICITY 2,644.25 49.13 1,299.12
GAS 773.29 49.13 379.91
PEST CONTROL - 28 -
OTHER -Property Taxes 2,444.59 28 684.48
Heating & A/C 352.56 98.71
Cleaning of lobby 60.00 16.80

TOTAL EXPENSES DUE: $ 5 812,22 |

28% = your percentage of total sq ft bidg.
Lha,13% = your percentage of total occupancy.




3R FurWesi
s INvestments

3552 Gieen Avenue: Suite 201
los Alamitos, Ca. 20720

{213) 493-2525 ({71.1) 827-8220

LOS ALAMITOS BUILDING
RENTAL EXPENSES FOR April, 1988

ADVANTAGE SALES & MARKETING CO.
10701 LOS ALAMITOS BLVD. PARTIAL - 27 of 30 days
LOS ALAMITOS, CA 90720

THIS BILL IS YOUR COMPANY'S SHARE IN THE BUILDING EXPENSES FOR THE MONTH OF

EXPENSES ALLOCATED BY SQUARE FEET.

TOTAL COST RATIO TOTAL
ACCOUNTING $  62.91 .28% $ 17.61
INSURANCE 739.80 28 207.14
ELEVATOR MAINTENANCE 177 .12 28 49.59
GARDENING 89.9] 28 25.17
PLUMBER } 28 _
28

DISPOSAL 58.32 16.32

WATER -~ 79.38 49.13 38.99
49.13

ELECTRICITY (to 4/25/88) 3,244.49 9 1,594.01
49.13

GAS (to 4/25/88) 895.78 440.09

PEST CONTROL - 28 -

OTHER -Property Taxes 2,199.96 28 615.98
Heating & A/C 153.82 43.06
Cleaning of lobby 54.00 15.12

TOTAL EXPENSES DUE: $ 3,063.08

.28% = your percentage of total sq ft bldg.
49.13% = your percentage of total occupancy.




TT?”\HW . 10691 Los Alamitos Boulevard

I/ALLEY Los Alcmif?,s, Cailifornia 907;20
. £714)995-2922 » (213) 598-9551
MORTGAGE RECET
JUL 21 ReCD

July 14, 1988

Sonny King HAND DELIVERED
Advantage Sales and Marketing

10701 Los Alamitos Boulevard

Los Alamitos, CA 90720

Re: Past rents
Dear Sonny,

As you are aware the building transfered ownership to Herbert and
Roselle Sommer on July 6, 1988. As a fellow tenant and knowledge
of the Sommer's expertise in owning and managing real estate, I
look forward to a well maintained building and our needs as
tenants met as a result of this new ownership. Also as you are
aware, our company holds the first mortgage on the building and
Far West Investments, the prior owner was significantly in
arrears with their interest and principal payments to us. As a
result of the mortgage payments being delinquent the Sommers as
well as Judith Demming on behalf of Phillis Barham have reached
an agreement that Trinity Valley shall be entitled to any past
due rents from Advantage Sales and Marketing and Jay Kim
Engineering. As per your letter of June 23, 1988 to Far West
Investments, of which we received a copy, we would like to make a
demand for the back rents due:

April expense pass through $2,500.00

May expense pass through $2,500.00
May rent $6,000.00
June expense pass through $2,500.00
June rent $6,000.00

TOTAL = $19,500.00

As per my conversation with you today, you made me aware that Far
West has requested pass through expenses from you for those
months of April, May and June of 1988. I do not feel he will be
entitled to these expenses. I can also confirm for you that the
Property taxes on the building were not paid and in fact to close
the escrow, the Sommers had to come up with as much as $75,000.00
Plus to pay the 1986/1987 and 1987/1988 taxes that were past due.
Trinity Valley shall further agree to indemnify Advantage and if
per slim chance Far West Investments is successful in proving
that they are owed either past rents or the expense pass throughs
as outlined above, then Trinity Valley shall immediately
reimburse Advantage for these associated costs.

-~ T sepve v o e, pm mene v .y
B IR Sl e (AT P HE TR ol s LA A



Page two

Sonny King

Advantage Sales and Marketing
July 14, 1988

Please forward your check in the amount of $19,500.00 at your
earliest convenience. If you have a problem with this request or
if you have any questions, please do not hesitate to call.
Sincerely,

TRINITY VALLEY MORTGAGE CORPORATION

Russell J. Singer
President

RJIS/1lg

wp. s/king

CC: Roselle Sommer
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ADVANTAGE SALES & MARKETING

————y &} | 10701 Los Alamitos Bivd., Third Floor » Los Alamitos, CA 90720
- R T - (213) 493-6601 « FAX (213) 598-4971

—TEPEIVES

July 20, 1988 JUL 21 RECD

Russell J. Singer

Trinity Valley Mortgage
10691 Los Alamitos Boulevard
Los Alamitos, CA 90720

Dear Russ:

As per our agreement, we are releasing at this time $13,500.00, repre-
senting past rent and utilities.

Pending negotiations with Roselle Sommer, we may release the remaining
$6,000.00 at a later time.

Hopefully this clears matters up, at least temporarily. Looking forward
to working together in the future, assuming lease agreements satisfactory
to both parties can be worked out with Mrs. Sommer.

Sincerely,
ADVANTAGE SALES & MARKETING
= i
-l '
< ZZ i)
Sonny King -
President
SK/tk
Enclosure

cc: Roselle Sommer
Bob Levene, Attorney




IRBY, LEVENE & SWENSEN

MWM.%

PAUL IRBY INTERNATIONAL PLAZA
ROBERT G. LEVENE 17581 IRVINE BOULEVARD, SUITE 1)
ROBERT H. SWENSEN TUSTIN, CALIFORNIA 92880 (714) 838-5932

August 3, 1988

Mrs. Toni King

ADVANTAGE SALES & MARKETING
10701 Los Alamitos Blvd.
Third Floor .

Los Alamitos, CA 90720

Dear Mrs. King:

I have reviewed the billings concerning the "balance
forward $180.00" that appeared on the billing dated July 5,
1988.

Enclosed 1is a photocopy of the preceding billing dated
6-1-88. The documents and telephone conferences all pertain
to data required for the finalizatioii of tax returns.

If you have any additional questions pertaining to this,
or any other statement, please feel free to contact me

direct.
Sincerely,
EVENE & SWENSEN
G. LEVENE
RGL/alb

Enclosures



