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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AFMF i .
ood Service Corp Cancellation No. 92055927

Petitioner,
Registration No.: 3,271,825
V.

Advantage Sales & Marketing LLC,

Respondent

ANSWER TO THE PETITION TO CANCEL RESPONDENT’S
REGISTRATION, NO. 3,271,825

Pursuant to the Board’s Order dated August 23, 2012, Respondent Advantage Sales &
Marketing LLC (“ASM” or “Respondent”) responds to AFM Food Service Corp.’s (“Petitioner”)
Petition to Cancel ASM’s federal registration for the mark ADVANTAGE SALES AND
MARKETING, No. 3,271,825, as follows:

In answering the unnumbered introductory paragraphs in the Petition to Cancel, ASM
denies that Petitioner will be damaged by the continued registration of the mark ADVANTAGE
SALES AND MARKETING, Reg. No. 3,271,825, for “advertising, promotion, product
merchandising, sales promotion and field marketing services for manufactured edible and non-
edible goods for sale to the consumer; distributorships featuring a wide variety of consumer
goods for others; business consulting services regarding advertising, promotion, product
merchandising, sales promotion and field marketing of manufactured edible and non-edible
goods for sale to the consumer; product merchandising; import services in field of manufactured
edible and non-edible goods for sale to the consumer; independent sales representatives in the

field of a wide variety of consumer goods for others” in Class 35; and “brokerage services in the



field of manufactured edible and non-edible goods for sale to the consumer” in Class 36 (the
“Registration”).

ASM admits that it owns the Registration (issued on July 31, 2007), and that its primary
address is 18100 Van Karman Avenue, Suite 900, Irvine, CA 92612. Applicant is without
sufficient knowledge or information to form a belief as to the truth or falsity of the remaining
allegations in the introductory paragraphs and therefore denies the same.

1. ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 1 and, therefore, denies the same.

2. ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 2 and, therefore, denies the same.

3. ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 3 and, therefore, denies the same.

4. ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 4 and, therefore, denies the same.

S. ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 5 and, therefore, denies the same.

6. ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 6 and, therefore, denies the same.

7. ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 7 and, therefore, denies the same.

8. ASM lacks knowledge or information sufficient to admit or deny the allegations

in Paragraph 8 and, therefore, denies the same.



9. ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 9 and, therefore, denies the same.

10.  ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 10 and, therefore, denies the same.

11.  ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 11 and, therefore, denies the same.

12.  ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 12 and, therefore, denies the same.

13.  ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 13 and, therefore, denies the same.

14.  ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 14 and, therefore, denies the same.

15. ASM lacks knowledge or information sufficient to admit or deny the allegations
in Paragraph 15 and, therefore, denies the same.

16.  ASM denies the allegations in Paragraph 16.

17.  ASM denies the allegations in Paragraph 17.

18.  ASM denies the allegations in Paragraph 18.

19.  ASM denies the allegations in Paragraph 19.

20.  ASM admits the allegations in Paragraph 20.

21.  ASM admits the allegations in Paragraph 21.

22.  ASM denies the allegations in Paragraph 22.

23.  ASM denies the allegations in Paragraph 23.

24.  ASM denies the allegations in Paragraph 24.



25.  ASM denies the allegations in Paragraph 25.
26.  ASM denies the allegations in Paragraph 26.

ALLEGATIONS RELEVANT TO ASM’S AFFIRMATIVE DEFENSES

1. ASM has been doing business under the name ADVANTAGE SALES AND

MARKETING since at least as early as April 17, 1987 when ASM'’s predecessor in interest,

King Brokerage, Inc., filed a fictitious business name filing for ADVANTAGE SALES AND
MARKETING. This date of first use is supported by a Fictitious Business Name Statement
Proof of Publication attached to this Answer at Exhibit A.

2. Since 1987, ASM (including its predecessor in interest) has used its
ADVANTAGE SALES AND MARKETING mark in connection with food brokerage services.

3. Through the years, ASM has grown to be the leading consumer packaged goods
sales and marketing agency in North America, with revenues in excess of $1 billion.

4. This is due in large part to ASM’s strategic growth over the years, including a
strategic marketing alliance in the 1990s with other brokerages and a consolidation of this
marketing alliance into a single organization in June 2004 that strengthened its presence (and
brand recognition) throughout the United States, as well as other strategic partnerships.

5. ASM (including its predecessor in interest) has promoted and marketed its
services under its ADVANTAGE SALES AND MARKETING trademark for over twenty-five
(25) years.

6. As a result of ASM’s long term use of its mark ADVANTAGE SALES AND
MARKETING, ASM has invested a significant amount of time, money and effort into its brand
name, and as a result of this extensive investment, the ADVANTAGE SALES AND

MARKETING trademark is known in the industry as referring to ASM and its services.



7. On or around January 27, 2006, ASM filed the federal application for its
ADVANTAGE SALES AND MARKETING trademark (Ser. No. 78/801,507), which matured
into Federal Registration No. 3,271,825, which is the subject of this proceeding.

8. The ADVANTAGE SALES AND MARKETING trademark, Ser. No.
78/801,507, was published for opposition on May 15, 2007, and obtained federal registration on
July 31, 2007. Therefore, Petitioner has been on constructive notice of the Registration for over
five (5) years and elected to not take any action against the Registration until the filing of its
Petition to Cancel on or around July 30, 2012.

9. On or around December 2011, ASM became an equity partner in Advantage
Waypoint LLC, a newly formed sales and marketing company focused on the food service
industry.

10.  All services provided to food service industry clients are provided by the separate
entity, Advantage Waypoint LLC, under the trademark and trade name ADVANTAGE
WAYPOINT.

11.  Upon information and belief, the “recent events” referenced by Petitioner in its
Petition to Cancel relate solely and exclusively to Advantage Waypoint LLC and its use of the
ADVANTAGE WAYPOINT trademark and trade name.

12. Advantage Waypoint LLC does not own the Registration at issue in this
proceeding and has not been made a party to this proceeding.

13.  Upon information and belief, Petitioner AFM Food Service Corp. did not exist as
a legal entity until 2004. A copy of the New York Secretary of State “Certificate of

Incorporation” for this corporation is attached to the Answer at Exhibit B.



14,  Upon information and belief, Petitioner attempts to tack its alleged rights in
ADVANTAGE MARKETING on to the claimed 1974 date of first use by a separate legal entity,
AFM Advantage Food Marketing Corp. (“AFM Entity”).

15.  Upon information and belief, AFM Entity was using the trademark or trade name
ADVANTAGE FOOD MARKETING or ADVANTAGE FOOD MARKETING CORP. in early
1990, not ADVANTAGE MARKETING.

16.  Upon information and belief, the earliest date AFM Entity or Petitioner appear to
have started using ADVANTAGE MARKETING standing alone was well after ASM’s date of
first use of its ADVANTAGE SALES AND MARKETING trademark.

17. ASM’s rights in its ADVANTAGE SALES AND MARKETING trademark
predate Petitioner’s and AFM Entity’s use of and alleged rights in ADVANTAGE
MARKETING, which is solely and exclusively relied upon by Petitioner in support of its
Petition.

18.  Upon information and belief, Petitioner attempts to tack its alleged rights in
ADVANTAGE MARKETING on to a legally distinct mark of AFM Entity, AFM
ADVANTAGE FOOD MARKETING CORP.

19. ADVANTAGE MARKETING is not the legal equivalent of AFM
ADVANTAGE FOOD MARKETING CORP.

20. The mark shown in the Registration, ADVANTAGE SALES AND
MARKETING, is not likely to cause confusion with AFM ADVANTAGE FOOD
MARKETING CORP.

21. The mark shown in the Registration, ADVANTAGE SALES AND

MARKETING, is not likely to cause confusion with ADVANTAGE MARKETING.



ASM’S AFFIRMATIVE DEFENSES

1. Petitioner’s claims for relief are barred by the doctrine of unclean hands because,

among other things, Petitioner’s claims have no evidentiary support.

2. Petitioner’s claims are barred in whole or in part by the doctrine of estoppel.

3. Petitioner’s claims are barred in whole or in part by the doctrine of laches.

4. Petitioner’s claims are barred in whole or in part by the doctrine of acquiescence.
5. Petitioner’s claims are barred in whole or in part because Petitioner lacks

proprietary rights in the common law mark relied upon in its Petition to Cancel.
Further, ASM specifically gives notice that it intends to rely on such other defenses as
may become available by law or during this case, and hereby reserves the right to amend its

Answer and assert such defenses.

DATED September 0™ 2012.

Respectfully submitted,

fenmfer ,gi;] Kirk
Emily A. Bayton

LEWIS and ROCA LLP
40 N. Central Avenue Ste. 1900
Phoenix, Arizona 85004-4429

On behalf of Respondent
Advantage Sales & Marketing LLC



CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing Answer to the Petition to Cancel was served by
First-Class Mail® and e-mail, postage prepaid, upon the following:

Panagiota Betty Tufariello

The Law Offices of PB Tufariello PC
25 Little Harbor Road

MT Sinai, NY 11766

E-mail: Betty@intellectulaw.com

Mailed and E-mailed this 20" day of September, 2012

\CA i Wik——

3105415.1
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(When required)
RECORDING REQUESTED BY AND MAIL TO:

DAILY COMMERCE
...Since 1917...

915 East First Strest P.0O. Box 54026
Los Angeles, California 90054-0026
Telephone {213} 229-5300
Fax {213) 680-3682

LARRY H CORBETT, JR.

IRBY, PAUL

17541 EAST 17TH STREET 2ND FLR
TUSTIN CA 92680

Proof of Publication

{2015.5 C.C.P.)

otate of California )
County of Los Angeles ) SS

ADVANTAGE SALES AND MARKETING

I am a citizen of the United States and a resident of the
County of Los Angeles; | am over the age of eighteen years,
and not a party to or interested in the above entitled matter.
1 am the principal clerk of the printer and publisher of the
DAILY COMMERCE, a dally newspaper printed and
published In the English language in the City of Los Angeles,
and adjudged a newspaper of general circulation as defined
by the laws of the State of California by the Superior Court
of County of Los Angeles, State of California, under date of
June 17, 1952, Case No. 599,760. That the notice, of
-vhich the annexed Is a printed copy, has been published in
4ch regular and entire issue of sald newspaper and not in
any supplement thereof on the following dates, to-wit:

01/05/95, 01/12/95, 01/19/95
01/26/95

EXECUTED ON : 01/26/95
AT LOS ANGELES, CALIFORNIA

I certify {or declare) under penalty of perjury that the
foregoing is true and correct.

This space for Tiling stamp only

COP Y of Document Recorded
e 242716 ...

Has not been compared with original.
Original will be returned when
processing has been completed.

LOS ANGELES COUNTY REGISTRAR - RECORDER

CNS1234149

Fctitlous Business

Name Statement
File No. 842276397

The following person(s) is
(are) doing business as;

ADV, AGE SALES AND
MARKETING CO., 18861
Bardeen Avenue, Irvine, Californla
92715.

King Brokerage, Inc,, a Call-
fornia corporation, 18851
g;;i:san Avenue, Irvina, California

This business is conducted
by a corporation.

S/ KING BROKERAGE, INC.
SONNY KING, President
This statement was filad with

the County Clerk of Los Angeles

County on December 2B, 1994,
The registrant(s} commeanced

to transact business under the

fictitious business name or names

listed above on April 17, 1987,
NOTICE-This Fictitious Busi-

ness Name Statement expires five

years from the date it was filed in

the office of the County Clerk. A

new Fictitious Business Name

Statemsnt must be filed before

that timse.

The flling of this statement
doss not of itsalf authorize the
use in this state of a Fictitious
Business Name in violation of the
rights of another under Federal,
State, or common law {See Sec-
tion 14400 et seq., Business and
Professions Code).

Renawsl Filin

CC-CNS1234149
01/05, 01/12, D119, 01/26

FEB13 1995
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STATE OF NEW YORK

DEPARTMENT OF STATE

I hereby certify that the annexed copy has been compared with the
original document in the custody of the Secretary of State and that the same
is a true copy of said original.

RTI LI II WITNESS my hand and official seal of
.o'. oFf NEYyy, ".' the Department of State, at the City of

o &,{” 0% Albany, on August 28, 2012.
.‘ &" &.0'
s * :
% ) &

.. A & ..

®e Q ?. e c’ o’ . .
W IMENT OF. Daniel E. Shapiro
“terseneer’ First Deputy Secretary of State

Rev. 06/07
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SERVICO - 35|

CERTIFICATE OF INCORPORATION
OF
AFM FOOD SERVICE CORP,
Under Section 402 of the Business Corporation Law

The undersigned, a natural person of the age of cighteen years or over, desiring to form a
corporation pursuant to the provisions of the Business Carporation Law of the State of New
York, hereby certifies as follows

FIRST The name of the corporation is.

AFM FOOD SERVICE CORP.

SECOND. The purpose for which it is formed is as follows

To engage in the food brokerage business, and to do all things necessary for and related
to operate this type of business

To engage in any Jawful act or activity for which corporations may be formed under the
Business Corporation Law provided that the corporation is not formed to engage in any act or
activity which requires the consent or approval of any state official, department, board agency or
other body, without such approval or consent first being obtained

For the accomphishment of the aforessid purposes, and in furtherance thereof, the
corporation shall have and may exercise all of the powers conferred by the Business Corporation
Law upon corﬁorations formed thereunder, subject to any limitations contained in Article 2 of

said law or in accordance with the provisions of any other statute of the State of New York.

THIRD The office of the corporation in the State of New York is to be located in the

County of Nassau

FQURTH The apgresate number of shares which the corporation shall have the

authority to issue 15 200 shares at no par value /




FIFTH The Secretary of State is designated as agent of the corporation upon whom
process against the corporation may be served, and the address to which the Secretary of State

shall mail a copy of any process against the corporation served upon him is.
66 Powerhouse Road '
Roslyn Heights, NY 11577

SIXTH. A/ director of the corporation shall not be personally liable to the corporation or
its shareholders for damages for any breach of duty in such capacity except for liability if a
judgment or other final adjudication adverse to a director establishes that his or her acts or
omissions were in bad faith or involved intentional misconduct or a knowing violation of law or
that the director personally gained in fact a financial profit or other advantage to which he or she
was not legally entitled or that the director's acts violated Section 719 of the Business
Corporation Law; or liability for any act or omission prior to the adoption of this provision

IN WITNESS WHEREOF, [ hereunto sign my name and affirm that the statements made -
herein are true under the penalties of perjury |
Dated: October 6, 2004

ﬁ.

Scott J Schuster, Incorporator
283 Washington Avenue
Albany, NY 12206
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SERVICO - 35

CERTIFICATE OF INCORPORATION

OF
AFM FOOD SERVICE CORP.
-~ 7
2 F g =
& w Lo
é“:" Iy z m
= = O
S 2]
FILER
Servico Inc
P.O Box 871
Albany, New York 12201
DRAWDOWN|
Acct # 2802
CUSTOMER REFERENCE NUMBER: 5807 STATE OF NEW YORK
DEPARTMENT OF STATE
FLED OCT 07 2004
WSO
BY:..:BD"P

024 .




STATE OF NEW YORK

DEPARTMENT OF STATE

I hereby certify that the annexed copy has been compared with the

original document in the custody of the Secretary of State and that the same
is a true copy of said original.

PETILL T Y

WITNESS my hand and official seal of
the Department of State, at the City of
: Albany, on August 28, 2012.

RO

Daniel E. Shapiro
First Deputy Secretary of State

E;(-;.

*s0vecer®

Rev. 06/07
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New York State

o 070117994853

Division of Corporations, State Records
and Uniform Commercial Code
4} State Street
Albany, NY 12231
www.dos.state.ny us

CERTIFICATE OF CHANGE
OF .
AFM _ Food Service Corp.

(Insert Nome of Domestic Corporation)

¥

A

Under Section 805-A of the Business Corporation Law

FIRST: The name of the corporation is: /A FIM _Foodseruice CorQ

1f the name of the corporation has been changed, the name under which it was formed is:

SECOND: The certificate of mcorporatxon was filed by the Departmem of State on:_
10+77- 2004

. THIRD: The change(s) effected hereby are: [Check appropriate statemeni(s)}

.. The county location, within this state, in which the office of the corporation is located, is
changed to: .

X The address to which the Secretary of State shall forward copies of process accepted on

behalf of the corporation is changed to read in its entirety as follows:

};Fm F.OOdﬁf\h'ce CO(D:
100 ~i Patco Court’

T slandia, M.Y. 11799

— The corporation hereby: [Check one)
— Designates

as its registered agent upon whom process against the corporation may be served.

The street address of the registered agent is:

— Changes the designation of its registered agent to:
. The street address of the registered agent is:

.— Changes the address of its registered agent to:

—— Revokes the authority of its registered agent.

DOS-1556 (Rev. §/06) -1-




01/12/2007 15:44 FAX 16313487847
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0057005

authorized by the board of di QOZO 1 17000 (?&8
My tehedllevip, '&7 Lert "

(Name and Thile of Signer)

FOURTH: The

A

" (Signature)

X& CERTIFICATE OF CHANGE
&

AFM  Food Service, Corp,

(fnsert Name of Domestic Corpomtfon)

Under Section 805-A of the Business Corporation Law

‘EzlasName f)/frca.zne_ P&'llefiSOA
Patco Court-

b
il C‘i:t_y:chdeipCodc ] :’>/ano/:'al Y. 1799
' —m
= z
., o
o ~—
NO%: This form was prepared by the New York State Department of State. You are not required to use this form. You
may draft your own form or use forms available at legal stationery stores. The Department of State recommends that all
documents be prepared under the guidance of an attorney. The centificate must be submitted with a $30 filing fee.
For Office Use Only -
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