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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE

TRADEMARK TRIAL AND APPEAL BOARD

Respondent: RabbiMayer Birnhack
RegistratiorNo.: 3,244,713

Mark: E-ZPASSPORT
Registered: May 22,2007

ThePortAuthority of New York andNew
Jersey,

CancellatiorNo.: 92055641
Petitioner,
ANSWER
V.

RabbiMayer Birnhack,

Registrant.

RegistranRabbiMayer Birnhack (“Registrant”or “Birnhack”)?, in responseo
the Petitionto Canceffiled by PetitionerThe PortAuthority of New York andNew
Jersey(“Petitioner” or “Port Authority”), by andthroughhis undersignead¢ounselhereby

answerghe Petitionfor Cancellation(the “Petition”) asfollows:

! The Petitionfor Cancellatiorwasoriginally filed againstRegistrantyitzhak Birnhack.
However the Registratiorhasbeenassignedo RegistranRabbiMayer Birnhack. Said
Assignmentwvasfiled with the USPTOprior to filing this Answer.




ANSWER

1. Registranadmitsthe allegationscontainedn paragraph of the Petition.
2. Registrandenieshe allegationscontainedn paragrapl? of the Petition.
3. Registraniadmitsthe allegationscontainedn paragrapl8 of the Petition.
4. Registranadmitsthe allegationscontainedn paragraph of the Petition.
5. Registrandeniesthe allegationscontainedn paragraplb of the Petition.

6. Respondingo paragrapl6 of the Petition,Registranis without
knowledgeor informationto form a beliefasto thetruth of the allegationscontained

therein,andon thatbasisdenieshem.

7. Respondindo paragraply of the Petition,Registranis without
knowledgeor informationto form a beliefasto thetruth of the allegationscontained

therein,andon thatbasisdenieshem.



8. Respondingo Paragrapl8 of the Petition,Registranis without
knowledgeor informationto form a beliefasto thetruth of the allegationscontained
therein,andonthatbasisdenieshem.

9. Respondingo Paragrapl® of the Petition,RegistrantadmitsPetitioner’s
useof thedomainnamese-zpassny.congzpassny.corandezpassmd.corut is without
knowledgeor informationto form a beliefasto thetruth of the allegationthatthereare
otherdomainnamesusedby petitionerto marketPetitioner’sservicesandonthatbasis

deniesheremainingallegations.

10. Respondindo Paragraph 0 of the Petition,Registranis without

knowledgeor informationto form a beliefasto thetruth of the allegationscontained

therein,andon thatbasisdenieshem.

11. Registrandeniesheallegationscontainedn Paragrapiil of the Petition.

12. Registrandeniesheallegationscontainedn Paragrapli2 of the Petition.

13. Registrantdeniesheallegationscontainedn Paragrapli3 of the Petition.

14.  Registrantadmitsthe allegationscontainedn Paragraplii4 of the Petition.

15.  Registrantadmitsthe allegationscontainedn Paragraplii5 of the Petition.



16. Registrantadmitsthe allegationscontainedn Paragrapli6 of the Petition.

17. Respondingdo paragrapi7 of the Petition,Birnhackrestatesand

incorporatedy referencenis responseto the allegationscontainedn paragraphg to 16

of the Petition.

18. Registrantdeniesheallegationscontainedn Paragrapli8 of the Petition.

19. Registrantdeniesheallegationscontainedn Paragrapii9 of the Petition.

20. Registrandeniegheallegationscontainedn Paragrapl20 of the Petition.

21. Registrandeniegheallegationscontainedn Paragrapl21 of the Petition.

22.  Respondindo Paragrapl22 of the Petition,Registranadmitsthatthe date

of first usefor E-Z PASSPORTis claimedasJuly 1, 2005but is without knowledgeor

informationto form a beliefasto thetruth of the allegationregardingPetitioner’salleged

dateof first use,andonthatbasisdeniesit.

23. Registrandeniegheallegationscontainedn Paragrapl23 of the Petition.

24.  Registrandeniegheallegationscontainedn Paragrapl24 of the Petition.



25. Registrandeniegheallegationscontainedn Paragrapl25 of the Petition.

26. Registrandeniegheallegationscontainedn Paragrapl26 of the Petition.

27. Respondindo paragrapt27 of the Petition,Birnhackrestateand

incorporatedy referencenis responseto the allegationscontainedn paragraphg to 26

of the Petition.

28. Registrandeniegheallegationscontainedn Paragrapl28 of the Petition.

29. Registrandeniegheallegationscontainedn Paragrapl29 of the Petition.

PETITIONER'S PRAYER FOR RELIEF

Registrandeniesthat Petitioneris entitledto anyof therelief requestedn its
prayerfor relief. Registranpraysthatthe Petitionis deniedanddismissedn favor of

Registrant.

AFFIRMATIVE DEFENSES

Furtheransweringhe Petition,Registrantassertshe following defensesywithout

assuminghe burdenof proofwhensuchburdenwould otherwisebe onthe Petitioner.

FIRST DEFENSE: Failure to Statea Claim

1. Petitionerfails to statea claimuponwhichrelief canbe granted.



SECOND DEFENSE: No Likelihood of Confusion
2. Registraniallegeshatthereis no likelihood of confusion,mistakeor

deceptiorbetweerRegistrant'E-ZPASSPORTMark andPetitioner'sMarks.

THIRD DEFENSE: UncleanHands

3. Petitioner’sclaimsarebarredby the doctrineof uncleanhands.

FOURTH DEFENSE: Acquiescence

4, Petitioner’sclaimsarebarredby the doctrineof acquiescence.

SIXTH DEFENSE: Laches,Wavier and/or Estoppel
6. Petitioner'sclaimsarebarredby the equitabledoctrinesandaffirmative

defense®f lacheswaiverand/orestoppelasapplicable.

SEVENTH DEFENSE: Abandonment of Mark
7. Petitionerdoesnot havetrademarkrightsin the E-ZPASSPORTmark.
Amongotherthings,Petitionerabandonedwo (2) previousapplicationdor an

“‘E-ZPASSPORT"mark(SerialN0s.76381475and76381494).

EIGHTH DEFENSE: Coexistence



8. The marksat issuehavecoexistedor atleastseven(7) years,withoutany

consumerconfusion.

NINTH DEFENSE: Reservationof Rights
9. Respondenturrentlyhasinsufficientknowledgeor informationon which
to form abeliefasto whetherit mayhaveadditional,asyet unstateddefensesvailable.
Respondenteservesheright to asseradditionaldefensesn the eventthatdiscovery

indicatesit would be appropriate.

WHEREFORE Registrantrequestshatthe claimsallegedby Petitionerbe
dismissecandthat Applicant’'sU.S. TrademarkRegistratiorNo. 3,244,713emain

registered.

Date: August23,2012
Respectfullysubmitted,

RabbiMayer Birnhack,by his counsel,
Lipsitz GreenScimeCambrialL LC

By:__ /JonatharW. Brown/
Jonatharw. Brown, Esq.
42 DelawareAvenue,Suite120
Buffalo, New York 14202
(716)849-1333Ext. 371
Facsimile: (716)849-1315




CERTIFICATEOF SERVICE

I, Lori Vangelov,herebycertify thatatrue copyof the foregoingAnswerof
RegistrantRabbiMayer Birnhackwasmailed,first class,postagerepaidthis 23rd day of
August,2012,uponcounsefor Petitioneratthe following address:

CaroleE. Klinger

KramerLevin Naftalis& FrankelLLP
1177Avenueof the Americas

New York, New York 10036

Dated: August23,2012
/Lori Vangelov/
Lori Vangelov

1485818-vl



