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ECUABEVERAGE CORPORATION,
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92055569
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R

BALORU S.A,, :

Respondent

RESPONDENT’S OPPOSITION TO PETITIONER’S MOTION FOR SUMMARY

JUDGMENT AND CROSS MOTION FOR DISMISSAL AND SANCTIONS

Pursuant to Rules 56, 12(b)(6) and 11 of the Federal Rules of Civil Procedure,

Respondent Baloru S.A. (“Baloru”) submits this Memorandum of Law in Opposition to
Petitioner Ecuabeverage Corporation’s Motion for Summary Judgment and in support of
Baloru’s Cross-Motion for Dismissal and Sanctions. Petitioner, in support of its Motion;
filed a Memorandum of Law with a number of exhibits. One of the exhibits is an
improperly submitted affidavit from another proceeding, and two of the exhibits consist
of inadmissible hearsay. In addition, not only does P.eti‘tioner’s Memorandum of Law
attempt to obfuscate the fact that it has been filed in violation of the TTAB’s Rules and
the Federal Rules of Civil Procedure, but it contains recycled arguments that Petitioner
has unsuccessfully previously used in Cancellation Proceedings Nos. 92051197 and
92051242 and the TTAB rejected. Because (i) the filing of Petitioner’s Motion violates
the TTAB’s Discovery Procedures and the Federal Rules of Civil Procedure, (ii)

Petitioner’s argument is based on a theory of acquiescence, and (iii) Petitioner has failed
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to establish the absence of genuine issues any material facts, the TTAB should deny
Petitioner’s Motion in its entirety and dismiss the Petition for Cancellation. Furthermore
because all of the foregoing constitute an abuse of process, the TTAB must also grant

Respondent’s Cross Motion for Sanctions.

PROCEDURAL STANDING OF THE CASE

Petitioner filed the instant petition for cancellation on April 23, 2012. On May 7,
2012, the Board issued the trial order. The Trial Order mandated that Baloru file its
answer by June 16, 2012; the parties hold their Fed. Rule Civ. P. 26(f) Discovery
Conference by July 16, 2012; all Discovery is to open July 16,2012; and the parties’
mandatory initial disclosures are to be served on each other by August 15, 2012.

Because the deadline for the parties’ Discovery Conference as set forth in the
Trial Order was in July, the parties had not yet conducted their Fed. R. Civ. P. 26(f)
discovery conference when Petitioner served its initial disclosures on Baloru on June 5,
2012, prior to the opening of Discovery and contrary to the Rules. Following this rule-
violating service of its initial disclosures, Petitioner, on June 20, 2012, served the instant
motion for summary judgment. Baloru served and filed its Answer on June 14, 2012
denying the salient allegations of the Petition for Cancellation and asserting four
affirmative defenses.

THE PARTIES

Respondent Baloru, S.A., a sociedad anonima organized and existing under the
laws of Ecuador, is the owner of U.S. Trademark Registration No. 4,120,917.
Baloru is a manufacturer of concentrates used for making soft drinks that are sold

in the United States. Brooklyn Bottling of Milton, New York, Inc. (Brooklyn Bottling),
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in turn, is a U.S. distributor of soft drinks made from concentrate or syrup manufactured
by Baloru.

Petitioner is a direct competitor of Brooklyn Bottling.

Brooklyn Bottling did not assign the mark that is the subject of Registration No.
4,120,917 to Baloru, nor has Baloru ever assigned its rights in said mark to any other
party. Wilentz Decl., Exhibit F (Excerpts from File Wrapper of Registration No.
4,120,917 printed from uspto.gov).

Petitioner owns registration No. 2892511 for the mark TOME TROPICAL
PRODUCTO ORIGINAL ECUATORIANO PURO SABOR ECUATORIANO SODA
DE FRESA and design, for “Soda, namely, carbonated soft drinks.” During the
prosecution of the application that led to this registration Petitioner failed to disclaim the
term TROPICAL. Wilentz Decl., Exhibit G (Excerpts from File Wrapper of Registration
No. 2,892,511 printed from uspto.gov).

Petitioner and/or Petitioner’s president, Francisco Cervantes, formerly distributed
Respondent’s TROPICAL brand soft drinks in the United States. Exhibit 1, (shipping
documents); Wilentz Decl., Exhibit E, (Declaration of Carlos Tama).

The parties have not held a 26(f) discovery conference.

PRIOR PROCEEDINGS

On July 20, 2009 Petitioner filed Cancellation No. 92051242 to cancel Baloru’s
registration No. 1474395 for the mark TROPICAL PURO SABOR NACIONAL,
alleging laches and acquiescence as grounds for cancellation. (Wilentz Decl. Exhibits A

& C). Petitioner’s attorney, Mr. Schindler, represents Petitioner in said Cancellation.
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In its January 20, 2011 order, the Board consolidated Cancellation Proceedings
Nos. 92051197 and 92051242, and dismissed Petitioner’s petition for cancellation in
Proceeding 92051242 because the asserted grounds were affirmative defenses, namely
laches and acquiescence. (Wilentz Decl., Exhibit C).

In its January 20, 2011 order, the Board clearly stated that affirmative defenses
are not grounds for cancellation. (Wilentz Decl., Exhibit C, pages 3-5).

Consequently, as a result of the Board’s January 20, 2011 order, Petitioner and
Petitioner’s attorney, Mr. Schindler, are fully aware that acquiescence is an affirmative
defense and is not grounds for cancellation. (Wilentz Decl., Exhibit C).‘

Petitioner’s summary judgment motion is based on Petitioner’s assertion that
Brooklyn Bottling acquiesced to Petitioner’s use of the term “tropical” to market
Petitioner’s product. (Petitioner’s memorandum in support of its motion, generally).

Respondent herein was substituted for Brooklyn Bottling as party defendant in
proceeding 92051242 by order of the Board dated May 1, 2012. (Wilentz Decl., Exhibit
D).

ARGUMENT
A. The Motion for Summary Judgment is Premature and Must be Dismissed

as Petitioner’s Initial Disclosures Were Improperly Served Prior to the
Opening of Discovery and Prior to the 26(f) Conference

A party may not file a motion for summary judgment until the party has made its
initial disclosures. 37 C.F.R. 2.127(e)(1). And a party may not make its initial
disclosures until after discovery has opened and the parties have conducted their Federal
Rule 26(f) meeting. The Trademark Rules of Practice stipulate that procedure in inter

partes proceedings before the TTAB is governed by the Federal Rules of Civil Procedure.
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37CFR. §2.116(a). The Federal Rules of Civil Procedure in turn, require that initial
disclosures must be made at or after the 26(f) discovery conference:

Time for Initial Disclosures--In General. A party must make the initial
disclosures at or within 14 days after the parties' Rule 26(f) conference
unless a different time is set by stipulation or court order, or unless a party
objects during the conference that initial disclosures are not appropriate in
this action and states the objection in the proposed discovery plan. In
ruling on the objection, the court must determine what disclosures, if any,
are to be made and must set the time for disclosure.

Fed. R. Civ. P. 26(a)(1)(c) (emphasis added). See also, Wintice Group, Inc. v.

Longleg, 2011 WL 383039 (D. Nev., 2011) (“Unless a different time is set by stipulation
or court order, initial disclosures must be made within fourteen days of the parties' Rule
26(f) conference”); Nichols Institute Diagnostics, Inc. v. Scantibodies Clinical
Laboratory, Inc. 218 F.Supp.2d 1243, 1252 (S.D.Cal.,2002) (“party must make initial
disclosures at or within 14 days after the Rule 26(f) conference”); Winfield Collection,
Ltd. v. Sun Hill Industries, Inc., 2002 WL 1009571 (E.D.Mich.,2002) (“Rule 26(a)(1)
requires that initial disclosures be made at or within 14 days after the Rule 26(f)
conference unless a different time is set by stipulation or court order . . . .”) (internal
quotations omitted).

The Trademark Rules of Practice adopted a modified version of Federal Rule of
Civil Procedure 26 pertaining to initial disclosure. While FRCP 26(a)(1)(c) requires that
initial disclosures be madé at or within 14 days of the 26(f) conference, the Trademark
Rules require that initial disclosures be made within 30 days of the opening of discovery.
See Federal Register / Vol. 72, No. 147 / Wednesday, August 1, 2007 / Rules and
Regulations, Miscellaneous Changes to Trademark Trial and Appeal Board Rules, at

42245: “Deadline for making initial disclosures—30 days from the opening of the




discovery period.” The reason for this modification of the Federal Rule 26(a)(1)(c) is to
provide a longer period for making disclosures than is provided under the Federal Rules:
The deadline for making initial disclosures is similar to that of Federal
Rule 26(a)(1), except that disclosure under the federal rule is measured
from the actual date of, not the deadline for, the discovery conference.
Because the Board approach measures the due date for disclosures from
the opening of discovery, which typically will occur after the discovery

conference, the Board approach typically will provide a longer period for
making disclosures than is provided under the federal rule.

42242 Federal Register / Vol. 72, No. 147 / Wednesday, August 1, 2007 / Rules
and Regulations, Miscellaneous Changes to Trademark Trial and Appeal Board Rules at
42245. Thus, the Trademark Rules of Practice clearly did not alter the requirement in
Federal Rule 26(a)(1)(c) that initial disclosures be made at or after the 26(f) conference.
Rather, the Trademark Rules of Practice simply modified the federal rule to allow for a

longer period after the discovery conference in which the parties could exchange initial

disclosures. As the purpose of the modification was to provide for a longer period during
which initial disclosures could be made, such modification of FRCP 26(a)(1)(c) adopted
by the Trademark Rules of Practice would serve no purpose if the initial disclosures
could be made prior to the opening of the discovery period and prior to the parties’ Rule
26(f) meeting.

Further, it is clear that the Trademark Rules of Practice require that initial |
disclosures must be served during the discovery period:

The Board will specify the deadline for a discovery conference, the

opening and closing dates for the taking of discovery, and the deadlines

within the discovery period for making initial disclosures and expert

disclosure. The trial order setting these deadlines and dates will be
included with the notice of institution of the proceeding.

37 CFR 2.120(a)(1) (emphasis added); TBMP 403.01.




Consistent with all of the foregoing, the Board in its May 7 Trial Order in the this
proceeding specified that the initial disclosures were to be made during the discovery
period by August 15, 2012, after Discovery opened and after the parties’ Rule 26(f)
Discovery Conference, which had to be held by July 16, 2012. Thus, it is clear that the
Trademark Rules of Practice do not allow for initial disclosures to be served prior to the
opening of discovery and, more importantly, prior to the 26(f) discovery conference.
Allowing initial disclosures to be served prior to the opening of discovery and prior. to the
discovery conference would defeat the purpose of the discovery conference and the entire
disclosure regime adopted by the Board in 2007.

Yet that is exactly what Petitioner would be doing if it is permitted to get away
with its June 5, 2012 service of initial disclosures on Baloru, before the parties held a
Rule 26(f) discovery conference and before the July 16, 2012 opening of discovery.
Accordingly, the Board must find that Petitioner’s June 5, 2012 service of initial
disclosures on Baloru is improper and therefore invalid. And if the Board finds that
Petitioner’s June 5, 2012 service of initial disclosures on Baloru is improper and therefore
invalid then the Board must also find that the filing of Petitioner’s motion for summary
judgment violates 37 C.F.R. §2.127(e)(1) and is therefore improper. Accordingly,

Petitioner’s Motion for Summary Judgment should be dismissed in its totality.

B. The June 18 Email Exchange Between the Parties Does not Alter the Fact
That Petitioner’s June 5 Service of Initial Disclosures Was Improper

On June 18, 2012, counsel for the parties exchanged emails. This email exchange
cannot be construed as indicating that Baloru considers the instant summary judgment
motion to be procedurally proper. The invalid service of initial disclosures prior to the

opening of discovery and prior to any 26(f) discovery conference had already happened



on June 5, 2012. It is this invalid service of initial disclosures that Baloru objects to, as
Petitioner is attempting to use said invalid service of initial disclosures as a basis for the
instant summary judgment motion, which, as set forth in further detail below, appears to
have been filed in order to harass and waste the resources of Baloru. The invalid service
of initial disclosures was not discussed in the June 18 email exchange, and therefore said
email exchange cannot be viewed as any concession on Baloru’s part regarding the
validity of Petitioner’s service of its initial disclosures. Accordingly, no matter how
Petitioner may try to depict this email exchange, Baloru’s counsel never acknowledged

that Petitioner’s summary judgment motion was procedurally proper.

C. Improper Introduction of Testimony From Another Proceeding

Petitioner has attached as Exhibit 5 to Petitioner’s motion for summary judgment
a purported affidavit of Eric Miller. This affidavit constitutes testimony from another
proceeding, and may be considered as evidence only upon granting of a motion filed
pursuant to Trademark Rule 2.122(f). 37 CFR §2.122(f); See, e.g., Focus 21
International, Inc. v. Pola Kasei Kogyo Kabushiki Kaisha 1992 WL 76584, Cancellation
No. 19,611 (TTAB February 27, 1992). Trademark Rule 2.122(f) provides any adverse
party with the right “to recall or demand the recall for examination or cross-examination of any
witness whose prior testimony has been offered and to rebut the testimony.” Thus, Rule 2.122(f)
will allow the affidavit of Eric Miller to be considered as evidence only upon granting of motion.
Petitioner has not filed, and the Board has not granted such motion. Accordingly, Exhibit
5 should not be considered by the Board and any purported facts that rgly on said Exhibit

5 should be disregarded.

D. Petitioner’s Motion Is Based On a Legal Theory of Acquiescence,
Which Is an Affirmative Defense and Is Not Grounds for Cancellation




The argument upon which Petitioner’s summary judgment motion is based,
distilled to its essence, is that (1) a relationship exists between Baloru and Brooklyn
Bottling such that Baloru is legally bound by Brooklyn Bottling’s statements; (2)
Brooklyn Bottling made a statement whereby it “assured” Petitioner that Petitioner could
use the term “tropical” to market its products; and (3) therefore, Baloru can claim no
trademark rights to the term TROPICAL.

This argument sounds in acquiescence. “The distinguishing feature of the
acquiescence defense is the element of active or explicit consent to the use of an

allegedly infringing mark.” 6 McCarthy on Trademarks and Unfair Competition § 31:41

(4th ed.) (quoting SunAmerica Corp. v. Sun Life Assurance Co. of Can., 77 F.3d 1325,

38 U.S.P.Q.2d 1065, 1079 (11th Cir. 1996)). Acquiescence is an affirmative defense and

is not grounds for opposition. Leatherwood Scopes International Inc. v. Leatherwood, 63

USPQ2d 1699, 1702 (TTAB 2002.) Affirmative defenses are not grounds for
cancellation. (Wilentz Decl. Exhibit C, at page 4 (January, 20, 201 1 Order, Cancellation
Proceeding No. 92051242)). Affirmative defenses include “unclean hands, laches,
estoppel, acquiescence, fraud, mistake, prior judgment, or any other matter constituting

an avoidance or affirmative defense.” H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d

1715, 1720 n. 16 (TTAB 2008) (citing Black’s Law Dictionary and 2.106(b)(1)).
Because Petitioner’s motion is based on the assertion of a legally insufficient affirmative
defense rather than a legal theory that could if proven serve as a basis for cancellation,
the motion should be dismissed.

And Petitioner knows this very well. On July 20, 2009, Petitioner, by and through

its present attorney Mr. Schindler, filed a petition to cancel Baloru’s registered mark by




assignment, TROPICAL PURO SABOR NACIONAL, U.S. Registration No. 1474395
on the basis of laches and acquiescence. The Board dismissed such cancellation No.
92051242 by order dated January 20, 2011 holding that the affirmative defenses of laches
and acquiescence “are not grounds for cancellation,” “failed to state a claim” for
cancellation, and therefore “dismissal is appropriate.” Wilentz Decl. Exhibit C.

As attorney of record in that cancellation, Mr. Schindler was and is fully
knowledgeable of the Board’s dismissal of Cancellation No. 92051242 and the reasons
therefore. Yet, his legal arguments in the instant summary judgment motion on behalf of
Petitioner are virtually identical to the arguments that were dismissed as failing to state a
claim in Cancellation No. 92051242 in that they assert acquiescence as the basis for the

relief sought by Petitioner.

E. There Are Many Material Facts as to Which a Genuine Dispute Exists
Paragraph 5 of Petitioner’s “Statement of Material Facts to Which No Genuine

Dispute Exists” is in dispute because Baloru in its Answer has denied that Brooklyn
Bottling acts as a distributor for Baloru. Distributing soft drinks made from concentrate
manufactured by Baloru is not the same as acting as a distributor for Baloru. Nowhere
in Petitioner’s Exhibit 2 does Panagiota Betty Tufariello, Esq. state that Brooklyn
Bottling “acts as a distributor” for Baloru. Furthermore, Petitioner’s Exhibit 2, cited as
evidence to support the allegation that Brooklyn Bottling “acts as a distributor” for
Baloru, is hearsay in that it is a statement made by a declarant offered by Petitioner
herein to prove the truth of the matter asserted. Accordingly, Petitioner’s Exhibit 2
should be disregarded by the Board.

Paragraph 6 of Petitioner’s “Statement of Material Facts to Which No Genuine

Dispute Exists™ is in dispute because Baloru in its answer has denied Petitioner’s
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allegation, which is no more than a legal conclusion, that Brooklyn Bottling is a “related
company” of Baloru.

Paragraph 7 of Petitioner’s “Statement of Material Facts to Which No Genuine
Dispute Exists” is in dispute because Baloru in its Answer has denied all of these
allegations. Moreover, to the extent that Petitioner’s Exhibit 3 is offered as proof of the
statement contained therein that Baloru possesses a family of marks based upon the term
TROPICAL, such evidence is inadmissible as hearsay. Federal Rules of Evidence Rule
801. Petitioner has submitted its Exhibit 3 solely in an attempt to establish that Baloru
owns a family of marks based on the term TROPICAL, as is clear from Petitioner’s
reliance in its argument on the purported existence of such family of marks in order to
support Petitioner’s claim (see Petitioner’s argument, page 6). Besides being hearsay, the
letter written by the attorney for Brooklyn Bottling in connection with another case is not
admissible as evidence under Trademark Rule 2.122, as it does not constitute an official
record. In addition, Exhibit 3 and any evidence related to whether Baloru owns a family
of marks based on the term TROPICAL is inadmissible as irrelevant, in that ownership of
a family of marks has no bearing on whether Baloru can claim exclusive rights to the
term TROPICAL or whether the term TROPICAL is descriptive of the goods identified
in registration No. 4,120,917, which are the claims set forth in the Petition for
Cancellation.

Paragraph 8 of Petitioner’s “Statement of Material Facts to Which No Genuine
Dispute Exists” is in dispute for the same reasons set forth above regarding Paragraph 7.
Petitioner’s Exhibit 3 does not constitute an official record, is irrelevant to the issues

contested in this proceeding, and furthermore, is inadmissible hearsay in that it is a
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statement by a declarant offered to prove the truth of the matter asserted — namely, that
Baloru owns a family of marks that includes registration No. 4,120,917.

Paragraph 9 of Petitioner’s “Statement of Material Facts to Which No Genuine
Dispute Exists” is in dispute for the same reasons as exist with respect to Petitioner’s
asserted facts Nos.7 and 8. The Board should disregard Petitioner’s Exhibit 3 to
Petitioner’s motion as hearsay and irrelevant and not otherwise admissible.

Paragraph 10 of Petitioner’s “Statement of Material Facts to Which No Genuine
Dispute Exists” raises an issue that was not alleged in Petitioner’s Petition for
Cancellation. Respondent declines to amend the pleadings to address such issue.

Paragraph 11 of Petitioner’s “Statement of Material Facts to Which No Genuine
Dispute Exists” is in dispute because Baloru, in its Answer at Paragraph 12, has denied
all of these allegations. Moreover, Exhibit 5 attached to Petitioner’s motion is
inadmissible and should be given no consideration by the Board, as it is testimony from
another proceeding and Petitioner failed to file a motion pursuant to Rule 2.122(f)
requesting that the Board allow such testimony. Respondent has not been given the
opportunity to recall or demand the recall for examination or cross-examination of Eric
Miller and to rebut the testimony. Thus, Petitioner’s Exhibit 5 should be disregarded by
the Board and any purported facts that rely on Exhibit 5 cannot be held undisputed.

In sum, Petitioner has failed to establish the existence of undisputed material facts
that would allow the Board to grant Petitioner’s motion.

F. Baloru’s Pleaded Affirmative Defenses, if Proven, Would Bar Petitioner
From Seeking Relief.

Baloru, in its Answer served and filed June 14, 2012, has asserted the affirmative

defenses of Estoppel, Waiver, Laches and Unclean Hands. At this point in the
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proceedings, prior to the opening of Discovery, Baloru has not yet been able to take
discovery in the form of interrogatories, requests for admissions, and discovery
depositions in order to prove these affirmative defenses. It is simply too early in this
proceeding for the Board to hold there is no genuine issue of material fact regarding
Baloru’s Affirmative Defenses, which are briefly set forth below.
) ESTOPPEL

Petitioner’s claims are barred by the equitable doctrine of estoppel. Petitioner
owns registration No. 2892511 for the mark TOME TROPICAL PRODUCTO
ORIGINAL ECUATORIANO PURO SABOR ECUATORIANO SODA DE FRESA and
design, for “Soda, namely, carbonated soft drinks.” During the prosecution of the
application that led to this registration Petitioner failed to disclaim the term TROPICAL
(Wilentz Decl., Exhibit G). Baloru relied on Petitioner’s said failure to disclaim the term
TROPICAL in likewise not disclaiming said term in the application that matured into the
subject registration No. 4,120,917. Petitioner is therefore equitably estopped from
demanding that Baloru be required to now disclaim the term TROPICAL or asserting that
because Baloru failed to disclaim the term TROPICAL, Baloru’s registration should be
canceled.

(i) WAIVER

Petitioner is barred by the equitable doctrine of waiver. Petitioner voluntarily
failed to disclaim the word TROPICAL in its application that matured into registration
No. 2892511 for the mark TOME TROPICAL PRODUCTO ORIGINAL
ECUATORIANO PURO SABOR ECUATORIANO SODA DE FRESA and design, for

“Soda, namely, carbonated soft drinks” (Wilentz Decl., Exhibit G). By failing to
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disclaim the word TROPICAL in its own application for soft drinks, Petitioner
voluntarily relinquished its known right to object to any other party’s failure to disclaim
the word TROPICAL in a trademark application for soft drinks.
(iii) LACHES

Petitioner is barred by the equitable doctrine of laches. Baloru is the owner of
Registration No. 1474395 for the mark TROPICAL PURO SABOR NACIONAL, which
has been registered for soft drinks since Jan. 26, 1988, and in said registration the word
TROPICAL is not disclaimed. On July 20, 2009, Petitioner filed a petition to cancel said
registration (Cancellation Proceeding No. 92051242), but Petitioner in its Petition For
Cancellation in that proceeding did not base any of its claims on Baloru’s failure to
disclaim the word TROPICAL. Petitioner has known of Registration No. 1474395 for
the mark TROPICAL PURO SABOR NACIONAL for many years, as Petitioner and/or
Petitioner’s president, Fancisco Cervantes, was previously a distributor of Baloru’s
TROPICAL PURO SABOR NACIONAL brand soft drinks (Wilentz Decl., Exhibit E),
yet despite such long term knowledge of Registration No. 1474395 for the mark
TROPICAL PURO SABOR NACIONAL Petitioner never objected to the lack of
disclaimer of the term TROPICAL. Baloru relied on Petitioner’s long term lack of
objection to the non-disclaimer of the term TROPICAL in Baloru’s registration No.
1474395, and Baloru would be prejudiced if the instant petition to cancel is allowed to
proceed based on the non-disclaimer of said term in the subject registration No.
4,120,917.

(ivy UNCLEAN HANDS
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Petitioner is barred by the equitable doctrine of unclean hands. Petitioner and/or
Petitioner’s president Francisco Cervantes (“Cervantes™), who has long been familiar
with the strength of Baloru’s TROPICAL brand for soft drinks, was a distributor of
Baloru’s TROPICAL brand soft drink products in United States (Exhibit i; Wilentz
Decl., Exhibit E) until such time as Cervantes created Petitioner’s mark and trade dress
‘ with the specific intent of confusing consumers into purchasing Petitioner’s competing
“TROPICAL” soft drinks and free-riding on Baloru’s well-established reputation. Baloru
will establish through discovery that Petitioner’s business plan is in fact to mislead
consumers by using a mark and/or trade dress that is confusingly similar to Baloru’s
famous mark and/or trade dress, and that this has been Petitioner’s business plan since
Petitioner first started selling soft drinks under Petitioner’s purported mark that is the
subject of Registration No. 2892511. These actions of Petitioner constitute unclean
hands and Petitioner is thereby estopped from asserting its claims against Baloru.

G. Even if All the Purported Facts from Petitioner’s “Statement of Material
Facts to Which No Genuine Dispute Exists” Were Accepted as

Undisputed Facts by the Board, Petitioner’s Motion Must Still Fail

Petitioner’s motion must fail because Petitioner has not set forth facts that would
show Petitioner is entitled as a matter of law to the relief it seeks, namely for the Board to
cancel Registration No. 4,120,917 or to require that Registration No. 4,120,917 be
amended to include a disclaimer of the term TROPICAL.

Even if the Board were to accept the tortured reasoning that Petitioner asserts to
find Baloru bound by statements made by Brooklyn Bottling, those statements do not bar
Baloru from claiming trademark rights to the term TROPICAL in Registration No.
4,120,917 because Brooklyn Bottling never made any statement acknowledging it had no

exclusive right to TROPICAL as a trademark for soft drinks. Petitioner alleges that
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Brooklyn Bottling’s president Eric Miller testified in Paragraph 8 of the Affidavit
submitted as Exhibit 5 to Petitioner’s motion that “Brooklyn Bottling is not claiming that
Defendant cannot use the term “tropical” to market its product.” This statement could
mean simply that Ecuabeverage may use of the term “tropical” in advertising copy, for
example “Ecuabeverage’s drinks remind me of sitting on a tropical beach.” Use of the
term tropical “to market its product” is not equivalent to trademark use of the term, and
Petitioner does not allege that Miller testified that Brooklyn Bottling does not object to
Petitioner’s use of TROPICAL as a trademark, nor does Petitioner allege that Miller
testified that Brooklyn Bottling does not claim TROPICAL as a trademark that inures to
the benefit of Baloru. In fact, if Petitioner’s Exhibit 5 is taken into consideration by the
Board even though Petitioner failed to make the requisite motion pursuant to Rule
2.122(f), then the Board must also note that Miller testified in the same affidavit at
Paragraph 9 as follows:

“However, Brooklyn Bottling does have a problem with Defendant’s use of
the term “tropical” in such a way as to confuse and deceive consumers about the
source of Brooklyn Bottling’s product and Defendant’s product.”

In other words, if Petitioner’s Exhibit 5 is considered by the Board, it establishes
that Brooklyn Bottling, rather than giving Petitioner any “assurance,” clearly objected to
infringing trademark use of the term TROPICAL by Petitioner. Accordingly, despite
Petitioner’s attempt to paint a different picture, Brooklyn Bottling did not concede non-
exclusivity of the term TROPICAL as a trademark for soft drinks. Brooklyn Bottling
never stated that Ecuabeverage may use TROPICAL as a trademark for its products, and

certainly never “assured” Ecuabeverage that Ecuabeverage could use the term
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TROPICAL as a trademark. Thus, even if the Board accepts the contorted chain asserted
by Petitioner to make Baloru bound by the statements of Brooklyn Bottling, such
statements of Brooklyn Bottling cannot be held to bar Baloru from claiming trademark
rights to the term TROPICAL in Registration No. 4,120,917, because such statements
would not bar Brooklyn Bottling itself from claiming trademark rights to the term
TROPICAL.

Moreover, even if the Board considers the hearsay evidence that Petitioner
submitted in its Exhibit 3, Petitioner has not established that Baloru owns a family of
marks. The existence of a family of marks requires more than mere ownership of the
marks and more than merely asserting ownership of a family of marks. Petitioner’s
reliance on Baloru’s ownership of a family of marks, which reliance is clearly
demonstrated on page 6 of Petitioner’s motion, raises an issue of fact for which Petitioner
has submitted no evidence.

Whether a family of marks exists is a question of fact based on the

family formative's distinctiveness, and the nature of the use, advertising

and promotion in which the alleged family marks appear. Relevant to this

enquiry is the extent to which the proponent of the family has used joint

advertising and promotion of the family in a manner designed to create an
association of common origin for all marks containing the family

formative or “surname.”

4 McCarthy on Trademarks and Unfair Competition § 23:61 (4th ed.).

In order to establish a “family of marks,” it must be demonstrated
that the marks asserted to comprise its “family” or a number of them have
been used and advertised in promotional material or used in everyday
sales activities in such a manner as to create common exposure and
thereafter recognition of common ownership based upon a feature
common to each mark.

American Standard, Inc. v. Scott & Fetzer Co., 200 U.S.P.Q. 457, 461 (T.T.A.B.

1978). Moreover, not only does Petitioner rely on the existence of a family of marks, but
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on Brooklyn Bottling’s “usages” of said “family of TROPICAL trademarks” (see
Petitioner’s motion, page 6). Petitioner has submitted no evidence establishing Brooklyn
Bottling’s “usages” of the purported “family.” Therefore, Brooklyn Bottling’s “usages”
of the “family” is yet another fact issue as to which there is a génuine dispute.

None of Petitioner’s so-called undisputed material facts, nor the sum total of
them, would establish as a matter of law that the term TROPICAL is merely descriptive
for the goods identified in Baloru’s Registration No. 4,120,917 or that Baloru can claim
no exclusive right to the term TROPICAL. Thus, even if the Board accepts as proven all
the so-called “facts” set forth in Petitioner’s “Statement of Material Facts to Which No
Genuine Dispute Exists,” there still is no ground for granting Petitioner’s motion.

H. Baloru Cannot be Bound by the Statements of Brooklyn Bottling

Petitioner asserts that Baloru’s rights to Registration No. 4,120,917 are subject to
the liabilities of Brooklyn Bottling because Brooklyn Bottling assigned trademark
Registration No. 1,474,395 for the mark TROPICAL PURO SABOR NACIONAL to
Baloru. Petitioner asserts that as an assignee of the registered mark “TROPICAL PURO
SABOR NACIONAL” Baloru “stands in the shoes” of Brooklyn Bottling. Petitioner
ignores the inconvenient fact that Brooklyn Bottling did not assign the mark that is the
subject of Registration No. 4,120,917 to Baloru, nor has Baloru ever assigned its rights in
said mark to any other party. (Wilentz Decl., Exhibit F). The mark TROPICAL PURO
SABOR NACIONAL that is the subject of Registration No. 1,474,395 is not the same
trademark as the mark TROPICAL & design that is the subject of Registration No.
4,120,917, and thus the assignment of registration No. 1,474,395 from Brooklyn Bottling

to Baloru can have no effect on Baloru’s rights to the mark TROPICAL & Design that is
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the subject of registration No. 4,120,917. An assignee cannot be charged with the
liabilities of its assighor with regard to the assignee’s property that was never owned by
the assignor and was not part of the assignment. Accordingly, Baloru’s position as
assignee of Registration No. 1,474,395 for the mark TROPICAL PURO SABOR
NACIONAL has no effect whatsoever on the rights Baloru can claim to the mark
TROPICAL & design that is the subject of Registration No. 4,120,917.

I. Petitioner Has Not Established That Brooklyn Bottling and Baloru are
Related Companies or Why it Would Matter if They Were

Petitioner has asserted as a fact the legal conclusion that Brooklyn Bottling is a
“related company” of Baloru under §5 of the Trademark Act, 15 U.S.C. § 1055, yet
Petitioner has failed to set forth the basis for this assertion. Moreover, even if the Board
were to hold that Baloru and Brooklyn Bottling are related companies, Petitioner has
failed to explain the legal theory by which Baloru would be bound by the statements of
its “related” company. Petitioner has cited no authority establishing that “related”
companies are bound by each other’s statements. Accordingly, Petitioner has failed to
show that Brooklyn Bottling is a related company of Baloru, or why the legal status of
being a related company would be relevant to Petitioner’s case.

J. The December 22, 2009 Affidavit of Eric Miller Does Not Waive Baloru’s
Right to Claim Exclusive Rights to the Term TROPICAL

Paragraph 8 of Eric Miller’s purported December 22, 2009 affidavit submitted by
Petitioner as Exhibit 5 to the summary judgment motion does not say that Brooklyn
Bottling makes no claim to exclusive right to the term “Tropical.” Rather, Petitioner’s
Exhibit 5 shows that Brooklyn Bottling objected to Ecuabeverage’s infringing use of the

term “TROPICAL” as a trademark, as in Paragraph 9 it clearly states that Brooklyn

19



Bottling objects to Ecpabeverage’s use of the term TROPICAL in such a way as to
confuse and deceive consumers about the source of the goods:

“However, Brooklyn Bottling does have a problem with Defendant’s use of
the term “tropical” in such a way as to confuse and deceive consumers about the
source of Brooklyn Bottling’s product and Defendant’s product.”

(Petitioner’s Exhibit 5, Paragraph 9).

Because Brooklyn Bottling, in Paragraph 9 of Petitioner’s Exhibit 5, clearly states
its objection to infringing trademark use of the term TROPICAL by Petitioner,
Petitioner’s Exhibit 5 cannot be viewed as evidence supporting Petitioner’s claim that
Brooklyn Bottling gave Petitioner any “assurance” it could use TROPICAL as a
trademark, and certainly cannot serve as the basis for a grant of summary judgment in
Petitioner’s favor. Brooklyn Bottling simply did not concede non-exclusivity of the term
TROPICAL as a trademark for soft drinks in Eric Miller’s Affidavit submitted as
Petitioner’s Exhibit 5. Moreover, the civil proceeding in which said Affidavit was filed
has been dismissed without prejudice.

Accordingly, rather than grant Petitioner’s motion for summary judgment, the
Board should grant summary judgment against Petitioner, as Petitioner has offered no
proof nor made any allegation in the Petition for Cancellation that TROPICAL is
descriptive of the goods identified in the subject registration No. 4,120,917, nor has
Petitioner made any allegations or offered any proof that would support a finding that
Baloru can make no claim to exclusive right to the term TROPICAL for the goods
identified in the subject registration No. 4,120,917. Visa International Service

Association v. Life-Code Systems, Inc., 220 U.S.P.Q. 740, 1983 WL 54211 (T.T.A.B.
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1983); Crocker National Bank v. Canadian Imperial Bank of Commerce, 223 U.S.P.Q.
909, 1984 WL 63595 (T.T.A.B. 1984).
IL. Respondent’s Cross Motion for Dismissal Pursuant to Rule 12(b)(6)

In order to establish standing, the petition to cancel must include a short and plain
statement showing why the petitioner believes he, she or it is or will be damaged by the
registration. 37 CFR § 2.112. The petitioner, at the pleading stage, must allege facts
sufficient to show a “reasonable basis” for its belief that it would suffer some kind of
damage if the mark is registered. TBMP §309.03(b); Ritchie v. Simpson, 170 F.3d 1092,
50 USPQ2d 1023, 1025 (Fed. Cir. 1999). Mere conclusory allegations of damage do not
satisfy this requirement. Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 545 (2007) (“a
plaintiff’s obligation to provide the ‘grounds’ of his entitle[ment] to relief’ requires more
than labels and conclusions, and a formulaic recitation of the elements.... Factual
allegations must be enough to raise a right to relief above the speculative level on the
assumption that all of the complaint’s allegations are true.”) (internal citations omitted).
If Petitioner does not plead facts sufficient to show a personal interest in the outcome
beyond that of the general public, the case may be dismissed for failure to state a claim.
Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA
1982). Here, Petitioner’s petition does not include any short and plain statement
showing why the Petitioner believes it would be damaged by the continued registration of
Baloru’s mark, and further, fails to allege any facts sufficient to show a “reasonable
basis” for its belief that it would suffer some kind of dan;age as a result of the continued
registration of Baloru’s mark. Notably, Petitioner has failed to allege Baloru’s mark

gives rise to a likelihood of confusion with any of Petitioner’s marks. Petitioner, in
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cancellation proceeding No. 92051197 has denied that there is any likelihood of
confusion between Baloru’s TROPICAL PURO SABOR NACIONAL mark and
Petitioner’s mark TOME TROPICAL PRODUCTO ORIGINAL ECUATORIANO
PURO SABOR ECUATORIANO SODA DE FRESA that is the subject of registration
No. 2892511, in which every word except TOME TROPICAL is disclaimed. Petitioner
has also failed in the Petition for Cancellation to provide notice of any legal proceedings
between the parties or between Petitioner and Brooklyn Bottling pertaining to Petitioner’s
use of the term TROPICAL to market Petitioner’s goods. Thus, although Petitioner has
made a formulaic recitation of the element of standing in the conclusory allegation in
Paragraph 10 of the Petition for Cancellation that Petitioner would be “damaged” by
continued registration of Baloru’s mark, Petitioner has utterly failed to allege any facts
showing why Petitioner would be damaged thereby. Furthermore, Petitioner has also
failed in the present motion for Summary Judgment to assert a single fact or put forth any
argument showing how continued registration of Baloru’s mark would damage Petitioner.
Accordingly, the Board should dismiss the instant Petition for Cancellation for
lack of standing as Petitioner has failed to allege any facts that would establish a
reasonable basis for Petitioner’s allegation that Petitioner would be damaged by the
continued registration of Baloru’s mark that is the subject of Registration No. 4,120,917.

HI. Respondent’s Cross Motion for Sanctions

The Board has the authority to enter sanctions up to and including entry of
judgment under Rule 11 of the Federal Rules of Civil Procedure or under the Board’s

inherent authority to sanction. 37 CFR § 2.116(a); TBMP §527.02; TBMP §527.03;
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Central Mfg. Inc. v. Third Millenium Technology, Inc., 61 USPQ2d 1210 (TTAB 2001).
A predominant purpose for entering sanctions is to prevent further wrongdoing. Id.

Here, Petitioner’s attorney filed a petition to cancel Baloru’s registered mark
TROPICAL PURO SABOR NACIONAL, registration No. 1474395 on July 20, 2009,
alleging laches and acquiescence. (Wilentz Decl. Exhibits A & C). The Board dismissed
said cancellation No. 92051242 by order dated January 20, 2011 because the asserted
grounds were the affirmative defenses of laches and acquiescence, clearly stating in its
order that “affirmative defenses are not grounds for cancellation.” (Wilentz Decl. Exhibit
O).

Petitioner’s argument in the instant summary judgment motion is that Brooklyn
Bottling previously stated it does not have a problem with Petitioner’s use of the term
“tropical” to market Petitioner’s products and Baloru is bound by Brooklyn Bottling’s
statement. Although cloaked as a claim based on a failure to disclaim the term
TROPICAL, Petitioner’s argument boils down to an assertion of acquiescence, which is
an affirmative defense. Because Petitioner’s attorney already was put on notice by the
Board in its order of January 20, 2011 that affirmative defenses - and specifically
acquiescence - are not grounds for cancellation, the instant summary judgment motion, in
which Petitioner seeks cancellation of Baloru’s registration on a legal theory of
acquiescence, amounts to an abuse of process. Petitioner’s summary judgment motion
was clearly filed in bad faith and for improper purposes, namely, to harass Baloru and to
waste the resources of Baloru and of the Board. It is within the Board’s discretion to

sanction counsel for the filing of an untenable or meritless motion, whether or not a
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formal motion for sanctions has been filed. Schering-Plough Animal Health Corporation
v. Aqua Gen AS, 90 USPQ2d 1184 (TTAB 2009).

In considering what sanction may be appropriate, Baloru wishes to alert the Board
that Petitioner has followed the same course of conduct with regard to the currently
pending cancellation proceeding No. 92055519 in which Petitioner filed its initial
disclosures prior to the opening of discovery, prior to the holding of the discovery
conference, and has moved for summary judgment, as pla;intiff, on a legal theory of
acquiescence cloaked as a claim based on a failure to disclaim the term TROPICAL.

Accordingly, Respondent requests that the Board sanction Petitioner’s attorney
appropriately to prevent further abuses of process, harassment of Baloru and waste of
Baloru’s and the Board’s resources.

Conclusion

For the reasons set forth above, Baloru respectfully requests that Petitioner’s
motion for summary judgment be denied, Baloru’s cross motions for dismissal and

sanctions be granted, and such other relief as may be just and proper.

Respectfully submitted,

THOMAS M. WILENTZ,
ATTORNEY AT LAW, PLLC
Attorney for Respondent

Dated: Scarsdale, New York By W% A/\/\/‘/K

July 23,2012 Thomas M. Wilentz
75 South Broadway, 4™ Floor
White Plains, NY 10601
(914) 723-0394
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@ COLASY COLASS. A.

Km. 7 1/2 Via Daule - Telf. Conm. 253844 - 250891 - Fax 253551 - Casilla 09-01-3900
Guayaquil - Ecuador

FACTURA: 001/99
FECHA: 07/20/99

CONSIGNADO: OVIDIO CERVANTES
541 BARRETO STREET
BRONX NEW YORK 10474
TROPICAL INTERNATIONAL Co.
VIA: MARITIMO _
CANTIDAD DESCRIPCION PREGIO UNITARIG | TOTAL
(BEBIDAS GASEOSAS) |  ($) C/ICAJA (s)
[Paq. 2LiTROS PET
1800 CAJAS TROPICAL 2.30 4,140.00
1000 CAJAS MANZANA 2.30 2,300.00
200 CAJAS CRUSH 2.30 460.00|
3000 CAJAS ] TOTAL FOB ==> [s.900.00
|CARTONES 24 BOTELLAS VIDRIO
460 CAJAS TROPICAL 2.30 1,058.00
240 CAJAS MANZANA 2.30 552.00!
100 CAJAS CRUSH 2.30 230.00
800 CAJAS [} TOTAL FOB ==>
L
TOTAL GENERAL FOB =—=>
2 CONTENEDORES DE 40° /
PESO NETO: 46.780 KILOS
PESO BRUTO:  48.000 KILO

F.U.E.$708896 /

COLAS & COLAS S.A.

BANCO CENTRAL PRk ECUADOR

Doe. No, Valer Fachs
Certifico que e fiel oopin dal Gusuments

g “que 3 nn gro atehive,
; Gus; Gopia po Negooiable,

(<) /A»/ Uit fa §.

RESPONSABLE DEL ARGHIVO GENERAL ¥ MICROFILM
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PRODUCTORA DE GASEOSAS SA.

PROGASEOSAS

RUC: 0992134178001

Km. 7% Via Daule

Telefono: 593-4-257794 - 593-4-257797

Fax 5934257793 I AR
G?:xayawu, Ecuador QRIGIHN i

FACTURA DE EXPORTACION
FE-002-2001

Para: . ECUABEVERAGE CORP. Puerto de Embarque : Guayaquil - Ecuador
541 Bameto St. Bronx N.Y. 10474
New York - New York
Telefono: 718 - 8603256 Puerto de Descargue : New York
Fax  :718-8603248

Pals de Origen : Ecuador Lugar de Destino - New York

MARCAS | CANTIDAD CLASE DESCRIPCION VALOR VALOR

MARCK QUANTITY CLASS DESCRIPTION UNITARIO TOTAL
Topical 300 Cajas Cola Tropical  2000cc. PET x 6 $4.857 $1,457.14
anzana 300 Cajas Cola Manzana 2000cc. PET x 6 $4.857 $1,457.13
rush . 100 Cajas ColaCrush  2000cc. PET x 6 $4.857 $485.71
opical 20 Cajas Cola Tropical ~ 250cc. PET x 15 $3.217 $65.54
anzana 20 Cajas Cola Manzana . 250cc. PET x 15 $3.277 $65.54
opical 200 Cajas ColaTropical  TwistOff.  x12 $2.657 $531.42
anzana 200 Cajas ColaManzana TwistOff.  x 12 $2.657 $531.42
nush 200 Cajas Cola Crush TwistOff. x12 $2.657 $531.42
TOTAL FOB GUAYAQUIL '(35,123.34

{ISON: Cinco Mil ciento veinticinco, 34/100 Dolares Americanos ) -~

Tomc,t\m/(‘\ LM CAAS / S
ESONETO {11700 Kis." o ey o ey
ESOBRUTOM e
A : 2202.10.00,

‘:0964038

il, 16 de Abril dei 2001

BANCO CENTRAL DEL ECUADOR
Doc. No, Valor Fecha

Certifico que es  fiel copia del documento
qus reposa en nuestro archivo,

. Guyaquﬂ,umopla no Negociable,
() o/ My s
RESPONGABLE DEL ARCHIV

O GINERAL Y MICROFILM
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Interocednica S. A.

Compaitia Chilena de N vegacion

BILL OF LADING: COPY

~mrrm\-?|\muc'rou DE GASEOSAS S. A
KM 7 1/2 VIA DAULE
GUAYAQUIL-ECUADOR

MRGBES0001

BGOSR

EAPORTRIATRENCES

CoNsNF ECUABEVERAGE  CORP.
541 BARRETO ST. BRONX, NY
NEW YORK

TORWARIHNG AGENT.RITIRISNCLS

NOTIEV PARHE  SAME

ALSONOUIEY ROUTING A

NIRRT

g A CLACE OF RECEIRT PORYT OF DISCHARGI. TINAL DESTIN VEON tlod the Sadtumt s i osman o3
. PRE-CARRIAGE 1IN GUAYAQUIL YORK, WY
OCEAN VESSEL \on N PORT OF 1 OADING | VIACEOF DELIVERY IVPE QF AN

CROWLEY LION 0012NB GUAYAQUIL NEW YORK, NY FCL/FCL

PARNCULARS FURNISIED §Y SIIFPER

MARKS & Nos  CONFAINER & SEAL N < OF PRGS DUSCRITTHIN OF P KAGES AND GUOODS GrosSWiGHT | MIASUREMENT
CIU 111536-4 20F1 1 [ONTAINER DV 20' SAID TO CONTAIN GROSS8 (KG) VORUME (M3)
SN# 410945 CY/CY .3 'AS DE COLA 12,500.00 20.000

. %ROPICAL, MANZANA, CRUSH

tll .900 KN
COLLECT

& f\s?\ﬂ\{ YY

FHIPPER'S LOAD STOW AND COUNT

ON (R0

NE

[N
RS

D)
D)

TREIGHT RATTING AND C1ARGES RATES PER nsnpﬁi),- COLLECT
OCEAN FREIGHT 1,700.00 PER PA nm, ™ ;’ 1,700.00USD
BUNKER SURCHARGE 155.00 PER PA 155.00USD
DOCUMENTATIONR FEE 50.00 PER BL J 50.00USD
EXTRA CHARGE H/C 120.00 PER PA 120.00USD
CHASSIS USAGE CHARGE 60.00 PER PA 60.00USD
TOTAL 4= 2,085.00USD
: LCEIVED ON BOARD
SHIPPERS DECLARED VALUE $ 1EX-RATE FREIGINT PAYABLE AT IN LOCAL CURRENCY
EXCESS VALUATION Refer 10 Clausa 16, oot ren erze Bill of Loding

Per Compaidiia Chilena de Navegacicn
Interocednica 8. A.
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% 1an the ULt o tiwrninbed hy the Shigper. I screpting this Bifl of
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RPICSAV COMPANIA SUD AMERICANA [ VAPORES S.A. 5ik-( [:7-171% -1-

99712/ ~ Pag::
SedAmericans de Wepores  112020005BILL OF LADING FOR PORT TO PORT AND INTERMODAL SHIPMENT '

TSGR A BOOKING NGR [ SERVICE [BLNUNSIY 117 T AOOE (T
KM.7 1/2 VIA DAULE , CRINZTA005507
TELF:253844 FAX:253551 EXPORT REFERENGES

GUAYAQUIL~ECUADOR
“Ihe sippor, eonslgnae, awner eof thy e, = :
TRVIRT OTCERVANTES = NOT NEGOTUABLE UNLESS | OF VARG NG APRh RERERIEHR (IR AN LARORBSS A MET ™ -
541 BARRETO STREET *TO ORDER OF fros e "hl iogetly ¢ .,,_,.| cais > will
BRONX NEW YORK 10474 2 '
TROPICAL INTERNATIONAL CO. s wf tine "ln|-J 'l:.l-w s
goe oo weed”, ond that £y B
TV TRATTE AFTD AL AOARESS: pou‘—mqu_""mnvmwwee e e
AME pon tleacch b d hesten the e t gy
[{URRAR N pon ity »
¢ D RBITRG
SoqUOIRCI GHSIDs 1t o Filie - arim 1N BF SR,
PRECARRIAGE BY (Mode) () PUACE OF RECEIPT BY PRECARRIER () gl ©F Nhetie s Gyl wedeny bl
Jimited 15 drugs.”
OURYRUEL , ECUADOR CCENTSEHITOR YN : 0007NB
NEW YORRCUSA/NEW YORK-US YORK—UW

PARTICULARS FURNISHED BY SHIPPER - CARRIER NOT RESPONSIBLE
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CERTIFICATE OF SERVICE

I hereby certify that I have this date served counsel for all parties to this action
with a copy of the foregoing Respondent’s Opposition to Petitioner’s Motion for
Summary Judgment and Cross Motion for Dismissal and Sanctions (including
Exhibit 1) by depositing the same by first-class mail in an envelope addressed to:

EDWIN D. SCHINDLER

EDWIN D. SCHINDLER, PATENT ATTORNEY
4 HIGH OAKS COURT P. O. BOX 4259
HUNTINGTON, NY 11743-0777

Scarsdale, New York

e W
" Thomas M. Wilentz

Certificate of Mailing

I hereby certify that this correspondence is being deposited with the United States
Postal Service with sufficient postage as First-class mail in an envelope addressed to:

ATTN: Trademark Trial and Appeal Board
Commissioner for Trademarks

P.O. Box 1451

Alexandria, VA 22313-1451

onJuly 23, 2012

Vowor, s/ Y2

Signature

Thomas M. Wilentz
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ECUABEVERAGE CORPORATION,
Petitioner,
-v-
BALORU S.A.,

Respondent

Cancellation No.
92055569

DECLARATION OF THOMAS M. WILENTZ

Thomas M. Wilentz hereby declares:

1. I am the attorney representing Respondent Baloru S.A. (Respondent) in

this Cancellation Proceeding, No. 92055569.

2. I submit this declaration in support of Respondent’s OPPOSITION TO

PETITIONER’S MOTION FOR SUMMARY JUDGMENT AND CROSS MOTION

FOR DISMISSAL AND SANCTIONS solely for the purpose of authenticating certain

documents attached as exhibits to this declaration.

3. Attached as Exhibit A is a copy of Petitioner Ecuabeverage Corporation’s

PETITION FOR CANCELLATION of Respondent’s registration No. 1474395 for the

mark TROPICAL PURO SABOR NACIONAL, filed July 20, 2009 (Cancellation No.

92051242), retrieved June 12, 2012 from the TTAB’s web site at

http://ttabvue.uspto.gov/ttabvue/.




Declaration of Thomas M. Wilentz
Page 2 of 4

4. Attached as Exhibit B are copies of pages retrieved June 12, 2012 from the
USPTO web site at uspto.gov, showing the current status and title of Respondent’s

registration No. 1474395 for the mark TROPICAL PURO SABOR NACIONAL.

5. Attached as Exhibit C is a copy of the Board’s January 20, 2011 order
dismissing Petitioner Ecuabeverage Corporation’s PETITION FOR CANCELLATION -
of Respondent’s registration No. 1474395 for the mark TROPICAL PURO SABOR
NACIONAL (Cancellation No. 92051242), retrieved June 12, 2012 from the TTAB’s

web site at http://ttabvue.uspto.gov/ttabvue/.

6. Attached as Exhibit D is a copy of the Board’s May 1, 2012 order
substituting Baloru S.A. for Royal Signature as party plaintiff in Cancellation No.
92051197 and substituting Baloru S.A for Brooklyn Bottling of Milton, N.Y., Inc. as
party defendant in Cancellation No. 92051242, retrieved June 12, 2012 from the TTAB’s

web site at http:/ttabvue.uspto.gov/ttabvue/.

7. Attached hereto as Exhibit E is the Declaration of Carlos Tama in support

of Respondent’s Response to Petitioner’s Motion for Summary Judgment.

8. Attached hereto as Exhibit F are excerpts from the file wrapper of

Respondent’s Registration No. 4120917 printed from the uspto.gov web site.

9. Attached hereto as Exhibit G are excerpts from the file wrapper of

Petitioner’s Registration No. 2892511 printed from the uspto.gov web site.

The undersigned being warned that willful false statements and the like are
punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful

false statements and the like may jeopardize the validity of the application or document or
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any registration resulting therefrom, declares that all statements made of his/her own
knowledge are true; and all statements made on information and belief are believed to be

true.

Dated: Scarsdale, New York

July 23, 2012
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Trademark Trial and Appeal Board Electronic Filing System. http:/festta.uspto.gov
ESTTA Tracking number: ESTTA296329

Filing date: 07/20/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Ecuabeverage Corporation

Entity Corporation | Citizenship [ New York |

Address 1240 Randall Avenue |
Bronx, NY 10474 |
UNITED STATES

Attorney Edwin D. Schindler

information Edwin D. Schindler, Patent Attorney

Five Hirsch Avenue, P. O. Box 966

Coram, NY 11727-0966

UNITED STATES

EDSchindler@att.net, EdwinSchindler@gmail.com,
EdwinSchindler@yahoo.com, jeffrey@thefirm.com, bruce@thefirm.com,
tmlaw@dineff.com Phone:(631)474-5373

Registration Subject to Cancellation

Registration No 1474395 | Registration date | 01/26/1988

Registrant BROOKLYN BOTTLING OF MILTON, NY, INC.
1900 LINDEN BLVD.

BROOKLYN, NY 11207

UNITED STATES

Goods/Services Subject to Cancellation

Class 032. First Use: 1966/04/19 First Use In Commerce: 1966/04/19
All goods and services in the class are cancelled, namely: SOFT DRINKS AND FLAVORED
SYRUPS USED IN THE PREPARATION OF MAKING SOFT DRINKS

Grounds for Cancellation

| Abandonment | Trademark Act section 14 |
Related PTO Cancellation Proceeding 92051197, filed July 3, 2009; and Brooklyn
Proceedings Bottling of Milton, New York, Inc. v. Ecuabeverage Corporation, Civil Action No.

07-CV-08483-AKH (S.D.N.Y 2007)

Attachments Ecuabeverage's Petition for Cancellation re Tmk. Reg. 1,474,395
(7-20-2009).PDF ( 26 pages )(1568706 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address




record by First Class Mail on this date.

Signature /Edwin D. Schindler/
Name Edwin D. Schindler
Date 07/20/2009




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of: Trademark Registration No. 1,474,395
For the Trademark: “TROPICAL PURO SABOR NACIONAL?” (Int. Class 32)

Registered: January 26, 1988

ECUABEVERAGE CORPORATION,
Cancellation No.

Petitioner,

Ve

ROYAL SIGNATURE INC. and
BROOKLYN BOTTING OF MILTON,
NEW YORK, INC.

Joint Respondents.

PETITION FOR CANCELLATION
The Parties
1. Petitioner Ecuabeverage Corporation (“Ecuabeverage™) is a corporation
organized and existing under the laws of the State of New York, having its principal

place of business at 1240 Randall Avenue, Bronx, New York 10474.

2. Upon information and belief, Joint Respondent Royal Signature Inc. (“RSI”) is
a corporation organized and existing under the laws of the country of Panama, having its
principal place of business at Avenida Balboa, Centro Comercial Plaza Paitilla, Oficina

61 A, Primer Alto, Panama, Panama.



3. Upon information and belief, Joint Respondent Brooklyn Bottling of Milton,
New York, Inc. (“Brooklyn Bottling”) is a corporation organized and existing under the
laws of the State of New York, having its principal place of business at 143 S Road,

Milton, New York 12547.

Parties’ Trademark Registrations and Ongoing Concurrent Proceedings

4. Ecuabeverage is being damaged, and will continue to be damaged, by the
continued registration of U.S. Trademark Registration No. 1,474,395, issued January 26,
1988, for the mark “TROPICAL PURO SABOR NACIONAL,” which recites goods in
International Class 32 as “SOFT DRINKS AND FLAVORED SYRUPS USED IN THE

PREPARATION OF MAKING SOFT DRINKS.” (“Exhibit 1)

5. On October 1, 2007, Brooklyn Bottling filed a trademark infringement action
in the United States District Court for the Southern District of New York entitled Brook-
lyn Bottling of Milton, New York, Inc. v. Ecuabeverage Corporation, Civil Action No.
07-CV-08483-AKH, alleging violations of rights attendant U.S. Trademark Reg. No.

1,474,395.

6. At the time that Brooklyn Bottling commenced the federal civil action in the
Southern District of New York, RSI — not Brooklyn Botting — owned the entire right, title

and interest in, and to, U.S. Trademark Reg. No. 1,474,395.

7. Upon information and belief, on, or about, February 11, 2008, RSI assigned its
entire ownership in, and to, U.S. Trademark Reg. No. 1,474,395 to Brooklyn Botting, so
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that Brooklyn Bottling could establish its standing to assert claims dependent upon

ownership of U.S. Trademark Reg. No. 1,474,395.

8. RSl s not, nor has RSI ever been, a party to the civil action pending in the

United States District Court for the Southern District of New York.

9. The civil action of Brooklyn Bottling of Milton, New York, Inc. v. Ecuabever-

age Corporation, Civil Action No. 07-CV-08483-AKH, remains pending as of the date of

filing of this Petition for Cancellation.

10. On June 30, 2009, Brooklyn Bottling assigned a “security interest” in U.S.

Trademark Reg. No. 1,474,395 to RSI, but otherwise retained ownership. (“Exhibit 2”)

11. On July 3, 2009, RSI filed a Petition to Cancel in the U.S. Patent and Trade-
mark Office (“PTO”), Cancellation Proceeding No. 92051197, seeking the cancellation
of U.S. Trademark Reg. No. 2,892,511, issued October 12, 2004, for the trademark

“TOME TROPICAL (AND DESIGN”), which is owned by Ecuabeverage. (“Exhibit 3”)

12. RSI has claimed that its “security interest” in, and its status as an “exclusive
licensee” (though not the sole user in the United States) under, U.S. Trademark Reg. No.

1,474,395, accords it standing in Cancellation Proceeding No. 92051197.

13. Brooklyn Bottling is not a party to Cancellation Proceeding No. 92051197,
nor has Brooklyn Botting sought to further amend its Complaint in the civil action pend-
ing in the U.S. District Court for the Southern District of New York to add a claim for

-3-



cancellation of U.S. Trademark Reg. No. 2,892,511 owned by Ecuabeverage.

14. Ecuabeverage is compelled to initiate a new proceeding by filing a Petition
Jor Cancellation that seeks to effectively assert its compulsory counterclaims that would
otherwise be brought in Cancellation Proceeding No. 92051197, precisely because

Brooklyn Bottling is not a party to cancellation proceeding recently commenced by RSI.

Count 1

First Claim for Cancellation on the Ground of Laches under 15 U.S.C. §1115(b)(9)

15. Petitioner Ecuabeverage repeats and realleges each and every allegation set

forth in § 1 — 14 of this Petition for Cancellation.

16. On, or about, June 7, 2007, RSI and Brooklyn Bottling entered into an
“EXCLUSIVE BOTTLING AND DISTRIBUTION AGREEMENT.” Various pages of
this Agreement, made of record in the civil action in the U.S. District Court for the
Southern District of New York, are included with this Petition for Cancellation as

“Exhibit 4.”

17. In the “EXCLUSIVE BOTTLING AND DISTRIBUTION AGREEMENT”
of RSI and Brooklyn Bottling, the “Company” is “Royal Signature Inc.” and the

“Bottler” is “Brooklyn Bottling of Milton, New York, Inc.”

18. “Article II” of the “EXCLUSIVE BOTTLING AND DISTRIBUTION

AGREEMENT” between RSI and Brooklyn Bottling states, in relevant part, that:

4.




“The Bottler [Brooklyn Bottling] acknowledges that several other

bottlers and/or sellers have been using the Trademarks without

the consent of the Company [RSI], and as a result the Company

[RSI] may have waived some or all of the rights in the Trademarks

or be stopped from asserting them against such other users.”

19. Among the “Trademarks” encompassed by the “EXCLUSIVE BOTTLING

AND DISTRIBUTION AGREEMENT” between RSI and Brooklyn Bottling is the mark
“TROPICAL PURO SABOR NACIONAL” of U.S. Trademark Reg. No. 1,474,395,
upon which Brooklyn Bottling has filed a civil action in the United States District Court

for the Southern District of New York and upon which RSI has commenced Cancellation

Proceeding No. 92051197.

20. RSI has conceded in Article II of the “EXCLUSIVE BOTTLING AND
DISTRIBUTION AGREEMENT™ that it has knowingly not policed and enforced its
purported trademark rights, including, of the mark “TROPICAL PURO SABOR
NACIONAL” of U.S. Trademark Reg. No. 1,474,395, and that “several” other bottlers
and/or sellers have been using the mark of Trademark Reg. No. 1,474,395, and RSI has

knowingly not taken action seeking to prevent others from using its registered trademark.

21. Brooklyn Bottling has acknowledged in Article II of the “EXCLUSIVE
BOTTLING AND DISTRIBUTION AGREEMENT” that RSI has knowingly not policed
and enforced its purported trademark rights of the mark “TROPICAL PURO SABOR
NACIONAL” of U.S. Trademark Reg. No. 1,474,395, and that “several” other bottlers
and/or sellers have been using the mark of U.S. Trademark Reg. No. 1,474,395, and RSI
has knowingly not taken action seeking to prevent others from using its registered

-5-




trademark.

22. RSI’s deliberate failure to police and enforce its purported trademark rights
for the trademark “TROPICAL PURO SABOR NACIONAL” of U.S. Trademark Reg.
No. 1,474,395, and Brooklyn Bottling’s acknowledgment of RSI’s deliberate failure to
police and enforce its trademark rights for various “Trademarks,” including that of U.S.

Trademark Reg. No. 1,474,395, constitutes laches against RSI and Brooklyn Bottling.

23. U.S. Trademark Reg. No. 1,474,395 for the trademark “TROPICAL PURO
SABOR NACIONAL” should be cancelled on the equitable ground of laches under 15
U.S.C. §1115(b)(9).

Count IT

Second Claim for Cancellation on the Ground of Laches under 15 US.C. §1115(b)(9)

24. Petitioner Ecuabeverage repeats and realleges each and every allegation set

forth in §] 1 — 14 and 16 - 23 of this Petition for Cancellation.

25. On February 27, 2005, Michael 1. Kroll, the attorney who prosecuted the
Ecuabeverage trademark application that ultimately issued as Ecuabeverage’s “TOME
TROPICAL (AND DESIGN),” Trademark Reg. No. 2,812,511, wrote a “cease-and-
desist” letter to Brooklyn Bottling’s attorney, Jeffrey E. Jacobson, alleging that Brooklyn
Bottling’s use of the trademark “TROPICAL PURO SABOR NACIONAL” infringed the

rights of Ecuabeverage as represented by Trademark Reg. No. 2,812,511. (“Exhibit 5”)




26. On March 24, 2005, Jeffery E. Jacobson, on behalf of Brooklyn Bottling,
contended that there “is no likelihood of confusion” between the respective marks of

Brooklyn Bottling and Ecuabeverage. (“Exhibit 6)

27. On July 24, 2007, Brooklyn Bottling’s trademark counsel, Jeffrey E. Jacob-
son, sent a “cease-and-desist” letter directly to Ecuabeverage placing on notice Ecua-
beverage of Brooklyn Bottling’s alleged rights to the registered trademark “TROPICAL
PURO SABOR NACIONAL?” and that a likelihood of confusion existed between Ecua-
beverage’s use of Ecuabeverage’s “TOME TROPICAL (AND DESIGN)” registered
trademark and the “TROPICAL PURO SABOR NACIONAL” registered trademark of

‘Brooklyn Bottling (which was, in fact, owned by RSI at such time.) (“Exhibit 7"

28. Ecuabeverage’s trademark registration, Reg. No. 2,892,511, erroneously

recites a date of first use, and first use “in commerce,” of July 1990. (“Exhibit 3)

29. The erroneous date of first use, and first use “in commerce,” recited on U.S.
Trademark Reg. No. 2,892,511, is legally immaterial and has no effect on its validity or
enforceability. See, Hiraga v. Arena, 90 USPQ2d 1102, 1107 (T.T.A.B. 2009) (“That is,

if the mark was in use in commerce as of the filing date, then the claimed date of first

use, even if false, does not constitute fraud because the first use date is not material to the

Office's decision to approve a mark for publication.”); Georgia Southern Qil Inc. v.

Richardson, 16 USPQ2d 1723, 1726-1727 (T.T.A.B. 1990) (“One final matter requires

our consideration, namely the date of first use of the mark set forth in the involved

application, which user asserts is incorrect. While user contends that applicant’s incorrect

-7-



date of first use constitutes fraud, no evidence persuasive thereof was introduced. User
does not dispute that applicant made use of its mark prior to the filing date of the
involved application. An erroneous date of first use could not possibly result in the allow-
ance of a registration which would otherwise not be allowed, as long as there was techni-
cal trademark use prior to filing of the application. Thus, the date of first use alleged by
applicant in its application, even if false, cannot be said to constitute fraud on the

Office.” (emphasis added)).

30. Ecuabeverage was incorporated in 1999, and has been continuously using, “in
commerce,” its registered “TOME TROPICAL (AND DESIGN)” trademark since at

least 2000 to the present day.

31. Since at least March 24, 2005, Brooklyn Bottling, through its attorney, has
had actual knowledge of Ecuabeverage’s trademark rights and Ecuabeverage’s ﬁse of
Ecuabeverage’s “TOME TROPICAL (AND DESIGN)” registered trademark.

(“Exhibit 6)

32. As of June 7, 2007, the date on which RSI and Brooklyn Bottling executed
their “EXCLUSIVE BOTTLING AND DISTRIBUTION AGREEMENT,” Ecuabeverage
has, in fact, made actual use, “in commerce,” of its “TOME TROPICAL (AND

DESIGN)” registered trademark for more than six (6) years. (“Exhibit 4)

33. As of June 7, 2009, the date on which RSI and Brooklyn Bottling executed
their “EXCLUSIVE BOTTLING AND DISTRIBUTION AGREEMENT,” Brooklyn

-8-




Bottling, through its attorney, has had actual knowledge that Ecuabeverage had been
using, “in commerce,” Ecuabeverage’s “TOME TROPICAL (AND DESIGN)” registered
trademark for more than six (6) years, notwithstanding the unintentional error in the dates

of first use recited on U.S. Trademark Reg. No. 2,892,511.

34. Brooklyn Bottling had actual knowledge, via counsel, on June 7, 2007, that
Ecuabeverage was using the trademark of U.S. Trademark Reg. No. 2,892,511, “TOME
TROPICAL (AND DESIGN)” for more than six years, after affirmatively communi-
cating to Ecuabeverage’s counsel, Michael I. Kroll, that there was no likelihood of
confusion between Ecuabeverage’s registered trademark and the registered trademark,
“TROPICAL PURO SABOR NACIONAL,” thereby amounting to laches against Brodk-
lyn Bottling and RS, the latter of which actually owned the federal registration for
“TROPICAL PURO SABOR NACIONAL” on June 7, 2007, thereby justifying cancella-
tion of Trademark Reg. No. 1,474,395 for the trademark “TROPICAL PURO SABOR

NACIONAL” on the equitable ground of laches under 15 U.S.C. §1115(b)(9).

Count 111

Claim for Cancellation on the Ground of Acquiescence under 15 U.S.C. §1115(b)(9)

35. Petitioner Ecuabeverage repeats and realleges each and every allegation set

forth in 9 1 — 14, 16 — 23 and 25 — 34 of this Petition for Cancellation.

36. On March 24, 2005, Jeffery E. Jacobson, on behalf of Brooklyn Bottling,
contended that there “is no likelihood of confusion” between the respective marks of

-9.




Brooklyn Bottling and Ecuabeverage. (“Exhibit 6”)

37. On March 24, 2005, Brooklyn Bottling, through counsel, actively represented
to Ecuabeverage that it would not assert a trademark infringement claim against Ecua-
beverage for Ecuabeverage’s use of the “TOME TROPICAL (AND DESIGN)”

régistered trademark. (“Exhibit 6”)

38. Twenty-eight (28) months later, on July 24, 2007, Brooklyn Bottling’s
trademark counsel, Jeffrey E. Jacobson, sent a “cease-and-desist” letter directly to Ecua-
beverage placing on notice Ecuabeverage of Brooklyn Bottling’s alleged rights to the
registered trademark “TROPICAL PURO SABOR NACIONAL” and that a likelihood of
confusion existed between Ecuabeverage’s use of its “TOME TROPICAL (AND
DESIGN)” registered trademark and the “TROPICAL PURO SABOR NACIONAL”
registered trademark of Brooklyn Bottling (which was, in fact, owned by RSI at such

time.) (“Exhibit 7)

39. On October 1, 2007, Brooklyn Bottling filed suit against Ecuabeverage in the
United States District Court for the Southern District of New York alleging federal trade-
mark infringement and other claims based upon the alleged infringement of the mark
“TROPICAL PURO SABOR NACIONAL” of Trademark Reg. No. 1,474,395, in which
civil action Brooklyn Bottling seeks monetary damages from Ecuabeverage, including for
the period of time following Brooklyn Bottling’s active representation to Ecuabeverage
that there was “no likelihood of confusion” between the parties’ respective trademarks,
all to the detriment and prejudice of Ecuabeverage.

-10-




40. Active consent to use a trademark, or active representation not to file an
infringement action, of as little as nineteen (19) months has been held sufficient for

finding acquiescence. See, e.g., Pro Fitness Physical Therapy Center v. Pro-Fit

Orthopedic and Sports Physical Therapy P.C., 314 F.3d 62, 65 USPQ2d 1195 (2d Cir.

2002).

41. Brooklyn Bottling, through its trademark counsel, acquiesced in Ecuabever-
age’s use of the registered trademark “TOME TROPICAL (AND DESIGN),” which use
Brooklyn Bottling in the civil action in the United States District Court for the Southern
District of New York, and RSI in Cancellation Proceeding No. 92051197, now allege
infringes, or otherwise conflicts with, rights represented by U.S. Trademark Reg. No.
1,474,395 for the “TROPICAL PURO SABOR NACIONAL” mark, such acquiescence
by Brooklyn Bottling thereby justifying cancellation of Trademark Reg. No. 1,474,395
for the trademark “TROPICAL PURO SABOR NACIONAL?” on the equitable ground of
acquiescence under 15 U.S.C. §1115(b)(9) vis-a-vis the purported right represented by

U.S. Trademark Reg. No. 1,474,395.

WHEREFORE, Petitioner Ecuabeverage Corporation respectfully demands that
its Petition for Cancellation be granted and that the U.S. Trademark Registration No.
1,474,395, for the mark “TROPICAL PURO SABOR NACIONAL,” be cancelled on the
equitable grounds of laches and/or acquiescence by Joint Respondents Royal Signature

Inc. and/or Brooklyn Bottling of Milton, New York, Inc.

-11-



The filing fee of $300.00 in support of Ecuabeverage Corporation’s Petition for
Cancellation, pursuant to 37 C.F.R. 2.6(a)(16), for petitioning for the cancellation of U.S.
Trademark Registration No. 1,474,395 in International Class 32, is being concurrently

remitted via EFT.

Respectfully submitted

ECUABEVERAGE CORPORATION

By ﬁww\

Edwin D. Schindler
Attorney for Petitioner
Reg. No. 31,459

Five Hirsch Avenue

P. O. Box 966

Coram, New York 11727-0966

(631)474-5373

E-Mail: EDSchindler@att.net
EDSchindler@optonline.net

July 20, 2009
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Int, Cl 32
Prior U.S. Cl.: 45

Reg. No. 1,474,395

United States Patent and Trademark Office Rregistered Jan. 26, 1988

TRADEMARK
PRINCIPAL REGISTER

TROPICAL PURO SABOR NACIONAL

BANCO DEL PACIFICO S.A. (ECUADOR COR-
PORATION) R

P. YCAZA 200 <

GUAYAQUIL, ECUADOR

FOR: SOFT DRINKS AND FLAVORED
SYRUPS USED IN THE PREPARATION OF
MAKING SOFT DRINKS, IN CLASS 32 (U.S. CL.
45). . ‘

FIRST USE 4-19-1966; IN COMMERCE
4-19-1966.- o

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE “PURO SABOR™ ', APART
FROM THE MARK AS SHOWN.

THE ENGLISH TRANSLATION OF THE
WORDS “PURO SABOR NACIONAL” MEANS
“TRUE NATIONAL FLAVOR” OR “REAL NA-
TIONAL FLAVOR™.

SER. NO. 489,879, FILED 7-16-1984.
MARTIN MARKS, EXAMINING ATTORNEY

EXHIBIT 1
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Int. ClL.: 32
Prior U.S. Cls.: 45, 46 and 48

United States Patent and Trademark Office

Reg. No. 2,892,511
Registered Oct. 12, 2004

TRADEMARK
PRINCIPAL REGISTER

ECUABEVERAGE CORP. (NEW YORK COR-
PORATION)

541 BARRETO STREET

BRONX, NY 10474

FOR: SODA, NAMELY, CARBONATED SOFT
DRINKS, IN CLASS 32 (U.S. CLS. 45, 46 AND 48).

FIRST USE 7-0-1990; IN COMMERCE 7-0-1990.
NO CLAIM IS MADE TO THE EXCLUSIVE

RIGHT TO USE "PRODUCTO ORIGINAL ECUA-
TORIANO, PURO SABOR EDUATORIANO" AND

"SODA DE FRESA", APART FROM THE MARK AS
SHOWN.

THE ENGLISH TRANSLATION OF "PRODUCTO
ORIGINAL ECUATORIANO, TOME, PORO SABOR
ECUATORIANO, SODA DE FRESA" IS "ORIGINAL
ECUDORIAN PRODUCT, TAKE, PURE ECUADOR-
TIAN FLAVOR, STRAWBERRY SODA"

SER. NO. 76450,190, FILED 9-17-2002.

BRENDAN MCCAULEY, EXAMINING ATTORNEY

EXHIBIT 3
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Yl‘l-lls EXCLUSIVE BOTTLING AND DISTRIBUTION AGREEMENT (this "Agreement")
effective as of June 1, 2007 (the "Effective Date™), is made and entered into by and between
ROYAL SIGNATURE INC., AVENIDA BALBOA, CENTRO COMERCIAL PLAZA
PAITILLA, OFICINA 61 A, PRIMER ALTO PANAMA, PANAMA a corporation organized
and existing under the laws of Panama (the "Company”), and BROOKLYN BOTTLING OF
MILTON, NEW YORK, INC., a corporation organized and existing under the laws of the State
of New York, having its principal place of business in Brooklyn, New York (the "Bottler").

WITNESSETH:

WHEREAS
A. The Company manufactures and sells the concentrates (the "Concentrates™) for the

manufacture of finished beverage products identified or described as “Beverages” on
Schedule A (the " Beverages™).

The Company is the owner or authorized licensee of the trademarks identified on Schedule
B (together with such other trademarks as may be authorized by the Company from time to
time for current use by the Bottler under this Agreement, the "Trademarks"), which, among
other things, identify and distinguish the Beverages;

The reputation of the Beverages as being of consistently superior quality has been a major
factor in stimulating and sustaining demand for the Beverages, and special technical skill
and constant diligence on the part of the Bottler and the Company are required in order for
the Beverages to maintain the excellence that consumers expect; and

The Bottler wishes to manufacture, distribute and sell the Béverages in the Territories set
forth in Schedule C on an exclusive basis, subject to the provisions herein.

NOW, THEREFORE, for and in consideration of the mutual covenants contained herein,
and other good and valuable consideration, the receipt and sufficiency of which are hereby
acknowledged, the Company and the Bottler agree as follows:
ARTICLE1
The Authorizati
a) The Company authorizes the Bottler, and the Bottler undertakes to manufacture, package,
distribute and sell the Beverages under the Trademarks in and throughout the Territories
(as hereinafter defined).

b) The Company appoints the Bottler as its sole and exclusive purchaser of the Concentrates
for the purpose of manufacturing, pmkaging,disﬁbmingandseﬂingthc&mgwinthe}f

1 @

EXHIBIT 4
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\)/packngw approved by the Company under the Trademarks in the Territories. The
Company further appoints Bottler as the sole and exclusive manufacturer, packager,
distributor and seller of the Beverages in the Territories, including any brand extensions
or other beverage products introduced for sale into the Territorics by the Compeny; and
on a non-exclusive basis in Territories indicated as such on Schedule C.

c) "Territorics” means cach of the sub-territories identified on Schedule C.

The Bottler acknowledges and agrees not to question or dispute the validity of the
Trademarks or their exclusive ownership by the Company. By this Agreement, the Company
grants to the Bottler an exclusive license to use the Trademarks solely in connection with the
manufacture, packaging, marketing, distribution and sale of the Beverages in the Territories.
The Company represents and warrants that it possesses all rights in the licensed Trademarks
to grant Bottler the license(s) granted herein. Nothing herein, nor any act or failure to act by
the Bottler or the Company, shall give the Bottler any proprietary or ownership interest of
any kind in the Trademarks or in the goodwill associated therewith. The Bottler
acknowledges that several other bottlers and/or sellers have been using the Trademarks
without the consent of the Company, and as a result the Company may have waived some or

all of the rights in the Trademarks or be stopped from asserting them against such other
users.

The Bottler represents and warrants that Bottler currently possesses, and will maintain
during the term of this Agreement, such plant or plants, machinery and equipment, trained
staff, and distribution facilities as are capable of manufacturing, packaging and distributing
the Beverages in accordance with this Agreement, in compliance with all applicable
material governmental and administrative requirements, and in sufficient quantities to fully
meet the anticipated demand for the Beverages in the Territories,

The Bottler recognizes that increases in the demand for the Beverages, as well as changes in
the packaging used for the Beverages, may, from time to time, require adaptation of its
existing manufacturing, packaging or delivery equipment or the purchase of additional
manufacturing, packaging and delivery equipment. The Bottler agrees to make such
reasonable modifications and adaptations as Bottler and the Company agree are necessary to
maintain quality standards and to fully meet the demand for the Beverages in the Tezritories.
Notwithstanding anything herein to the contrary, the Bottler shall not be required to use any
new packaging for Beverages or undertake capital improvements unless the Bottler in its
Mmmomamhmpchmgorupﬂmmm&* :
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813 WITNESS WHEREOF, the parties have duly executed this Agreement in duplicate effective
814 7 as of the day and year first above written.

815
816
817
818
819
820
821

BROOKLYN BOTTLING OF MILTON,
NEW YORK, INC.

Eor il

822 By: Carlos F. Tama By: Eric S. Miller
823  Title: General Manager Title: President

824 Date: Date: ¢~ 9 / 47

825
826
827
828
829
830
831 -
832
833
834
835

837
838
839
840
841
842
843

845
847
848
849

851
852
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Int. CL: 32
Prior USS. Cls.: 45, 46 and 48

B e

Reg. No. 2,892,511
United States Patent and Trademark Office Registered Oct. 12, 2004
' TRADEMARK
+ PRINCIPAL REGISTER

ECUABEVERAGE CORP. (NEW YORK COR-
PORATION)

54| BARRETO STREET
8RONX, NY 10474

FOR: SODA, NAMELY, CARBONATED SOFT
DRINKS, IN CLASS 32 (U-S. CLS. 45, 46 AND 48).

FIRST USE 7-0-1990; IN COMMERCE 7-0-1990.
NG CLAIM IS MADE TO THE EXCLUSIVE

RIGHT TO USE "PRODUCTO ORIGINAL ECUA-
TORIANO, PURO SABOR EDUATORIANO" AND

"SODA DE FRESA", APART FROM THE MARK AS
SHOWN.

THE ENGLISH TRANSLATION OF "PRODUCTO
ORIGINAL ECUATORIANO, TOME, PORO SABOR
ECUATORIANO, SODA DE FRESA" IS "ORIGINAL
ECUDORIAN PRODUCT, TAKE, PURE ECUADOR-
IAN FLAVOR, STRAWBERRY SODA" :

SER. NO. 76450,190, FILED 9-17-2002.

BRENDAN MCCAULEY, EXAMINING ATTORNEY
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) Jacobson & Colfin, P.C.

— Adiornays at Low ‘

Jeffrey €. Jaccbson® (212) 691-5630

Bruce €. Colfin 19 Wast 21st Siecet Fax: (219) 645-5038
New York, NY. 10010 qumm

Bonnie L. Mch»"* amal)- thefirm@haftmm.com

of Counsel

*Also Mombaer of D.C. Bar

¢Also MGMOfN.:- Bar M&l'ch 24' zms

Michael 1. Kroll, Esq.

171 Stiliwell Lane
Syosset, NY 11791
Via Faox. B00/367-7990
Re: Alleged Trademark Infingement
Mark: “Tomo Tropical”
Owner: Ecuabeverage Corp.
Registration s/n: 2,892,511
Dear Michae!:

Your letter of February 27, 2005 to Brookdyn Bottiing Corp. has been referred
to me for reply.

We content that there is no likelihood of confusion; however, we are awatting
actual labois for compiete analysis.

Will advise.
With best wishes.

~Shvamalv Yours.

EXHIBIT 6
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Attoreys at Law

:hﬁﬁuyéiihuz*nom‘ (212) 691-5630

Bruce €. Colfin 60 Madison Avenue Fox: (212) 645-5038
Suite #1026 www.thefirm.com

Bonnle L. Mohr™ NewYork, N.Y. 10010 emaih thefirm@hefirm.com

Of Counseh

- July 24, 2007

« Aloe Member of D.C-Bar

= Alzo Member of NJ. Bar

Mr. Francisco Cervantes
President

Ecuabeverage Corp.

1240 Randall Ave.
Bronx, NY 10474

Dear Mr. Cervantes:

Trademark Infringement

Wwe are counsel for Brooklyn Bottling Oof Milton Co., of New
York, Inc., owner of the exclusive right, in this territory, to
bottle beverages under the Federally registered trademark

TROPICAL PURO SABOR NACIOMAL.

our client has recently learned that your company is
utilizing a version of this name and mark for beverages in
violation of our client's exclusive trademark rights.

Your company’s use of a version ©
packaging in the manner and context in
label, is 80 gimilar that it is likely

f this name, mark and

which it is used on the
to cause confusion as to

the source of the product in the minds of the public. This
product is apparently designed to appear as if it originates in
Ecuador and is thus associated with our Licensor’s brand name.

Your use constitutes an infringement and an act of unfair
competition. Under federal and state law, these actions can
subject you to 1iability for monetary damages as well as

injunctive relief.

Accordingly, in order to resolve this matter short of
litigation, our client demands that you comply immediately with
the following conditions: cease all use of this name and mark,
and agree not to resume any use of infringing or similar names OX

1208 West Broadway, Hewlett, L], 11557 ¢ 516-295-7689

EXHIBIT 7



Jacobson & Colfin, P.C.

AHorneys at Law

Ecuabeverage Corp.
July 24, 2007
page (2) Two

marks in the future.
We presume we shall hear from you within ten (10) days of

the date of this letter. If you fail to comply with these
demands, our client will have no choice but to contemplate

gerious action in this matter.

Sincerely yours,

JACQBSON & COLFIN, P.C.

cc: Brooklyn Bottling of
Milton, New York, Inc.

TM/CLTENT/TropicalPurod



CERTIFICATE OF SERVICE

I, EDWIN D. SCHINDLER, hereby certify that I served a.true, and complete,
copy of Ecuabeverage Corporation’s Petition for Cancellation (including Exhibits 1 —7)
upon the following counsel for Respondent Brooklyn Bottling of Milton, New York, Inc.

and Respondent Royal Signature Inc., via First-Class Mail, postage pre-paid:

For Joint Respondent Brooklyn Bottling of Milton, New York, Inc.:

Jeffrey E. Jacobson

Bruce E. Colfin

JACOBSON & COLFIN, P.C.
60 Madison Avenue, Suite 1026
New York, New York 10010

For Joint Respondent Royal Signature Inc.:

Justin R. Young

DINEFF TRADEMARK LAW LIMITED
160 No. Wacker Drive

Chicago, Illinois 60606

g -. % ‘L
gty = a/&
Edwin D. Schindler

Attorney for Petitioner
Reg. No. 31,459

on July 20, 2009.
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Int, Cl.: 32
Prior U.S. Cl.: 45

Reg. No. 1,474,395

United States Patent and Trademark Office Registered Jan. 26, 1988

TRADEMARK
PRINCIPAL REGISTER

TROPICAL PURO SABOR NACIONAL

BANCO DEL PACIFICO S.A. (ECUADOR COR-
PORATION)

P. YCAZA 200

GUAYAQUIL, ECUADOR

FOR: SOFT DRINKS AND FLAVORED
SYRUPS USED IN THE .PREPARATION OF
MAKING SOFT DRINKS, IN CLASS 32 (U.S. CL.
45).

FIRST USE 4-19-1966;
4-19-1966. .

IN COMMERCE

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE “PURO SABOR” , APART
FROM THE MARK AS SHOWN.

THE ENGLISH TRANSLATION OF THE
WORDS “PURO SABOR NACIONAL” MEANS
“TRUE NATIONAL FLAVOR™ OR “REAL NA-
TIONAL FLAVOR™.

SER. NO. 489,879, FILED 7-16-1984.
MARTIN MARKS, EXAMINING ATTORNEY
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451
Goodman

Mailed: January 20, 2011
Cancellation No. 92051197
Royal Signature Inc.

v.
Ecuabeverage Corp.
Cancellation No. 92051242
Ecuabeverage Corp.

v.

Brooklyn Bottling of Milton
NY, Inc.

Before Bucher, Zervas and Bergsman, Administrative Trademark
Judges.

By the Board:
This case now comes up on the following motions:

1) Ecuabeverage’s motion to suspend (filed October 18,
2010) in Cancellation No. 92051197;

2) Ecuabeverage’s motion to dismiss (filed October 27,
2010) in Cancellation No. 92051197; and

3) Ecuabeverage’s motion for extension of time (filed
November 15, 2010) in Cancellation No. 92051197.

Consolidation

Before turning to the motions, the Board has learned
through the parties’ filings that there is a related Board

proceeding (Cancellation No. 92051242) involving




Cancellation Nos. 92051197 and 92051242

Ecuabeverage Corp. (hereinafter Ecuabeverage) and Brooklyn
Bottling of Milton, N.Y., Inc. (hereinafter Brooklyn
Bottling). Brooklyn Bottling, the current owner of the
TROPICAL PURO SABOR NACIONAL mark identified in the
petitions for cancellation, licensed the mark to Royal
Signature Inc. (hereinafter Royal Signature). Based on our
review of the pleadings, we find that the parties to the
proceedings are in privity and there are common questions of
fact and law. Therefore, for purposes of judicial
efficiency, to save the parties and the Board time and
expense, to avoid duplicative filings of evidence, as well
as to eliminate the risk of inconsistent results between the
two proceedings, consolidation is appropriate.
Consolidation will provide the most expeditious method of
resolving the controversies among the parties without
prejudicing the rights of any party on any of the issues in
the separate proceedings. TBMP Section 511 (2d ed. rev.
2004) (Consolidation may be ordered on the Board’s own
- initiative). |

Accordingly, Cancellation Nos. 92051197 and 92051242
are hereby consolidated and may be presented on the same
record and briefs, though each retains its separate
character. The record will be maintained at the Board in

Cancellation No. 92051197 as the “parent” case, but all




Cancellation Nos. 92051197 and 92051242

papers filed in these cases should include all proceeding
numbers in ascending order.

The Board notes that counsel for Royal Signature and
Brooklyn Bottling are different. Therefore, counsel for
Royal Signature and Brooklyn Bottling should decide among
themselves which counsel will be “lead counsel” for purposes
of sending correspondence. (Except for this order, the
Board mails only two copies of correspondence, and one copy
of Board correspondence in this case will be mailed to
Ecuabeverage.) Lead counsel, in turn will be “responsible
for making and distributing copies of such Board
correspondence to each plaintiff or its attorney or other
authorized representative.”' TBMP Section 117.02. If the
Board does not hear back from the parties regarding the
designated correspondent, Thomas M. Wilentz, counsel in the
parent case, will be designated to receive Board
correspondence.

Petition to Cancel, Cancellation No. 92051242

In considering consolidation, the Board reviewed the
pleadings in both proceedings. Upon review of the petition
to cancel in Cancellation No. 92051242, the Board finds that

the asserted grounds of laches and acquiescence are

! The Board will add the e-mail address of counsel for Brooklyn
Bottling to the record in Cancellation No. 92051197 so that
counsel may receive any automated e-mail communications from the
Board.



Cancellation Nos. 92051197 and 92051242

affirmative defenses; affirmative defenses are not grounds
for cancellation. H.D. Lee Co. v. Maidenform Inc., 87
UspPQ2d 1715, 1720 n. 16 (TTAB 2008) (citing Black’s Law
Dictionary and 2.106(b) (1)) (affirmative defenses include
“unclean hands, laches, estoppel, acquiescence, fraud,
mistake, prior judgment, or any other matter constituting an
avoidance or affirmative defense”); Leatherwood Scopes
International Inc. v. Leatherwood, 63 USPQ2d 1699, 1702
(TTAB 2002) (laches and acquiescence are affirmative
defenses, not grounds for opposition).

Accordingly, the Board finds that Royal Signature has
failed to state a claim and dismissal is appropriate, see
e.g., SCOA Industries Inc. v. Kennedy & Cohen, Inc., 530
F.2d 953, 189 USPQ'15 (C.C.P.A. 1976) (considering whether
appeal of Board action of sua sponte striking fraud claim
from pleading under Fed. R. Civ. P. 12(f) allowable);
Meckatzer Léwenbrdu Benedikt Weif KG v. White Gold LLC, 95
USPQ2d 1185 (TTAB 2010) (noting that Board denied a motion to
dismiss based on standing but sua sponte dismissed the
original petition as lacking an adequate fraud claim);
Consolidated Foods Corporation v. Big Red, Inc., 231 USPQ
744 (TTAB 1986) (noting that Board sua sponte struck
paragraphs from notice of opposition pursuant to Fed. R.
Civ. P. 12(f)). Therefore, the petition to cancel is

dismissed without prejudice.




Cancellation Nos. 92051197 and 92051242

As indicated below, consolidated proceedings are
presently suspended for the parties’ civil action. Should
proceedings resume, Ecuabeverage will be afforded time to
lfile an amended petition to cancel which states a proper
ground for cancellation.

Motion to Dismiss Cancellation No. 92051197

We now turn to the motion to dismiss filed in
Cancellation No. 92051197. |

Ecuabeverage seeks dismissal pursuant to Fed. R. Civ.
P. 12(b) (6),% 12(b) (7), 12(h) (2) (B), 12(c) and 19 for
failure of Royal Signature to join an indispensable party,
Brooklyn Bottling, the owner of Registration No. 1474395,
TROPICAL PURO SABOR NACIONAL, for which mark Royal Signature
alleges a real interest based on holding a security interest
in the registration and its status as exclusive licensee of
the mark (as well as “predecessor in title” of the federal
registration). Ecuabeverage argues that this proceeding
*must be dismissed under Fed.R.Civ.P. 19 for failure to join
an indispensible [sic] party,” Brooklyn Bottling.

In response, Royal Signature points out that joint

filing in a Board proceeding is elective, and not mandatory.

? Although Ecuabeverage has identified Fed. R. Civ. P. 12(b) (6)
in its caption, Ecuabeverage has not made any arguments that
dismissal is warranted on the basis of failure to state a claim
upon which relief may be granted under Fed. R. Civ. P. 12(b) (6).
Ecuabeverage, however, argues in its reply brief that its motion
to dismiss for failure to join an indispensable party can be




Cancellation Nos. 92051197 and 92051242

Royal Signature also argues that the issue in a cancellation
proceeding is “what rights Royal Signature has in its
pleaded marks vis-a-vis the defendant, not what rights
anyone else may have in it” and thus, Brooklyn Bottling is
not a necessary or indispensable party.

In reply, Ecuabeverage argues that “all claimants need
appear” in the Board proceeding since this proceeding will
"necessarily determine rights in, and to, the absent owner’s
mark” and that otherwise there is the “potential for
multiple litigations [sic] concerning ‘the same basic
facts.'”

To the extent that Ecuabeverage is seeking dismissal
due to the failure to join Brooklyn Bottling as a necessary
party or indispensable party, and to the extent that Royal
Signature is relying on common law rights,? the motion to
dismiss is not well taken. As the Board stated in Sun
Valley Company Inc. v. Sun Valley Manufacturing Co., 167
USPQ 304, 310 (TTAB 1970):

It is illogical to require that all parties that could

possibly be injured by a registration be joined as

parties to a cancellation or opposition proceeding

before any one party can seek relief from the
registration of a mark. This position is contrary to

considered under both Fed. R. Civ. P. 12(b) (6) and Fed. R. Civ.
P. 12(b) (7).

* We note that Royal Signature has included allegations relating
to Registration No. 1474395 in the petition to cancel. However,
because Royal Signature is not the current owner of the
registration, it cannot base its priority on this registration.
Rather, Royal Signature’s priority is based on its common law
use.




Cancellation Nos. 92051197 and 92051242

the specific provisions of Sections 13 and 14 of the

Statute which provide that “any person” who believes

that he is or would be damaged by the registration of a

mark is a proper party to file an opposition or a

petition to cancel.

Accordingly, there is no requirement of joinder of
Brooklyn Bottling to this proceeding. In view thereof, the

motion to dismiss is denied.

Motion to Suspend, Cancellation No. 92051197

We now turn to the motion to suspend filed in
Cancellation No. 92051197.

Ecuabeverage seeks a suspension of Board proceedings
for a civil action involving Ecuabeverage and Brooklyn
Bottling, Brooklyn Bottling of Milton, New York, Inc. v.
Ecuabeverage Corporation, Index No. 07 CIV 8483 (AKH).

In support of the motion, Ecuabeverage argues that the
“relative rights of the various parties can be, and are
being, sorted out by the federal district court and need not
be addressed at this time in this cancellation proceeding.”
Ecuabeverage further states that Royal Signature agreed in
writing to be bound by the outcome of the civil action;
Ecuabeverage has provided an exhibit, namely a “certificate
of estoppel” where Royal Signature has agreed “to be bound
by the decision in the pending case before the U.S. District
Court for the Southern District of New York . . . .”

In response, Royal Signature argues that suspension is

not appropriate because Royal Signature is not a party to
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the civil action and that the issues in the civil action,
particularly the claims and defenses Ecuabeverage has
asserted in the civil action, are not being asserted in the
cancellation proceeding and/or involve different factual
circumstances since different party plaintiffs are involved
in the two proceedings.

In reply, Ecuabeverage points out that Brooklyn
Bottling’s claims against Ecuabeverage in the civil action
include a claim of trademark infringement and that if the
court finds that TROPICAL PURO SABOR NACIONAL “is
descriptive and/or not entitled to protection as a
trademark” or finds no likelihood of confusion between the
parties’ marks, then Royal Signature’s claims of damage and
basis for standing that flow from the TROPICAL PURO SABOR
NACIONAL mark “would be undermined, if not completely
destroyed.” Therefore, Ecuabeverage asserts that “the
related civil action . . . will determine the rights and
interests” of Royal Signature in this proceeding and
suspension is appropriate.

A proceeding may be suspended pending the outcome of
civil litigation in which only one of the parties is
involved, if a final decision in the civil action may have a
bearing on the case. TBMP Section 510.02(a). A party’s
status as privy to litigants in a civil action may also be a

basis for suspending the Board proceeding. See e.g., Argo &
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Company, Inc. v. Carpetsheen Manufacturing, Inc., 187 USPQ
366 (TTAB 1975) (suspending Board proceeding based on civil
action involving one of the parties’ privies).

In this case, Royal Signature, as an exclusive
licensee, is in privity with Brooklyn Bottling, the owner of
Registration No. 1474395 and plaintiff in the civil
litigation. See Rolex Watch U.S.A., Inc. v. Madison Watch
Co., Inc., 211 USPQ 352 (TTAB 1981) (noting that an
exclusive licensee is in privity with the owner of the
mark). Additionally, the claims in the civil litigation
include a claim of trademark infringement by which certain
findings and conclusions made by the court may have a
bearing on the claims in this proceeding (priority and
likelihood of confusion, false suggestion of a connection,
misrepresentation of source, and fraud). Cf.
DaimlerChrysler Corp. v. Maydak, 86 USPQ2d 1945, 1949 (TTAB
2008) (finding certain findings and conclusions of the
district court in an Anticybersquatting Consumer Protection
Act case involving the parties had a bearing on likelihood
of confusion claim in opposition proceeding); Los Angeles
Bonaventure Company v. Bonaventure Associates, 4 USPQ2d
1882, 1883 (TTAB 1987) (“*final judgment rendered by a court
of competent jurisdiction on the merits is conclusive as to

the rights of the parties and their privies”).
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In view thereof, the Board finds suspension
appropriate. Accordingly, Ecuabeverage’s motion to suspend
is granted.

Motion to Extend, Cancellation No. 92051197

We now turn to the motion to extend filed in
Cancellation No. 92051197.

Ecuabeverage seeks an extension of time to respond to
discovery requests which were served on Ecuabeverage on
October 15, 2010. Ecuabevefage points out that under
Trademark Rule 2.127, proceedings will be suspended for the
motion to dismiss and requests that the proceeding be
considered to be “already suspended” as of the filing of
that motion to dismiss.

In response, Royal Signature advises that in light of
Trademark Rule 2.127(a) it believes the motion to extend is
unnecessary but that it was “not ready to grant Ecuabeverage
extra time to respond to the outstanding discovery
requests,” leaving it to the Board to reset the dates.
Royal Signature requests that “any order extending time

should do no more than place the parties in the same
position that they were as of the date that Ecuabeverage
filed its motion to dismiss.”

In reply, Ecuabeverage argues that to the extent the

motion to extend is not rendered moot by the Board’s

10
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November 17, 2010 suspension order, the motion to extend
should be granted.

Inasmuch as the Board deems the proceedings suspended
retroactive to the filing of the motion to dismiss on
October 27, 2010, the motion to extend is granted to the
extent that if proceedings resume, Ecuabeverage’s time for
serving responses to discovery will be reset.

Proceedings in this consolidated case are suspended
pending the final disposition of the civil action.

Within twenty days after the final determination of the
civil action, the interested party should notify the Board
so that this case may be called up for appropriate action.

During the suspension period the Board should be
notified of any address changes for the parties or their
attorneys.
cc:

Jeffrey E. Jacobson
The Jacobson Firm, P.C.

60 Madison Avenue,Suite 1026
New York, NY 10010

11
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: May 1, 2012
Cancellation No. 92051197
BALORU S.A., by assignment
from BROOKLYN BOTTLING OF
MILTON, NY, INC. by
assignment from
ROYAL SIGNATURE, INC.!
V.
ECUABEVERAGE CORPORATION
Cancellation No. 92051242
ECUABEVERAGE CORPORATION
V.
BALORU S.A. by
by assignment from
BROOKLYN BOTTLING OF
MILTON N.Y., INC.?
Cancellation No. 92051263

ECUABEVERAGE CORPORATION
V.
BROOKLYN BOTTLING OF

MILTON N.Y., INC.

Cheryl S. Goodman, Interlocutory Attorney:

! Recorded at Reel/Frame 4550/0310 of the Office’s Assignment
Branch on May 27, 2011. When instituting this proceeding, the
Office did not note the assignment from Royal Signature to
Brooklyn Bottling of Milton, NY, Inc.

2 Reel/Frame 4550/0310.



Cancellation Nos. 92051197, 92051242 and 92051263

On March 21, 2012, petitioner Royal Signature (Royal
Signature) notified the Board that a final determination ﬁad
been rendered in the civil action which occasioned
suspension of the proceeding.

Royal Signature'also sought to substitute Baloru S.A.
as petitioner in Cancellation No. 92051197 for petitioner
Royal Signature and to substitute Baloru S.A. as respondent
in Cancellation No. 92051242 for respondent Brooklyn
Bottling of Milton N.Y., Inc. Lastly, Royal Signature has
sought to sever Cancellation No. 92051263 from the
consolidated proceedings involving Ecuabeverage Corporation
and Brooklyn Bottling of Milton N.Y. because the real
parties in interest and the trademark at issue are different
from the real parties in interest and trademarks at issue in
the consolidated proceedings Cancellation Nos. 92051197 and
92051242,

Respondent in Cancellation No. 92051197, Ecuabeverage
Corporation (Ecuabeverage) has responded to this filing and
indicated its consent to such substitution of Baloru S.A. as
party plaintiff in Cancellation No. 92051197 and as party
defendant in Cancellation No. 92051242 as well as the
severing of Cancellation No. 92051263.

After a proceeding has commenced, the Board can
substitute a party as party defendant for an involved

registration if the party plaintiff raises no objection to
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substitution. Similarly, after a proceeding has commenced
if a mark pleaded by a plaintiff is assigned, the party
plaintiff will be substituted if the party defendant raises
no objection to substitution. TBMP Section 512 (34 ed.
2011) .

Accordingly, Baloru S.A. has been substituted for Royal
Signature as party plaintiff in Cancellation No. 92051197
and substituted fbr Brooklyn Bottling of Milton, N.Y., Inc.
as party defendant in Cancellation No. 92051242.

With regard to the parties’ notification regarding the
parties’ civil action, a brief review of other papers filed
in this proceeding (e.g., Ecuabeverage’s motion to dismiss
for lack of prosecution) indicates that the decision by the
district court in the parties’ civil action was appealed on
March 22, 2012, by Ecuabeverage. Therefore, the civil
action is not final and the lifting of suspension is not
appropriate.

Cancellation No. 92051263 was also suspended for the
same civil action and consolidated with the other
proceedings herein. While the parties are in agreement as
to the motion to sever, and the motion appears well taken,
the Board will defer consideration thereof until the civil
action is concluded.

The Board notes that because of Ecuabeverage’s belief

that proceedings had resumed in the consolidated
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proceedings, it filed, on April 9, 2012, a motion to dismiss
Cancellation No. 92051197 for lack of prosecution and a
motion to dismiss counts II, III and IV of petition to
cancel 92051197 for failure to state a claim. Petitioner in
Cancellation No. 92051197 (now Baloru S.A. by way of
assignment) has filed responses thereto. Consideration of
these motions is deferred until the civil action, now on

appeal, is final.
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INTHE UNITED STATES PATENT AND TRADENARK 10 T &
BEFORE THE TRADEMARK TRIAL AND APPEAL BRI

FOOABEVERAGE CORPORATION,
Pettnoncer.
-v-
BALORU S.A.,

Respondent

DECLARATION OF CARLOS TAMA

Carlos Tama hereby declares:

1. Tam currently the president of Respondert Baloro s 4 b« e 1

ceneral manager of Baloru §.A., which position | had held since Naw oy - oy

“ecently when [ became the president of Baloru S. 1\,

2. I currently reside at Circunvalacion Norie 30000 L
3. As the president and former general manager of Resonden: [ i
with the facts set forth herein,
4. Fsubmut riis dechrutior in nsoapes v .
Motion for Summary Judgment.
s Petitioner Ecuabey erage Corporation and or its prostion: bancise,

distributed Respondent’s TROPIC AL branded ~ot o0 - L0

prior to the vear 2002




r®

e

Declaration of Carlos Tama
Page 2 of 3

The undersigned being warned that willful false statenients aud e e
punishable by fine or imprisonnient. or both, under 18 USC. 100, and izt sices witah
statements and the like may jeopardize the validity of the application vr docunment or an
registration resulting therefrom, declares that all statements made of his. her omn knowledoe .

true; and all statements made on information and belief are belicved to be trus.

;' .

Dated: ! 3 ZOlt(iua) aguil - Eenador . /
)
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Generated on 2012-07-02T11:31:21.049-04:00

Generated on: This page was generated by TSDR on 2012-07-02 11:31:20 EST

Mark: TROPICAL
.
US Serial Application
Number: 50336274 Filing Date: 12 02,2011
US Registration Registration
Number: 4120917 Date: Apr. 03, 2012
Filed as TEAS Yes Currently TEAS Yes
Plus: Plus:
Register: Principal

Mark Type: Trademark

A cancellation proceeding is pending at the Trademark Trial and Appeal Board.
Status: For further information, see TTABVUE on the Trademark Trial and Appeal Board
web page.

Status Date:  May 07, 2012

Publication ., 04, 2011
Date:

Mark Information

Mark Literal
Elements: TROPICAL
Standard No

Character Claim:

Mark Drawing 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/
Type: LETTER(S)/NUMBER(S)

The mark consists of the word "TROPICAL" in blue script appearing over a
Description of  yellow oval background with a red outline. The color blue appears in the word
Mark: "TROPICAL", the color yellow appears in the oval design and color red appears
in the outline of the perimeter of the oval design.

Color Drawing: Yes

Color(s) Claimed: The color(s) red, yellow and blue is/are claimed as a feature of the mark.




26.03.17 - Concentric ovals;Concentric ovals and ovals within ovals;Ovals
within ovals;Ovals, concentric

26.03.21 - Ovals that are completely or partially shaded

26.17.13 - Letters or words underlined and/or overlined by one or more strokes
or lines;Overlined words or letters;Underlined words or letters

Design Search
Code(s):

Related Properties Information

Claimed Ownership
of US Registrations: 3927391,3946678,3949746

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;

e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
incontestability; and

o Asterisks *..* identify additional (new) wording in the goods/services.

For: Soft drinks
International 032 - Primary Class USClass: 045,046, 048

Class Status: ACTIVE

Basis: 1(a)
First Use: 1952 Use in Commerce: 1989
Basis Information (Case Level)
Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: Yes Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A:  No Currently 66A: No

Currently No No

Filed No Basis: No .
Basis:

Current Owner(s) Information

Owner Name: Baloru S.A.



Owner Address:

Legal Entity

Type:

Km. 16 1/2 Via Daule
Guayaquil
ECUADOR

State or Country ECUADOR

sociedad anonima (sa) Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name:  Thomas M. Wilentz

Correspondent
BALORU SA

Correspondent KM 16 1/2 VIA DAULE
Name/Address: GUAYAQUIL

Phone

Date

May 07, 2012
Apr. 03,2012
Feb. 23,2012
Feb. 16, 2012
Feb. 23, 2012
Feb. 16, 2012
Nov. 29, 2011

Oct. 04, 2011

Oct. 04, 2011

Oct. 04, 2011
Aug. 16,2011
Aug. 09, 2011

ECUADOR
914-723-0394 . Fax 914-206-3787

Domestic Representative - Not Found

Prosecution History

i Proceeding
Description Number
CANCELLATION INSTITUTED NO. 999999 55569

REGISTERED-PRINCIPAL REGISTER

1(B) BASIS DELETED; PROCEED TO REGISTRATION 71034
NOTICE OF ALLOWANCE CANCELLED 71034
CASE ASSIGNED TO INTENT TO USE PARALEGAL 71034
TEAS POST PUBLICATION AMENDMENT RECEIVED

NOA E-MAILED - SOU REQUIRED FROM APPLICANT

OFFICIAL GAZETTE PUBLICATION CONFIRMATION
E-MAILED

OFFICIAL GAZETTE PUBLICATION CONFIRMATION
E-MAILED

PUBLISHED FOR OPPOSITION
APPROVED FOR PUB - PRINCIPAL REGISTER
ASSIGNED TO EXAMINER 81093




Jun. 07, 2011 NOTICE OF DESIGN SEARCH CODE MAILED

NEW APPLICATION OFFICE SUPPLIED DATA

Jun. 06,2011 E\TERED IN TRAM

Jun. 06, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

PUBLICATION AND ISSUE

Current Location: SECTION

Date in Location: Apr. 03, 2012



ANIWIIVIS ADVAINd | SN IOVINOD | SSINISNGD | HOHVIS |XIANI | IWOH |

L€ ZLCT G2 VBT (pALIPOW ISE] VELA GBM
VETA CGEE-ZLZ-1 LG Ve sawuBissy | Qud 19eiuca ‘pakedsip mep oy BuniRouod suoysant 1o sjuRwiwod Aue aaey nef 4|

Y/LTIOEESH 1 IqUINN [eHIS 104

OLldSnN @Y} je paplodal uaaq sey jJuawubisse oN

KI9N) NIewapea] < GaM 3y} uo sjuswubissy

djay SMaN S}49|E ZIgD SSAUISNES SIIBJUO) SIPIND YIBIG XIPu] 3)§ SUOoH

21O NJewapel] pue jualed sajels pajun
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Int. Cl.: 32

Prior U.S. Cls.: 45, 46 and 48
Reg. No. 2,892,511
United States Patent and Trademark Office  Registered Oct. 12, 2004
TRADEMARK
PRINCIPAL REGISTER

ECUABEVERAGE CORP. (NEW YORK COR-
PORATION)

541 BARRETO STREET

BRONX, NY 10474

FOR: SODA, NAMELY, CARBONATED SOFT
DRINKS, IN CLASS 32 (U.S. CLS. 45, 46 AND 48).

FIRST USE 7-0-1990; IN COMMERCE 7-0-1990.
NO CLAIM IS MADE TO THE EXCLUSIVE

RIGHT TO USE "PRODUCTO ORIGINAL ECUA-
TORIANO, PURO SABOR EDUATORIANO" AND

"SODA DE FRESA", APART FROM THE MARK AS
SHOWN.

THE ENGLISH TRANSLATION OF "PRODUCTO
ORIGINAL ECUATORIANO, TOME, PORO SABOR
ECUATORIANO, SODA DE FRESA" IS "ORIGINAL
ECUDORIAN PRODUCT, TAKE, PURE ECUADOR-
IAN FLAVOR, STRAWBERRY SODA"

SER. NO. 76-450,190, FILED 9-17-2002.

BRENDAN MCCAULEY, EXAMINING ATTORNEY



United States Patent & Trademark Office

STATUS DOCUMENTS

Generated on:
Mark:

US Serial Number:

US Registration Number:
Register:

Mark Type:

Status:

Status Date:
Publication Date:

Mark Information

Mark Literal Elements:
Standard Character Claim:
Mark Drawing Type:
Disclaimer:

Translation:

Design Search Code(s):

http://tsdr.uspto.gov/
Back to Search Print
This page was generated by TSDR on 2012-06-09 12:57:02 EST
TOME TROPICAL PRODUCTO ORIGINAL ECUATORIANO PURO SABOR —
ECUATORIANO SODA DE FRESA /ﬂ "

76450190 Application Filing Date: Sep. 17, 2002
2892511 Registration Date: Oct. 12, 2004
Principal

Trademark

A cancellation proceeding is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Jul. 08, 2009
Jul. 20, 2004

TOME TROPICAL PRODUCTO ORIGINAL ECUATORIANO PURO SABOR ECUATORIANO SODA DE FRESA
No

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S) LETTER(S)/NUMBER(S)

“"PRODUCTO ORIGINAL ECUATORIANO, PURO SABOR EDUATORIANO" and "SODA DE FRESA"

The English translation of "PRODUCTO ORIGINAL ECUATORIANO, TOME, PORO SABOR ECUATORIANO, SODA DE FRESA" is

"ORIGINAL ECUDORIAN PRODUCT, TAKE, PURE ECUADORIAN FLAVOR, STRAWBERRY SODA"

01.15.11 - Suds, soap;Soap suds;Foamy mass;Foam (bubbles),Bubbles
05.01.03 - Paim trees

26.01.06 - Circles, semi;Semi-circles

26.01.21 - Circles that are totally or partially shaded.

26.03.04 - Ovals with two breaks or divided in the middle

26.03.21 - Ovals that are completely or partially shaded

27.03.04 - Plants forming letters or numerals

Goods and Services

Note:

The following symbolis indicate that the registrant/owner has amended the goods/services:
« Brackets [..] indicate deleted goods/services;
*» Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
« Asterisks *..* identify additional (new) wording in the goods/services.

For:

International Class:
Class Status:
Basis:

First Use:

Soda, namely, carbonated soft drinks

032 - Primary Class U.S Class: 045, 046, 048
ACTIVE )

1(a)

Jul. 1990 Use in Commerce: Jul. 1990

Basis Information (Case Level)

Filed Use:
Filed ITU:
Filed 44D:
Filed 44E:
Filed 66A:
Filed No Basis:

1of2

Yes Currently Use: Yes Amended Use: No
No Currently ITU: No Amended ITU: No
No Currently 44D: No Amended 44D: No
No Currently 44E: No Amended 44E: No
No Currently 66A: No
No Currently No Basis: No
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United States Patent & Trademark Office

Current Owner(s) information

Owner Name: ECUABEVERAGE CORP.

Owner Address: 1240 Randall Avenue
Bronx, NEW YORK 10474
UNITED STATES

Legal Entity Type: CORPORATION

Attorney/Correspondence Information

Attomey of Record
Attorney Name: Michae! |. Kroll
Correspondent

Correspondent EDWIN D SCHINDLER
Name/Address: 4 HIGH OAKS COURT
PO BOX 4259
HUNTINGTON, NY 11743-0777
UNITED STATES

Phone: 516-367-7777

Correspondent e-mail Yes
Authorized:

Domestic Representative - Not Found

Prosecution History

Date Description

Apr. 27, 2010 REGISTERED - SEC. 8 (6-YR) ACCEPTED

Apr. 27, 2010 CASE ASSIGNED TO POST REGISTRATION PARALEGAL
Apr. 24, 2010 TEAS SECTION 8 RECEIVED

Jul. 08, 2009 CANCELLATION INSTITUTED NO. 999999

Oct. 12, 2004 REGISTERED-PRINCIPAL REGISTER

Jul. 20, 2004 PUBLISHED FOR OPPOSITION

Jun. 30, 2004 NOTICE OF PUBLICATION

May 06, 2004 APPROVED FOR PUB - PRINCIPAL REGISTER
Mar. 29, 2004 CORRESPONDENCE RECEIVED IN LAW OFFICE
Apr. 01, 2004 CORRESPONDENCE RECEIVED IN LAW OFFICE
Apr. 01, 2004 PAPER RECEIVED

Sep. 29, 2003 NON-FINAL ACTION MAILED

Aug. 20, 2003 CORRESPONDENCE RECEIVED IN LAW OFFICE
Sep. 12, 2003 CASE FILE IN TICRS

Aug. 20, 2003 PAPER RECEIVED

Feb. 14, 2003 NON-FINAL ACTION MAILED

Feb. 13, 2003 ASSIGNED TO EXAMINER

Feb. 11, 2003 ASSIGNED TO EXAMINER

Maintenance Filings or Post Registration Information
Affidavit of Continued Use: Section 8 - Accepted
TM Staff and Location Information

Current Location: TMO LAW OFFICE 114

State or Country Where NEW YORK
Organized:

Docket Number: LQ-1

Fax: 800-367-7999

Proceeding Number
70131
70131

51197

76733
76745

Date In Location: Apr. 27, 2010

http://tsdr.uspto.gov/

6/9/2012 12:58 PM




Declaration of Thomas M. Wilentz
Page 4 of 4

CERTIFICATE OF SERVICE

I hereby certify that I have this date served counsel for all parties to this action
with a copy of the foregoing Declaration of Thomas Wilentz (including Exhibits A-G
hereto) by depositing the same by first-class mail in an envelope addressed to:

EDWIN D. SCHINDLER

EDWIN D. SCHINDLER, PATENT ATTORNEY
4 HIGH OAKS COURT P. O. BOX 4259
HUNTINGTON, NY 11743-0777

Scarsdale, New York

July 23,2012 W
Signed: N2aV |

Certificate of Mailing

I hereby certify that this correspondence

is being deposited with the United States
Postal Service with sufficient postage as
First-class mail in an envelope addressed to:

ATTN: Trademark Trial and Appeal Board
Commissioner for Trademarks

P.O. Box 1451

Alexandria, VA 22313-1451

onJuly 23, 2012

Ve

Signature

Thomas M. Wilentz




