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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Swatch AG (Swatch SA) (Swatch Ltd.)

Entity Corporation Citizenship Switzerland

Address Jakob-StÃ¤mpfli-Strasse 94
Biel/Bienne, CH-2502
SWITZERLAND

Attorney
information

Jess M. Collen
Collen IP, Intellectual Property Law, P.C.
The Holyoke-Manhattan Building 80 South Highland Avenue
Ossining, NY 10562
UNITED STATES
dewen@collenip.com, docket@collenip.com

Registration Subject to Cancellation

Registration No 4070253 Registration date 12/13/2011

International
Registration No.

NONE International
Registration Date

NONE

Registrant Szellos, David
60 Lonsdale Road
Toronto, Ontario, M4V1W5
CANADA

Goods/Services Subject to Cancellation

Class 009. First Use: 2010/11/12 First Use In Commerce: 2010/11/12
All goods and services in the class are cancelled, namely: Clip for digital audio players

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act section 2(d)

The mark is merely descriptive Trademark Act section 2(e)(1)

Dilution Trademark Act section 43(c)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration
No.

1356512 Application Date 11/02/1984

Registration Date 08/27/1985 Foreign Priority
Date

NONE

Word Mark SWATCH

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 1982/05/31 First Use In Commerce: 1982/05/31
WATCHES AND PARTS THEREOF

U.S. Registration
No.

1671076 Application Date 07/17/1990

Registration Date 01/07/1992 Foreign Priority
Date

NONE

Word Mark SWATCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 1981/11/12 First Use In Commerce: 1981/11/12
watches, clocks and parts thereof

U.S. Registration
No.

2752980 Application Date 04/26/2002

Registration Date 08/19/2003 Foreign Priority
Date

NONE

Word Mark SWATCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 2000/08/00 First Use In Commerce: 2000/08/00
Jewelry, namely, earrings, necklaces, pendants, bracelets and rings

U.S. Registration
No.

3567953 Application Date 04/07/2008

Registration Date 01/27/2009 Foreign Priority
Date

11/28/2007

Word Mark ISWATCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use:
Precious metals and their alloys, namely, white gold, yellow gold, pink gold,
jewelry watches, precious stones, namely, diamond, sapphire, ruby, emerald,



horological and chronometric instruments, namely, watch cases, chronographs,
chronometers for use as watches, watches, watch movements
Class 035. First use:
Retail store services in the field of horological instruments and jewellery, on-line
retail store services in the field of horological instruments and jewellery
Class 037. First use:
Repair and maintenance of horological products and jewellery

U.S. Registration
No.

3554475 Application Date 04/07/2008

Registration Date 12/30/2008 Foreign Priority
Date

11/28/2007

Word Mark ESWATCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use:
Precious metals and their alloys, namely, white gold, yellow gold, pink gold,
jewelry watches, precious stones, namely, diamond, sapphire, ruby, emerald,
horological and chronometric instruments, namely, watch cases, chronographs,
chronometers for use as watches, watches, watch movements
Class 035. First use:
Retail store services in the field of horlogical instruments and jewellery, on-line
retail store services in the field of horlogical instruments and jewellery
Class 037. First use:
Repair and maintenance of horological products and jewellery
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /David Ewen/

Name David Ewen

Date 04/16/2012



ATTORNEY DOCKET NO:  N539 

 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
  
Registrant :  Szellos, David 
Registration No. :  4,070,253 (Class 009) 
Mark :  IWATCHZ 
Registered: :  December 13, 2011 
  
  
UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
Box TTAB – Fee 
P.O. Box 1451 
Alexandria, VA 22313-1451 

   
PETITION FOR CANCELLATION 

  
Petitioner Swatch AG (Swatch SA) (Swatch Ltd.) (hereafter, “Petitioner”),  a corporation 

organized under the laws of Switzerland, located at Jakob-Stämpfli-Strasse 94, Biel/Bienne CH-

2502, Switzerland, believes that it would be damaged by the continued registration of the above-

identified mark, and hereby petitions to cancel such registration, pursuant to 15 U.S.C. § 1064 and 

37 C.F.R. § 2.111. 

         As grounds for its Petition for Cancellation, Petitioner alleges that: 

1. Petitioner is and has been engaged in the sale and marketing of goods under the 

SWATCH trademark since a time prior to the date of first use alleged by Registrant David 

Szellos (“Registrant”) in U.S. Trademark Registration No. 4,070,253 (the “Registration”). 

2. Since 1982, Petitioner has been engaged in the sale and marketing in commerce of 

a variety of goods and services including watches, clocks, jewelry, clothing, retail store services, 
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and a range of other goods and services all under its SWATCH trademarks, which include the 

marks ISWATCH and ESWATCH. Opposer has accrued substantial common law rights through 

its continuous use of its SWATCH trademarks. 

3. Opposer is also the owner of numerous valid United States Trademark 

Registrations including, but not limited to: 

SWATCH     Reg. No. 1,356,512 
 
SWATCH    Reg. No. 1,671,076 
 
SWATCH    Reg. No. 2,752,980 
 
ISWATCH    Reg. No. 3,567,953  
 
ESWATCH    Reg. No. 3,554,475 

 

(Collectively, “the SWATCH Marks.”) 

4. Petitioner’s registrations are prima facie proof of ownership and use of the mark 

from the original date of filing of the application, pursuant to 15 U.S.C. 1057(b), and of Petitioner’s 

exclusive right to use the registered mark in commerce. 

5. Registration Nos. 1,356,512 and 1,671,076, are incontestable, pursuant to Section 

15 of the Trademark Act. 

6. Petitioner has used the SWATCH Marks in commerce extensively, and the 

SWATCH Marks have acquired considerable and valuable goodwill and wide-scale recognition.  

Petitioner has used the SWATCH Marks on a wide array of goods and services over the years. 

The public has come to associate the SWATCH Marks with Petitioner and Petitioner’s varied 

goods and services.  The SWATCH Marks have acquired distinctiveness.  
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7. Registrant’s IWATCHZ mark (“IWATCHZ Mark”) is confusingly similar to 

Petitioner’s SWATCH trademarks, and is likely to cause confusion, mistake, or deception as to 

source or origin when applied to Registrant’s goods. 

8. Upon information and belief, Petitioner has used and registered its SWATCH 

Marks, including the ISWATCH Mark, prior to both the filing date and date of first use of 

Registrant’s IWATCHZ Mark.  

9. Upon information and belief, consumers encountering Registrant's IWATCHZ 

Mark on its goods are likely to believe that such goods originate from, or are authorized or 

sponsored by, Petitioner.  

10. Upon information and belief, Registrant’s IWATCHZ Mark will appear to 

consumers to be highly similar to Petitioner’s SWATCH Marks and ISWATCH mark.  

11. Upon information and belief, Registrant’s IWATCHZ Mark is pronounced in a 

way that is highly similar, if not identical, to Petitioner’s SWATCH Marks and ISWATCH mark. 

12. Upon information and belief, Registrant is using and/or intends to use its 

IWATCHZ Mark on goods that are identical and/or highly related to those goods and services on 

which Opposer uses its SWATCH Marks. 

13. Upon information and belief, Registrant’s goods act in the identical manner or 

nature of watch bands. 

14. Registrant has admitted that its goods are watch bands. 
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15. Registrant is also the owner of U.S. Trademark Application Serial No. 85/137,754 

for the mark IWATCHZ, filed in connection with “bracelets; watchbands” in International Class 

14 (“Class 14 Application”). The Class 14 Application was suspended on January 5, 2011 

pending disposition of U.S. Trademark Application Serial No. 77/222,260 for the mark 

IWATCH, filed in connection with watches, clocks and related goods in International Class 14. 

On April 25, 2011, with the Class 14 Application still suspended, Registrant filed U.S. 

Trademark Application Serial No. 85/304,100 to register IWATCHZ for “clips for digital audio 

players” in Class 9.  Application Serial No. 85/304,100 matured into the Registration that is the 

subject of this proceeding. 

16. Upon information and belief, Registrant obtained the Registration in an effort to 

circumvent the USPTO’s suspension and potential § 2(d) refusal of the Class 14 Application by 

re-characterizing its Class 14 goods as Class 9 goods. 

17. Upon information and belief, the goods listed in the Registration (clips for digital 

audio players) are the identical goods for which Registrant sought to register the now-suspended 

Class 14 Application (bracelets, watchbands). 

18. Upon information and belief, Registrant offers/intends to offer goods bearing its 

IWATCHZ Mark through channels of trade that are identical and/or highly similar to those 

through which Petitioner’s goods and services travel. 

19. Upon information and belief, Registrant adopted its IWATCHZ Mark with 

knowledge of some or all of Petitioner’s SWATCH Marks. 
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20. In the alternative, upon information and belief, consumers will understand the 

IWATCHZ Mark to describe a quality, feature and/or characteristic of Registrant’s goods, 

namely, that those goods allow wearers to use an iPod Nano as a watch. 

21. The IWATCHZ mark does not have secondary meaning or acquired 

distinctiveness. 

22. Petitioner’s SWATCH Marks are famous. 

23. Petitioner’s SWATCH Marks became famous at a time prior to Registrant’s date 

of first use, and date of application to register, the IWATCHZ Mark. 

24. Upon information and belief, the Registrant’s IWATCHZ Mark is likely to 

diminish and dilute the value and distinctive character of the Petitioner’s SWATCH Marks. 

25. Continued registration of the IWATCHZ mark causes irreparable harm to 

Petitioner.  
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WHEREFORE, Petitioner respectfully requests that Registration No. 4,070,253 be 

cancelled and that this proceeding be sustained in favor of Petitioner. 

                                                       Respectfully submitted, 
   
 
 
Date: April 16, 2012             By:  /Jess M. Collen/   

Jess M. Collen                   
David Ewen 
COLLEN IP 
The Holyoke-Manhattan Building 
80 South Highland Ave 
Ossining, NY 10562 
(914) 941-5668 
(914) 941-6091 
jcollen@collenip.com 
dewen@collenip.com 

Attorneys for Petitioner Swatch AG  
(Swatch SA) (Swatch Ltd.) 

       
Enclosure: Filing fee, one class: $300. 
 
 
 
SHOULD ANY OTHER FEE BE REQUIRED, THE PATENT AND TRADEMARK OFFICE IS HEREBY REQUESTED TO 
CHARGE SUCH FEE TO OUR DEPOSIT ACCOUNT 03-2465. 
 
 
I HEREBY CERTIFY THAT THIS CORRESPONDENCE IS BEING FILED ELECTRONICALLY WITH THE UNITED 
STATES PATENT AND TRADEMARK OFFICE. 

 
 
/David Ewen/    April 16, 2012   
David Ewen    Date 
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CERTIFICATE OF SERVICE 
 

I, David Ewen, hereby certify that on April 16, 2012, I caused a true and correct copy of 
the foregoing Petition for Cancellation to be served upon Registrant and its Correspondent via 
first class mail, postage pre-paid, at the addresses shown below: 
 

David Szellos 
60 Lonsdale Road 
Toronto, Ontario M4V 1W5 
CANADA 
 
 
Jason M. Drangel 
Epstein Drangel LLP 
60 E 42nd Street 
Suite 2410 
New York, NY 10165-0011 

 
 
 

/David Ewen/ 
 

  
 
 


