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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Winn & Coales International Limited
Entity Corporation Citizenship United Kingdom
Address Denso House Chapel Road

London, SE27 OTR
UNITED KINGDOM

Attorney Eric T. Fingerhut

information Dykema Gossett PLLC

1300 | Street, N.W. Suite 300

Washington, DC 20005

UNITED STATES

efingerhut@dykema.com, smckeon@dykema.com, ipmail@dykema.com
Phone:202.906.8618

Registration Subject to Cancellation

Registration No 3903304 Registration date | 01/11/2011
International NONE International NONE
Registration No. Registration Date

Registrant DENSO-Holding GmbH & Co.

Felderstrasse 24 51371 Leverkusen

GERMANY

Goods/Services Subject to Cancellation

Class 001.

All goods and services in the class are cancelled, namely: Chemicals used in industry and science,
adhesives used in industry; protective agents for buildings, namely, concrete additives, concrete
admixtures, mold release compounds for use in concrete fabrication, in the nature of substances for
impregnating concrete, stone and brickwork, admixture for concrete, particularly for producing porous
concrete, foamed concrete and heat resistant concrete and construction parts manufactured
therefrom; chemicals for rubber and plastics processing applications, namely, for natural and
synthetic rubbers and plastic substitutes therefor, and mixtures of the aforesaid materials with
bituminous materials in the form of adhesives used in industry and in the form of raw materials for
making mastics, being protective agents for buildings; all the aforesaid goods in particular in the field
of solar technology *, with the exception of goods that may be used in printing and dyeing processes
and in the paper industry*

Class 002.

All goods and services in the class are cancelled, namely: Inhibitors for preventing corrosion in the
nature of a coating, anti corrosive coatings; preservatives against rust and corrosion in the nature of a
coating, anti corrosive coatings; corrosion inhibiting bands, namely, anti corrosive papers for sealing
construction parts in the construction of railway carriages, boats, vehicles, aeroplanes and
installations; sealing pastes and anti corrosion pastes, namely, sealer coatings, anti corrosive
coatings, paints containing bituminous materials, leakage preservatives in the nature of a coating; all
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the aforesaid goods in particular in the field of solar technology *, with the exception of goods that
may be used in printing and dyeing processes and in the paper industry*

Class 007.

All goods and services in the class are cancelled, namely: Hand tools, including hand instruments
used as tools, namely, power operated spray guns; equipment and machines for manufacture and
procession of anti corrosion, insulating and sealing preparations, namely, mixing machines, conveyor
lines, conveyors, winding apparatuses, wrapping machines; all of the aforesaid goods in particular in
the field of solar technology

Class 017.

All goods and services in the class are cancelled, namely: Insulating preparations and materials for
protecting installations, pipes, and containers from heat and cold; plastic and elastic sealing
compounds and seals, namely, sealing and insulation materials for pipes of stoneware, cements,
concrete, metal or plastic; plastic and elastic sealing compounds and seals, namely, sealing and
insulation materials for building parts, joint seals, sealing and insulation materials, namely, natural
and synthetic rubbers and plastic substitutes therefor, and mixtures of the aforesaid materials with
bituminous materials in the form of paints, compounds, mastics, pastes, emulsions and dispersions,
profiles, band, strips, foils, cords, flexible tubes, pipes, sheets, tapes and solid and foam rings, all for
anti corrosion, building protection, insulation and sealing purposes; all the aforesaid goods in
particular in the field of solar technology

Class 019.

All goods and services in the class are cancelled, namely: Bitumen, bituminous building materials in
the form of casting compounds, protective compounds for buildings, anti corrosive compounds, paints
for buildings and coatings for buildings and sealing compounds, mastics, cords, profiles, sheets,
washers, bands and strips; all the aforesaid goods in particular in the field of solar technology

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 558619 Application Date 11/06/1948

No.

Registration Date | 05/13/1952 Foreign Priority NONE
Date

Word Mark DENSO

Design Mark

Description of NONE

Mark

Goods/Services Class U012 (International Class 017). First use:

TEXTILE BANDAGES IMPREGNATED THROUGHOUT AND ON BOTH
FACES WITH ANTI-CORROSIVES, FOR WRAPPING METAL PIPES, CABLES
IN THE EARTH AND, IN GENERAL, ALL SURFACES SUBJECTED TO
CORROSIVE ACTIONS EITHER IN A CHEMICAL OR IN AN ELECTRO-
CHEMICAL OR ELECTROLYTIC WAY

U.S. Registration | 719858 Application Date 08/12/1960

No.

Registration Date | 08/15/1961 Foreign Priority NONE
Date

Word Mark "DENSO" PRODUCTS.




Design Mark

Description of
Mark

NONE

Goods/Services

Class U012 (International Class 017). First use: First Use: 1945/00/00 First Use
In Commerce: 1947/00/00

Tapes, Cords and Wrappings Impregnated with Anti-Corrosive Compounds

U.S. Application 85567998 Application Date 03/13/2012

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark DENSO

Design Mark

DENSO

Description of
Mark

NONE

Goods/Services

Class 001. First use: First Use: 1982/12/31 First Use In Commerce: 1982/12/31
bituminous material used in the form of adhesives

Class 002. First use: First Use: 1958/12/31 First Use In Commerce: 1958/12/31
liquid coating; glass flake coating; epoxy coating; petrolatum tape; wax tape;
petrolatum sealing compound and molding mastic; primer; butyl tape; bitumen
tape; protective outer wrap; protective spacers for piping; protective mesh;
jackets used to structurally restore and protect concrete, timber and steel piles;
epoxy grout; joint sealing compound; paving tape; pile protection systems; void
filler; fiberglass tapes and wraps

Class 007. First use: First Use: 1998/12/31 First Use In Commerce: 1998/12/31
liquid coating spray guns; cartridge guns; winding, unwinding and, wrapping
machines

Class 017. First use: First Use: 1998/05/31 First Use In Commerce: 1998/05/31
bituminous materials used in the form of paints; tapes, cords, and wrappings, all
Impregnated with anti-corrosives, and anti-corrosive compounds for protecting
metal and similar surfaces

Class 019. First use: First Use: 1999/12/31 First Use In Commerce: 1999/12/31

Bitumen pipeline tape and anti-corrosion compound




U.S. Application 85567993 Application Date 03/13/2012
No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark DENSO

Design Mark

Description of The mark consists of the word "Denso" inside of a rectangular box with the
Mark letters "ens" connected and lines at the bottom of the rectangular box.
Goods/Services Class 001. First use: First Use: 1997/12/31 First Use In Commerce: 1997/12/31
bituminous material used in the form of adhesives

Class 002. First use: First Use: 1958/12/31 First Use In Commerce: 1958/12/31
liquid coating; glass flake coating; epoxy coating; petrolatum tape; wax tape;
petrolatum sealing compound and molding mastic; primer; butyl tape; bitumen
tape; protective outer wrap; protective spacers for piping; protective mesh;
jackets used to structurally restore and protect concrete, timber and steel piles;
epoxy grout; joint sealing compound; paving tape; pile protection systems; void
filler; fiberglass tapes and wraps

Class 007. First use: First Use: 1998/12/31 First Use In Commerce: 1998/12/31
liquid coating spray guns; cartridge guns; winding, unwinding and, wrapping
machines

Class 017. First use: First Use: 1997/12/31 First Use In Commerce: 1997/12/31

bituminous materials used in the form of paints; tapes, cords, and wrappings, all
Impregnated with anti-corrosives, and anti-corrosive compounds for protecting
metal and similar surfaces

Class 019. First use: First Use: 1997/12/31 First Use In Commerce: 1997/12/31
Bitumen pipeline tape and anti-corrosion compound
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Eric T. Fingerhut/
Name Eric T. Fingerhut
Date 03/20/2012




Docket No. 066504.0001

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 3,903,304

Issued January 11, 2011

WINN & COALES INTERNATIONAL LIMITED
Petitioner

V. Cancellation No.

DENSO-HOLDING GMBH & CO.

N e Nt Ve W it Mg gt

Registrant

PETITION FOR CANCELLATION

Winn & Coales International Limited, a corporation of the United Kingdom, having
its principal ptace of business at Denso House Chapel Road, London, United Kingdom
SE27 0TR (hereinafter “Petitioner”), believes it is being damaged by Registration No.
3,903,304 of the mark DENSOLAR for the goods in Classes 1, 2, 7, 17, and 19 covered
by said registration, and hereby petitions to cancel said registration pursuant to § 14(3)
of the Federal Trademark Act and Rule 2.111 of the Trademark Rules of Practice.

As grounds for the present petition, it is alleged that:

(1)  Denso-Holding GmbH is a German corporation having its principal place of
business at Felderstrasse 24, 51371 Leverkusen, Germahy (hereinafter “Registrant”).

(2) On information and belief, Registration No. 3,903,304 of the mark

DENSOLAR issued on January 11, 2011 to Registrant and, by virtue of a limiting




amendment filed by Registrant on January 21, 2011, covers the following goods in
International Classes 1, 2, 7, 17 and 19:
Chemicals used in industry and science, adhesives used in industry; protective
agents for buildings, namely, concrete additives, concrete admixtures, mold
release compounds for use in concrete fabrication, in the nature of substances
for impregnating concrete, stone and brickwork, admixture for concrete,
particularly for producing p.orous concrete, foamed concrete and heat resistant
concrete and construction parts manufactured therefrom; chemicals for rubber
and plastics processing applications, namely, for natural and synthetic rubbers
~and plastic substitutes therefor, and mixtures of the aforesaid materials with
bituminous materials in the form of adhesives used in industry and in the form of
raw materials for making mastics, being protective agents for buildings; all the
aforesaid goods in particular in the field of solar technology, with the exception of
goods that may be used in printing and dyeing processes and in the paper
industry, in International Class 1;
Inhibitors for preventing corrosion in the nature of a coating, anti corrosive
coatings; preservatives against rust and corrosion in the nature of a coating, anti
corrosive coatings; corrosion inhibiting bands, namely, anti corrosive papers for
sealing construction parts in the construction of railway carriages, boats,
vehicles, aeroplanes and installations; sealing pastes and anti corrosion pastes,
namely, sealer coatings, anti corrosive coatings, paints containing bituminous
materials, leakage preservatives in the nature of a coating; all the aforesaid

goods in particular in the field of solar technology, with the exception of goods




that may be used in printing and dyeing processes and in the paper industry, in
International Class 2;

Hand tools, including hand instruments used as tools, namely, power operated
spray guns; equipment and machines for manufacture and procession of anti
corrosion, insulating and sealing preparations, namely, mixing machines,
conveyor lines, conveyors, winding apparatuses, wrapping machines; all of the
aforesaid goods in particular in the field of solar technology, in International Class
7

Insulating preparations and materials for protecting installations, pipes, and
containers from heat and cold; plastic and elastic sealing compounds and seals,
namely, sealing and insulation materials for pipes of stoneware, cements,
concrete, metal or plastic; plastic and elastic sealing compounds and seals,
namely, sealing and insulation materials for building parts, joint seals, sealing
and insulation materials, namely, natural and syntheticrrubbers and plastic
substitutes therefor, and mixtures of the aforesaid materials with bituminous
materials in the form of paints, compounds, mastics, pastes, emulsions and
dispersions, profiles, band, strips, foils, cords, flexible tubes, pipes, sheets, tapes
and solid and foam rings, all for anti corrosion, building protection, insulation and
Sealing purposes; all the aforesaid goods in particular in the field of solar
technology, in International Class 17; and

Bitumen, bituminous building materials in the form of casting compounds,
protective compounds for buildings, anti corrosive compounds, paints for

buildings and coatings for buildings and sealing compounds, mastics, cords,




profiles, sheets, washers, bands and strips; all the aforesaid goods in pérticular
in the field of solar technology, in International Class 19.
Registrant is the record owner of Registration No. 3,903,304,

(3) Petitioner is a leading manufacturer of corrosion and chemical resistant
coatings and linings for the long term protection of steel and concrete.

(4) Petitioner's predecessor and Petitioner, via its wholly-owned U.S.
subsidiary Denso North America Inc., have been using the trade name DENSO and
trademarks DENSO and “DENSQO” PRODUCTS & Design in the United States since at
least as early as 1947.

() Petitioners prédecessor adopted, used and Petitioner, through its wholly-
owned U.S. subsidiary Denso Noith America, Inc. is still using the trade name DENSO
| and frademarks DENSO and “DENSO” PRODUCTS & Design in United States commerce
- for a wide variety of corrosion and chemical resistant coatings and linings for the long
term protection of steel and concrete,

(6) In accordance with § 5 of the Federal Trademark Act, all use of the
trademarks DENSO and “DENSQO” PRODUCTS & Design by Petitioner's wholly-owned
subsidiary and related company, as alleged herein, inures to the benefit of Petitioner.

(7) - Petitioner's predecessor duly registered DENSO as a trademark for textile
bandages impregnated throughout and on both faces with anti-corrosives, for wrapping
metal pipes, cables in the earth and, in general, all surfaces subjected to corrosive actions
either in a chemical or in an electro-chemical or electrolytic way under Registration No.

558619 which issued May 13, 1952. Petitioner is the record owner of Registration No.




558619 by virtue of a Chance of Name recorded in the Assignment Branch on October 18,
2011 at Reel 4643/0413.

(8)  Petitioners predecessor duly registered “DENSO” PRODUCTS & Design
as a trademark for Tapes, Cords and Wrappings Impregnated with Anti-Corrosive
Compounds in the United States Patent and Trademark Office under Registration No.
719858 which issued August 15, 1961. Petitioner is the record owner of Registration No.
719858 by virtue of a Change of Name recorded in the Assignment Branch on October
18, 2011 at Reel 4643/0413.

(9)  Long prior to the issuance of Registration No. 3,903,304 and the March 9,
2000 filing date based on the priority of the application which matured into International
Registration No. 1038816 dated February 23, 2010, Petitioner and its predecessor
adopted, used and still is using the trademarks DENSO and “DENSQ” PRODUCTS &
Design in connection with the following goods in Classes 1, 2, 7, 17 and 19: :

bituminous material used in the form of adhesives, in International Class 1;

liquid coating; glass flake coating; epoxy coating; petrolatum tape; wax tape;

petrolatum sealing compound and molding mastic; primer; butyl tape; bitumen

tape; protective outer wrap; protective spacers for piping; protective mesh;
jackets used to structurally restore and protect concrete, timber and steel piles;
epoxy grout; joint sealing compound; paving tape; pile protection systems; void

filler; fiberglass tapes and wraps, in International Class 2;

liguid coating spray guns; cartridge guns; winding, unwinding and, wrapping

machines;, in International Class 7;




bituminous materials used in the form of paihts; tapes, cords, and wrappings, all

Impregnated with anti-corrosives, and anti-corrosive compounds for protecting

metal and similar surfaces, in International Class 17; and

Bitumen pipeline tape and anti-corrosion compound, in Intermational Class 19.

(10) Petitioner filed Application Serial Nos. 85/567,998 and 85/567,993 to
register the marks DENSO and DENSO & Design for the goods in Classes 1,2,7, 17
and 19 listed in Par. 9 above on March 13, 2012. Said applications were based on use
of the word marks DENSQ and DENSO & Design since at least as early as December
31, 1958 (for Class 2).

(11) Registration Nos. 558619 and 719858 are prima facie evidence of the
validity thereof and Petitioner's ownership of and exclusive right to use the marks DENSO
and “DENSQO” PRODUCTS & Design in commercé, and are constructive notice of
Petitioner's ownership thereof, all as provided by §§ 7(b) and 22 of the Federal Trademark
Act of 1946, as amended. The right to use the marks DENSO and “DENSO” PRODUCTS
& Design having become incontestable, Registration No. 558619 and 719858 are
conclusive evidence of Petitioner's exclusive right to use the mark shown therein in
commerce as provided by §§ 15 and 33(b) of the Federal Trademark Act.

(12) The goods described in Petitioner's Registration Nos. 558619 and 719858
and its recently filed applications and the goods described in Registration No. 3,203,304
are identical or commercially related, and are likely sold and/or rendered to the same or
overlapping classes of purchasers. Therefore, purchasers, prospective purchasers and
others are likely to be confused, mistaken or deceived into the belief, contrary\ to fact, that

Registrant’'s goods sold under the mark DENSOLAR emanate from and/or are in some




way sponsored or approved by Petitioner and/or that Registrant is somehow affiliated with
Petitioner, thereby damaging Petitioner.

(13) For the reasons set forth above, Petitioner is being damaged by the
continued existence of Regiétration No. 3,903,304, and the business and goodwill of
Petitioner is further damaged in that said registrations tend to create or maintain statutory
rights in violation and derogation of the established rights of Petitioner.

(14)  On information and belief, the application which matured into Registration
No. 3,903,304 was fraudulently filed by Registrant in express breach of its Agreement
with Winn & Coales (Denso) Limited, Petitioner's wholly-owned subsidiary in the United
Kingdom, dated February 14, 2001. A copy of this Agreement is aﬂéched hereto as
Appendix A. The Agreement states, in pertinent part:

Preamble:

“Through the years from 1945 until the signing of this agreement Winn & Coales

has applied for and registered the trade mark DENSO in the countries Iisted in

Annex 1. In those countries, Winn & Coales is at present registered proprietor of

the trademark DENSO and various different trademarks containing the trade mark

component DENSO."
Annex 1 to the Agreement between Petitioner and Registrant clearly identifies the United
States as a country in which Petitioner has rights to the mark DENSO.

Par. 1(c):

“Each party will not apply for or have transferred to [i]t further tfrade marks or other

signs with the word parts “DENS” or “DENSQ" in the countries listed in Annex 1 or

2 as appropriate as the territory of the other party.” (Emphasis added).




(15) The application which matured into Registration No. 3,903,304 was
fraudulently filed in the name of a company who was contractually precluded from doing
so and thus is void ab initio.

(-1 6) As a party to the Agreement between Petitioner and Registrant, Registrant
‘had actual knowledge of Petitioner's ownership of and prior rights in the mark DENSO in
the United States as well as its obligation under the Agreement between Petitioner and
Registrant to refrain from filing any application for trademarks with the word parts “DENS”
or “DENSQO" when it filed the application which matured into Registration No. 3,903,304
on February 23, 2010.

(17) Registration No. 3,903,304 was fraudulently procured because the
application that matured into that registration contains a knowing misrepresentation of a
material fact, namely, that Registrant is the owner of and has the exclusive right to the
mark DENSOLAR in the United States for the goods described in said registration and
that to the best of Registrant's knowledge no other person, firm, corporation or
association has the right to use the mark in commerce.

(18) Registrant was not the lawful owner of the mark at the time the application
was filed or when Registration No. 3,903,304 issued and, on information and belief, the
purpose of filing said application and obtaining said registration was to knowingly breach
the Agreement between Petitioner and Registration and misappropriate Petitioner's lawful
rights in the trademark DENSO.

(19) Accordingly, for all of the reasons stated above, Registration No.
3,903,304 is invalid as a matter of law and subject to cancellation pursuant to § 14(3) of

the Federal Trademark Act.




(20) For the reasons set forth above, Petitioner is being damaged by the
continued existence of Registration No. 3,903,304. The business and goodwill of
Petitioner is further damaged in that said registration tends to create or maintain statutory
rights in Qiolation and derogation of the established rights of Petitioner.

WHEREFORE, Petitioner prays that this Petition for Cancellation be
sustained and judgment b.e entered herein canceling U.S. Registration No. 3,903,304.

WINN & COALES INTERNATIONAL LIMITED

Dated: March 20, 2012 By: a\;c__ - W

Eric T. Fingerhut™

Shannon M. McKeon

Attorneys for Petitioner

Dykema Gossett PLLC

1300 | Street, N.W. Suite 300 West
Washington, D.C. 20005

Tel: 202-906-8618

Fax: 202-906-9299

DCO1\182708.1
IMEMM - 66504/0001




APPENDIX A
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Agreament
hetween

Winn & Coales (Denso) Lrd., London
(hereinafter Winn & Coales}
and

Denso Holding GmbH & Co., Leverkusen
(hereinafter Denso Holding)

Winn & Coales (Dense) Ltd.. was founded in 1883
under the name of Winn & Coaies.

Denso Holding was founded In Berllnin 1922 under
the name Chemieprodukte GmbH and had the
trade mark DENSQ reglstered in 1929 (0 Germany
and in the following years in various other
countries. In 1961 the name Chemigpradukte was
changed to Denso-Chemie, In 1973 to-Denso-
Chemie Wedekind KGand in 1996 to Derisg
Holding. '

Through a co-operatien with Chemieprodukte on
basis of represéntatives, Winn & Coales in the
beginning obtained a licence to use the trademark
DENSO for Great Britain, As the consequence of
WWil the trademark DENSQ registered in Great
Britain became the property of Winn & Coales,
Afterwards the change of company name inta Winn
& Coales (DENSO} followed.

Through the years from 1945 until the signing of
thls agreement Winn & Coales has applied for and
registered the trade mark DENSO in the countries
llsted in Anpex 1. In those countries, Winn & Coales
is at present registered proprigtor-of the trademark
DENSQ and varlous different trademarks,
containing the trade mark componght DENSQ,

Densa Holding is at present registered proprietor of
the trade mark DENSO and various other .
trademarks contalning the trademark compoanent
DENSOQ In those countries, listed in Anpex 2 to this
agreement.

In the countrles listed in Anpex 3 both parties at
present use signs, especially trade marks cantaining
the trade mark/sign companent DENSO,

in order to avold misundersiandings in the future
concermning the use and the rights in respect of the

DENSO signs (trade marks), both parties have
agreed to the foliowing; .
S ' 45 OSNEQ

~ Anlage B+B 4

Varelnbarung
zwischen

Winn & Coales {Denso) Ltd., London
{nachfolgend Winn & Coales)
und

Denso Halding GmbH & Co., Leverkusen
{nachfolgend Denso Holding)

nn & Coales (Dense) Ltd, wurde 1883 unter dem
imen Winn & Coales gegrindes,

ense Halding GmbH & Co wurde 1922 in Bedin
ter dem.Namen Chemieprodukte GrbH
gea'gﬁ.lnd'e’t urid liefl die Marke DENSQ 1929 in
Deutschland und in deni nachfolgenden Jahren in
verschiedenen anderen Landern registriecen. 1961
wérde der Name Chemieprodukta in Denso-
Cltemie, 1973 in Denso-Chemie Wedekind KG und
1886 in Denso Hoiding GmbH & Co gedndert,

5.9 2=

Dijrch sine Zusammenarbelt auf Vertreterbasls mit
Chemiaprodukie erlangte Winn & Coaies zundchst
eipe Lizenz zur Benutzung der Marke DENSO fiir
Grofibritannien, Als Folge des 2.Weltkrleges wurde
die In GroRbritannien registrierie Marke DENSO das
Eigentum von Winn & Coales, Anschliefiend
erfclgte die Umbenennung des Firmennamens In
Winn & Coales {Denso;.

In gen Jahren von 1945 bis zur Unterzelchnung
digses Vertrages hat Winn & Coales dle Marke
DENSQ in den In Anlage 1 aufgeflihrien Landern
angemeldet und registrieren lassen. In Jenen

Landern ist Winn & Coales zum gegenwértigen
Zipunkt eingetragaene Inhaberin der Markean

DENSO und verschiedener anderer Marken, die den
Markenbestandtell DENSO enthalten,

Dejiso HoldIng ist zum gegenwdrtigen Zeftpunkt
singetragene Inhaberin der Marke DENSO und
verschiedener anderer Markan, die den
Markenbestandtell DENSO enthaiten In den
Lérjdarn, die in Anlage 2 zu diesem Vertrag
auflgelistet sind,

In glen in Anlage 3 aufgefiihrten Lindern benutzen
deige Partelen zum gegenwértigen Zeftpunkt
Zeithen, Inshesondere Marken, die den’
Magken/Zelchenbestandtell DENSO enthaiten.

Umzukiinftig MiBverstindnisse hinsichtlich des
Getgrauchs und der Rechte an den DENSO- Zeichen
{Marken) zu vermeiden, haben die Partelen

f N

L
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1. General

.Each party, ann & Coales and Denso Holding,

respacts the rights to the sign DENSO of the other
party in-those countrles fisted in Annex 1-and
Annex 2. In the countries lsted in Annex 3 both
parties agree to co-exist in their use of the DENSO
trade mark, The parties alsd agree to ¢o-existin
those countries; which are not listed in Annex 1, 2
or 3, for whatever reasons, Alsoin internationally
available media and at International fairs, both
parties will co-exist,

aj) :
The term  Rights to the sign DENSG” is to be
understood broadly and covers all national
protective rights and/or protected legal positions
with respect to any kind of use of the sign DENSO,
especlally (1.) as a trademark or (2.} as a carmnpany
name or (3.) as a company catch-word. This applies
If the sign DENSO 1s used -along as well as when
used in context with other words/pictures, The
term exténds to the whale scope of the pratection
of the individual sign, but of course limited to the
lagal position which such right provides to the
proprietor.

b
"Parties" are DENSO Holding and Winn & Coales.

Both parties are obilged 1o influence their sisterand
subsidiary companies within the frame of their legal
passibilities, so that 2lso these sister and subsidiary
companles act according to this agreement.

Furtherrnore gach party will impose the terms of
this agraement on any prasent {within 3 months
after signature) and any future licensee. :

<)

+Respects” means {excluding the exception under
Clause. 2) that each party will notinfiinge the rights
to the exclusive use of the signs DENSD of the other
party, where such rights exist and will refrain from
any actlan which might lead 1o the loss of the rights
to the sign DENSQ of the other party, or which
rmight have the registration of the trade mark
become null and vold or invalid and will also refrain
from supparing attacks on the trade mark
reglstrations or otherwise promoting this.

The scope of protection of the individual rights
shall extend - according to the wishes of the parties
and be respected accordingly - especially to all

'S 39 0SN3d

1, Grundsatz

Jede Partel, Winn & Coales und Denso Hulding,
pektiert die Rechte an dem Zeichen DENSCOrder
Jewells anderen Partei In jenen Lindern, diein
Arflage 1 und-Anlage 2 aufgefithet sind. In den
Lindern, die In Anfage 3 aufgeflihrt sind, werden
dig Parteien in der Benutzung ihrer DENSQ-
Zefchen zukilnftiy koexistieran, Die Partelen
vefeinbaren, auch in den Lander, die in den Listen
1, B oder 3 aus welchen Grlinden auch immer
night aufgefithrt sind, zukilinftig zu Koexistieren.
Augh in international zugdnglichen Medien und
auf internationalen Messen warden die Parteien
kopxistieren,

-

al
Dig Formullerung "Rechte an dem Zeichen DENSQ"
ist velt zu verstehen und decke aile nationalgn
Schumrechte und/oeder gaschiitzie rechtliche
itionen in Bezug auf jegliche Art der Benutzung
dej Zelchens DENSO, Insbesundere (1) als Marke
odgr {2.) als Firma oder {3.) als Firmenschiagwort ab.
Digs gilt, wenn das Zeichen DENSQ entweder allein
oder im Zusammenhang mit anderen
Wiitern/Blldern benutzt wird. Die Formullerung
arskreckt sich auf den gesamten Schuizbereich des
Jevjelligen Zeichens, aber natirich begrenzt auf die
Redhtsposition, die eln soiches Recht dem Inhaber

artelen” sind Denso Holding und Winn & Coales.

Digj Parteien sind verpflichtet im Rahmen iler
rechtiichen Méglichkelten auf séimtliche Schwester-
§ Tochterfirmen einzuwirken, damit sich auch

her wird jede Partel der Gegenstand dieser
Verginbarung jedem gegenwértigen (Innerhalb ven

lonaten nach Unterzeichnung! und jedemn
zuklinftigen Lizenznehmer auferlegen,

)
“Regpektieren” bedeutat (ausgenommen die unter
Nr. p. Getroffenen Ausnatime), daB Jede Parte! die
Rechte zur exklusiven Benutzung der Zeichen
DENSQ der anderen Partei nicht verletzen wird, wo
solghe Rechte existieren und jegliche Handiungen
untgriassen wird, die zu efnem Verlust der Rachte
an dem Zeichen DENSQ der anderen Partei filhren
kénhten oder die Registrierung des Zeichens null
und nichtlg oder ungditig werden lassen kinnten
undwird auch Angriffe auf dlese Zeichen nicht
untérstizen oder sonstwie férdern,

Derschutzbereich der jeweiligen Zeichen soll sich -
nach dem Willen der Partaien - insbesondera auf

slle Marken oder Firmennamen oder
L4 |
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trade marks or company names or company catch-
wards, containing the components ,DENS” or
LIENSO",

Each party will nat apply for or have transferred to it
further trade marks or other signs with the word
parts "DENS” or "DENSQ" in the countries listed in
Annex 1 ot 2 as appropriate as tha territory of the

other party.

winn & Coales will not use any trade mark
containing "DENS" it might possess in a country
listad in Annex 2. Denso Holding will not use any
trade riark containing "DENS" it might possessina
country listed In Annex 1.

d)

.Co-exist’ means, that both parties will not prohibit
to the other party the use of the other party's signs
DENSO, i.e, acknowledge that the other party Is
entitled also to use the sign CENSO, as 3 trade mark
or othegtwise, :

&) '
Jnternationally avaitable medig” are media, which

are used according to tha appropriation of their
drawer in various countries,

These are especlally the "Generic Top Level
Domalns” (.com,.net.org) in the Internet. With
respect to the national "Country Code Top Level
Domains”, a. g. ..uk" or ..de” which are available, for
the countrles listed in Annex 1 and 2, theright to
register such national domalin names is reserved to
the respective party that ¢laims these countries
according to Annex 1 or 2. In these countries there
is no co-existence between the parties.

Publications are not regarded as internationally
available meda, if they are, having regard to the
circulation ratre distributed to the majority In one of
the countries according to Annex 1 or 2.

f}

Jnternational Falrs” are falrs, where the majority of
the participants are foreign (with respect to the
place of the event} companies.

2. Exception

The parties agree, that they have the right without
prejudice to the principle regulatior: in No. 1 above
to correspond with agents (especially distribution
agents) on thelr stationary bearing trade marks or
company names Including DENSQ, including the
permission to send invoices.

'S J5 0SNZa

|

L 3
Flemenschlagworte, die die Bestandteile "DENS®
oger “DENSO” aufweisen, erstrecken und ‘
eritzprechend respektiert werden,

Dl Parteien werden in den Lindern der jewells
jeren Partel, aufgefiihrtin den Anlagen 1 und 2,
kejne weiteren Marken ader andere Zeichen mit

den Wortbestandteilen "DENS" ader "DENSO"
arimelden oder auf sich Gbertragen lassen.

Wiiar & Coales wird keine Marken mit dem
B%tandteli "OENS” Bbenutzen, die as In einem der in

Artlage 2 aufgeftihrten Linden mbglicherwelse
befsitzt. Denso Holding wird keine Marken mit dem
Bastandteil "DENS" benutzen, die as in einem der {n
Anlage 1 aufgefubrten Linden maglicherwelse
begitzt,

Damalns" (.com.net.org) im Internet. Das Recht zur
Registrierung der nationalen "Country Code Top
Leye! Domains', wie belsplelswelse " uk" oder ".de",
fir die-Lander 2u vergeben sind, die in den
Anfagen 1 und 2 aufgefUhrt sind, ist der jeweiligen
Pamtei varbehalten, die dlese Linder gemés den
Anfage 1 oder 2 flr sich beansprucht. In digsen
Léndern gilt keine Koexistenz zwischen den
Pafteien.

Publikationen gelten dann nicht als international
zugangliche Medien, wenn sie, In Bezug auf die
Aullagenhthe, mehrheltiich in ginem der Lander
gerréB Anlage 1 oder 2 vertrieben werden.

DigJParteien verainbaren, daf sie unbeschadet der
Grundsatzregelung in Nr. 1 oben das Recht haben,
mit ﬁgenten (insbesondere Vertriebsagenten) auf
ihrgm jeweiliaen Briefpapler 2u kerrespondieren,
das|dla Marken oder Firmenzeichen mit dem
Besjandteil DENSQ tragt, einschiiefilich der
Erlaltbnis Rechnungen zu verschicken.

~7
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This exclusion does not allow the distribution of
any promotional materlal in the respective country
or the right to address any corraspondence
{Inciuding brochures, etc.) directly or inditectly to
gonsurmers.

3. Reservation

This agreement only applies in relation to trade
matks for goods and service classes which are
covered by the rights 1o the trade marks of the
partles and therefore does not contradict or
influence the existing agreements of the parties
with DENSO Corporation of Japan, The same
applies for the other DENSO-sings of the parties.

in case that nevertheless a canflict with DENSO
Corp. of Japan should oceur, both partles will
respect the agreament between DENSQ Holding
and DENSO Corp. Japan and/or Winn & Coales and
DENSO Corp. Japan as the earfier and therefore
primary agreement, so that this agreement
between Denso Holding and Winn & Coales does
not impose any obllgations on DENSC Corp, of
Japan as a third party or Influence the above
mentioned agreements with DENSQ Corp. of Japan
otherwlse,

4, Term/Termination

The primary term of this agreement Is ten {10) years

from the signing of the agreement. The agreement

will automatically renew for a further term of five {5}

years, unless one of the parties terminates the
agreement by notice In written form with the
notice perlod of 12 month before the expiry of the
agreement,

5. Language

Both, the English and the German textare relevant.
in case of contradictions the intantions of the
parties as determined from the whole agreement
are relevant.

6. Governing Law
This agreement shall be interpreted in accordance
with and be governed by Ggrman Law.

TSRO
London S‘"\N‘Ml\d\
(for Winn & Coaled]

Leverkusen ﬂr/ L/m'-«. |

(for Denso Hold’ng)

'--._{-:h-‘
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4 C 4
Dikse Ausnahme erlzubt nicht die Verteliung von
Irgendwelchem Werbungsmaterlal In dem
batreffenden Land oder das Recht jedweder
Kgrrespondenz { einschlieflich Broschiiren, etc.}
digekt oder indirekt an Endverbraucher 2y
adrassieren.

3.Worbehalt

Dikse Verainbarung betrifft in 8ezug auf Marken
ndr die Waren- und Dienstieistungskiassen, die von
dgn Rechten an den Marken der Parteien
beansgrucht werden und widerspricht oder
baeinflultt daher nicht die bestehenden
Vgrelnbarungen der Partelen mit der DENSO
Cqrporation of Japan. Gleiches gilt entsprechend
fUk die anderen Denso - Zeichen der Partaien.

Fafls trotzdermn eln rechtlicher Konflikt mit der
DENSQ Carporation of Japan auftauchen soile,
weérden beida Parteien die Verminbarungen

ischen DENSO Holding und Denso Corp. Japan
unid/oder Winn & Coales und Denso Corp. Japan als
alé fritheren und daher priméren Vereinbarungen
pektieren, so dab sich dieser Vertrag 2wischen
Dgnso Holding und Winn & Coales nicht zu Lesten
voln DENSO Corp. Japan als dritte Partei auswlrkt
rdie oben genannten Vertragsverhaitnisse mit
r DENSO Corporation of Japan sonstwie
@influiit,

4. faufzelt/ Kindigung

Dig anfangliche Laufzelt dieser Vereinbarung
beragt zehn (10} Jahre ab Vertragsunterzeichnung,
Dig Vereinbarung wird sich automatisch fir elne
wéitere Laufzelt von § Jahren ernguern, falls nicht
elne der Partelen die Verelnbarung schrifilich mit
eirjer Kiindigungsfrist von zwdlf Monaten vor dem
Auslaufdatum der Vereinbarung kandigt.

Befde, der englische und der deutsche Text, sind
relzvant, Bel Widerspriichen ist der sich aus der
gekamten Vereinbarung ergebende Wille der
Pagteien mafigebiich,

5, Epmchwahl

6. echtswahl!
Ole Vereinbarung unterliegt deutschem Recht,

{ftld Denso Holding GmbH & Co}
1
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(fuk Winn & Coales (Denso) Lid.) s
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ANNEX 1

to the Agreement
between .
Winn & Coales (Denso) Ltd,, London

and
Denso Holding GmbH & Co, Leverkusen

Australia
Bahamas
Bahtein
Barbados
Bermuda
Botsuana
Brunei
Canada
China
Cyprus
Fiji
Grenada
Hongkong
Ireland
Jamaica
Japan
Jordan
Kenya 1
Kuwait
Lebanon
Lesotho
Malawi
Malaysia
Namibia

London,.........‘..."?.l."??&.}t‘.’.‘.?.‘.... for:

Leverkusen, den

'8 = 0SNE]

ZUr]

= hokodec

ANLAGE 1
Vereinbarung

zwipchen
winn & Coales (Densa) Ltd., London

#n(

VO

Dergso Helding GrmbH & Co, Leverkusen

---------------------

|/

G & R . ‘-"t.‘: ................
_Denfo Holding Gm
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ANNEX 2

to the Agreement
betiveen
winn & Coales (Denso) Ltd., London

and _
Denso Holding GmbH & Co, Leverkuser

Austria

Belgium
Bosnla-Herzegovina
Bulgaria

Croatia

Czech Republic
Estonia

“Finland

F_rance
Germany

- Greece
Hungary

Italy

Latvia
Liechtenstein
Lithuanta
Luxemburg
Macedonia
Monaco
Netherlands
Poland
Portugal
Rumania
San Marino
Slowakia
Slowenia
Spain
Switzerland
Yugoslavia

London, "\'\5‘\ LS for:

Leverkusen, den ﬂ..‘.’f:.?.:.gﬁﬂﬂfﬂr:

-] 49 0SN3a

ANLAGE 2

2u¥ Verzinbarung

Zwischen -

Wihn & Coales (Denso) Ltd,, London

an
Depso Holding GmbH & Co, Leverkusen

lllllllllllllllllllll
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ANNEX 3

to the Agreement

between

Winn & Coales (Denso) Ltd,, London
and

Denso Holding GmbH & Co, Leverkusen

Countries/Ldnder
Denmark/Dénemark
Egypt/Agypten
India/Indien
Indonesia/indonesien
Irak/lrak

iran/iran
Libya/tyaren /| (>
Mexico/Mexiko /
Norway/Norwegen
Pakistan/Parkistan
Sweden/Schweden
Venezuela /Venezuela
Vietnam/Vietnam

~

TR

; ANLAGE 3
zyr Verginbarung ‘
ischen
Vinn & Cosles (Denso) Ltd., London
anpd

Denso Holding GmbH & Co, Leverkusen
V<111 OO

Dernso Holding

Tearsafdressrnanldiradrieny [EET X

London,..".‘.*.\.’.l.\‘?-?—."ﬁor: ~—Winn & Coales (Denso) [td.”

/| ;A,/;M. '

Leverkusen, den”."f;?.;?‘??fﬁr: D

'S : 49 0SN3Q

nso Holding GrabH & Co
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