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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

) 
UNDER ARMOUR, INC. ) 

) 
Petitioner, ) 

) 
) 

V. ) 
) 
) 

URBAN ASPHALT SKATEWEAR, LLC ) 
) 

Registrant. ) 
_________________________ ) 

Cancellation No. 92055358 

Mark 

' m 
Registration No: 3611357 
Registration Date: April 28, 2009 

REGISTRANTS MOTION TO COMPEL DISCOVERY RESPONSES FROM 
PETITIONER AND SUSPEND PROCEEDINGS 

Pursuant to 37 C.F.R. §2.120 and Trademark Trial and Appeal Board Manual of 

Procedure ("TBMP") §523, Registrant, Urban Asphalt Skatewear, LLC ("Registrant" or "Urban 

Asphalt") respectfully requests that the Trademark Trial and Appeal Board ("Board") enter an 

order compelling Petitioner, Under Armour, Inc., ("Petitioner") to provide all information 

requested in Registrant's First Set oflnterrogatories Nos. 1-19 ("Registrant's First Set of 

Interrogatories") and to provide written responses and produce all documents and things 

responsive to Registrant's First Set OfRequests For The Production Of Documents And Things 

Nos. 1-23 ("Registrant's First Set of Document Requests") (collectively, "Registrant's First Set 

of Discovery Requests"). 

1. Introduction 

This Motion to Compel is necessitated by the failure of Petitioner to serve any responses 

whatsoever to Registrant ' s First Set of Discovery Requests, which were properly and timely 



served. The issues raised are as follows: (1) On November 26, 2012, Registrant timely served 

Registrant's First Set of Discovery Requests; (2) Petitioner' s responses to Registrant's First Set 

of Discovery Requests were due on December 31 , 2012; (3) Petitioner has not provided any 

response to Registrant's First Set of Discovery Requests; (4) After Petitioner failed to respond to 

Registrant' s First Set of Discovery Requests, and in an effort to resolve this matter, on February 

25 , 2013 counsel emailed counsel for Petitioner concerning Petitioner' s failure to respond to 

Registrant' s First Set of Discovery Requests. On February 26, 2013, Counsel for Petitioner 

indicated that Petitioner would not provide responses to Registrant' s First Set of Discovery 

Requests while Registrant's Motion for Summary Judgment was pending. 

This motion is based on the statement of facts and law set forth below and the 

Declaration of William R. Samuels filed concurrently herewith and the Exhibits attached hereto. 

2. Statement of Facts 

This Motion to Compel arises out of the above-caption Cancellation action brought by 

Petitioner against Registrant. The Registration at issue is U.S. Trade Mark Registration No. 

3611357 for "Decals; Paper banners; Printed paper signs; Stickers" in International Class 16, 

"Hats; Pants; Shoes; T-shirts" in International Class 25, and "Skateboard wheels; Skateboards" 

in International Class 28 ("Urban Asphalt Mark"). 

On November 26, 2012, Registrant timely served Registrant's First Set of Discovery 

Requests on counsel for Petitioner by First Class Mail. Declaration of William R. Samuels 

("Samuels Decl.") at~ 2, Ex. 1. Accordingly, pursuant to 37 C.F.R. §§2.119(c) and 2.120(a)(3), 

the deadline for Petitioner to respond to Registrant's First Set of Discovery Requests was 

December 31,2012. 



On January 8, 2013, eight days after Petitioner' s Answer to Registrant's First Set of 

Discovery Requests was due, Registrant filed a Motion for Summary Judgment. Petitioner did 

not provide any responses to Registrant's First Set of Discovery Requests prior to the filing of 

the Motion for Summary Judgment. 

On February 25, 2013, counsel for Registrant emailed counsel for Petitioner concerning 

Petitioner's failure to timely respond to Registrant' s First Set of Discovery Documents. On 

February 26, 2013, Counsel for Petitioner indicated that Petitioner did not intend to respond to 

Registrant's First Set of Discovery Documents while Registrant's Motion for Summary 

Judgment was pending. Samuels Decl. at ~ 3, Ex. 2. As of March 7, 2013, the proceeding was 

suspended pending the disposition of the Motion for Summary Judgment. 

Registrant' s Motion for Summary Judgment was denied on July 2, 2013 and proceedings 

were resumed. Samuels Decl. at~ 4, Ex. 2. As of the date of this Motion, Registrant has not 

received any responses to Registrant's First Set of Discovery Documents. Samuels Decl. at ~ 5, 

Ex. 2. 

3. Motion to Compel 

a. Legal Standard 

A motion to compel discovery should be granted where, as here, (1) Petitioner failed to 

provide responses to properly served discovery requests, or produce documents or information 

responsive to Registrant' s First Set of Discovery Requests; (2) Registrant made a good faith 

attempt to resolve the matter. See 37 C.P.R. §2.120(e); TBMP §§523.01-523.02. A motion to 

compel must be filed prior to the commencement of the first testimony period as originally set or 

as reset. 3 7 C.F .R. §2.120( e )(1 ). If a party fails to timely respond to discovery and is unable to 



show that its failure was the result of excusable neglect, such party forfeits its right to object to 

the discovery requests on their merits. TBMP §527.01(c). 

b. The Motion to Compel is Timely Filed 

Registrant's Motion for Summary Judgment was filed on January 8, 2013 and was 

subsequently denied by the Board on July 2, 2013. As a result, the Board reset the first testimony 

period for this matter to July 18,2013. This Motion to Compel is filed prior to July 18, 2013, 

and, as such, is timely filed. 

c. Board Should Compel Petitioner to Respond to Registrant First Set of 
Discovery Requests 

None of the relevant circumstances are subject to dispute: (1) Registrant timely served 

Registrant's First Set of Discovery Requests on November 26, 2012, (2) Petitioner's responses to 

Registrants First Set of Discovery Requests were due on December 31 , 20 12; (3) Applicant did 

not provide responses or objections to Registrant's First Set of Discovery Requests by the 

December 31, 2012 deadline; ( 4) Registrant filed a Motion for Summary Judgment on January 8, 

2013 and the matter was suspended pending the disposition of the Motion for Summary 

Judgment; (5) After Petitioner failed to timely respond to Registrants First Set of Discovery 

Requests, counsel for the parties corresponded by email on February 25 and 26, 2013, in which 

counsel for Petitioner indicated that Petitioner would not respond to Registrants First Set of 

Discovery Requests while Registrants Motion for Summary Judgment was pending; (6) 

Registrant's Motion for Summary Judgment was denied on July 2, 2013; (7) To date, Petitioner 

has not responded to Registrant's First Set of Discovery Requests and has failed to produce any 

documents responsive thereto. 



Accordingly, Petitioner's refusal to respond to Registrant's First Set of Discovery 

Requests in a timely manner prior to Registrant's Motion for Summary Judgment, coupled with 

counsel for Petitioner's correspondence on February 26, 2013 refusing to provide responses to 

Registrant's First Set of Discovery Requests because ofRegistrant's Motion for Summary 

Judgment, demonstrates Petitioner's failure was not the result of excusable neglect. As such, 

Petitioner forfeits its right to object to the discovery requests on their merits. 

d. Registrant's Good Faith Effort 

In accordance with 37 C.F.R. §§ 2.120(e) and 2.120(h), Registrant has made a good-faith 

effort by correspondence to resolve with Petitioner the issues presented in this motion. In 

particular, as detailed above, Petitioner refused to produce discovery documents because 

Registrant's Motion for Summary Judgment effectively suspended the proceeding. Samuels 

Decl. at ,-r 3, Ex. 2. In light of the Board's decision denying Registrant's to Motion for Summary 

Judgment which reset the trial dates and resumed the proceeding, along with Petitioners failure 

to provide any response to Registrant's First Set of Discovery Requests, Registrant had no choice 

but to bring this issue before the Board for resolution prior to the reset first testimony period for 

this matter. 

Accordingly, Registrant is entitled to an Order compelling Petitioner to provide responses 

to Registrant's First Set of Discovery Requests without objection and compelling Petitioner to 

produce all documents and things requested in Registrant's First Set of Document Requests. 

4. Motion for Suspension 

Registrant moves to suspend all proceedings pending disposition of Registrants Motion to 

Compel. In accordance with 3 7 C.F .R §2.120( e )(2), when a party files a motion to compel, the 



Board will suspend all matters not germane to the motion. Further, the Board has the discretion 

to suspend proceedings for good cause shown under 37 C.P.R. §2.117(c) and TBMP §510.03. 

Suspension of all proceedings pending di8position of this Motion to Compel will save the time 

and resources of both parties and the Board, and is thus warranted. 

5. Conclusion 

For the reasons set forth above, Registrant respectfully requests that the Board: (1) order 

Petitioner to provide complete responses, without objection, to Registrant' s First Set of 

Interrogatories and First Set of Document Requests; (2) order Petitioner to produce all 

documents requested, without objection. Additionally, Registrant respectfully submits that good 

cause has been shown to suspend all proceedings pending the disposition of Registrant's Motion 

to Compel. 

Dated: July 15, 2013 Respectfully submitted, 

William R. Samuels 
W.R. Samuels Law PLLC 
230 Park Ave. , Suite 1000 
New York, NY 10169 
212-808-6502 
Attorneys for Registrant 
Urban Asphalt Skatewear, LLC 



CERTIFICATE OF SERVICE 

I certify that a true and accurate copy of the foregoing MOTION TO COMPEL DISCOVERY 

RESPONSES FROM PETITIONER AND SUSPEND PROCEEDINGS was served on July 15, 

2013 by first-class mail, postage prepaid, upon counsel for Petitioner: 

Finnegan, Henderson, Farabow, Garrett & Dunner, L.L.P 
Attn: DannyM. Awdeh, Attorney for Petitioner, Under Armour Inc. 
901 New York A venue, NW 
Washington, DC 20001 
danny .awdeh@finnegan.com 

docketing@finnegan.com 
larry. white@finnegan.com 

William R. Samuels 
W.R. Samuels Law PLLC 
230 Park Avenue, Suite 1000 
New York, NY 10169 
212-808-6502 
Attorneys for Registrant 
Urban Asphalt Skatewear, LLC 



TN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

) 
UNDER ARMOUR, INC. ) 

) 
Petitioner, ) 

) 
) 

v. ) 
) 
) 

URBAN ASPHALT SKATEWEAR, LLC ) 
) 

Registrant. ) 
_________________________ ) 

Cancellation No. 92055358 

Mark 

Registration No: 3611357 
Registration Date: April 28, 2009 

DECLARATION OF WILLIAM R. SAMUELS 

I, William R. Samuels, declare pursuant to 28 U.S.C. § 1746 as follows: 

1. I am counsel for Urban Asphalt Skatewear, LLC ("Registrant"). I make this declaration 

based on personal knowledge and am competent to testify on the matters stated below. 

2. On November 26, 2012, Registrant timely served by First Class Mail Registrant's First 

Set oflnterrogatories Nos. 1-19 ("Registrant' s First Set oflnterrogatories") and 

Registrant's First Set Of Requests For The Production Of Documents And Things Nos. 1-

23 ("Registrant's First Set of Document Requests") (collectively, "Registrant' s First Set 

of Discovery Requests"). True and correct copies ofRegistrant's First Set ofDiscovery 

Requests are attached hereto as Exhibit 1. 

3. On February 25, 2013, I contacted by email Mr. Danny Awdeh, counsel for Petitioner in 

an effort to confer regarding Petitioner' s failure to respond to Registrant's First Set of 

Discovery Requests. On February 26, 2013, Mr. Awdeh replied by email that he would 

not respond to Registrant's First Set of Discovery Requests while Registrant's Motion for 



Summary Judgment was pending. A true and accurate copy of this email correspondence 

with Mr. Awdeh is attached hereto as Exhibit 2. 

4. Registrant's Motion for Summary Judgment was denied on July 2, 2013 and the 

Cancellation No. 92055358 was resumed on that date, July 2, 2013 . 

5. To date, Registrant has not received any response to Registrant's First Set of Discovery 

Requests. 

I declare under penalty of perjury under the laws of the United States of America that the 

foregoing is true and correct. Executed on July 15, 2013. 

William R. Samuels 
W.R. Samuels Law PLLC 
230 Park Avenue, Suite 1000 
New York, NY 10169 
212-808-6502 
Attorneys for Registrant 
Urban Asphalt Skatewear, LLC 



CERTIFICATE OF SERVICE 

I certify that a true and accurate copy of the foregoing DECLARATION OF WILLIAM R. SAMUELS 

was served on July 15, 2013 by first-class mail, postage prepaid, upon counsel for Petitioner: 

Finnegan, Henderson, Farabow, Garrett & Dunner, L.L.P 
Attn: Danny M. Awdeh, Attorney for Petitioner, Under Armour Inc. 
901 New York Avenue, NW 
Washington, DC 20001 
danny.awdeh@finnegan .com 
docketing@finnegan .com 
larry.white@finnegan.com 

William R. Samuels 
W .R. Samuels Law PLLC 
230 Park Avenue, Suite 1000 
New York, NY 10169 
212-808-6502 
Attorneys for Registrant 
Urban Asphalt Skatewear, LLC 
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EXHIBIT 2 
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Staff: W.R. Samuels Law

From: Bill Samuels <bill@wrsamuelslaw.com>
Sent: Wednesday, February 27, 2013 12:18 AM
To: Awdeh, Danny
Cc: W.R.S. Staff; David Rodrigues; Rettew, Doug; White, Larry
Subject: Re: Discovery Requests: Under Armour v. Urban Asphalt, Cancellation No. 92055358 (Your 

Ref. 8253-8076; Our Ref. No. TMO7)

Dear Danny, 
  Thanks for your e-mail.  I appreciate your explanation and your clarity regarding deadlines and the suspension of 
proceedings. 
 
  Feel free to contact me any time. 
 
Best regards, 
Bill 
 
 
 
 
 
 
William R. Samuels │ W.R. Samuels Law PLLC 
P: 212-808-6502 │ C: 646-801-7565 │ F: 917-522-9615 
230 Park Ave., Suite 1000 │ New York, NY 10169 bill@wrsamuelslaw.com │ www.wrsamuelslaw.com 
 
On Feb 26, 2013, at 7:40 PM, "Awdeh, Danny" <Danny.Awdeh@finnegan.com> wrote: 
 
> Thank you for your email. 
> As you will recall, the parties agreed to an extension of time until January 30, 2013 for Under Armour to respond to 
discovery.  Under Armour understood that Urban Asphalt’s filing of its motion for summary judgment on January 8, 2013 
effectively suspended all proceedings and Under Armour’s obligation to respond to outstanding discovery by the January 
30 deadline. 
>  
> 37 C.F.R. 2.127(d) states that when any party files a motion for summary judgment “the case will be suspended by the 
Trademark Trial and Appeal Board with respect to all matters not germane to the motion . . .” 
>  
> As Section 528.03 of the TBMP states, though the filing of a motion for summary judgment “does not, in and of itself, 
automatically suspend proceedings in a case,” the Board has found that the “filing of a motion for summary judgment 
provides a party with good cause for not complying with an otherwise outstanding obligation, for example, responding to 
discovery requests.” 
>  
> If you disagree with this understanding, please let us know and we will request a telephone conference with the TTAB 
to resolve the suspension issue. 
>  
> On Feb 25, 2013, at 3:03 PM, "Bill Samuels" <bill@wrsamuelslaw.com<mailto:bill@wrsamuelslaw.com>> wrote: 
>  
> Dear Danny, 
>  We never received your client’s responses to our discovery requests.  Please let me know when we should expect them.
>  
> Best regards, 
> Bill 
>  
>  
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>  
>  
> William R. Samuels │ W.R. Samuels Law PLLC 
> P: 212-808-6502 │ C: 646-801-7565 │ F: 917-522-9615 
> 230 Park Ave., Suite 1000 │ New York, NY 10169  
> bill@wrsamuelslaw.com<mailto:bill@wrsamuelslaw.com> │  
> www.wrsamuelslaw.com<http://www.wrsamuelslaw.com> 
>  
>  
>  
> This e-mail message is intended only for individual(s) to whom it is  
> addressed and may contain information that is privileged, confidential, proprietary, or otherwise exempt from disclosure 
under applicable law. If you believe you have received this message in error, please advise the sender by return e-mail and 
delete it from your mailbox. Thank you. 


