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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Inre: Registration No. 4,030,323
Mark: SINGAPORE MATH
Issued: September 27, 2011

Inre: Registration No. 3,866,259
Mark: SINGAPOREMATH.COM
Issued: October 26, 2010

memmmemX
HOUGHTON MIFFLIN HARCOURT
PUBLISHING COMPANY,
CONSOLIDATED
Petitioner, : CANCELLATION NQO. 92/055161
V.

SINGAPOREMATH.COM, INC,,

Respondent. :

...... e X

Hon. Commissioner of Patents and Trademarks
Washington, D.C. 20231

MOTION TO SUSPEND FOR CIVIL ACTION

Pursuant to 37 CFR § 2.117, Petitioner, Houghton Mifflin Harcourt Publishing Company
(“Petitioner™), hereby requests suspension of the above-captioned Cancellation proceeding
pending disposition of the civil action filed in the United States District Court for the District of
Oregon, the resolution of which will have substantial bearing on the issues before the Board in
this Cancellation proceeding.

Petitioner’s counterclaims under Civil Action No. 11-1522, filed December 16, 2011, in
the United States District Court for the District of Oregon (the “Civil Action™), assert claims with

respect to Respondent’s U.S. Trademark Registration No. 4,030,323 for the term SINGAPORE



MATH and U.S. Trademark Registration No. 3,866,259 for the term SINGAPOREMATH.COM
(the ~“Purported Marks™). Specifically, Petitioner seeks cancellation of the registrations for the
Purported Marks on the grounds that the Purported Marks are generic or merely descriptive
under 15 U.S.C. § 1119 and on the grounds that they were acquired fraudulently under 15 U.S.C.
§§ 1119, 1120. The above-captioned Cancellation proceeding before the Board requests
cancellation of the same registrations on the same grounds.

Petitioner respectfully submits that the final determination of issues in the Civil
Proceeding will have a substantial bearing on matters before the Board in this Cancellation
proceeding.  Accordingly, Petitioner requests that all further proceedings in Consolidated

Cancellation No. 92/055161 be suspended pending disposition of the Civil Action.

Dated; March 28, 2012 Respectfully submitted,
New York, New York DONOVAN & YEE LLP
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By:  Mary A. Donovan, Esq.

Sarah B. Kickham, Esq.
161 Avenue of the Americas, Suite 1201

New York, NY 10013

Attorneys for Applicant



CERTIFICATE OF SERVICE

I, Sarah B. Kickham, an associate at Donovan & Yee LLP, attorneys for Petitioner,
Houghton Mifflin Harcourt Publishing Company, hereby affirm under the penalties of perjury,
that on March 28, 2012, I caused a true and correct copy of the foregoing Motion to Suspend for

Civil Action to be served upon Respondent’s attorney of record via First Class mail:

David P. Cooper, Esq.
Kolisch Hartwell PC
200 Pacific Building

520 SW Yambhill Street
Portland, OR 97204
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Sarah B. Kickham




