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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In the matter of  
Trademark Registration No. 3,768,914 
Mark:  DELPHIX (Logo) 
  
 ) 
Embarcadero Technologies, Inc.  ) 
  Petitioner  ) 

 vs. ) 
  )  Cancellation No.: 92055153 

Delphix Corp.   ) 
 Registrant.  ) 
   ) 
 
 

DELPHIX CORP’S ANSWER TO PETITIONER’S CANCELLATION PETITION   

Registrant, Delphix Corp. (Delphix) by and through its attorneys, hereby answers 

Petitioner’s cancellation petition in the above-entitled matter as follows: 

Delphix lacks knowledge or information sufficient to form a belief as to the truth of the 

allegations in Petitioner’s unnumbered paragraphs at the beginning and end of the cancellation 

petition and therefore denies them.  Delphix further specifically denies any alleged damaged to 

Petitioner.   

1. Delphix lacks knowledge or information sufficient to form a belief as to the truth 

of the allegations in Petitioner’s paragraph 1 and therefore denies them.   

2. Delphix lacks knowledge or information sufficient to form a belief as to the truth 

of the allegations in Petitioner’s paragraph 2 and therefore denies them.   

3. Delphix lacks knowledge or information sufficient to form a belief as to the truth 

of the allegations in Petitioner’s paragraph 3 and therefore denies them.   

4. Delphix avers that Paragraph 4 of the Petition calls for a legal conclusion to 

which no response is required.  To the extent any response is required, Delphix denies that 

Petitioner’s alleged registration is incontestable for all purposes.  Delphix lacks knowledge or 
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information sufficient to form a belief as to the truth of any remaining allegations in Petitioner’s 

paragraph 4 and therefore denies them.   

5. Delphix admits that it is a Delaware Corporation, that it owns United States 

Trademark Registration No. 3,768,914 and that the allegations in Petitioner’s paragraph 5 

purport to refer to United States Trademark Registration No. 3,768,914, which speaks for itself. 

6. Delphix admits that the allegations in Petitioner’s paragraph 6 purport to refer to 

United States Trademark Registration No. 3,768,914, which speaks for itself. 

7. Delphix denies the allegations in Petitioner’s paragraph 7.   

8. Delphix denies the allegations in Petitioner’s paragraph 8.   

9. Delphix denies the allegations in Petitioner’s paragraph 9.   

10. Delphix denies the allegations in Petitioner’s paragraph 10.   

11. Delphix denies the allegations in Petitioner’s paragraph 11.  Delphix further 

specifically denies Petitioner’s allegations concerning Delphix’s selection of the mark 

represented in United States Trademark Registration No. 3,768,914.  Delphix further specifically 

denies Petitioner’s allegations and any alleged inferences drawn therefrom regarding Delphix’s 

website, which speaks for itself.   

12. Delphix denies the allegations in Petitioner’s paragraph 12.   

13. Delphix denies the allegations in Petitioner’s paragraph 13.   

14. Delphix denies the allegations in Petitioner’s paragraph 14.   

15. Delphix denies the allegations in Petitioner’s paragraph 15.   

16. Delphix admits that the allegations in Petitioner’s paragraph 16 purport to refer to 

the application for United States Trademark Registration No. 3,768,914, which speaks for itself.  

Delphix denies any remaining allegations or implications contained in Paragraph 16. 

17. Delphix admits that the allegations in Petitioner’s paragraph 17 purport to refer to 

the application for United States Trademark Registration No. 3,768,914, which speaks for itself.  

Delphix denies any remaining allegations or implications contained in Paragraph 17. 



Cancellation No.: 92055153 
Mark: DELPHIX (Logo) 3 

 

18. Delphix admits that the allegations in Petitioner’s paragraph 18 purport to refer to 

the application for United States Trademark Registration No. 3,768,914, which speaks for itself.  

Delphix denies any remaining allegations or implications contained in Paragraph 18. 

19. Delphix denies the allegations in Petitioner’s paragraph 19.   

20. Delphix denies the allegations in Petitioner’s paragraph 20.   

21. Delphix denies the allegations in Petitioner’s paragraph 21.   

22. Delphix denies the allegations in Petitioner’s paragraph 22.   

23. Delphix denies the allegations in Petitioner’s paragraph 23.   

 

All allegations in the cancellation petition, whether explicit or implicit and including 

averments, which require an answer are denied to the extent that those allegations are not 

expressly and specifically admitted herein.  Moreover, pursuant to Rule 8(b)(6) of the Federal 

Rules of Civil Procedure, allegations in the cancellation petition, to which no responsive 

pleading is required shall be deemed as denied.   
 

AFFIRMATIVE DEFENSES  

FIRST AFFIRMATIVE DEFENSE 

Petitioner’s claims are barred, in whole or in part, by the doctrine of acquiescence.  

Specifically, on information and belief, Petitioner’s prior actions establish its assent to the 

continued registration of United States Trademark Registration No. 3,768,914.  On information 

and belief said actions include Petitioner’s consent to the parties’ substantial co-existence 

without any confusion and Petitioner’s decision to not oppose Registration No. 3,768,914, which 

furthered Registrant’s activities in connection with Registration No. 3,768,914 and Delphix’s 

logo.   
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SECOND AFFIRMATIVE DEFENSE 

Petitioner’s claims are barred, in whole or in part, by the doctrine of laches.  Specifically, 

on information and belief, Petitioner has unreasonably delayed in asserting any claimed rights 

against Registrant causing material prejudice due to that delay.  On information and belief, this 

unreasonable delay includes the parties’ substantial co-existence without any confusion or 

challenge by Petitioner as well as Petitioner’s decision to not oppose Registration No. 3,768,914 

or otherwise challenge Registrant’s use of Delphix’s logo.  Moreover, Registrant was materially 

prejudiced by Petitioner’s unreasonable delay as Registrant continued its activities in connection 

with Registration No. 3,768,914 and Delphix’s logo during Petitioner’s period of unreasonable 

delay.   

THIRD AFFIRMATIVE DEFENSE 

Petitioner’s claims are barred, in whole or in part, by the doctrine of equitable estoppel. 

 Equitable estoppel “is not limited to a particular factual situation nor subject to resolution by 

simple or hard and fast rules”  A.C. Aukerman v. R.L. Chaides Construction Co., 960 F.2d 1020 

(Fed. Cir. 1992).  Nevertheless, Registrant has relied upon Petitioner’s misleading conduct 

including its delay in asserting any claimed rights and on information and belief Petitioner’s 

consent to the parties’ substantial co-existence without any confusion and the decision to not 

oppose Registration No. 3,768,914, which furthered Registrant’s activities in connection with 

Registration No. 3,768,914 and Delphix’s logo, and thereby materially prejudiced Registrant.   

 

These answers and affirmative defenses are based on the knowledge and information 

currently available to Delphix, and Delphix reserves the right to seek amendment of these 
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answers or affirmative defenses pursuant to Federal Rule of Civil Procedure 15 and any other 

applicable rule, statute or case law, based on facts later discovered, pled, or offered.   

 

WHEREFORE , Delphix prays that Petitioner’s cancellation petition be dismissed and 

that judgment be entered in favor of Registrant, Delphix Corp.  

       Respectfully submitted, 

 
 
Dated:  February 24, 2012    /s/ Eric Ball     

Eric Ball, Esq. 
Attorney for Registrant 
FENWICK & WEST LLP 
Silicon Valley Center 
801 California Street 
Mountain View, CA  94041 
(650) 988-8500 
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CERTIFICATTE OF SERVICE BY HAND DELIVERY 

 
I hereby certify that a true and correct copy of the foregoing DELPHIX CORP’S 

ANSWER TO PETITIONER’S CANCELLATION PETITION is being served on February 

24, 2012, by hand delivery on Petitioner’s Attorney of Record at the address below: 

Martin R. Greenstein 
Techmark A Law Corporation 
4820 Harwood Road, 2nd Floor 
San Jose, CA 95124-5273 

 
 
 

_/s/ Eric Ball ________________ 
Eric Ball 

 
 


