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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Regents of the University of California, )
)
Petitioner, )
) .

V. ) Cancellation No. 92055113
)
)
Curators of the University of Missouri, )
| )
Registrant. )

ANSWER

Registrant, Curators of the University of Missouri (“UM”) answers the Petitioner’s

Petition for Cancellation as follows:

1. UM is without information sufficient to form a belief as to the truth of the

allegations contained in paragraph 1 and, therefore, denies the same.

2. UM is without information sufficient to form a belief as to the truth of the

allegations contained in paragraph 2 and, therefore, denies the same.

3. Admitted.
4, Admitted.
5. Admitted.

6. Admitted in so much as UM’s date of first use of the TRITONS UMSL mark is at
least as early as April 10, 2007 and the date of first use in commerce is at least as early as June

15, 2007.

7. UM is without information sufficient to form a belief as to the fruth of the

allegations contained in paragraph 7 and, therefore, denies the same.
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8. UM is without information sufficient to form a belief as to the truth of the
allegations contained in paragraph 8 and, therefore, denies the same.
9. UM is without information sufficient to form a belief as to the truth of the

allegations contained in paragraph 9 and, therefore, denies the same.

10. UM is without information sufficient to form a belief as to the truth of the

allegations contained in paragraph 10 and, therefore, denies the same.

ANSWER TO ALL ALLEGATIONS

1. UM denies each and every allegation in the Petition for Cancellation except as

specifically admitted in this Answer.

AFFIRMATIVE DEFENSES
1. Petitioner’s Petition for Cancellation fails to state a claim upon which relief may
be granted.
2. The mark TRITONS by itself has become diluted due to its concurrent use by at

least seven institutions of higher education, including at least: Triton College, Eckerd College,
University of Guam, Edmonds Community College, lowa Central Community College, UM,
and Petitioner. This dilution is further illustrated by UM’s registrations identified herein

including “UMSL” or “University of Missouri Saint Louis” to add further source indicative

" components.

3. Petitioner's claims are barred by the doctrines of laches, waiver, and/or estoppel.

KCP-4206145-1 Page 2 of 5




4. Petitioner’s claims are barred because UM enjoys Eleventh Amendment
immunity as UM is an arm of the State of Missouri and, therefore, is protected by the provisions
of the Eleventh Amendment.

5. Upon information and belief, Petitioner has failed to perform its affirmative duty
to police the trademark TRITONS in its claimed over thirty-five years of use as evidenced by the
attached Exhibit 1 listing U.S. or State Trademark Registrations that concurrently‘exist, or did
concurrently exist, in the same classes asserted by the Petitioner in its current U.S. Application
No. 77/687,855 during Petitioner’s claimed thirty years of use.

6. Upon information and belief, Petitioner has failed to perform its affirmative duty
to police the trademark TRITONS and has waived any priority it may have by failing to file a
petition for cancellation within five years of the date of registration of U.S. Registration No.
3,135,956 for TRITONS and Design for board shorts, swim suits, shorts, shirts, pants, athletic
shoes, hats, headbands, jackets, tank-tops, t-shirts, blouses, sweat shirts, gloves, wetsuits,
sandals, rash guards to protect against the sun and the surfboard in International Class 25 having
a date of first use of January 15, 2003, and upon information and belief, the owner of U.S.
Registration No. 3,135,956 is still applying the mark on one or more goods identified in the
registration.

7. As a matter of equity, UM’s established trademark rights should not be vacated
because Petitioner’s failure to apply for and secure a U.S. Trademark Registration during the
asserted period of approximately thirty-five years of use and for nearly five years after the filing

date of UM’s currently used and registered trademarks.
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WHEREFORE, UM respectfully requests that Petitioner’s Petition for Cancellation be

denied and for its costs herein incurred and expended, and for such other and further relief as the

Board deems just and proper.

Dated: ‘Z’//ﬂ//jﬁ/,%
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Respectfully submitted,

Rkl

William B. Kircher

Husch Blackwell LLP

4800 Main Street, Ste. 1000

Kansas City, Missouri 64112

(816) 983-8000

(816) 983-8080 (fax)

e-mail: Bill.Kircher@huschblackwell.com

Attorney for Respondent
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing Answers to Notice of
Opposition was mailed first class, postage prepaid to:

Nicholas S. Barnhorst, Esq.

The Trademark Group, APLC
1200 Prospect Street, Suite G100
La Jolla, California 92037

on this 'Lf;'oth day of March, 2012. ‘%) .
William B. Kircheir | S
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